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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79185205

*79185205*

MARK: G65

CORRESPONDENT ADDRESS:
CHARLES T J WEIGELL
FROSS ZELNICK LEHRMAN & ZISSU PC

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

4 TIMES SQUARE 17TH FL
NEW YORK, NY 10036

APPLICANT: HYUNDAI MOTOR COMPANY

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE:

INTERNATIONAL REGISTRATION NO. 1293709
INTRODUCTION
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following refusal made final in the Office action dated July 21, 2017 is maintained and
continue to be final: Refusal under Section 2(d) Likelihood of Confusion. See TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement made final in the Office action is withdrawn: Amendment to the
Identification of Goods Required. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue, nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

REFUSAL UNDER SECTION 2(d)- LIKELIHOOD OF CONFUSION- REFUSAL MAINTAINED AND CONTINUES
TO BE FINAL

In its request for reconsideration, the applicant asserts that it is improper for the examining attorney to
further review the refusal on the issue that applicant is appealing and that it is inappropriate to submit
additional evidence at this time; however, the applicant is incorrect in this assertion, and thus for the
reasons set forth below, the refusal under Trademark Act Section 2(d) maintained and continues to be
FINAL with respect to U.S. Registration No. 4639241. See 15 U.S.C. §1052(d); 37 C.F.R. §2.63(b); TMEP
§710.01(c). See the previously enclosed registration.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely a potential consumer would be confused, mistaken, or deceived as to the source of the
goods of the applicant and registrant. See 15 U.S.C. §1052(d). A determination of likelihood of
confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973) aid in this
determination. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256
(Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d 1471,
1474 (Fed. Cir. 2000)). Not all the du Pont factors, however, are necessarily relevant or of equal weight,
and any one of the factors may control in a given case, depending upon the evidence of record.
Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic
Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de
Nemours & Co., 476 F.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of
the goods, and similarity of the trade channels of the goods. See In re Viterra Inc., 671 F.3d 1358, 136162, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures Inc., 59 USPQ2d 1593, 1595-96
(TTAB 1999); TMEP §§1207.01 et seq.

Similarity of Marks

Applicant’s mark is G65 in stylized form.

The mark in U.S. Registration No. 4639241 is G 65 in standard character form.

Marks are compared in their entireties for similarities in appearance, sound, connotation, and
commercial impression. Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110
USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison
Fondee En 1772, 396 F. 3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)(b)(v). “Similarity in any one of these elements may be sufficient to find the marks confusingly similar.”
In re Davia, 110 USPQ2d 1810, 1812 (TTAB 2014) (citing In re 1st USA Realty Prof’ls, Inc., 84 USPQ2d
1581, 1586 (TTAB 2007)); In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988)); TMEP §1207.01(b).

When comparing marks, the test is not whether the marks can be distinguished in a side-by-side
comparison, but rather whether the marks are sufficiently similar in terms of their overall commercial
impression that confusion as to the source of the goods offered under the respective marks is likely to
result. Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d
1435, 1440 (Fed. Cir. 2012); In re Bay State Brewing Co., 117 USPQ2d 1958, 1960 (TTAB 2016) (quoting
Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1368, 101 USPQ2d 1713, 1721 (Fed. Cir.
2012)); TMEP §1207.01(b). The proper focus is on the recollection of the average purchaser, who
retains a general rather than specific impression of trademarks. In re Bay State Brewing Co., 117
USPQ2d at 1960 ( (citing Spoons Rests., Inc., v. Morrison, Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d
per curiam, 972 F.2d 1353 (Fed. Cir. 1992)); In re C.H. Hanson Co., 116 USPQ2d 1351, 1353 (TTAB 2015)
(citing Joel Gott Wines LLC v. Rehoboth Von Gott Inc., 107 USPQ2d 1424, 1430 (TTAB 2013));TMEP
§1207.01(b).

In its response, the applicant argues that the “G” in the applied-for mark references its “GENESIS” line of
automobiles, and thus its mark G65 is not confusingly similar to the cited registered mark G 65;
however, the applied-for mark at issue is not “GENESIS 65”, but rather “G65”, and thus this is the mark
at issue in the likelihood of confusion analysis and any significance of the letter “G” is irrelevant.

The compared marks are identical except for a slight difference in appearance between applicant’s
mark, which appears as a compound mark with no space separating the words, that is, “G65”; and
registrant’s mark, which appears with a space separating the letter and numbers, that is, “G 65”. As
such, the marks are identical in sound and virtually identical in appearance, and are thus confusingly
similar for the purposes of determining likelihood of confusion. See, e.g., Seaguard Corp. v. Seaward
Int’l, Inc., 223 USPQ 48, 51 (TTAB 1984) (“[T]he marks ‘SEAGUARD’ and ‘SEA GUARD’ are, in
contemplation of law, identical [internal citation omitted].”); In re Best W. Family Steak House, Inc., 222
USPQ 827, 827 (TTAB 1984) (“There can be little doubt that the marks [BEEFMASTER and BEEF MASTER]
are practically identical”); Stock Pot, Inc., v. Stockpot Rest., Inc., 220 USPQ 52, 52 (TTAB 1983), aff’d 737
F.2d 1576, 222 USPQ 665 (Fed. Cir. 1984) (“There is no question that the marks of the parties
[STOCKPOT and STOCK POT] are confusingly similar. The word marks are phonetically identical and
visually almost identical.”).

Lastly, a mark in typed or standard characters may be displayed in any lettering style; the rights reside in
the wording or other literal element and not in any particular display or rendition. See In re Viterra Inc.,
671 F.3d 1358, 1363, 101 USPQ2d 1905, 1909 (Fed. Cir. 2012); In re Mighty Leaf Tea, 601 F.3d 1342,
1348, 94 USPQ2d 1257, 1260 (Fed. Cir. 2010); 37 C.F.R. §2.52(a); TMEP §1207.01(c)(iii). Thus, a mark
presented in stylized characters and/or with a design element generally will not avoid likelihood of
confusion with a mark in typed or standard characters because the marks could be presented in the
same manner of display. See, e.g., In re Viterra Inc., 671 F.3d at 1363, 101 USPQ2d at 1909; Squirtco v.
Tomy Corp., 697 F.2d 1038, 1041, 216 USPQ 937, 939 (Fed. Cir. 1983) (stating that “the argument
concerning a difference in type style is not viable where one party asserts rights in no particular
display”). In this case, the cited registered mark is in standard character form, and thus the mark can be
stylized in any fashion, which is likely to cause consumer confusion if the applicant’s and registrant’s
marks are stylized in identical or similar fashions.

Relatedness of Goods

The applicant’s goods as amended are “Automobiles; sports cars; structural parts for automobiles; parts
and accessories for automobiles, namely, wheel bearings, couplings, axle journal boxes and bearings;
speed change gears for land vehicles; suspension shock absorbers for vehicles; braking systems for land
vehicles; passenger cars; power transmissions and gearings for land vehicles; transmissions for land
vehicles; automobile engines.”

The goods in U.S. Registration No. 4639241 are “Automobiles and their structural parts.”

First, the goods of the parties need not be identical or even competitive to find a likelihood of confusion.
See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000);
Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1898 (Fed. Cir. 2000) (“[E]ven if the goods

in question are different from, and thus not related to, one another in kind, the same goods can be
related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).

The respective goods need only be “related in some manner and/or if the circumstances surrounding
their marketing [be] such that they could give rise to the mistaken belief that [the goods and/or
services] emanate from the same source.” Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356,
1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724
(TTAB 2007)); TMEP §1207.01(a)(i).
Second, when analyzing an applicant’s and registrant’s goods for similarity and relatedness, that
determination is based on the description of the goods stated in the application and registration at
issue, not on extrinsic evidence of actual use. See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746
F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers
Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).

Absent restrictions in an application and/or registration, the identified goods are presumed to travel in
the same channels of trade to the same class of purchasers. In re Viterra Inc., 671 F.3d 1358, 1362, 101
USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261,
1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)). Additionally, unrestricted and broad identifications are
presumed to encompass all goods of the type described. See, e.g., Sw. Mgmt., Inc. v. Ocinomled, Ltd.,
115 USPQ2d 1007, 1025 (TTAB 2015); In re N.A.D., Inc., 57 USPQ2d 1872, 1874 (TTAB 2000).

In this case, the identifications “automobiles” and “structural parts of automobiles” set forth in the
application and registration are identical and have no restrictions as to nature, type, channels of trade,
or classes of purchasers. Therefore, it is presumed that these goods travel in all normal channels of
trade, and are available to the same class of purchasers. See Midwestern Pet Foods, Inc. v. Societe des
Produits Nestle S.A., 685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012). Accordingly, the
goods of applicant and the registrant are considered related for purposes of the likelihood of confusion
analysis.

Third, the registration contains the broad word “automobiles” and “structural parts” of automobiles,
which presumably encompasses all goods of the type described, including applicant’s more narrow
types of automobiles and structural automobile parts. See, e.g., Sw. Mgmt., Inc. v. Ocinomled, Ltd., 115
USPQ2d 1007, 1025 (TTAB 2015); In re N.A.D., Inc., 57 USPQ2d 1872, 1874 (TTAB 2000). Additionally,
the goods of the parties have no restrictions as to nature, type, channels of trade, or classes of
purchasers and are “presumed to travel in the same channels of trade to the same class of purchasers.”
In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting HewlettPackard Co. v. Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).

Determining likelihood of confusion is based on the description of the goods stated in the application
and registration at issue, not on evidence of actual use. See Stone Lion Capital Partners, LP v. Lion
Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v.
Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).

Lastly, the attached Internet evidence consists of excerpts from web sites. This evidence establishes
that the same entity commonly manufactures/produces/provides the relevant goods and markets the
goods under the same mark, the relevant goods are sold or provided through the same trade channels
and used by the same classes of consumers in the same fields of use and the goods are similar or
complementary in terms of purpose or function.

Specifically, the attached evidence from the GM (General Motors) websites show that the “GM” mark is
used on automobile engines and transmissions as well as automobiles. Similarly, the attached evidence
from the Amazon and Honda websites show the “HONDA” mark used on automobiles and wheel
bearings as well as other genuine automobile parts. Further, the attached evidence from the Toyota
websites show the “TOYOTA” mark used on couplings, speedometer gears, shock absorbers and
automobiles. Also, the attached evidence from the Subaru website shows that the “SUBARU” mark is
used on vehicles as well as axle housings (akin to journal boxes) and a wide variety of structural and
replacement parts, including brake systems. Additionally, the attached evidence from the Ford and
BMW web sites show that the “FORD” mark is used on a wide variety of vehicle parts as well as vehicles
and the “BMW” mark is used on a wide variety of vehicle parts and vehicles. Next, the attached
evidence from the Edmunds web site shows that “OEM parts” are automobile parts made by vehicle
manufacturers. This evidence shows that it is common for the manufacturer of vehicles to also
manufacture vehicle parts.

Therefore, applicant’s and registrant’s goods are considered related for likelihood of confusion
purposes. See, e.g., In re Davey Prods. Pty Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba
Med. Sys. Corp., 91 USPQ2d 1266, 1268-69, 1271-72 (TTAB 2009).

Evidence obtained from the Internet may be used to support a determination under Trademark Act
Section 2(d) that goods are related. See, e.g., In re G.B.I. Tile & Stone, Inc., 92 USPQ2d 1366, 1371 (TTAB
2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).

In sum, applicant’s mark and registrant’s mark are virtually identical and create the same commercial
impression and the goods are legally identical and commercially related and likely to be encountered
together in the marketplace by consumers. Therefore, consumers are likely to be confused and
mistakenly believe that the products originate from a common source. Therefore, registration must be
refused under Section 2(d) of the Lanham Act.
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