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From:  McCauley, Brendan 

 

Sent:  8/18/2014 8:13:57 PM 

 

To:  TTAB EFiling 

 

CC:   

 

Subject:  U.S. TRADEMARK APPLICATION NO. 79129484 - GRAPHENE TUBE - 130376 - Request for 
Reconsideration Denied - Return to TTAB - Message 1 of 6 

 

 

 

************************************************* 

Attachment Information: 

Count:  12 

Files:  AH Science- Nanotube.jpg, AH Science- Title.jpg, AH Science- Verso.jpg, Credo- American Heritage- 
Carbon Nanotube.jpg, Credo- American Heritage- Nanotube.jpg, Credo- Penguin Dict of Sci- 
Nanotechnology & Nanotubes.jpg, Encyclopedia Britannica- Carbon nanotubes, graphene and 
tubes1.jpg, Encyclopedia Britannica- Carbon nanotubes, graphene and tubes2.jpg, Encyclopedia 
Britannica- Graphene1.jpg, Encyclopedia Britannica- Graphene2.jpg, Encyclopedia Britannica- 
nanotechnology1.jpg, 79129484.doc 
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 79129484 

 

MARK: GRAPHENE TUBE 

 

          

*79129484*  

CORRESPONDENT ADDRESS: 
       DARREN CREW 

       KRATZ QUINTOS & HANSON LLP 

       1420 K STREET NW 4TH FLOOR 

       WASHINGTON, DC 20005 

        

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

APPLICANT: INCUBATION ALLIANCE, INC. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       130376       

CORRESPONDENT E-MAIL ADDRESS:   

        

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE:  

INTERNATIONAL REGISTRATION NO. 1158571 
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The trademark examining attorney has carefully reviewed applicant’s request for reconsideration. The 
amended identification of goods set forth in the request for reconsideration is accepted and the 
requirement related thereto set forth in the final Office action dated January 29, 2014 is withdrawn.  
However, the trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration in relation to the final Section 2(e)(1) refusal and is denying the request related to the 
Section 2(e)(1) refusal for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  Thus, the Section 2(e)(1) refusal made final in the Office action dated January 29, 
2014 is maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant’s request related to the Section 2(e)(1) refusal has not resolved all the 
outstanding issue(s), nor does it raise a new issue or provide any new or compelling evidence with 
regard to the outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments related thereto are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request related to the Section 2(e)(1) refusal is denied. 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal.  See TMEP §715.04(a).  Applicant filed 
an appeal on July 28, 2014. 
 

SECTION 2(E)(1) REFUSAL - MERELY DESCRIPTIVE 

The trademark examining attorney has carefully reviewed applicant's request for reconsideration 
in relation to the final Section 2(e)(1) refusal and is denying the request related to the Section 
2(e)(1) refusal for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  Therefore, the Section 2(e)(1) refusal made final in the Office action dated 
January 29, 2014 is maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a). 

Registration is refused because the applied-for mark merely describes a feature or characteristic of 
applicant’s goods and/or services.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP 
§§1209.01(b), 1209.03 et seq. 
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A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, 
purpose, or use of an applicant’s goods and/or services.  TMEP §1209.01(b); see, e.g., DuoProSS 
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 
2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 
2004)); In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing 
Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538, 543 (1920)).   

 

The determination of whether a mark is merely descriptive is made in relation to an applicant’s goods 
and/or services, not in the abstract.  DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 
1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012); In re The Chamber of Commerce of the U.S., 675 
F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP §1209.01(b); see, e.g., In re Polo Int’l 
Inc., 51 USPQ2d 1061, 1062-63 (TTAB 1999) (finding DOC in DOC-CONTROL would refer to the 
“documents” managed by applicant’s software rather than the term “doctor” shown in a dictionary 
definition); In re Digital Research Inc., 4 USPQ2d 1242, 1243-44 (TTAB 1987) (finding CONCURRENT PC-
DOS and CONCURRENT DOS merely descriptive of “computer programs recorded on disk” where the 
relevant trade used the denomination “concurrent” as a descriptor of a particular type of operating 
system).   

 

“Whether consumers could guess what the product [or service] is from consideration of the mark alone 
is not the test.”  In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985). 

 

Applicant’s mark is GRAPHENE TUBE for goods set forth in the application as carbon nanotubes and 
currently described as carbon nanotubes having a cross section of a flat circle and not a cylindrical 
shape, namely, carbon with thin walls and a large external diameter, in powder or particulate material 
form, or in a dispersion. 

 

Applicant’s goods are clearly set forth in the identification as being carbon.  Graphene is carbon, namely, 
an allotrope of carbon.  The term is also defined as:  1.(organic chemistry) Any polycyclic aromatic 
hydrocarbon having the structure of part of a layer of graphite.  2. (inorganic chemistry) An arbitrarily 
large-scale, one-atom-thick layer of graphite, an allotrope of carbon, that has remarkable electric 
characteristics.  See attached information from http://en.wikipedia.org/wiki/Graphene and 
http://en.wiktionary.org/wiki/graphene provided in the Office action dated June 20, 2013 and 
incorporated into this Office action by reference.   
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In addition, as previously noted, the term graphene is defined as a fullerene consisting of bonded carbon 
atoms in sheet form one atom thick. See attached definition from 
http://www.oxforddictionaries.com/us/definition/american_english/graphene provided in the final 
Office action dated January 29, 2014 and incorporated into this Office action by reference.  Graphene is 
also referenced as a highly conductive allotrope of carbon whose atoms are arranged in a mesh-like 
form a single atom thick on the web page WhatIs.Com, namely, 
http://whatis.techtarget.com/definition/graphene.  See attached web page provided in the final Office 
action dated January 29, 2014 and incorporated into this Office action by reference.  

 

The attached web pages from Britannica Academic Edition reference the nature of graphene in 
connection with nanotubes which may be represented as scrolls of graphene.  In the attached pages 
from Nanotechnology for Dummies, graphene is defined as molecules composed of carbon atoms in a 
pattern of hexagons that seen in buckyballs, arranged in a planar sheet one atom thick.   

 

Thus, in relation to the goods, the term GRAPHENE in the mark describes a characteristic or feature of 
the goods which are made of carbon in the nature of graphene.  Moreover, as noted in applicant’s 
response dated December 16, 2013, applicant has indicated that the goods do or will contain graphene.  
Thus, in relation to the goods the term graphene in the mark clearly describes a feature or characteristic 
of the goods being made with graphene.  The examining attorney notes that there seems to be no 
disagreement that the term graphene in the applied-for mark is descriptive in relation to the goods. 

 

On the contrary, applicant argues that the term tube in the mark is not descriptive of applicant’s goods.  
However, the term tube in the mark also describes a feature or characteristic of applicant’s goods.  The 
term tube is defined as any of various usually cylindrical structures or devices.  See attached definition 
from Merriam-Webster provided in the Office action dated June 20, 2013 and incorporated into this 
Office action by reference. 

 

Applicant’s goods as set forth in the identification of record are carbon nanotubes.  According to the 
attached definition from The American Heritage Science Dictionary, a nanotube is defined as a hollow 
cylindrical or toroidal molecule made of one element, usually carbon.  The attached CREDO web pages 
define a carbon nanotube as the most common form of nanotube, composed entirely of carbon atoms 
or cylindrical fullerenes, with numerous applications in nanotechnology.  The nanotube is noted in these 
web pages as a hollow cylindrical or toroidal tube measuring nanometers in diameter, composed of 
atoms of a singly element, typically carbon.  The CREDO web pages related to nanotechnology indicate 
that the carbon nanotube can be imagined as constructed by splitting a buckyball into two and then 
adding a cylindrical section to join the two hemispheres together.   
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In addition, the attached web pages from How Stuff Works on the subject of nanotechnology indicate 
that a carbon nanotube is a nano-size cylinder of carbon atoms.  The attached nanocyl web page 
indicates that a carbon nanotube is a tube-shaped material, made of carbon, having a diameter 
measuring on a nonometer scale.  The attached web pages from Nanotechnology Now notes that: 
Strictly speaking, any tube with nanoscale dimensions, but generally used to refer to carbon nanotubes, 
which are sheets of graphite rolled up to make a tube. 

 

The attached Nanotechnology for Dummies web pages define carbon nanotubes as molecules composed 
of carbon atoms arranged on the surface of a cylindrical shape in a pattern of hexagons as seen in 
buckyballs.  The attached pages from VAN NOSTRAND'S SCIENTIFIC ENCYCLOPEDIA indicate that a 
nanotube is cylindrical and the name is derived from their size since the diameter of a nanotube is on 
the order of a few nanometers while they can be up to several centimeters in length.  Lastly, but not 
least, the attached webopedia web pages defines carbon nanotube technology or carbon nanotubes as 
tubes of carbon atoms less than a nonometer (one billionth of a meter) in diameter.  

 

The attached web pages from Britannica Academic Edition covering carbon nanotubes note: 

 

In 1991 Iijima Sumio of NEC Corporation’s Fundamental Research Laboratory, 
Tsukuba Science City, Japan, investigated material extracted from solids that grew on 
the tips of carbon electrodes after being discharged under C60 formation conditions. 
Iijima found that the solids consisted of tiny tubes made up of numerous concentric 
“graphene” cylinders, each cylinder wall consisting of a sheet of carbon atoms 
arranged in hexagonal rings. The cylinders usually had closed-off ends and ranged 
from 2 to 10 micrometres (millionths of a metre) in length and 5 to 40 nanometres 
(billionths of a metre) in diameter. 

 

The attached web pages from Britannica Academic Edition relating to nanotechnology note that carbon 
atoms can be bonded together in a tube geometry.  The web pages also indicate that 1991 carbon 
nanotubes that were discovered were carbon ringlike structures extended from spheres into long tubes 
of varying diameter.  Moreover, the article notes that carbon nanotubes have remarkable properties 
and that depending on their specific diameter and bonding arrangement of their carbon atoms, 
nanotubes exhibit either metallic or semiconducting behavior.  

 

In light of the various definitions of carbon nanotubes and the information noted above regarding 
nanotubes and nontechnology, a nanotube is cylindrical or tube shape.  The nanotube has a diameter by 
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definition which will always make it tube in shape or form per se.  Applicant’s identification of goods 
indicates that the cross section of the goods are a flat circle which would be consistent with a cross 
section of a tube.  Thus, consistent with the many definitions of nanotube which clearly define it as 
either cylindrical or a tube, the term tube in the mark describes a feature or characteristic of applicant’s 
goods related to the shape of the goods regardless of applicant’s description of the cross section portion 
of the goods as a flat circle and not a cylindrical shape.  As noted in the description, applicant’s goods 
have thin walls a large external diameter creating the tube or cylindrical shape which by definition is the 
nature of a carbon nanotube. 

 

For the foregoing reasons, in connection with applicant’s goods, the wording tube in the mark indicates 
the exact nature of the goods as carbon nanotubes made with graphene which have a cylindrical or tube 
shape.  

 

In support of the descriptive nature of the wording in the mark as used in the nanotube industry to 
indicate a type of nanotube, the examining attorney notes the following: 

 

1. The attached web pages from ACS PUBLICATIONS regarding an article entitled “Large-Diameter 
Graphene Nanotubes Synthesized Using Ni Nanowire Templates”.   

2. The attached web pages related to the Cornell University Library for the article entitled Electrical 
conductivity of collapsed multilayer graphene tubes.   

3. The attached web pages for a search in ProQuest Dialog with the associated web pages showing 
43 abstracts for articles related to graphene tubes.   

4. The attached web pages from SprinerLink related to a discussion of Carbon Nanofiber-Based 
Nanocomposites for Biosensing that discusses that multiwalled carbon nanotubes are composed 
of coaxial, multilayer graphene tubes with an interlayer space of 0.34 nm.  

5. The attached web pages from Nanotechnology Now with an article related to Zyvex 
Technologies joining OCSiAl to create World’s Largest Nanotechnology Company and which 
references OCSiAl as being known for developing the world’s largest low cost an scalable 
production of graphene tubes under the brand name TUBALL®.    

6. The attached web pages from Nanotechnology Now with another attached article referencing 
Graphene tubes as the future of manufacturing.   

7. The attached web pages from Pubmed.gov related to the abstract for the article 
Graphene/graphene-tube nanocomposites template from cage-containing metal-organic 
frameworks for oxygen reduction in Li-O2 batteries. 

8. Attached below a full length article related to a global sampling campaign handled by OCSiAl 
right after the first presentation of a unique technology for graphene tubes synthesis brought 
significant results. 

9. Attached below a full length article indicating Ocsial was founded in 2009 as the first low-cost 
mass producer of graphene tubes. 
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As previously discussed in the January 29, 2014 final Office action, applicant’s materials and evidence of 
record do not support the term tube in the mark is suggestive. 

 

Furthermore, applicant’s arguments as set forth in applicant’s request for reconsideration on July 29, 
2014 are equally unpersuasive on the issue of whether the term tube in the mark is suggestive of 
applicant’s goods.  Even with the amended identification of record which describe the nature of 
applicant’s goods, applicant’s goods are still set forth as nanotubes which by definition are tubal or 
cylindrical in nature despite applicant’s description thereof such that the term tube is descriptive in 
relation to the goods.  This is clearly supported by the multiple definitions of nanotube of record.   

 

In addition, the materials provided by applicant with the December 16, 2013 response to Office action 
do not clearly contradict the tube like nature of applicant’s goods as the materials show the circular or 
oval nature or string or hair like nature of the goods which is consistent with a tube like shape.  As noted 
by applicant, in “Document 2” entitled Graphene TubeTM Introduction, applicant describes the nature 
of the goods as a string-like shape which is also tubular and cylindrical in form.  Applicant’s emphasis on 
the cross section of the goods which applicant claims is to be similar to that of a bicycle inner tube 
seemingly support the tube shape of the good as such an analogy references tubes too.  Furthermore, 
applicant’s arguments that this shape is flattened to have a shape as shown in the top center drawing 
related thereto, and then is flattened even more with the result being the applicant’s goods as shown in 
the top right drawing referenced is a thin strip with a string-like shape does not obviate that the 
ultimate shape for the goods as being tubular in shape because even a string-like shape is cylindrical or 
tubal in form consistent with a definition of a nanotube.  

 

Applicant’s explanations provided in the request for reconsideration regarding the apparent 
inconsistency related to the use of the phrases “thin strip and tube shape” and “tubular form” in 
Documents 3 and 4 entitled Graphene TubeTM provided in the response to Office action on December 
16, 2013 are unpersuasive.  According to the applicant, the information and wording used relates to the 
original technology developed by the applicant and not to explain all the intricate details of the goods 
associated with applicant’s applied-for trademark.  Even if such information is found not to reference 
the goods per se, the applicant’s goods are defined as nanotubes such that by definition the goods have 
a cylindrical or tube shape which would make the use of the term tube in the mark descriptive.  

 

Furthermore, the use of the entire wording in the mark as set forth by the evidence above seemingly 
describes a type, class or genre of nanotube such that the wording in applicant’s mark is descriptive in 
the relevant nanotube industry.  With respect to number 9 above, applicant notes in the July 28, 2014 
request for reconsideration that Oscial uses the wording graphene tubes to reference SWCNTs which 
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are not applicant’s goods.  While these might not be the exact type of nanotube as applicant’s per se, 
the goods in general would still be composed of graphene and consistent with the definition of 
nanotube have a tube or cylindrical shape such that competitors would need the wording in applicant’s 
mark to also describe the nature of such goods.  Thus, applicant’s attempt to distinguish the goods is 
unpersuasive.   

 

Thus, upon reflection, investigation, and lengthy discussions with applicant’s counsel, the examining 
attorney is unpersuaded that the mark is suggestive.  In light of applicant’s identification of goods 
inclusive of the word nanotubes, the definition of the term nanotube, the evidence related to the use of 
the wording graphene tube in the nanotube industry, the examining attorney concludes that the term 
tube in the mark is not suggestive in connection with applicant’s goods which are a nanotube which is 
defined as cylindrical or tube in shape.  As applicant has admitted for the record the goods are made 
with graphene.  Therefore, the entire wording in the mark describes the nature of applicant’s goods. 

 

/Brendan McCauley/ 

Brendan McCauley 

Law Office 114 

571-272-9459 

Brendan.McCauley@uspto.gov 
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1 of 22 DOCUMENTS 

 

 

Copyright 2014 PR Newswire Association LLC 

All Rights Reserved  

PR Newswire 

 

July 14, 2014 Monday 12:07 PM EST  

 

LENGTH: 538 words 

 

HEADLINE: OCSiAl opens dealership program for the cheapest single wall carbon nanotubes in the world;  

World's largest manufacturer of single wall carbon nanotubes introduces dealership program for TUBALL 
worldwide. 

 

DATELINE: PALO ALTO, Calif., July 14, 2014  

 

BODY: 

Global sampling campaign handled by OCSiAl right after the first presentation of a unique technology 
for graphene tubes synthesis brought significant results. "We have been receiving numerous requests for 
partnership lately," - says Grigory Gurevich, first vice-president. "OCSiAl, - nanomaterial producers and 
sellers from worldwide ask for possibility to stock TUBALL for further distribution. We have thoroughly 
considered all the requests and came to strategic decision to open the dealership prospective for those 
who are genuinely interested in developing business with TUBALL. Growing demand for TUBALL and 
TUBALL-based masterbatches urged the company to offer dealership as an effective option to satisfy the 
needs of world's market". 

By now OCSiAl has formed general conditions of the dealership program; details are not disclosed and 
subject to negotiate with potential partners. Basic requirements for future dealers set the purchase 
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volumes of TUBALL for the year of 2014 and 2015. To join the program the initial purchase of 10 kg will be 
enough. "Conditions are both reasonably strict and flexible," - continues Grigory Gurevich. - "On the one 
hand, we do require substantial commitments in terms of size of  ... 

...encourage our partners with technical and marketing support, including sampling actions". 

The first strategic dealership agreement with Shanghai Evermore Additives Corp (EVERMORE Group) 
was achieved a week ago during the exhibition NANOKOREA 2014. Along with TUBALL Evermore is going to 
sell different masterbatches including those for composites, made on the base of Zyvex Technologies' 
products. "We have great expectations for further prosperity of our business in cooperation with OCSiAl", - 
says Managing Director Wu Lu-Hao. "We hope not only to attract new clients via highly sought TUBALL 
product, but to advance existing partnerships through offering new opportunities for development of our 
client's products". 

According to analytical forecasts, the global nanomaterial market will increase by 6 times in the next 3-
4 years. Given the unique technology and versatility of applications TUBALL will speed up market growth by 
introducing class new products.  OCSiAl itself will also contribute to dealers' success - the company is 
actively investing in development and is planning to expand production facilities during the upcoming year. 
In the nearest future together with SWCNT OCSiAl will also offer to its dealers universal TUBALL-based 
additives to enhance different materials including polymer composites, rubber products, conductive inks 
and others, facilitating wide adoption of SWCNT by many industries. 

http://www.ocsial.com 

SOURCE OCSiAl  

Max Atanassov, max@ocsial.com; or Ksenia Kulgaeva, kulgaeva.km@ocsial.com, +1 415 906 5271 

 

PUB-COMPANY:  

OCSiAl 
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Copyright 2014 American City Business Journal, Inc. 

All Rights Reserved  

 

Columbus Business First (Ohio) 

 

June 16, 2014 Monday 

 

LENGTH: 361  words 

 

HEADLINE: Nanotechnology firm Zyvex acquired by Luxembourg's Ocsial 

 

BYLINE: Carrie Ghose 

 

BODY: 

Columbus' Zyvex Technologies has been acquired by Luxembourg-based Ocsial, which says the 
combination forms the world's largest nanotechnology company. 

Zyvex will stay on the SciTech campus and expand in Columbus, said a statement from Mike Nemeth, 
vice president of business development, in response to questions from Columbus Business First.  
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Nanotechnology firm Zyvex acquired by Luxembourg's Ocsial Columbus Business First (Ohio) June 16, 2014 
Monday  

"Zyvex will be expanding operations in the future as we scale to target new markets and industries with 
an improved product line," he wrote. "We see this as an opportunity to grow." 

Financial terms of the merger were not disclosed. Zyvex keeps its brands and products, using carbon 
nanotubes in advanced coatings for aerospace, sporting goods and other industries. The companies 
planned an online news conference Monday afternoon. 

Ocsial was founded in 2009 as the first low-cost mass producer of graphene tubes - pure carbon 
engineered to be the thickness of a single atom. 

The companies said combining mass production with Zyvex's research and product development should 
lead to higher quality and more durable consumer goods, longer-lasting batteries and lighter materials for 
construction and vehicles. 

"With support from Ocsial, Zyvex will be in an even better position to bring the potential of 
nanotechnology into powerful commercial reality," said a statement from Zyvex President Lance Criscuolo. 

Zyvex Performance Materials Inc. was spun out from Texas-based Zyvex Corp. and moved to Columbus 
in 2007; it adopted the trade name Zyvex Technologies in 2010. 

Zyvex received $5.7 million in Ohio Third Frontier grants for relocation and product commercialization, 
according to the 2013 annual report of the state Development Services Agency. It employed 19 workers at 
the end of 2012, the most recent figure available. 

The combined company has 160 employees. 

Ocsial's name is the combined symbols for the elements oxygen, carbon, silicon and aluminum. Its U.S. 
headquarters is in Palo Alto, California, with operations in England, Germany, Russia and South Korea. 

Did you find this article useful? Why not subscribe to Columbus Business First for more articles and 
leads? Visit bizjournals.com/subscribe or call 1-866-853-3661. 
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