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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79107384

MARK: SOUNDLIGHT COMFORT

*79107384*

CORRESPONDENT ADDRESS:
DANIEL J PIOTROWSKI
PHILIPS IP&S
PO BOX 3001

GENERAL TRADEMARK INFORMATION:

BRIARCLIFF MANOR, NY 10510-8001

http://www.uspto.gov/trademarks/index.jsp

APPLICANT: Koninklijke Philips Electronics N.V.

CORRESPONDENT’S REFERENCE/DOCKET NO:
2011T50140WO
CORRESPONDENT E-MAIL ADDRESS:
Lillian.Drumheller@philips.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 3/29/2013

INTERNATIONAL REGISTRATION NO. 1102221

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B),
(a)(2)(E), 715.04(a). The requirement for clarification of the identification of goods has been satisfied.
The refusal under Section 2(d) made final in the Office action dated September 13, 2012 is maintained
and continues to be final as to the specified goods. See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issues, nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed. See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).

If time remains in the six-month response period to the final Office action, applicant has the
remainder of the response period to overcome any outstanding final refusal and/or to file an
appeal with the Board. TMEP §715.03(a)(2)(B), (c). However, if applicant has already filed a
timely notice of appeal with the Board, the Board will be notified to resume the appeal when the
time for responding to the final Office action has expired. See TMEP §715.04(a).
SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION – FINAL ACTION
MAINTAINED
THIS REFUSAL APPLIES ONLY TO THE GOODS SPECIFIED THEREIN

Registration of the applied-for mark was refused because of a likelihood of confusion with the mark in
U.S. Registration No. 3728980. Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et
seq. The final refusal is maintained as to “non-metallic building materials, namely, glass; building glass;
insulated glass; non-metallic panels consisting of light and sound insulating or absorbing material for
coating walls and ceilings.”

Applicant argues that the marks at issue are weak and has provided copies of third party registrations
containing the wording SOUND, LIGHT, or COMFORT in support of its position; however, none of the
registrations feature the same construction as the marks at issue. Both begin with wording that

describes the insulating function of the goods, SOUND and SOUNDLIGHT, and end with the word
COMFORT. Furthermore, even if applicant had shown that the marks are weak, the Court of Appeals for
the Federal Circuit and the Trademark Trial and Appeal Board have recognized that marks deemed
“weak” or merely descriptive are still entitled to protection against the registration by a subsequent user
of a similar mark for closely related goods. In re Colonial Stores, Inc., 216 USPQ 793, 795 (TTAB 1982);
TMEP §1207.01(b)(ix); see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ
108, 109 (C.C.P.A. 1974).

The marks create a highly similar commercial impression.

Registrant uses the mark for “vibration-blocking spring bushings, perforated and slotted sound
absorbing metal paneling, metal vibration-blocking furring strips, and metal sound isolation doors, all for
acoustic purposes;” “vibration-blocking rubber bushings, floor suspension rubber pads, floor suspension
rubber mats, perforated and slotted sound absorbing synthetic paneling, and rubber vibration-blocking
furring strips, all for acoustic purposes;” and “sound-absorbing fibrous panels, wood vibration-blocking
furring strips, wood sound isolation doors, sound isolation windows, perforated and slotted sound
absorbing wood paneling, all for acoustic purposes.” Applicant intends to use the mark for “non-metallic
building materials, namely, glass; building glass; insulated glass; non-metallic panels consisting of light
and sound insulating or absorbing material for coating walls and ceilings.”

Applicant attempts to distinguish the goods of applicant’s goods from registrant’s goods by arguing that
applicant is providing glass while registrant is providing wood.

When analyzing an applicant’s and registrant’s goods for similarity and relatedness, that determination
is based on the description of the goods stated in the application and registration at issue, not on
extrinsic evidence of actual use. See Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942,
16 USPQ2d 1783, 1787 (Fed. Cir. 1990); see also Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d
1261, 1267, 62 USPQ2d 1001, 1004 (Fed. Cir. 2002). Absent restrictions in an application and/or
registration, the identified goods are presumed to travel in the same channels of trade to the same class
of purchasers. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253, 1261
(Fed. Cir. 2011); Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d at 1268, 62 USPQ2d at 1005.
Additionally, unrestricted and broad identifications are presumed to encompass all goods of the type
described. See In re Jump Designs, 80 USPQ2d 1370, 1374 (TTAB 2006); In re Linkvest S.A., 24 USPQ2d
1716, 1716 (TTAB 1992).

Applicant and registrant both offer non-metal sound insulating panels which are not limited by material
composition. Applicant’s “non-metallic panels consisting of light and sound insulating or absorbing
material for coating walls and ceilings” encompass “sound-absorbing fibrous panels.”

Furthermore, registrant offers sound insulating windows. The evidence from www.viracon.com and
magneticwindowinsulation.com shows that building glass is used for sound insulation. Thus, applicant’s
building glass may be used in the same types of windows offered by registrant.

The attached evidence from www.acousticalsurfaces.com and www.soundproofwindows.com and
evidence from www.soundproofcow.com, www.acoustic-material.com, and
www.soundproofingamerica.com attached to the previous Office action and incorporated herein
establishes that the relevant goods are sold or provided through the same trade channels and used by
the same classes of consumers in the same fields of use and the goods are similar or complementary in
terms of purpose or function. In particular, the evidence shows that insulating and building glass and
insulating windows, doors, and panels are sold through the same specialty retail sites.

The goods are identical in part and otherwise closely related.

When confronted with identical goods bearing highly similar marks, a consumer is likely to have the
mistaken belief that the goods originate from the same source. Because this likelihood of confusion
exists, the final refusal to register must be maintained as to “non-metallic building materials, namely,
glass; building glass; insulated glass; non-metallic panels consisting of light and sound insulating or
absorbing material for coating walls and ceilings.”

/Kristina Morris/
Examining Attorney
Law Office 116
571-272-5895
kristina.morris@uspto.gov (informal queries only)

