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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 79105302

*79105302*

MARK: RICH
CORRESPONDENT ADDRESS:
OÜ INTELS
Magasini 12
EE-51005 Tartu
ESTONIA

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/trademarks/index.jsp

APPLICANT: Anderal OÜ
CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE:
INTERNATIONAL REGISTRATION NO. 1097423
The trademark examining attorney has carefully reviewed applicant’s request for
reconsideration and is denying the request for the reasons stated below. See 37 C.F.R.
§2.64(b); TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). The refusal made final in the
Office action dated August 23, 2012 is maintained and continues to be final. See TMEP
§§715.03(a)(2)(B), (a)(2)(E), 715.04(a). PLEASE NOTE: The applicant has deleted
International Class 044 from the application, accordingly, the recitation of services
requirement is obviated.
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor
does it raise a new issue or provide any new or compelling evidence with regard to the
outstanding issue(s) in the final Office action. In addition, applicant’s analysis and
arguments are not persuasive nor do they shed new light on the issues. Accordingly, the
request is denied.
Specifically, the applicant argues, “The above-discussed design elements are the
dominant design features of Applicant’s mark. These dominant design features of the
Applicant’s mark should be given greater weight by the Examining Attorney for the
purposes of determining the issues the likelihood of confusion. This especially so, in
view of the fact that in the Cited Registration, the oval-shaped frame and the flowershaped background within the frame are presented in the diluted colors making an

impression that it is provided for auxiliary, background purposes only.” This argument,
however, is not persuasive. Specifically, the registrant’s mark is not presented in color.
Further, the applicant’s mark is RICH plus a stylized design and the registrant’s mark is
RICH plus a stylized design. The applicant’s mark is similar to the registrant’s mark
because they both include the identical single word RICH. The only differences between
the marks are the design elements. In this case, those differences are not enough to alter
the overall commercial impression of the marks. For a composite mark containing both
words and a design, the word portion may be more likely to be impressed upon a
purchaser’s memory and to be used when requesting the goods and/or services. In re
Dakin’s Miniatures, Inc., 59 USPQ2d 1593, 1596 (TTAB 1999); TMEP §1207.01(c)(ii);
see In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908, 1911 (Fed. Cir.
2012) (citing CBS Inc. v. Morrow, 708 F. 2d 1579, 1581-82, 218 USPQ 198, 200 (Fed.
Cir 1983)). Thus, although such marks must be compared in their entireties, the word
portion is often considered the dominant feature and is accorded greater weight in
determining whether marks are confusingly similar, even where the word portion has
been disclaimed. In re Viterra Inc., 671 F.3d at 1366, 101 USPQ2d at 1911 (Fed. Cir.
2012) (citing Giant Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 1570-71,
218 USPQ2d 390, 395 (Fed. Cir. 1983)). As the wording RICH is the dominant feature
of the applicant’s mark and the registrant’s mark, the overall commercial impression of
the marks is highly similar. Because the applicant’s mark and the registrant’s mark both
include the identical wording RICH and the goods are closely related and overlapping,
confusion as to source is likely and registration is refused under Section 2(d).
The applicant further argues that the wording RICH is weak in association with goods
similar to those of the applicant and registrant in this case. The applicant makes this
argument based on five third party registrations that applicant attached to the previous
response. However, the Court of Appeals for the Federal Circuit and the Trademark Trial
and Appeal Board have recognized that marks deemed “weak” or merely descriptive are
still entitled to protection against the registration by a subsequent user of a similar mark
for closely related goods and/or services. In re Colonial Stores, Inc., 216 USPQ 793, 795
(TTAB 1982); TMEP §1207.01(b)(ix); see King Candy Co. v. Eunice King’s Kitchen,
Inc., 496 F.2d 1400, 1401, 182 USPQ 108, 109 (C.C.P.A. 1974). This protection extends
to marks registered on the Supplemental Register. TMEP §1207.01(b)(ix); see, e.g., In re
Clorox Co., 578 F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A. 1978); In re Hunke &
Jochheim, 185 USPQ 188 (TTAB 1975).
Further, each of the registrations attached as evidence by the applicant contain additional
wording and additional designs elements and are therefore distinguishable from the
applicant’s mark and the registrant’s mark at issue. Specifically, U.S. Registration
Number 3,500,716 is for the mark RICH SMOOTH N SHINE plus design; U.S.
Registration Number 3,146,493 is for the mark OLIVE RICH plus design; U.S.
Registration Number 3,187,455 is for the mark RICH REWARDS. Please note that the
two other registrations attached by the applicant are cancelled and therefore are also not
persuasive. In this case, however, there is no additional wording to distinguish the
applicant’s mark from the registrant’s mark. Because the applicant’s mark and the
registrant’s mark consist of the single word RICH plus design and the goods are closely

related and overlapping, confusion as to source is likely and registration is refused under
Section 2(d). Further, please see the attached evidence showing that the applicant’s mark
and the registrant’s mark are the only two marks in International Class 003 that contain
the single word RICH.
Finally, applicant argues, “In the case at hand, Applicant’s Mark is no more likely to
cause confusion with the Cited Registration, then the Cited Registration is likely to cause
confusion with the 5 other similar registered marks previously submitted by the
Applicant.” This argument, however, is not persuasive. The applicant mark is likely to
cause confusion with the cited registration because there is no additional wording to
distinguish it from the registrant’s mark, as there is in the three live registrations
previously attached by the applicant. Because the applicant’s mark and the registrant’s
mark both contain the identical single word RICH, and the goods are overlapping and
closely related, confusion as to source is likely and registration is refused under Section
2(d).
Further, please see the additional attached evidence of similar like and kind to the
evidence attached to the August 23, 2012 Final Office Action further demonstrating the
relatedness of the applicant’s goods and the registrant’s goods. TMEP §715.03
The filing of a request for reconsideration does not extend the time for filing a proper
response to a final Office action or an appeal with the Trademark Trial and Appeal Board
(Board), which runs from the date the final Office action was issued/mailed. See 37
C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).
If time remains in the six-month response period to the final Office action, applicant has
the remainder of the response period to comply with and/or overcome any outstanding
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board. TMEP
§715.03(a)(2)(B), (c). However, if applicant has already filed a timely notice of appeal
with the Board, the Board will be notified to resume the appeal when the time for
responding to the final Office action has expired. See TMEP §715.04(a).
/Colleen Dombrow/
Trademark Attorney
Law Office 101
Direct Dial: 571-272-8262
Facsimile: 571-273-9101
colleen.dombrow@uspto.gov

