Petition To Revive For Office Action

Thetable below presentsthe data as enter ed.

SERIAL NUMBER 79100971

66(a) FILING BASIS YES

LAW OFFICE ASSIGNED LAW OFFICE 115
PETITION

Applicant has firsthand knowledge that the failure to respond
to the Office Action by the specified deadline was
unintentional, and requests the USPTO to revive the
abandoned application.

PETITION STATEMENT

RESPONSE TO OFFICE ACTION
MARK SECTION (no change)
ARGUMENT(S)

As previously argued by the Applicant, the Applicant submits that it is highly unlikely that consumers
will believe that the letters ISCM in the mark refer to Integrated Supply Chain Management Services, as
alleged by the Examining Attorney. Such an interpretation of the mark is avoided by the fact that
Applicant's services are not directed to Supply Chain Management and have nothing at all to do with
thisfield. The mark was never intended to, nor isit at all likely to give rise to thisinaccurate
interpretation. Rather, it is very clear from the materialsin the record that the mark ISCM was derived
from the wording Integrated Substation Condition Monitoring. The Applicant has narrowed the
description of services further to clarify that the services are not for the purpose alleged by the
Examining Attorney. The Applicant has sought the Examining Attorneys input in developping mutually
acceptable wording which would address her concerns regarding the significance of the mark, however,
the Examining Attorney has indicated that she cannot assist. Nevertheless, if on further reflection, the
Examining Attorney has some wording which would assure her that the goods are not for Supply Chain
Management, the Applicant would welcome any suggestions that she may have.

GOODSAND/OR SERVICES SECTION (current)
INTERNATIONAL CLASS 035
DESCRIPTION

Business management services, namely, business management of the monitoring and analysis of the
condition of assets that are components of electric energy supply networks to maximize performance
and component life and reduce costs and downtimes of those components; professional business
consultancy, namely, ensuring cost effectiveness and quality of electric energy supply networks through



consultation regarding the management of assets, namely, the management of the components of
electrical supply networks; statistics and professional business expertise, namely, statistical and business
efficiency expert servicesin connection with improving the effectiveness and efficiency of electric
energy supply networks through monitoring and analysis of the condition of network components;
organizational project management, in particular analysis, optimization and implementation of asset
management processes in the nature of managing assets in the form of components of electrical supply
networks

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 035

TRACKED TEXT DESCRIPTION

services, namely, bus ness manaqement of the monitoring and analysis of the condition of assets that are
components of electric energy supply networks to maximize performance and component life and
reduce costs and downtimes of those components, namely, business management of programs for
monitoring and analyzing the condition of individual pieces of equipment used in electrical power
supply pI ants to determine |f the equment requires repalr or repl acement prefweﬂal—buaﬂeﬁ

FINAL DESCRIPTION

Business management services, namely, business management of the monitoring and analysis of the
condition of assets that are components of electric energy supply networks to maximize performance
and component life and reduce costs and downtimes of those components, namely, business
management of programs for monitoring and analyzing the condition of individual pieces of equipment
used in electrical power supply plantsto determineif the equipment requires repair or replacement.

PAYMENT SECTION

TOTAL AMOUNT 100
TOTAL FEESDUE 100

SIGNATURE SECTION

PETITION SIGNATURE /mam/
SIGNATORY'SNAME Marie Anne Mastrovito
SIGNATORY'SPOSITION Attorney for Applicant

SIGNATORY'S PHONE NUMBER 212 949 9022



DATE SIGNED 04/04/2013

RESPONSE SIGNATURE /mam/
SIGNATORY'SNAME Marie Anne Mastrovito
SIGNATORY'SPOSITION Attorney for Applicant
SIGNATORY'SPHONE NUMBER 212 949 9022

DATE SIGNED 04/04/2013
AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION
SUBMIT DATE Thu Apr 04 14:51:14 EDT 2013

USPTO/POA-216.75.92.26-20
130404145114022025-791009
71-500f5ab771e5hd86ef 75b7
f95aa44dd19da23acd233502d
49d87849c814443c8-DA-1263
-20130404142846733354

TEASSTAMP

Petition To Revive For Office Action
Tothe Commissioner for Trademarks:

Application serial no. 79100971 has been amended as follows:
PETITION
Petition Statement

Applicant has firsthand knowledge that the failure to respond to the Office Action by the specified
deadline was unintentional, and requests the USPTO to revive the abandoned application.

RESPONSE TO OFFICE ACTION

ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

As previously argued by the Applicant, the Applicant submits that it is highly unlikely that consumers will
believe that the letters ISCM in the mark refer to Integrated Supply Chain Management Services, as
alleged by the Examining Attorney. Such an interpretation of the mark is avoided by the fact that
Applicant's services are not directed to Supply Chain Management and have nothing at all to do with this
field. The mark was never intended to, nor isit at all likely to give rise to thisinaccurate interpretation.
Rather, it is very clear from the materials in the record that the mark ISCM was derived from the wording



Integrated Substation Condition Monitoring. The Applicant has narrowed the description of services
further to clarify that the services are not for the purpose alleged by the Examining Attorney. The
Applicant has sought the Examining Attorneys input in developping mutually acceptable wording which
would address her concerns regarding the significance of the mark, however, the Examining Attorney has
indicated that she cannot assist. Nevertheless, if on further reflection, the Examining Attorney has some
wording which would assure her that the goods are not for Supply Chain Management, the Applicant
would welcome any suggestions that she may have.

CLASSIFICATION AND LISTING OF GOODS/'SERVICES

Applicant proposesto amend the following class of goods/servicesin the application:

Current: Class 035 for Business management services, namely, business management of the monitoring
and analysis of the condition of assets that are components of electric energy supply networks to maximize
performance and component life and reduce costs and downtimes of those components; professional
business consultancy, namely, ensuring cost effectiveness and quality of electric energy supply networks
through consultation regarding the management of assets, namely, the management of the components of
electrical supply networks; statistics and professional business expertise, namely, statistical and business
efficiency expert services in connection with improving the effectiveness and efficiency of electric energy
supply networks through monitoring and analysis of the condition of network components; organizational
project management, in particular analysis, optimization and implementation of asset management
processes in the nature of managing assets in the form of components of electrical supply networks
Original Filing Basis:

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. 81141f.

Proposed:
Tracked Text Descrlptlon

Business manaqement SErvices, namel y, business manaqement of the monltorl ng and anaJ VSIS of the

condition of assets that are components of electric energy supply networks to maximize performance and
component life and reduce costs and downtimes of those components, namely, business management of
programs for monitoring and analyzing the condition of individual pieces of equipment used in e ectrica

power Supply pI antsto determl neif the eqw pment requwes repalr or repl acement.; pre#&e&eﬂal—bua-ﬂeis

Class 035 for Business management services, namely, business management of the monitoring and
analysis of the condition of assets that are components of electric energy supply networks to maximize
performance and component life and reduce costs and downtimes of those components, namely, business
management of programs for monitoring and analyzing the condition of individual pieces of equipment
used in electrical power supply plantsto determine if the equipment requires repair or replacement.

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.



FEE(S)
Feg(s) in the amount of $100 is being submitted.

SIGNATURE(S)

Signature: /mam/  Date: 04/04/2013
Signatory's Name: Marie Anne Mastrovito
Signatory's Position: Attorney for Applicant
Signatory's Phone Number: 212 949 9022

Response Signature

Signature: /mam/  Date: 04/04/2013
Signatory's Name: Marie Anne Mastrovito
Signatory's Position: Attorney for Applicant

Signatory's Phone Number: 212 949 9022

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federa
territories and possessions; and he/sheis currently the applicant's attorney or an associate thereof; and to
the best of his’her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’her company/firm previously represented the applicant in
this matter: (1) the applicant hasfiled or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing

him/her as an associate attorney in this matter.

RAM Sale Number: 79100971
RAM Accounting Date: 04/05/2013

Serial Number: 79100971

Internet Transmission Date: Thu Apr 04 14:51:14 EDT 2013
TEAS Stamp: USPTO/POA-216.75.92.26-20130404145114022

025-79100971-500f5ab771e5bd86ef 75b7f95aa
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INTERNET TRANSMISSION DATE:

2013/04/04

Description

POA

Fee
Code

7005

RAM SALE NUMBER: 79100971
RAM ACCOUNTING DATE: 20130405

Transaction

2013/04/04

SERIAL NUMBER:
79/100971

Total Fees
Paid

100
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