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Dear Madam:

On behalf of Physician Endorsed, LLC, tra
is the Brief of Applicant in Support of Regist
above-referenced mark.

As the Commissioner is aware, Applicant’s Brief was due on
June 24, 2004; however, due to confusion and error, the deadline
was inadvertently overlooked. Although the Board is not
required to do so, it often provides an applicant with a notice
when an examining attorney denies a request for reconsideration.
The Board then gives the applicant 60 days from the mailing of
such notice to file its brief.

' In error, Applicant awaited such notice before preparing
its appeal brief. Applicant believed that the divisional
process was perhaps responsible for the unusual delay. ‘Aller
Applicant did not receive such notice for several weeks,
Applicant contacted the Examining Attorney who advised that the
deadline for filing the brief remained June 24, 2004.

Upon learning that the deadline had passed, Applicant
immediately prepared its brief that is now being submitted to
the Board for consideration. Pursuant to T.M.E.P. § 1203.02(a),
the Board has the discretion to accept a late brief if the
applicant provides an adequate explanation. In this situation,
we respectfully request that the Board accept Applicant’s brief,
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as the circumstances surrounding the situation are unique, and
Applicant’s tardiness results from inadvertent delay.

Should any questions arise regarding the filing of this
document, kindly contact the undersigned at (215) 569-5634.

Sincerely yours,

(s

ALISON P. GROSSMAN

Enclcsure
cc: Timothy D. Pecsenye, Esquire
David M. Perry, Esquire

CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited with the United States
Postal Service as first class mail in an envelope addressed to: Commissioner for
Trademarks, P.0. Box 1451, Alexandria, VA 22313-1451 on November 9, 2004.

Rlison P. Gr
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

APPLICANT: Physician Endorsed, LLC

SERIZL NO.: 78/975,107

TRADEMARK: PHYSICIAN ENDORSED

FILING DATE: June 26, 2002

CLASS=S: 9 and 25

TO: Hon. Commissioner for Trademarks

P.0O. Box 1451
Alexandria, VA 22313-1451

rTTN: : Trademark Trial and Appeal Board

1193
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BLANK ROME LLP
One Logan Square

. Philadelphia, PA 19103
(215) 569-5634

Attorneys for Applicant,
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STATEMENT OF ISSUES FOR REVIEW

1. Did the Examining Attorney err in holding that PHYSICIAN
ENDORSED is merely descriptive, ignoring clearly
established legal precedent that all doubts concerning
registration are to be resolved in Applicant’s favor?

STATEMENT OF THE CASE

This action arises from the final refusal to register

Applicant’s mark. The Examining Attorney’s refusal is made on

the baéis that Applicant’s mark, PHYSICIAN ENDORSED, is
allegedly merely descriptive of the goods with which it is ﬁsed
under Section 2(e) (1) of the Lanham Act. |

Applicant, Physician Endorsed, LLC (“Physician Endorsed” or
“Applicant”) objects to the Examining Attofney's final refusal
and responds that its mark, PHYSICIAN ENDORSED, should be
registrable on the Principal Register.

PROCEEDINGS AND DISPOSITION BELOW

Physician Endorsed applied for registration of its mark,

PHYSICIAN ENDORSED, on June 26, 2002. 1In response, the

#xamining Attorney refused registration of the mark by office

Five

lction dated October 27, 2002, alleging that it is merely

descriptive of the goods with which it is used. To overcome

this refusal, Physician Endorsed filed a timely response to the

~

iffice action on April 28, 2003, including arguments and
elvidence submitted against the refusal. At that time, Physician

Ehdorsed also submitted a Request to Divide the application,

119383.00801/11364988v1




separating the goods in International Classes 3 and 18 and
creat;ng the present application.

The Examining Attorney again refused registration of the
mark by office action dated September 15, 2003, making final the
refusal. Physician Endorsed tiﬁely filed a request for
reconsideration on March 15, 2004, as well as a notice of this
ex parte appeal filed concurrently on the same date, the latter

captioned Ex Parte Appeal From Examiner of Trademarks. On

March 24, 2004, the Trademark Trial and Appeal Board
(hereinafter “T.T.A.B.”) mailed notification to Physician
Endorsed’s counsel that Physician Endorsed’s request for

reconsideration was acknowledged, and that the case was being

remancled to the Examining Attorney for review.

The Examining Attorney responded to the request for

Teconsideration on April 25, 2004, maintaining the final
refusal.

STATEMENT OF FACTS

Physician Endorsed is a well-established manufacturer,

importer, wholesaler, and retailer of various goods that protect
ansumers from the sun and other harsh outside elements. On
June 2€, 2002, Physician Endorsed sought to register its mark,
PHYSICIAN ENDORSED, with the United States Patent and Trademark
Ctffice. On or about October 27, 2002, however, Physician

Erjdorsed received an office action refusing registration of its

-3-
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mark.on the basis that it was merely descriptive of the
sunglgsses, hats ;nd éaps with which it is used.

Physician Endorsed responded to the descriptiveness refusal
by f:ling a response on April 28, 2003, in which it submitted
arguments against the refusal, arguing that its~mark is not
descriptive when the appropriate standard is applied, and that
all doubts concerning registration should be resolved in
applicant Physician'Endorsed’s'favor.

Despite Physicién Endorsed’s arguments, the Examining

Attorney rejected Physician Endorsed’s position in a second

office action mailed September 15, 2003. Accordingly, Physician

Endorsed filed a request for reconsideration on March 15, 2004,
Fubmitting evidence of similar third party registrations,
rogether with appropriate written arguments against the refusal.
Rejecting Physician Endorsed’s evidence of several third

party registrations that evoke the same commercial impression as

Bhysician Endorsed’s mark, the Examining Attorney rejected
Ahysician Endorsed’s plea for reconsideration. The Examining
Attorney determined that PHYSICIAN ENDORSED “clearly describes a
significant characteristic of the goods.” This appeal marks the
chlmination of the foregoing prosecution history.

SUMMARY OF ARGUMENT

This appeal centers on the improper refusal to register a

syggestive trademark. Specifically, this appeal focuses on the

_4..
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Examining Attorney’s refusal to recognize that the standard for
descriptiveness that was applied by the Examining Attorney is
significantly less stringent thap the actual standard, and that,
when applied appropriately, the PHYSICIAN ENDORSED mark is
clearly not descriptive.

In order to reach his erroneous conclusions, the Examining
Attorney overlooked several arguments proffered by applicant
Physician Endorsed against the refusal. Exercising reversible
rror, the Examining Attorney engaged in mental leaps when
iewing the mark, but made a eonclqsion of descriptiveness
instezd of the proper conclusion of suggestiveness. The
xamiﬁing Attorney further failed to acknowledge strong third
arty evidence submitted by Physician Endorsed. As such, the
xamining Attorney failed to properly resolve all doubts as to
degistration in favor of Physician Endorsed.

By refusing registration of Physician Endorsed’s mark, the

amining Attorney also studiously ignored the basic purpose of

ademark law: to protect the investment of producers in their

rks and to eliminate confusion among potential consumers.

nial of registration will not preclude Physiciae Endorsed from
ing its mark, nor will it serve the pebiic interest. Only by

Armitting publication and subsequent public comment on the mark

willl the goals of the Lanham Act be met. Thus, it must be the

119183.00801/11364588v1




the registrability of Physician Endorsed’s mark PHYSICIAN
ENDORSED.
ARGUMENT

I. NOT DESCRIPTIVE

In this case, the Examining Attorney has stated that
PHYSICIAN ENDORSED is allegedly merely desériptive of Physician
|Endorsed’s sunglasses and hats and caps. While Physician
Endorsed has responded on two occasions to show that its mark is
uggestive»and not merely desériptive, and that third party
vider.ce is persuasively in support of Physician Endorsed’s
osition against the refusal, the Examining Attorney ultimately
ade final his original refusal. As a result, Physician
indorsad appeals to the Board to reverse the refusal, allowing
he public to be the true arbiter of the alleged descriptiveness
of the mark through the functions of the opposition period. .In
the firal analysis, the question presented here is fundamental:
did the Examining Attorney err in holding that PHYSICIAN
ENDORSED is primarily merely descriptive, ignoring clearly
edtablished legal precedent that all doubts concerning
rdgistration are to be resolved in Applicant’s favor?

A. PHYSICIAN ENDORSED Is Not Merely Descriptive

There is simply no support for the Examining Attorney’s

refusal to register PHYSICIAN ENDORSED based on the premise that

it|is merely descriptive. In his Office Actions, the Examining

-6-
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Attorney stated that PHYSICIAN ENDORSED “merely describes a
quality or characteristic of the goods; specifically the goods
will be ENDORSED by PHYSICIANs.” The Examining Attorney adopted
the position that consumers will make the mental leap that is
necessary to relate the mark wi;h the goods. Relying on
dictionary definitions for “PHYSICIAN” and “ENDORSED,” together
with print-outs from Physician Endorsed’s website, the Examining
ttorney rejected Physician Endorsed’s use of third party
egistrations and engaged in mental leaps that are the hallmark
of a suggestive trademark. Where the Examining Attorney -—-

hile examining a trademark claimed for sunglasses and hats and
daps -- has posifioned the Trademark Office’s legal position on
the premise that consumers will “assume” that the goods have

en tested and approved by a physician, the Examining

Bftorney’s own mental leaps demonstrate that the mark is clearly

n

ggestive and registrable.

1. The Standard for Descriptiveness

The Examining Attorney does not provide a convincing basis
fAr his descriptiveness refusal. An understanding of the
appropriate standa;d for descriptiveness is essential to the
cake at hand.

In addressing the subject of descriptive wording, in the

case In re Gyulay, 820 F.2d 1216 (Fed. Cir. 1987), the Federal

Cidcuit recognized the language of the Trademark Trial and

o
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Appeal Board establishing that descriptiveness refusals are

relevant when “the mark merely describes a significant
characteristic of the goods.” 820 F.2d at 1217 (emphasis
addec). It is understood that the key word in this language is

the word significant. Indeed, the relevant characteristic in

the determination of descriptiveness must be significant. It

cannot logically be a minor, miniscule, or deeply shrouded
characteristic. This is a fundamental point not to be
verlooked.

The language of the Federal Circuit continues as follows:
Whether a given mark is suggestive or merely descriptive

epends on whether the mark ‘immediately

donveys . . . knowledge of the ingredients, gualities, or

characteristics of the goods . . . with which it is used’, or
whether ‘imagination, thought, or perception is required to

réach a conclusion on the nature of the goods.’ In re Quik-Print

Cdpy Shops, Inc., 616 F.2d 523, 525, 205 U.S.P.Q. (BNA) 505,>507

_C.P.A. 1980). The categories are in actuality ‘central tones
a spectrum . . . and are frequently difficult to apply.’”

at 1217 (citation omitted). It is clear, thereforé, that a
k must immediately convey knowledge to support a

criptiveness refusal. The commercial impression cannot be a
e-consuming, tenuous, or pensive connection -- it must be

ediate.

119343.00801/11364988vl




.An alternate test to the “imagination” test is whether
others in the same business would generally need the word to
adequately describe their product or service. “[However] (tlhe
need to use a term because it is generic or highly descriptive
should be distinguished from the desire to use it because it is

ttractive.” Union Nat’l Bank of Texas, lLaredo v. Union

ational Bank of Texas, Austin, 909 F.2d 839, 848 (5 cCir.

980). The case, In re Application of ABCOR Development Corp.,

88 F.2d 811 (C.C.P.A. 1978), sets forth a general explanation

f the differences between merely descriptive marks and

(U]

ggestive marks:

Generally speaking, if the mark imparts information
directly, it is descriptive. 1If it stands for an idea
which requires some operation of the imagination to
connect it with the goods, it is suggestive.

at 814 (citing Union Carbide Corp. v. Ever-Ready, Inc., 531

d 366, cert. denied, 429 U.S. 830 (1976).

As clarified in the T.M.E.P., however, “a designation does
not have tc be deveid of all meaning in relation to thc goods
and services to be registrable.” T.M.E.P. § 1209.01(a) (3rd ed.

20012); see also HQ Network Sys. v. Executive Headquarters, 755

upp. 1110 (D. Mass. 1991) (finding mark “‘HEADQUARTERS
COM ANIEé’ is on the cusp between being descriptive and being
suggestive. It is, if you will, a suggestive mark with
desdriptive elements”). Understanding that a suggestive mark

115383100801/11364988vl




may,,too, carry a certain meaning or significance, is crucial to

the case at hand.(

As such, where a mark neither immediately conveys knowledge

about a characteristic of the identified goods, nor is that

characteristic significant from the relevant consumer’s
viewpoint, .the mark or portion must be found to fail to satisfy

he legal standard for descriptiveness and, accordingly, must be

eld registrable.

2. PHYSICIAN ENDORSED Is Not Descriptive Under

the Appropriate Standard

Applicant respectfully submits that, based on the standard
gstablished by the foregoing rules and case law, its trademark

an ideal example of an entirely suggestive mark, which is

régistrable on the Principle Register.

The Examining Attorney’s legal argument —- and the flaws

tHerein -- can be understood from the following passage in the

ofiffice action dated September 15, 2003:

The mark is merely descriptive because the applicant’s
gocds will be ENDORSED by PHYSICIANs... Specifically,
when consumers encounter the applicant’s sunglasses,
hats and caps, they will immediately assume that the
goods have been tested and approved by a PHYSICIAN.

Offlice Action dated September 15, 2003. As is evident from the

forlegoing, the Examining Attorney has engaged in leaps of logic
and| syllcgistic approximations to arrive at the flawed

contlusion that, as applied to Physician Endorsed’s goods, the

-10-
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PHYSICIAN ENDORSED mark is merely descriptive and is not
registrabie on the Principle Register.

In making such blatant mental leaps, the Examining Attorney
ignores the well-established standard for'descriptiveness and
fails to realize that the speed at which the commercial
impression of the mark is conveyed is indirect, not immediate as
equired under the appropriate standard. To be sufe, ﬁhe leap
eing taken by the Examining Attorney is that from the mark,
HYSICIAN ENDORSED, to sunglasses and hats.

The Examining Attorﬁey does not consider that consumers
nust employ thought, perception and imagination to determine the
act nature of Physician Endorsed’s goods. When viewed in
nnection with the goods, PHYSICIAN ENDORSED simply suggests,
ther than describes, that the goods may be used in connection
th a healthy lifestyle and that such goods are beneficial to
nsﬁmers.

To state that Physician Endorsed’s mark is descriptive
belause it is “ENDORSED by PHYSICIANs” reveals a

mi understandiné of both the goods at issue and the relevant

la It is simply improper to state that consumers will
indvitably reach the conclusion that consumers will believe that

Phyvlsician Endorsed’s sunglasses and hats “have been tested and

approved by a PHYSICIAN.” Such rationale is a prime example of

-11~
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a mental leap that gives rise to the definition of a suggestive
trademark.

Further, the mental leap that the Examining Attorney makes
in connection with Physician Endorsed’s goods is revealed in the
xamining Attorney’s denial of Physician Endorsed’s request for
econsideration. He quotes Physician Endorsed’s President
Nichael Ross advising consumers that “the products we offer are
df the highest quality and are made with the consumer’s
otection in mind.” Somehow, the Examining Attorney deduces
om Mr. Ross’ statement that “PHYSICIAN ENDORSED clearly
scrikes a significant characteristic of the goods.” 1In
ntrast, Mr. Ross’ statement bolsters the argument that the
rk is suggestive, i.e., the mark suggests that the goods are
d in connection with a healthy lifestyle and are beneficial
consumers. As such, the PHYSICIAN ENDORSED mark is
irretrievably situated in the realm of suggestiveness, where
registration on the Principal Register is wholly appropriate.
Beyond the obvious mental leaps embodied in the Examining
Attprney’s argument, Physician Endorsed has repeatedly submitted
to the Examining Attorney explanations of marks that would be
considered descriptive when used in connection with the goods,
and |characteristics and features of the goods that would be
consiidered significant. The mark is used in connection with

suncllasses and hats. If the mark was “SUN BLOCK,” “LIGHT

-12-
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ADJUSTING,” “CANVAS,” or “HAIR FRIENDLY,” then the wordidg could

perhaps be considered descriptive. The mark, however, is

PHYSICIAN ENDORSED. When viewed in connection with the goods,
it is a suggestive mark with a distinct commercial impression.
Therefore, it does not follow that PHYSICIAN ENDORSED is merely
descrptive in connection with Physician Endorsed’s goods.
Finally, Applicant set forth, and the Examining Attorney
ailed to acknowledge, several registered marks that evoke the
ame commercial impression as Physician Endorsed’s mark. For
xample, DOCTOR ENDORSED, 2,795,710; NATURE APPROVED, 1,858,159;
EF APPROVED, 1,658,344; and PHYSICIAN DEVELOPED. PEOPLE
PROVED, 2,629,339, all represent marks that create the same
mmercial impression as PHYSICIAN ENDORSED. fhough not
nding, past practice of the Trademark Office suggests that
ch marks are not merely descriptive, buf are suggestive and
registrable.
In the end, the following questions must be considered:
first, what are the significant features and characteristics of
Physician Endorsed’s sunglasses and hats; and second, must
consumers make considerable mental . leaps to determine the nature
of Physician Endorsed’s gdods from its mark? In response to the
first question, significant characteriétics of Physician
Endjrsed’s sunglasses are as follows: they block the sun; they

are light weight; they fit behind the wearer’s ears; and they

-13-
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shield the eyes from UVA and UVB rays. Significant
characteristics of Physician Endorsed’s hats and caps are: they
are canyas, mesh, or nylon; they are breathable; they prevent
hair loss; they are comfortable on the wearer’s head; and tﬁey
block the sun from the wearer’s head and face. Such
cnaracteristics are significant and would properly “merely
dascribe” Physician Endorsed’s goods.

In résponse to the second question, the answer is a
d=finite “yes.” To reach Applicant’s sunglasses and hats from
PYYSICIAN ENDORSED, even when viewed in connection with the
goods, £equires a mental leap. Consumers must begin at the -
PHYSICIAN ENDORSED mark, then go to Physician Endorsed’s
sunglasses and hats, and only then determine the reason that the
goods might be endorsed by a physician. Such mental leap is
irrefutable.

Applicant’s source identifier, PHYSICIAN ENDORSED, uniquely
identifies Apélicaht’s sunglasses and hats and caps. The mark
was chosen by Physician Endorsed to convey Applicant’s
heightened level of attention to consumer welfare, as well as
the consumer’s healthy lifestyle;

The Examining Attorney omits the crucial notion that the
attribute of the goods allegédly'identified by the mark must be

a significant attribute and that the connection between the term

and the goods must be immediate and readily understood. See In

~-14-
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re Bright-Crest, Ltd., 204 U.S.P.Q. 591 (T.T.A.B. 1979); In re

H,U.D.D.L.E., 216 U.S.P.Q. 358 (T.T.A.B. 1982). With the mental

leaps that are required to link the mark with the goods, there
is no question that the immediacy of the connection is just not
enough to satisfy a descriptiveness refusal.

3. Analogous Principal Registrations

Through prior submissions, and as alluded to earlier in
this Brief, Physician Endorsed has emphasized that numerous
situations analogous to the present one demonstrate
unequivocally that it is inappropriate for the Trademark Office
to refuse registration of PHYSICIAN ENDORSED.

While Applicant recognizes that past determinationsAof the
Trademafk Office are not officially determinative of pending
prosecutions, several notable registrations that create the same
commercial impression as PHYSICIAN ENDORSED are nevertheless
instructive here, each on the Principal Register: DOCTOR
ENDORSED, U.S. Reg. No. 2,795,710, for “retail store services
featuring beds, mattresses and box springsh (Int. Cl. 35):
NATURE APPROVED, U.S. Reg. No. 1;858,159, for “paper compost
bacs” (Int. Cl. 16); CHEF APPROVED, U.S. Reg. No. 1,658,344, for
“ham, sausage, bacon, pork loin, smoked pork butt, and corned
beef” (int. Cl. 29); WEATHERMAN APPROVED, U.S. Reg. No.
2,801,862, for “wearing apparel, namely, belts, coats, jackets,

gloves, hats and caps, hosiery, jeans, sweat suits, sweatshirts,

-15-
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—

sweat pants, neckwear, pants, parkas, ponchoé, sweaters,
raincoats, pajamas, robes, shirts, socks, shorts, suits,
swimsuits, t-shirts, underwear, scarves and vests” (Int. Cl.
2%); PHYSICIAN DEVELOPED. PEOPLE APPROVED, U.S. Reg. No.
2,629,339, for “nutritional supplements” (Int. Cl. 5); NA
FELLGWSHIP APPROVED, U.S. Reg. No. 2,382,687, for “publications,
namely books, instructional manuals, pamphlets and information
sheets about chemical dependence and related problems of
addiction” (Int. Cl. 16); and NA CONFERENCE APPROVED, U.S. Reg.
No. 2,382,669, for “publications, namely books, instructional
manuals, pamphlets and information sheets about chemical
dependence and related problems of addiction” (Int. Cl. 16).
(See particulars from the U.S. Patent and Trademark web site
www.uspto.gov annexed to Request for Reconsideration dated March
15, 2004 as Exhibit A).

Each of the aforementioned marks has the same commercial
impression as PHYSICIAN ENDORSED and was held to be suggestive
and registrable. Physician Endorsed’s use of its mark in
connection with sunglasses, hats énd caps is suggestive as well,
and represents a source-identifying term which is unique to
Physician Endorsed. Thus, in view of the above sampling of
similar registrations, it is patently clear that Applicant’s
marx is a registrable addition to this group of suggestive marks
and should be registered on the Principle Register.

: -16-
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.B. Examining Attorney Improperly Failed To View All
Evidence In The Light Most Favorable To Physician
Endorsed

A trademark or service mark is statutorily defined as
“[alny word, name, symbol, or device, or any combination thereof
used by a person . . . to identify and distinguish his or
her goods . . . from those manufactured or sold by others and to
indicate the source of the goods, even if that source is
unknown.” 15 U.S.C. § 1127 (2001). ™“[Tlhe primary function_of
a trademark is to identify and distingﬁish the goods or services

of one source from those sold by all others.” Bell South Corp.

v. Data National Corp., 60 F.3d 1565, 1569 (Fed. Cir. 1995).
“In order to be registered a mark must be capable of

distinguishing the Applicant’s goods from those of others.” Two

Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768, reh'g
deried, 505 U.S. 1244 (1992).

It follows that the two principal-concerns'of trademark
law, both of which promote competition, are: (i) to protect
consumers against confusion and monopoly; and (ii) to.protect

the investment of producers in their trade names in which

goodwill may have accrued. Union Nat’l Bank of Texas, Laredo,

909 F.2d at 843-44; see also Park ‘N Fly, Inc. v. Dollar Park ‘N

Fly, Inc., 469 U.S. 189, 198 (1985) (“[T]rademarks foster
competition and the maintenance of quality by securing to the

producer the benefits of the good reputation.”)
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.Under such circumstances, the Patent and Trademark Office
should have a strong preference for allowing for registration of
a mark where “[d]enial of registration does not deny the owner
tre right to use the mark, and thus will not serve to protect

the public from confusion.” In re Four Season Hotel, Ltd., 987

F.2d 1565, 1566 (Fed. Cir. 1993). Put another way, the
Trademark Office’s rule is to protect the owner of trademarks by
allowing them to register their marks. Id.

This principle is why the strong weight of authority leans
toward registration. In fact, the Court of Customs and Patent
Appeals has long cautioned against the overzealous policy of the
Trademarﬁ Examining Operation, as evidenced in the case In re

Nat’l Distillers & Chem. Corp., when it observed that:

[I]ln speaking of the law enacted to protect trademark
owners, there is considerable risk of error in
pursuing a policy under which the administrative
agency deems itself to be guarding the public interest
whenever it refuses to register. It properly guards
those interests only when such refusal truly furthers
those interests. They are not furthered by denying
registration to an established, widely uscd trademark.

In re Nat’l Distillers & Chem. Corp., 297 F.2d 941, 953

(C.Z.P.A. 1962). Thus, as applied here, the clear weight of
authority is to'resolve the doubt in Physician Endorsed’é favor
and publish the mark for opposition. After all, “any person whb
believes that he would be damaged by the registration will have
an opportunity . . . to oppose the registration of the mark and
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to present evidence, . . . .” In re Gourmet Bakers, Inc., 173

U.5.P.Q. 565, 565 (T.T.A.B. 1972).

As the Federal Circuit stated in the case, In re Merrill

Lynch, Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 1571 (Fed.

Cir. 1987), “[ilt is incumbent on the Board to balance the
evidence of public understanding of the mark against the degree
of descriptiveness encumbering the mark, and to resolve
reasonable doubt in favor of the applicant, in accordance Qith
practice and precedent.” In its reasoning, the Court relied

upon the case, In re Application of Aid Labs., Inc., 221

U.5.P.Q. 1215, 1216 (T.T.A.B. 1983), which held the mark PEST
PRUF to be suggestive of a possible end result of use of
identified goods, and not merely descriptive, for animal shampoo
with insecticide, thereby resolving doubt in favor of the
applicant. “Where there is doubt on the matter, the doubt
should be resolved in applicant’s behalf and the-mark should be

putlished in accordance with Section 12(c) of the [Lanham]

Statute for purposes of opposition.” Id.; see also In re The

Gracious Lady Service, Inc., 175 U.S.P.Q. 380, 382 (T.T.A.B.

1972) (“It is recognized that there is a large gray area in
detarmining the descriptiveness of a mark, and where reasonable
men may differ, it has been the practice to resolve such doubt
in an applicant’s behalf and publish the mark for opposition

purposes . . . .”); and In re Entenmann’s Inc., 15 U.S.P.Q.2d
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1750, 1751 n.2 (affirming decision under Section 2(e) (1) but
racognizing “that in ex parte cases involving a refusal to
ragister on the basis of mere descriptiveness, it is the
practice of this Board to resoclve doubts in the favor of the
applicant and pass the mark to publication”).

Physician Endorsed respectfully requests the T.T.A.B. to
remand this case to the Examining Attorney with instructions to
withdraw the descriptiveness refusal, in keeping with the
- general public policy favoring registration. In re Bush

Brothers & Co., 12 U.S.P.Q. 2d 1058, 1059 (Fed. Cir. 1989)

(CELUXE for canned pork and beans found capable of functioning
as a trademark). The mark PHYSICIAN ENDORSED is clearly

suggestive and fully registrable on the Principle Register.
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. CONCLUSION
For the foregoing reasons, Applicant, Physician Endorsed,
LLC, respectfully requests that the T.T.A.B. reverse the
Examining Aftorney’s refusal to register PHYSICIAN ENDORSED, and
remand the case to the Examining Attorney for approval.for
publication.
Respectfully submitted,

PHYSICIAN ENDORSED, LLC

Dazed: November 9, 2004 By:
imothy D. Pecsenye
David M. Perry
Alison P. Grossman
Its Attorneys

'BLANK ROME LLP

One Logan Square
Philadelphia, PA 19103
{(215) 569-5634
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