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PROCEEDINGS AND DISPOSITION BELOW

In an Office Action dated September 15, 2003, the Examining
Attorney made final his refusal to register the above-referenced
trademark pursuant to Section 2(e) (1) of the Lanham Act, 15
U.S.C. § 1052(e)(1). Applicant filed a Request For
Reconsideration dated March 15, 2004, which was subsequently
denied by the Examining Attorney on April 25, 2004. Applicant
then filed its Brief In Support Of Registration with the
Trademark Trialvand Appeal Board, dated November 9, 2004. The
Examining Attorney responded on June 9, 2005, with the Examining
Attorney’s Appeal Brief. Applicant respectfully submits this

Reply Brief in further support of registration.

I. NOT DESCRIPTIVE

Applicant reiterates that the Examining Attorney
erroneously made a conclusion of descriptiveness instead of
suggestivehess in connection with Applicant’s mark, PHYSICIAN
ENDORSED, for “sunglasses” and “hats and caps.” Despite the
Examining Attorney’s allegafions, there is absolutely no support
in the record for the refusal to register PHYSICiAN ENDORSED
based on the premise that it is merely descriptive.

In his brief, the Examining Attorney states that the mark
describes a quality or characteristic of Applicant’s goods

because “Applicant’s goods are PHYSICIAN ENDORSED.” Such
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statement is completely illogical. The Examining Attorney’s
assertion that “medical endorsement of the Applicant’s goods is
a highly touted significant characteristic" is not a basis upon
which to refuse registration and claim that the mark is merely
~ descriptive. By doiné so, the Examining Attorney takes a
significant mental leap in order to connect the mark with the
goods in a descriptive sense. The actual significant
characteristic in this situation is the fact that the sunglasses
and hats block UVA and UVB rays, not the fact that the glasses
and hats are approved by physicians. Moreover, there is no
evidence of record which supports the assertion that these goods
are typically “endorsed,” thereby making it less likely that a
consumer would perceive the mark to be descriptive of a
characteristic or function of the mark relative to these goods.
Further, the Examining Attorney boldly states that
wconsumers who are confronted with the [A]lpplicant’s mark used
on sunglasses, hats and caps will view the term as a description
of the goods.” Yet the Examining Attorney relies upon little
more than dictionary definitions for the terms “PHYSICIAN” and
“ENDORSED, ” adopting the position that consumers will make the
mental leap'that is necessary to relate the mark with the
identified goods. In making such blatant mental leaps, the
Examining Attorney does not consider that consumers must employ

thought, perception and imagination to determine that
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Applicant’s goods possess sﬁn—protective qualities. There can
be little doubt that PHYSICIAN ENDORSED functions as a.unique
source identifier, the very form of trademark which the Lanham
Act is designed to'protect.

Finally, the Examining Attorney is dismissive of numerous
third party registered trademarks and service marks that evoke
similar, if not the same, commercial impressions as Applicant’s
mark. Although not binding; past practice of the Trademark
Office has found in numerous cases that marks that create a
commercial impression similar ﬁo that created by Applicant’s
mark are not merely descriptive, but are rather suggestive.

Applicant’s source identifier, PHYSICIAN ENDORSED, uniquely
identifies Applicant’s sunglasses and hats and caps. The mark
was chosen to convey Applicant’s heightened level of atteﬁtion
to consumer welfare, as well as to appeal to the consumer’s
healthy lifestyle. With the mental leaps that are required to
link the mark with a significant feature of the goods, there is
no question that the immediacy of the connection is simply not
enough to satisfy a descriptiveness refusal. Ultimately,
Applicant’s source identifier, PHYSICIAN ENDORSED, is clearly
_ suggestive of, and uniquely identifies, Applicant’s sunglasses

and hats and caps.
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III. CONCLUSION

As the concerns of the Examining Attorney have been

satisfied, Applicant respectfully requests that the T.T.A.B.

reverse the Examining Attorney‘’s refusal to register PHYSICIAN

ENDORSED, and remand the case to the Examining Attorney for
processing and approval for publication.
Respectfully submitted,

PHYSICI RSED, ,LLC

Dated: June 29, 2005 By:
: Timothy D. Pecsenye .
David M. Perry
Jennifer L. Miller
Attorneys for Applicant

BLANK ROME LLP

One Logan Square
Philadelphia, PA 19103
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cc: Mr. Michael Margulies
Leonard P. Nalencz, Esquire

CERTIFICATE OF MAILING

I hereby certify that this document is being deposited in an envelope addressed to the
Commissioner for Trademarks, P.O. Box 1451, Alexandra, VA 22313-1451, via first class mail,
postage prepaid on June 29, 2005.

119383/00801/11445264v1




Date:

To:

From:

Subject:

United States Patent and Trademark Office
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William Breckenfeld
Trademark Examining Attorney
Law Office 116

ERIC D MCWILLIAMS
Paralegal Specialist,
Trademark Trial and Appeal Board

Transmittal of Reply Brief for Application
Serial No. 78975107

Attached, solely for the information of the Trademark
Examining Attorney, is a copy of the reply brief filed by
applicant in the above-identified appeal.

If the Trademark Examining Attorney is persuaded by the
arguments contained in the reply brief that applicant's mark
is registrable, and decides to allow the application, the
Paralegal Specialist should be notified of the Trademark
Examining Attorney's decision within 3 working days from the
date hereof. 1In the absence of such notification, the Board
will go forward with the appeal.




