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PTO Form 1857 (Rev 8/2005)

OMB No. 0651-0050 (Exp. 04/2008)

Response to Office Action

The table below presents the data as entered.

Input Field Entered
SERIAL NUMBER 78681298
LAW OFFICE ASSIGNED LAW OFFICE 112
MARK SECTION (no change)
ARGUMENT(S)

In response to the Final Office Action dated December 14, 2006, and whatever extension of
time is necessary to make this Response timely, for which extension Applicant hereby petitions,

Applicant respectfully requests the above-referenced application be amended as follows.
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L LIKELIHOOD OF CONFUSION

The Examining Attorney has issued a refusal on grounds of likely confusion with registration
no. 2969268 (* ‘268 mark”) in the name of Travel Wizards (“Registrant”). Applicant respectfully
submits that the 268 mark is not likely to be confused with Applicant’s mark for the reasons outlined
below.

The initial inquiry is whether the marks themselves are confusingly similar. The two marks are
manifestly distinct in appearance. Applicant’s mark is a unitary word mark comprised of the words,
TRAVELWIZARD. And conversely, the ‘268 mark consists of the image reproduced below:

The highly distinctive design elements of the ‘268 mark are the dominant features of the mark.

The marks share no common feature, but the ‘268 mark has a partiél commonality with the
mark of applicant, the word TRAVEL and part of the second word, WIZARD but those are presented
as a single word by applicant. It is well settled that marks may not be “dissected” when they are
compared for confusing similarity. It is the impression created by the mark as a whole, and not by its
parts that is important. Massey Junior College, Inc. v. Fashion Institute of Technology, 492 F.2d.
1399, 181 U.S.P.Q. 272 (C.C.P.A. 1971), Sun Banks of Florida, Inc. v. Sun Federal Savings and Loan
Association, 651 F.2d 311 (5th Cir., 1981), General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 3
U.S.P.Q.2d 1442 (8th Cir. 1987) (“[I]n analyzing the similarities . . . between two marks, a court must
look to the overall impression created by the marks and not merely compare individual features.”).
The differences discussed above establish that the two marks, when compared as a whole, are not

confusingly similar in appearance.
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The second inquiry is whether the goods are closely related. Applicant submits that its goods
are entirely distinct from those identified in the cited registration and that the marks will not be
encountered by the same purchasers under circumstances that could give rise to the mistaken belief
that the goods come from a common source. As a consequence, any likelihood of confusion is
excluded.

The 268 registration is for “travel arrangements and consultation, namely, arranging travel
tours; arranging for travel visas, passports and travel documents for individuals traveling abroad,
travel agency services, namely, making reservations and bookings for transportation.” Applicant’s
goods, as amended, are “computer software for travel related software technology operating on a
server as a communication interface between other travel software for booking travel, compiling and
tracking travel information for individual employees, and managing travel information for
employees.”

As previously mentioned, Applicant provides travel related software to businesses.
Applicant’s clientele consist of large companies, often with hundreds of employees. Applicant’s
products are used by its clientele to manage the corporate travel of its employees. This means that
Applicant’s software allows a company to know where its respective employees are at all times, and if
an employee alters his or her travel schedule, the company is alerted to the change.

Applicant targets only a small segment of the purchasing public, namely, large corporations,
and more specifically, only the individuals affiliated with those corporations that are instrumental in
making purchasing decisions. Moreover, Applicant offers a suite of software products, only one of
the products utilizes the trademark, TRAVELWIZARD. Consequently, Applicant’s targeted
audience does not encounter the mark at issue in traditional avenues of trade. Applicant’s clientele
encounters the mark in a very controlled environment, and the purchasers of use of Applicant’s
software are often already aware of the Applicant’s business and other products offered by Applicant.
Finally, the software created and offered by the Applicant is NOT used or accessed by travel agents or
agencies.

Conversely, the Registrant is a traditional brick and mortar travel agency, which also has a
website. (See printout of website of Registrant). The registrant offers the services of booking
vacations and other trips for pleasure to the general public via traditional marketing channels. The
registrant does not offer software, the registrant does not target companies, and the registrant does not
offer any products. Registrant’s services are sold to entirely different customers through entirely
different marketing channels.

Goods or services that are more closely related in the travel industry have been found to be
distinguishable. In Pan American World Airways, Inc. v. Panamerican School of Travel, Inc., 648
F.Supp. 1026, 1036 (S.D.N.Y. 1986), the court found that there was no likelihood of confusion
between the related but noncompetitive training program run by the plaintiff and the corresponding
travel agent training school offered by the Defendant under the name, Panamerican School of Travel.
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While the services offered by both the plaintiff and the defendant were somewhat similar and both
targeted the same industry, the parties directed their training programs to different segments of the
purchasing public. /d.

Use of the slogan, ‘MASTER THE TRAVEL POSSIBILITIES” and “TRAVEL
POSSIBILITIES” were likewise distinguishable based on differences between goods and services
offered in the travel industry. Mastercard International, Inc. v. Arbel Corp., 1998 WL 80156
(S.D.N.Y. 1998). In Mastercard International, the plamtiff, Mastercard used the slogan, “master the
travel possibilities” in conjunction with travelers checks. Defendant, conversely, used the trademark,
“Travel Possibilities,” with a programming service that arranges trips and activities with religious
themes and utilizes travel agencies to accomplish the arrangements. Id. at *1. The court found that
the services provided by the parties, although both related to travel, were undisputedly different. Id. at
*6. The plaintiff provided financial conveniences for traveling and defendant organized trips either as
a travel agency or using a travel agency. /d.

The services of the registrant and the goods of the Applicant are as equally (if not more)
distinguishable than those in Pan American World Airways and Mastercard International. Both the
services of the Registrant and the goods of the Applicant are in some way related to travel, but as in
Mastercard International, what is offered is undisputedly different. Applicant offers software and the
registrant organizes and arranges vacations. Moreover, the Registrant and Applicant target different
purchasers. Even in Pan American, the services were very similar, but the court recognized the
importance of different target audiences in finding that the marks were not likely to be confused.

In view of the above, confusion between Applicant’s mark and the cited mark is unlikely, and
Applicant respectfully requests that the Examining Attorney reconsider its refusal to register and
withdraw the objections against the application.

SIGNATURE SECTION

RESPONSE SIGNATURE /David M. Ostfeld/
SIGNATORY'S NAME David M. Ostfeld
SIGNATORY'S POSITION Attorney of Record
DATE SIGNED 06/14/2007
AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION
SUBMIT DATE Thu Jun 14 15:57:54 EDT 2007

USPTO/ROA-66.237.153.98-2
0070614155754990288-78681
TEAS STAMP 298-37073da38498caceff45f
bc9al36e47d2de-N/A-N/A-20
070614154825485129

file:/A\ticrs-ais-01\ticrsexport\ HtmI To TiffInput\ROA00012007_0 7 09 _10_55_24_TTABO8... 7/9/2007




Response to Office Action Page 5 of 9

PTO Form 1957 (Rev 9/2005)
OMB No. 0651-0050 (Exp. 04/2008)

Response to Office Action

To the Commissioner for Trademarks:

Application serial no. 78681298 has been amended as follows:

Argument(s)
In response to the substantive refusal(s), please note the following:

In response to the Final Office Action dated December 14, 2006, and whatever extension of time
is necessary to make this Response timely, for which extension Applicant hereby petitions, Applicant

respectfully requests the above-referenced application be amended as follows.

ﬁle://\\ticrs-ais-Ol\ticrsexport\HtmlToTifﬂnpm\ROAOOO12007_07_09_10_55_24_TTAB08... 7/9/2007




-

Response to Office Action ' Page 6 of 9

L LIKELIHOOD OF CONFUSION

The Examining Attorney has issued a refusal on grounds of likely confusion with registration no.
2969268 (“ “268 mark™) in the name of Travel Wizards (“Registrant”). Applicant respectfully submits
that the ‘268 mark is not likely to be confused with Applicant’s mark for the reasons outlined below.

The initial inquiry is whether the marks themselves are confusingly similar. The two marks are
manifestly distinct in appearance. Applicant’s mark is a unitary word mark comprised of the words,
TRAVELWIZARD. And conversely, the <268 mark consists of the image reproduced below:

The highly distinctive design elements of the 268 mark are the dominant features of the mark.

The marks share no common feature, but the ‘268 mark has a partial commonality with the mark
of applicant, the word TRAVEL and part of the second word, WIZARD but those are presented as a
single word by applicant. It is well settled that marks may not be “dissected” when they are compared
for confusing similarity. It is the impression created by the mark as a whole, and not by its parts that is
important. Massey Junior College, Inc. v. Fashion Institute of Technology, 492 F.2d. 1399, 181
U.S.P.Q. 272 (C.C.P.A. 1971); Sun Banks of Florida, Inc. v. Sun Federal Savings and Loan Association,
651 F.2d 311 (5th Cir., 1981); General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 3 U.S.P.Q.2d 1442 (8th
Cir. 1987) (“[I]n analyzing the similarities . . . between two marks, a court must look to the overall
impression created by the marks and not merely compare individual features.”). The differences
discussed above establish that the two marks, when compared as a whole, are not confusingly similar in

appearance.
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The second inquiry is whether the goods are closely related. Applicant submits that its goods are
entirely distinct from those identified in the cited registration and that the marks will not be encountered
by the same purchasers under circumstances that could give rise to the mistaken belief that the goods
come from a common source. As a consequence, any likelihood of confusion is excluded. }

The ‘268 registration is for “travel arrangements and consultation, namely, arranging travel
tours; arranging for travel visas, passports and travel documents for individuals traveling abroad; travel
agency services, namely, making reservations and bookings for transportation.” Applicant’s goods, as
amended, are “computer software for travel related software technology operating on a server as a
communication interface between other travel software for booking travel, compiling and tracking travel
information for individual employees, and managing travel information for employees.”

As previously mentioned, Applicant provides travel related software to businesses. Applicant’s
clientele consist of large companies, often with hundreds of employees. Applicant’s products are used
by its clientele to manage the corporate travel of its employees. This means that Applicant’s software
allows a company to know where its respective employees are at all times, and if an employee alters his
or her travel schedule, the company is alerted to the change.

Applicant targets only a small segment of the purchasing public, namely, large corporations, and
more specifically, only the individuals affiliated with those corporations that are instrumental in making
purchasing decisions. Moreover, Applicant offers a suite of software products, only one of the products
utilizes the trademark, TRAVELWIZARD. Consequently, Applicant’s targeted audience does not
encounter the mark at issue in traditional avenues of trade. Applicant’s clientele encounters the mark in
a very controlled environment, and the purchasers of use of Applicant’s software are often already aware
of the Applicant’s business and other products offered by Applicant. Finally, the software created and
offered by the Applicant is NOT used or accessed by travel agents or agencies.

Conversely, the Registrant is a traditional brick and mortar travel agency, which also has a
website. (See printout of website of Registrant). The registrant offers the services of booking vacations
and other trips for pleasure to the general public via traditional marketing channels. The registrant does
not offer software, the registrant does not target companies, and the registrant does not offer any
products. Registrant’s services are sold to entirely different customers through entirely different
marketing channels.

Goods or services that are more closely related in the travel industry have been found to be
distinguishable. In Pan American World Airways, Inc. v. Panamerican School of Travel, Inc., 648
F.Supp. 1026, 1036 (S.D.N.Y. 1986), the court found that there was no likelihood of confusion between
the related but noncompetitive training program run by the plaintiff and the corresponding travel agent
training school offered by the Defendant under the name, Panamerican School of Travel. While the
services offered by both the plaintiff and the defendant were somewhat similar and both targeted the
same industry, the parties directed their training programs to different segments of the purchasing

public. /d.
Use of the slogan, ‘MASTER THE TRAVEL POSSIBILITIES” and “TRAVEL
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POSSIBILITIES” were likewise distinguishable based on differences between goods and services
offered in the travel industry. Mastercard International, Inc. v. Arbel Corp., 1998 WL 80156 (S.D.N.Y.
1998). In Mastercard International, the plaintiff, Mastercard used the slogan, “master the travel
possibilities” in conjunction with travelers checks. Defendant, conversely, used the trademark, “Travel
Possibilities,” with a programming service that arranges trips and activities with religious themes and
utilizes travel agencies to accomplish the arrangemehts. Id. at *1. The court found that the services
provided by the parties, although both related to travel, were undisputedly different. Id. at *6. The
plaintiff provided financial conveniences for traveling and defendant organized trips either as a travel
agency or using a travel agency. /d.

The services of the registrant and the goods of the Applicant are as equally (if not more)
distinguishable than those in Pan American World Airways and Mastercard International. Both the
services of the Registrant and the goods of the Applicant are in some way related to travel, but as in
Mastercard International, what is offered is undisputedly different. Applicant offers software and the
registrant organizes and arranges vacations. Moreover, the Registrant and Applicant target different
purchasers. Even in Pan American, the services were very similar, but the court recognized the
importance of different target audiences in finding that the marks were not likely to be confused.

In view of the above, confusion between Applicant’s mark and the cited mark is unlikely, and Applicant
respectfully requests that the Examining Attorney reconsider its refusal to register and withdraw the
objections against the application.

Response Signature

Signature: /David M. Ostfeld/  Date: 06/14/2007
Signatory's Name: David M. Ostfeld

Signatory's Position: Attorney of Record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of
the highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof;, and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant
in this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

Serial Number: 78681298 .

Internet Transmission Date: Thu Jun 14 15:57:54 EDT 2007
TEAS Stamp: USPTO/ROA-66.237. 153.98-2007061415575499
0288-78681298-37073da38498¢aceff45fbc9al
36e47d2dc-N/A-N/A-20070614154825485129

ﬂle://\\ticrs-ais-O1\ticrsexpoﬂ\HtmlToTifﬂnput\ROAOOO12007_07_09_10_5 5 24 TTABO08... 7/9/2007




Response to Office Action Page 9 of 9

file-/A\ticrs-ais-01\ticrsexport\HtmI To TiffInput\ ROA00012007_07 09_10_55_24_TTABOS... 7/9/2007




