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PTO Form 1957 (Rev 5/2006)
OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered
SERIAL NUMBER 78674318
LAW OFFICE ASSIGNED LAW OFFICE 111
MARK SECTION (no change)
ARGUMENT((S)

This is in response to the Office Action mailed February 8, 2006, for the
above-identified application.

No Likelihood of Confusion Exists Between Applicant’s
MAXWAY Mark and the Cited MAXWAY PLUS Mark

The Examiner has rejected Applicant’s mark on the basis of a perceived
likelihood of confusion between Applicant’s MAXWAY mark and the mark MAXWAY
PLUS owned by Forest City Auto Parts Company. According to the Trademark Office
TARR System this registration was cancelled on March 18, 2006. Accordingly, Applicant

requests that this citation be removed.

No Likelihood of Confusion Exists Between Applicant’s
MAXWAY Mark and the Cited MAXWAY (Stylized) Mark

Applicant submits that there is no likelihood of confusion between its MAXWAY mark and
the cited MAXWAY (STYLIZED) mark (Reg. No. 1,067,633). Accordingly, Applicant
hereby requests that the Examining Attorney withdraw his citation of the above-identified
mark as a bar to registration of Applicant’s mark.

The Examining Attorney determined that there is a likelihood of confusion between the
marks based on a two-step analysis, which is an abbreviated analysis derived from the

thirteen factor DuPont test. In re E.I. DuPont de Nemours & Co., 476 ¥.2d 1357, 177
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USPQ 563 (CCPA 1973). As detailed in the Office Action, the first step requires the
Examining Attorney to compare the marks and determine any similarities in appearance,
sound, connotation, and commercial impression. If any similarities between the marks are
found in these four categories, the threshold step is met. Thereafter, the Office Action
detailed that the second step requires the Examining Attorney to compare the respective
goods offered under the marks to determine if the goods are related. Under this analysis,
the Examining Attorney determined that there is a likelihood of confusion because (1) the
marks are “so similar,” and (ii) the goods are identical because both marks are used to
identify automobile parts or accessories.
The purpose of the likelihood of confusion standard is to protect consumers from
mistakenly believing that an applicant’s goods or services emanate from the cited registrant,
or are related to the registrant’s business. Applicant hereby submits that as applied to this
case, a two-step analysis is insufficient to determine whether there is a likelihood of
confusion. Although the Examining Attorney is not required to consider all thirteen
DuPont factors, the TMEP instructs the Examining Attorney that the following are the most
relevant:
1. The similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression.
2. The relatedness of the goods or services as described in an application or
registration or in connection with which a prior mark is in use.
3. The similarity or dissimilarity of established, likely-to-continue trade
channels.
4. The conditions under which and buyers to whom sales are made, i.e.
“impulse” vs. careful, sophisticated purchasing.

TMEP Section 1207.01; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d

1201, 1204 (Fed. Cir. 2003). The Examining Attorney’s analysis of Applicant’s mark

utilized the first rwo DuPont factors, but omitted consideration regarding the subsequent

factors. Applicant submits that there is no likelihood of confusion if appropriate weight is
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given to the marks’ distinguishable visual appearances, their differing overall commercial
impression, and their vastly different trade channels. In addition, Applicant’s and
Registrant’s respective clients are sophisticated buyers. These considerations are discussed
below.

Alternatively, even if the two-step analysis is sufficient for this case, Applicant submits that
the Examining Attorney erred by focusing solely on the marks’ similarities rather than
giving appropriate weight to the dissimilarities in appearance and overall commercial

impression.

A. DISTINGUISHABLE VISUAL DIFFERENCES BETWEEN THE
MARKS OUTWEIGH SIMILARITIES

Applicant’s MAXWAY mark and the cited mark are visually distinct. When analyzing a
likelihood of confusion, the important consideration is the effect the compared marks will

have upon a prospective customer. Del Laboratories, Inc. v. Alleghany Pharmacal Corp.,

215 USPQ 421, 425 (S.D.N.Y. 1981). Even a close similarity between two marks is not

dispositive on the likelihood of confusion issue. Id. In Del Laboratories, the District Court

compared the marks REJUVIA with REJUVA-NAIL and determined that although the
marks have some aural resemblance, there is total visual dissimilarity between the marks on

the products as they appear to consumers. Id. at 426. The Del Laboratories court

concluded that the REJUVA-NAIL product, as presented to the consumer, differs
considerably from the REJUVIA mark. Id. Accordingly, in comparing the two marks here at
issue, the Examining Attomey should not have ignored the overall effects that distinct visual
differences have on consumers.

Further, the likelihood of confusion is reduced if the two trademarks, taken as a whole, are

visually distinct. Heartsprings Inc. v. Heartspring Inc., 46 USPQ2d 1481, 1483 (10th Cir.

1998). In Heartsprings, the court stated that no one factor in a likelihood of confusion test
is dispositive and that a final determination regarding a likelihood of confusion must be
based on a consideration of all relevant factors. 1d. The key inquiry is “whether consumers

are likely to be deceived or confused by the similarity of the marks.” Id., citing Two Pesos
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Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769, 23 USPQ2d 1081 (1992). The court in

Heartsprings applied a likelihood of confusion test to determine if the defendant’s
“Heartspring, Inc.” trade name was confusingly similar to plaintiff’s “Heartsprings, Inc.”
trade name. Considering the marks in their entirety as they are experienced by consumers,
the court in Heartsprings determined that the respective marks’ use and presentation bear no
similarity beyond the obvious sameness of spelling and “clearly support the district court’s
conclusion that the marks at issue in this case are somewhat visually distinct.” Id. at 1484.
Accordingly, a distinct visual impression outweighs phonetic similarities.

Applicant’s MAXWAY mark is visually distinct from the cited mark. The
cited mark contains the unique stylization of the various letters and the prominence of the
letter X.  This distinctive stylization provides a clear source identifier for consumers and
eliminates the likelihood of confusion.

Overall, the distinguishing visual elements in Registrant’s mark outweigh any similarities.

B. THE MARKS ARE SIGNIFICANTLY DIFFERENT IN
COMMERCIAL IMPRESSION

The overall commercial impression of Applicant’s MAXWAY mark is considerably
different from the commercial impression created by Registrant’s mark.
The ultimate question that the analysis begs is whether consumers are likely to be confused

as to the source of origin of Applicant’s goods, or whether Applicant is affiliated with

Registrant. Nabisco v. Warner-Lambert Co., 55 USPQ2d 1051, 1054 (2rld Cir. 2000).

Commercial impression can be viewed as a separate factor or it may be viewed as a
summation of the sound, appearance, and meaning factors. Richard L. Kirkpatrick,

Likelihood of Confusion in Trademark Law, §4:3.1 (Rel. 12, Practising Law Institute

2004); TMEP 1207.01(b). In determining whether two marks are confusingly similar, the
Examining Attorney must appraise the overall impression created by the marks, in their
respective context, by considering all factors that would likely cause confusion among
consumers. Nabisco, 55 USPQ2d at 1054. The Nabisco court determined that there was no

likelihood of confusion between DENTYNE ICE and ICE BREAKERS, both for chewing
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gum. Although the trade name “DENTYNE” played an important part in the analysis, the
court was also persuaded by differences in the overall look of how the marks were
marketed, including color, shading, patterns, and stylization. Id. at 1055. The court
concluded that the “cumulative effect of the differences between the parties” products and
in the commercial presentation of their marks creates distinct marketplace impressions.”

Id. Accordingly, mere similarities in one factor do not create a likelihood of confusion.

There is a considerable difference between the presentations of these two
marks. It is unlikely that a consumer familiar with Registrant would believe he or she is

viewing Registrant’s goods when they are viewing Applicant’s website (www. gititire.com).

The great dissimilarities between the MAXWAY and marks and their
respective commercial impressions should not be discounted in light of the minor
similarities. Although courts generally focus on the dominant portions of the compared
marks, courts should not confine their scrutiny merely to similarities. Petro Stopping

Centers L.P. v. James River Petroleum Inc., 44 USPQ2d 1921, 1926 (4th Cir. 1997).

Because two marks scrutinized under a likelithood of confusion test would have some level
of similarity, focusing merely on those, and not considering the differences, would render
the “similarities of the marks™ factors superfluous. Id. This would fall short of the
complete analysis that is called for in the first step of the likelihood of confusion test. Here,
considering the distinct commercial impression created by the marks, there is no likelihood

of confusion.

C. THE MARKS COVER DISTINCTLY DIFFERENT GOODS

Although the arguments above conclude otherwise, we will assume in this section that the
first step in the Examining Attorney’s likelihood of confusion test is met. Despite this
assumption, however, because the goods designated for each mark are neither identical nor
related, there is no likelihood of confusion between the marks MAXWAY and MAXWAY

(STYLIZED) under the Examining Attorney’s second step for determining a likelihood of
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confusion.

The goods designated in Applicant’s application for the mark MAXWAY are tires for land
vehicles in Class 12. Applicant’s goods are tires available to consumers for use on their
passenger vehicles. In contrast, the goods designated for the MAXWAY (STYLIZED) mark
are automotive accessories, namely, mufflers, exhaust system pipes and clamps therefor for

passenger cars, pick-ups, recreational vehicles and vans in Class 12.

Applicant’s goods are tires for use on passenger vehicles. Registrant, on the other hand,
offers mufflers and exhaust systems. The distinct purposes of the products eliminate any
possibility for confusion.

The most that can be said of any similarity of goods of the Applicant and those of
Registrant is that the goods might be generally characterized as “automobile parts.”
However, it has been held that “such a broad inference [of similarity] is not sufficient to
demonstrate that a genuine issue exists concerning likelihood of confusion.” Astra

Pharmaceutical Products, Inc. v. Beckman Instruments, Inc., 718 F.2d 1201, 1206 (1st Cir.

1983) (no likelihood of confusion between marks of maker of local anesthetics,
cardiovascular medicines and prefilled syringes, and maker of laboratory instruments,
though both parties’ products used in the medical or health care ficld). Case authority
supports the proposition that even though the products and services may be in the same
general category, it does not automatically follow that they are related. In Electronic Data

Systems Corp. v. EDSA Micro Corp., 23 USPQ 2d 1460, 1463 (T.T.A.B. 1992), the court

held that the issue of whether two products are related does not revolve around the question
of whether a term can be used that describes them both, or whether they can be classified in
the same general category. Thus, while Applicant’s and Registrant’s services can both be

categorized in Class 12, they are unrelated.

D. THE MARKS ARE MARKETED THROUGH SIGNIFICANTLY
DIFFERENT CHANNELS OF TRADE

Further, the respective goods associated with the MAXWAY mark and the MAXWAY

(STYLIZED) mark are marketed to vastly different consumers.
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The Examining Attormey points out that the overriding concern is to prevent buyer
confusion as to the source of the goods. In this case, however, Applicant and Registrant
market their respective goods in entirely different channels of trade, which greatly reduces

the likelihood of confusing the two marks. See Jeanne-Marc Inc. v. Cluett, Peabody & Co.,

221 USPQ 58,61 (T.T.A.B. 1984). There is far less likelihood of confusion where the

trade channels do not lead to the same target purchasers. Leathersmith of London v.

Alleyn, 695 F.2d 27, 30, 220 USPQ 204, 206 (1st Cir. 1982) (This absence of convergent
marketing channels or of competition serves to decrease the likelihood of confusion.). The
definitive issue in the channels of trade analysis is whether consumers would have reason to
believe that the junior user’s goods originate from, or are authorized or approved by, the

senior user. Saab-Scania Aktiebolag v. Sparkomatic Corp. Opposition, 26 USPQ2d 1709,

1711-1712 (T.T.A.B. 1993). Here, consumers would not believe that Applicant’s goods
originate from, or are in any way related to, Registrant’s.

Applicant’s products are sold via independent tire wholesalers. Some of the tires wholesale
for more than $31.50 per item. Because of the manner in which the products are sold, the
relatively high price of Applicant’s products and the purpose for which they are provided,
consumers will take care and discriminate in their purchases. Therefore, under the analysis
of Saab-Scania, the true issue in this case is whether customers would have reason to
believe that Applicant’s passenger tires originate from, or are authorized or approved by,
Registrant, a company that, based on the goods identified the registration, solely provides
mufflers and items related to an exhaust system. In other words: would consumers familiar
with Registrant’s mufflers believe that Registrant now offers Applicant’s MAXWAY tires?
Extremely unlikely. In sum, the channels of trade, including advertising, for Applicant’s

goods do not overlap with the channels of trade used by Registrant.

E. APPLICANT’S PURCHASERS ARE SOPHISTICATED, CAREFUL
CONSUMERS '

In addition, with respect to the Applicant’s customers, such customers are sophisticated

purchasers who would be well aware of with whom they are dealing, and who would not
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confuse a company providing tires with a company selling mufflers. Because of consumers
desire to obtain tires for its vehicle that will provide a safe and comfortable ride, consumers
will take great care and discriminate in their purchases.

A decision to purchase Applicant’s tires is only made afier careful consideration and
research regarding the available options and the unique features afforded by Applicant’s
tires. Moreover, advertising of Applicant’s goods clearly identifies the Applicant so that
potential customers can contact the Applicant or its highly respected authorized retailers.

Thus, this factor also favors registration of Applicant’s mark.

CONCLUSION
Applicant submits that using a more complete analysis of the differences between
Applicant’s MAXWAY mark and the cited mark, it should be concluded that there is no
likelihood of confusion between the marks.

In view of the foregoing remarks, Applicant believes that it has responded to all
outstanding issues in connection with this application and respectfully requests that the
Examining Attorney remove the citation and allow its application proceed to publication.

It is respectfully requested that any future correspondence regarding

this application be directed to the undersigned.

Page 8of 16
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Response to Office Action

To the Commissioner for Trademarks:

Application serial no. 78674318 has been amended as follows:

Argument(s)
In response to the substantive refusal(s), please note the following:

This is in response to the Office Action mailed February 8, 2006, for the above-identified

application.

No Likelihood of Confusion Exists Between Applicant’s
MAXWAY Mark and the Cited MAXWAY PLUS Mark

The Examiner has rejected Applicant’s mark on the basis of a perceived likelihood of
confusion between Applicant’s MAXWAY mark and the mark MAXWAY PLUS owned by Forest City
Auto Parts Company. According to the Trademark Office TARR System this registration was cancelled
on March 18, 2006. Accordingly, Applicant requests that this citation be removed.

No Likelihood of Confusion Exists Between Applicant’s

file://\ticrs-ais-01\ticrsexport\Htm1 To TiffInput\ROA00012006_06 28 10 17 25 TTABO... 6/28/2006




Response to Office Action Page 10 of 16

MAXWAY Mark and the Cited MAXWAY (Stylized) Mark

Applicant submits that there is no likelihood of confusion between its MAXWAY mark and the cited
MAXWAY (STYLIZED) mark (Reg. No. 1,067,633). Accordingly, Applicant hereby requests that the
Examining Attorney withdraw his citation of the above-identified mark as a bar to registration of
Applicant’s mark.

The Examining Attorney determined that there is a likelihood of confusion between the marks based on
a two-step analysis, which is an abbreviated analysis derived from the thirteen factor DuPont test. In re

E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). As detailed in the Office

Action, the first step requires the Examining Attorney to compare the marks and determine any
similarities in appearance, sound, connotation, and commercial impression. If any similarities between
the marks are found in these four categories, the threshold step is met. Thereafter, the Office Action
detailed that the second step requires the Examining Attorney to compare the respective goods offered
under the marks to determine if the goods are related. Under this analysis, the Examining Attorey
determined that there is a likelihood of confusion because (i) the marks are ““so similar,” and (ii) the
goods are identical because both marks are used to identify automobile parts or accessories.
The purpose of the likelihood of confusion standard is to protect consumers from mistakenly believing
that an applicant’s goods or services emanate from the cited registrant, or are related to the registrant’s
business. Applicant hereby submits that as applied to this case, a two-step analysis is insufficient to
determine whether there is a likelihood of confusion. Although the Examining Attorney is not required
to consider all thirteen DuPont factors, the TMEP instructs the Examining Attorney that the following
are the most relevant:
1. The similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression.
2. The relatedness of the goods or services as described in an application or registration
or in connection with which a prior mark is in use.
3. The similarity or dissimilarity of established, likely-to-continue trade channels.
4. The conditions under which and buyers to whom sales are made, i.e. “impulse” vs.

careful, sophisticated purchasing.
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TMEP Section 1207.01; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204

(Fed. Cir. 2003). The Examining Attorney’s analysis of Applicant’s mark utilized the first fwo DuPont
factors, but omitted consideration regarding the subsequent factors. Applicant submits that there is no
likelihood of confusion if appropriate weight is given to the marks’ distinguishable visual appearances,
their differing overall commercial impression, and their vastly different trade channels. In addition,
Applicant’s and Registrant’s respective clients are sophisticated buyers. These considerations are
discussed below.

Alternatively, even if the two-step analysis is sufficient for this case, Applicant submits that the
Examining Attorney erred by focusing solely on the marks’ similarities rather than giving appropriate

weight to the dissimilarities in appearance and overall commercial impression.

A. DISTINGUISHABLE VISUAL DIFFERENCES BETWEEN THE MARKS
OUTWEIGH SIMILARITIES

Applicant’s MAXWAY mark and the cited mark are visually distinct. When analyzing a likelihood of
confusion, the important consideration is the effect the compared marks will have upon a prospective

customer. Del Laboratories, Inc. v. Alleghany Pharmacal Corp., 215 USPQ 421, 425 (S.D.N.Y. 1981).

Even a close similarity between two marks is not dispositive on the likelihood of confusion issue. Id. In

Del Laboratories, the District Court compared the marks REJUVIA with REJUVA-NAIL and determined

that although the marks have some aural resemblance, there is total visual dissimilarity between the

marks on the products as they appear to consumers. Id. at 426. The Del Laboratories court concluded

that the REJUVA-NAIL product, as presented to the consumer, differs considerably from the REJUVIA
mark. Id. Accordingly, in comparing the two marks here at issue, the Examining Attorney should not
have ignored the overall effects that distinct visual differences have on consumers.

Further, the likelihood of confusion is reduced if the two trademarks, taken as a whole, are visually

distinct. Heartsprings Inc. v. Heartspring Inc., 46 USPQ2d 1481, 1483 (10th Cir. 1998). In

Heartsprings, the court stated that no one factor in a likelihood of confusion test is dispositive and that a
final determination regarding a likelihood of confusion must be based on a consideration of all relevant
factors. Id. The key inquiry is “whether consumers are likely to be deceived or confused by the
similarity of the marks.” Id., citing Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769, 23
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USPQ2d 1081 (1992). The court in Heartsprings applied a likelihood of confusion test to determine if
the defendant’s “Heartspring, Inc.” trade name was confusingly similar to plaintiff’s “Heartsprings, Inc.”
trade name. Considering the marks in their entirety as they are experienced by consumers, the court in
Heartsprings determined that the respective marks’ use and presentation bear no similarity beyond the
obvious sameness of spelling and “clearly support the district court’s conclusion that the marks at issue
in this case are somewhat visually distinct.” Id. at 1484. Accordingly, a distinct visual impression
outweighs phonetic similarities.

Applicant’s MAXWAY mark is visually distinct from the cited mark. The cited mark
contains the unique stylization of the various letters and the prominence of the letter X.  This
distinctive stylization provides a clear source identifier for consumers and eliminates the likelihood of
confusion.

Overall, the distinguishing visual elements in Registrant’s mark outweigh any similarities.

B. THE MARKS ARE SIGNIFICANTLY DIFFERENT IN COMMERCIAL
IMPRESSION

The overall commercial impression of Applicant’s MAXWAY mark is considerably different from the
commercial impression created by Registrant’s mark.
The ultimate question that the analysis begs is whether consumers are likely to be confused as to the

source of origin of Applicant’s goods, or whether Applicant is affiliated with Registrant. Nabisco v.

Warner-Lambert Co., 55 USPQ2d 1051, 1054 (2™ Cir. 2000). Commercial impression can be viewed

as a separate factor or it may be viewed as a summation of the sound, appearance, and meaning factors.

Richard L. Kirkpatrick, Likelihood of Confusion in Trademark Law, §4:3.1 (Rel. 12, Practising Law
Institute 2004); TMEP 1207.01(b). In determining whether two marks are confusingly similar, the
Examining Attorney must appraise the overall impression created by the marks, in their respective

context, by considering all factors that would likely cause confusion among consumers. Nabisco, 55

USPQ2d at 1054. The Nabisco court determined that there was no likelihood of confusion between
DENTYNE ICE and ICE BREAKERS, both for chewing gum. Although the trade name “DENTYNE”
played an important part in the analysis, the court was also persuaded by differences in the overall look

of how the marks were marketed, including color, shading, patterns, and stylization. Id. at 1055. The
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court concluded that the “cumulative effect of the differences between the parties’ products and in the
commercial presentation of their marks creates distinct marketplace impressions.” Id. Accordingly,

mere similarities in one factor do not create a likelihood of confusion.

There is a considerable difference between the presentations of these two marks. Itis
unlikely that a consumer familiar with Registrant would believe he or she is viewing Registrant’s goods

when they are viewing Applicant’s website (www. gititire.com).

The great dissimilarities between the MAXWAY and marks and their respective
commercial impressions should not be discounted in light of the minor similarities. Although courts
generally focus on the dominant portions of the compared marks, courts should not confine their

scrutiny merely to similarities. Petro Stopping Centers L.P. v. James River Petroleum Inc., 44 USPQ2d

1921, 1926 (4th Cir. 1997). Because two marks scrutinized under a likelihood of confusion test would
have some level of similarity, focusing merely on those, and not considering the differences, would
render the “similarities of the marks” factors superfluous. Id. This would fall short of the complete
analysis that is called for in the first step of the likelihood of confusion test. Here, considering the

distinct commercial impression created by the marks, there is no likelihood of confusion.

C. THE MARKS COVER DISTINCTLY DIFFERENT GOODS

Although the arguments above conclude otherwise, we will assume in this section that the first step in
the Examining Attorney’s likelihood of confusion test is met. Despite this assumption, however,
because the goods designated for each mark are neither identical nor related, there is no likelihood of
confusion between the marks MAXWAY and MAXWAY (STYLIZED) under the Examining Attorney’s
second step for determining a likelihood of confusion.

The goods designated in Applicant’s application for the mark MAXWAY are fires for land vehicles in
Class 12. Applicant’s goods are tires available to consumers for use on their passenger vehicles. In
contrast, the goods designated for the MAXWAY (STYLIZED) mark are automotive accessories,
namely, mufflers, exhaust system pipes and clamps therefor for passenger cars, pick-ups, recreational
vehicles and vans in Class 12.

Applicant’s goods are tires for use on passenger vehicles. Registrant, on the other hand, offers mufflers
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and exhaust systems. The distinct purposes of the products eliminate any possibility for confusion.
The most that can be said of any similarity of goods of the Applicant and those of Registrant is that the
goods might be generally characterized as “automobile parts.” However, it has been held that “such a
broad inference [of similarity] is not sufficient to demonstrate that a genuine issue exists concerning

likelihood of confusion.” Astra Pharmaceutical Products, Inc. v. Beckman Instruments, Inc., 718 F.2d

1201, 1206 (1st Cir. 1983) (no likelihood of confusion between marks of maker of local anesthetics,
cardiovascular medicines and prefilled syringes, and maker of laboratory instruments, though both
parties’ products used in the medical or health care field). Case authority supports the proposition that
even though the products and services may be in the same general category, it does not automatically

follow that they are related. In Electronic Data Systems Corp. v. EDSA Micro Corp., 23 USPQ 2d

1460, 1463 (T.T.A.B. 1992), the court held that the issue of whether two products are related does not
revolve around the question of whether a term can be used that describes them both, or whether they can
be classified in the same general category. Thus, while Applicant’s and Registrant’s services can both

be categorized in Class 12, they are unrelated.

D. THE MARKS ARE MARKETED THROUGH SIGNIFICANTLY DIFFERENT
CHANNELS OF TRADE

Further, the respective goods associated with the MAXWAY mark and the MAXWAY (STYLIZED)
mark are marketed to vastly different consumers.

The Examining Attorney points out that the overriding concern is to prevent buyer confusion as to the
source of the goods. In this case, however, Applicant and Registrant market their respective goods in

entirely different channels of trade, which greatly reduces the likelihood of confusing the two marks.

See Jeanne-Marc Ine. v. Cluett, Peabody & Co., 221 USPQ 58, 61 (T.T.A.B. 1984). There is far less

likelihood of confusion where the trade channels do not lead to the same target purchasers.

Leathersmith of London v. Alleyn, 695 F.2d 27, 30, 220 USPQ 204, 206 (1st Cir. 1982) (This absence

of convergent marketing channels or of competition serves to decrease the likelihood of confusion.).
The definitive issue in the channels of trade analysis is whether consumers would have reason to believe
that the junior user’s goods originate from, or are authorized or approved by, the senior user. Saab-

Scania Aktiebolag v. Sparkomatic Corp. Opposition, 26 USPQ2d 1709, 1711-1712 (T.T.A.B. 1993).
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Here, consumers would not believe that Applicant’s goods originate from, or are in any way related to,
Registrant’s.

Applicant’s products are sold via independent tire wholesalers. Some of the tires wholesale for more
than $31.50 per item. Because of the manner in which the products are sold, the relatively high price of
Applicant’s products and the purpose for which they are provided, consumers will take care and
discriminate in their purchases. Therefore, under the analysis of Saab-Scania, the true issue in this case
is whether customers would have reason to believe that Applicant’s passenger tires originate from, or are
authorized or approved by, Registrant, a company that, based on the goods identified the registration,
solely provides mufflers and items related to an exhaust system. In other words: would consumers
familiar with Registrant’s mufflers believe that Registrant now offers Applicant’s MAXWAY tires?
Extremely unlikely. In sum, the channels of trade, including advertising, for Applicant’s goods do not

overlap with the channels of trade used by Registrant.

E. APPLICANT’S PURCHASERS ARE SOPHISTICATED, CAREFUL
CONSUMERS

In addition, with respect to the Applicant’s customers, such customers are sophisticated purchasers who
would be well aware of with whom they are dealing, and who would not confuse a company providing
tires with a company selling mufflers. Because of consumers desire to obtain tires for its vehicle that
will provide a safe and comfortable ride, consumers will take great care and discriminate in their
purchases.

A decision to purchase Applicant’s tires is only made after careful consideration and research regarding
the available options and the unique features afforded by Applicant’s tires. Moreover, advertising of
Applicant’s goods clearly identifies the Applicant so that potential customers can contact the Applicant
or its highly respected authorized retailers. Thus, this factor also favors registration of Applicant’s

mark.

CONCLUSION

Applicant submits that using a more complete analysis of the differences between Applicant’s

MAXWAY mark and the cited mark, it should be concluded that there is no likelihood of confusion
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between the marks.

In view of the foregoing remarks, Applicant believes that it has responded to all outstanding
1ssues in connection with this application and respectfully requests that the Examining Attorney remove
the citation and allow its application proceed to publication.

It is respectfully requested that any future correspondence regarding this

application be directed to the undersigned.

Correspondence Address Change

Applicant proposes to amend the following:

Original: CHARLES H. THOMAS CISLO & THOMAS LLP 4201 LONG BEACH BLVD STE 405
LONG BEACH, CA 90807-2022

Proposed: Perry J. Viscounty of Latham & Watkins LLP, having an address of Suite 2000 650 Town
Center Drive Costa Mesa, California United States 92626, whose e-mail address is ipdocket@lw.com,
whose phone number is 7145401235 and whose fax number is 7147558290.

Response Signature

Signature: /Julie L. Dalke/  Date: 06/01/2006
Signatory's Name: Julie L. Dalke
Signatory's Position: Attorney
Mailing Address: Perry J. Viscounty
Latham & Watkins LLP
Suite 2000
650 Town Center Drive
Costa Mesa, California 92626

Serial Number: 78674318

Intemet Transmission Date: Thu Jun 01 19:31:39 EDT 2006
TEAS Stamp: USPTO/ROA-199.107.43.222-200606011931395
60135-78674318-332cf6acef9faf83fa3 18c9a6
a37fb62-N/A-N/A-20060601192108197582
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