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Please provide in all correspondence: 
 
1.  Filing date, serial number, mark and 
     applicant's name. 
2.  Date of this Office Action. 
3.  Examining Attorney's name and  
     Law Office number. 
4. Your telephone number and e-mail 

address. 
 

 
 

EXAMINING ATTORNEY'S APPEAL BRIEF 
 
Applicant has appealed the examining attorney’s refusal to register the mark PARIS 

BAGUETTE and design on grounds that the proposed mark consists or comprises 

geographically deceptive an primarily geographically deceptive misdescriptive matter in 

relation to the goods identified as sandwiches, toast, biscuits, buns, cakes and bread under 

Trademark section 2(a) and 2(e)(3), 15 U.S.C. sections 1052 (a) and (e)(3). 

 

                FACTS  

  On April 6, 2005 the applicant, an entity located in South Korea, filed to register the 

mark containing the words PARIS BAGUETTE and the design of a stylized Eiffel 

Tower, the mark containing the colors red and blue, for goods identified as  “ 



sandwiches; toast; biscuits; ice cream; cakes; bean jam buns; bread; green tea; coffee and 

coffee based beverages” under the basis of Section 44(d) and Section 1(b) of the 

Trademark Act. Registration was refused under the provisions of Section 2(a) and 

2(e)(3), on grounds that the proposed mark consists of or comprised geographically 

deceptive and primarily geographically deceptively misdescriptive matter in relation to 

the identified goods. Amendment of various informalities regarding disclaimer and claim 

and description of color in the drawing were also requested. 

 

In response, the applicant corrected all informalities, converted the basis of filing to 

Section 44(e), providing a certified copy of the foreign Certificate of Registration, and 

stated that, while the goods were not produced or in any manner associated with Paris, 

France, the term PARIS BAGUETTE was neither geographically deceptive nor primarily 

geographically deceptively misdescriptive, stating that the term PARIS BAGUETTE did 

not convey any geographic association. 

 

On June 1,2006, the examining attorney issued a final refusal on the original substantive 

grounds of refusal, limited to goods identified as sandwiches, toast, biscuits, buns, cakes 

and bread. 

On December 12,2006, the applicant filed an appeal of the refusal to register and a 

Request for Reconsideration. The Trademark Trial and Appeal Board remanded the file 

to the examining attorney for consideration of the Request. The applicant’s arguments 

were considered, but the Request was refused, the finality of the prior Office action 



reinstated, and the file returned to the Trademark Trial and Appeal Board for resumption 

of the appeal. 

 

                ARGUMENTS 

 A mark is geographically deceptive and primarily geographically deceptively 

misdescriptive if: 

(1)  the primary significance of the mark is a generally known geographic location; 

(2)  the goods/services for which applicant seeks registration do not originate from 

that place; 

(3)  purchasers would be likely to believe that the goods/services originate from the 

named place; 

(4)  the misrepresentation is a material factor in the purchaser’s decision to buy the 

goods/services.    

 TMEP section 1210.01 (b) and (c). 

 

If the relevant goods or related goods, are a principal product of the geographical area 

named by the mark, then the deception will most likely be found to be material. In re 

Save Venice New York Inc., 259 F 3d 1346, 59 USPQ2d 1778 (Fed. Cir. 2001); In re 

Wada, 194 F 3d 1397, 52 USPQ2d 1539 (Fed. Cir. 1999). 

 

The applicant agrees that the primary significance of the term PARIS is to identify a 

particular geographic locale, the capital city of France, a well known cosmopolitan center 



of art, fashion, culture and food. The applicant also admits that its food products do not 

originate or have any other association with this famous city.    

  

However, the applicant contends that Paris is not known for baked goods more so than 

other large cities around the world, that baguettes, like other French baked goods, are 

ubiquitous in nature, being produced everywhere, that baked products are only “local” in 

nature, so consumers would not assume any goods/place relationship for such baked 

goods, and that the overall impression of its mark, composed of the words PARIS 

BAGUETTE and a stylized design of the Eiffel Tower only suggests the “feel of Paris” 

rather than a specific, if misdescriptive , place of origin. 

  

The examining attorney has made of record material clearly showing that the baguette is 

particularly associated with the city of Paris, regardless of the global scope of its 

popularity, and that Paris is known for baked goods in general. “Baguette” generically 

identifies a type of bread, distinguishable by its much greater length than width. Shorter 

baguettes can also be used for making sandwiches, or sliced and served with cheese or 

other foods, like a type of bun, according to Wikepedia (see article in first Office action). 

This would include the goods identified by the applicant as  “ bread, sandwiches toast, 

biscuits and buns”. According to this article, “ Baguettes are seen as closely connected to 

France and especially to Paris…(emphasis supplied). 

 

While the applicant has questioned the reliability of data obtained from this source, 

relying on a statement in In re White, 80 USPQ2d 1654(TTAB 2006) in which the Board 



did not use such information to reach its decision, this statement is made in a footnote 

(Ibid 1659) with no further explanation as to why such information is not used. It should 

be noted that the Board relied on a significant amount of information from other sources 

to establish the primary significance of the term MOHAWK as referring to an Indian 

tribe, other meanings derived from association with the tribe.  

 

In the present case, the examining attorney has submitted numerous other sources 

discussing the fame of Paris in relation to baguettes and other types of bread and pastries. 

An article appearing in the website Sally’s Place, entitled, “ As Parisian as French 

Baguette”, begins by stating, “ The slim two-foot long baguette and its heftier cousin, 

pain Parisian, are as much a part of Parisian identity as the Arc de Triomphe or the Eiffel 

Tower.” The website Discover France in a feature article, “Beware of the French 

Baguette”, states “ Though originating from Paris, baguettes can be found everywhere in 

France…” Information on this food item can be found in noted books on French cuisine, 

such as Patricia Wells’ Food Lovers Guide to Paris and Linda Dannenberg’s Bakeries 

and Pastry-shops in Paris, according to this article.  The article states, “ The image of the 

baguette as a symbol of Paris (emphasis supplied) has even been popularized in the 

movies…” This bakery item is even the subject of an award, “ The Grand Prize of the 

Baguette”, open to all Parisian bakers (see website article A Day In Paris: Monday 

January 17,2005.)  Parisian boulangeries, noted for their baguettes and other bakery 

products, are frequently listed in websites for noted places to go when in Paris. (see 

website Country inns & Suites listing of boulangeries in Paris, website Paris Hotels 

listing of such establishments in Paris in the first Office action) 



 

Based on this material, a definite and famous goods-place connection between baguettes 

and other related bakery items and the city of Paris is established, such that, as a principal 

product of the city, material deception would be found if the goods do not originate from 

this geographic locale. 

 

 Therefore, the words PARIS BAGUETTE identify a particular geographic locale, noted 

for this, and other, bakery products. The applicant, in its appeal brief, while noting that 

the goods do not originate from this city, nor have any connection with this city, indicates 

that the geographic term “Paris” was adopted to suggest the “feel of Paris” in relation to 

the freshness of its bakery products (see pages 10 and 11 of the Appeal Brief). However, 

the examining attorney would maintain that adoption of a geographic term, where the 

particular area is noted for food products offered by the applicant, as a means of 

conveying some quality of the foods, such as “freshness”,  conveys to potential 

consumers a believable, but false, impression of a major feature of these foods—that 

applicant’s baguettes and other baked goods are as fresh and of fine quality as identical 

items available from the area of Paris, noted for the quality of its baguettes and other 

baked goods. Such an impression would convey a deceptive and primarily geographically 

deceptively misdescriptive significance to the applicant’s goods and origin of such goods. 

 

The applicant states that, in addition to the wording PARIS BAGUETTES, a design 

element, of large size, is also incorporated as part of the mark. However, as previously 

stated, a mark is deceptive even if only a portion of it is deceptive, and even if that 



portion is not the dominant aspect of the mark. Section 2(a) prohibits registration of 

deceptive matter, not merely deceptive marks Am. Speech-Language-Hearing Ass’n v. 

Nat’l Hearing Aid Soc’y, 224 USPQ 798, 808 (TTAB 1984). Moreover, the design in 

question, a stylized depiction of the Eiffel Tower, a landmark unique in its origins to the 

city of Paris, further emphasizes the geographic significance of the wording rather than 

conveying any other meaning to the entire mark 

 

 

     CONSUMERS LIKELY TO BELIEVE THAT GOODS ORIGINATE FROM 

LOCALE 

The applicant, in its Request for Reconsideration statement, maintains that, given the 

nature of the bakery products, consumers would not be likely to believe that the goods 

originate from Paris, France, since bakery products are always local in nature. The 

examining attorney introduced evidence, consisting of stories and website ordering sites, 

clearly showing that freshly made food items, including baked goods, can be made 

overseas and shipped overnight or quickly to persons ordering them in the United States, 

from ordering websites accessible in the United States. On point, the website Fast 

Company.com , in an article titled “Give Us This Day Our Global Bread”,  the famous 

baker, Lionel Poilane, who sells 2.5 % of all bread in Paris, has created a global business 

in which traditionally made breads, including the most popular, the baguette, are shipped 

internationally on a daily basis:  “ Each day, Poilane-branded bread travels by company-

owned trucks to more than 2,500 shops and restaurants throughout Paris and by FedEx 

delivery to Poilane aficionados in roughly 20 countries throughout the world …. 



Poilane’s global bread business developed as a natural response to customer demand: 

stores and individuals started calling from abroad to ask Poilane to ship them bread … 

FedEx allows Poilane’s bread to leave the bakery in the early morning and be on dinner 

tables in the United States the next night”. 

 

Other websites, such as the Breaddeli2, feature fresh foods, including breads, from 

Lebanon and other Middle Eastern countries, which are delivered to various destinations 

overnight or within a short period of time. Therefore, foods such as breads and baked 

goods are capable of overnight or short time delivery to other areas of the world, 

including the United States. Customers familiar with such factors would not dismiss the 

fact that breads could be manufactured and delivered to this country from Paris. 

 

The applicant objects to this evidence, stating that few people in the United States take 

advantage of this global delivery of fresh products based on expense, and such material is 

of foreign origination, and therefore, should not be considered by the Board. 

 

However, the examining attorney introduced this evidence to establish the fact that 

bakery products are not exclusively “local” in origin, such that consumers would not 

believe that such goods, especially from a geographic area, like Paris, noted for such 

bakery products, would originate from such locales. Furthermore, the “Fast Company “ 

website is not foreign, but originates in the United States; the owner, Maniuto Ventures 

LLC, is located in New York City.  

 



Furthermore, the examining attorney would request that the Board consider websites, 

regardless of origin, from which U.S. consumers can order goods, to be different in 

nature from stories from foreign newswires and publications, based on the nature and 

purpose of such websites. Unlike foreign news sources, which may be primarily devoted 

to serving a particular local or national readership, businesses with global markets rely on 

reaching customers beyond the borders of any one country or region—such is the very 

essence of globalization. Furthermore, such a rationale can also be extended to foreign 

tourist or nationally sponsored information sites specifically designed for tourism or use 

by people of other countries seeking to visit famous locales in such foreign countries. The 

reason for their existence is to provide reliable and noteworthy information to individuals 

from foreign countries unfamiliar with particular types of information, so that a person’s 

stay in that country, usually costing much in time and money to the tourist, is as  

enjoyable  and worry free as possible. 

 

It should also be noted that the applicant itself, in its appeal brief, acknowledges that U.S. 

individuals have ordered from the foreign website, and even commented on the nature of 

the goods and service received on such sites, indicative that such sites are known and 

available for use in the United States by U.S. based consumers, in a similar manner as 

local U.S. based product ordering websites. Therefore, this information source should be 

considered by the Board in evaluating consumer’s knowledge of origin of particular 

goods or services from noted geographic areas. 

 



Finally, the applicant, in its brief, states that the mark in issue has been registered in 

various foreign countries, and is the subject of two registrations in this country. However, 

a party seeking registration in this country must meet all requirements for registration 

under the Federal Trademark Act and relevant rules. See TMEP section 1007. 

Registration in a foreign country does not automatically ensure eligibility for registration 

in the United States. In re Rath, 402 F.3d 1207, 74 USPQ2d 1174,1179 (Fed. Cir. 2005). 

Furthermore, the fact that the applicant may own registrations in this country for the same 

mark for different goods or services does not necessarily allow registration for entirely 

different goods or services. Prior decisions and actions of other trademark examining 

attorneys in registering marks for different goods or services are without  

evidentiary value and are not binding upon the Office. Each case is decided on its own 

facts, and each mark stands on its own merits in relation to the identified goods and 

services for which registration is sought. In re International Taste, Inc., 53 USPQ2d 1604 

(TTAB 2000); In re National Novice Hockey League, Inc., 222 USPQ 638, 641 (TTAB 

1984). Serial number 78-598,737 uses the mark in connection with fruit and vegetable 

juices, drinking and mineral water and syrups for making fruit drinks; serial number 78-

598,739 uses the mark in connection with coffee shop, snack bar, café, cafeteria, canteen 

and restaurant services.   

 

The evidence establishes that the primary significance of the mark identifies a generally 

known geographic location, that the identified goods in issue do not come from that 

location, that given the fame of such goods from this locale, misrepresentation is a 



material factor in the purchaser’s decision to buy the goods, and that purchasers would be 

likely to believe that the goods originate in the geographic place named in the mark.   

        

                 CONCLUSION 

Accordingly, the refusal to register the mark PARIS BAGUETTE and colored design of a 

stylized Eiffel Tower, for various breads and baked goods, on grounds that the mark is 

geographically  

deceptive and primarily geographically deceptively misdescriptive under the provisions 

of Sections 2(a) and 2(e)(3) of the Trademark Act should be affirmed.  

 

 
  Respectfully submitted, 
 

Henry S. Zak 
/Henry S. Zak/ 
Examining Attorney 
Law Office 117 
(571) 272-9354 
 
 
Loretta C. Beck 
Managing Attorney 
Law Office 117  

 
   
NOTICE OF NEW PROCEDURE FOR E-MAILED OFFICE ACTIONS:  In late 
spring 2007, for any applicant who authorizes e-mail communication with the USPTO, 
the USPTO will no longer directly e-mail the actual Office action to the applicant.  
Instead, upon issuance of an Office action, the USPTO will e-mail the applicant a notice 
with a link/web address to access the Office action using Trademark Document Retrieval 
(TDR), which is located on the USPTO website at 
http://portal.uspto.gov/external/portal/tow.  The Office action will not be attached to the 
e-mail notice.  Upon receipt of the notice, the applicant can then view and print the actual 
Office action and any evidentiary attachments using the provided link/web address.  TDR 
is available 24 hours a day, seven days a week, including holidays and weekends.  This 



new process is intended to eliminate problems associated with e-mailed Office actions 
that contain numerous attachments. 
 
 


