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EXAMINING ATTORNEY'S APPEAL BRIEF 
 
 
Applicant has appealed the final refusal to register the mark under §2(d) of the 

Trademark Act.  The refusal was based on the ground that there is a likelihood of 

confusion with U.S. Registration No. 1344263. 

 
FACTS 

 
Applicant is seeking registration on the Principal Register for the mark MAXTOUR.  

Applicant’s goods are for tires for highway use on land passenger vehicles.  The 

proposed mark was refused registration under §2(d) of the Trademark Act  because 

confusion is likely between applicant’s mark and U.S. Registration No. 1344263 for the 

mark TOURMAX.  Registrant’s goods are pneumatic tires for vehicles.  The refusal to 



register the mark was made final on March 3, 2006.  The examining attorney denied 

applicant’s request for reconsideration on June 23, 2006.  The applicant has appealed. 

 

ARGUMENT 

 

I. THERE IS A LIKELIHOOD OF CONFUSION BETWEEN 
APPLICANT’S AND REGISTRANT’S MARKS AND GOODS 

 
 

Trademark Act §2(d) bars registration where an applied-for mark so resembles a 

registered mark that it is likely, when applied to the goods and/or services, to cause 

confusion, mistake or to deceive the potential consumer as to the source of the goods 

and/or services.  TMEP §1207.01.  The Court in In re E. I. du Pont de Nemours & Co., 

476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), listed the principal factors to consider in 

determining whether there is a likelihood of confusion.  Among these factors are the 

similarity of the marks as to appearance, sound, meaning and commercial impression, 

and the relatedness of the goods and/or services.  The overriding concern is to prevent 

buyer confusion as to the source of the goods and/or services.  In re Shell Oil Co., 992 

F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).  Therefore, any doubt as to 

the existence of a likelihood of confusion must be resolved in favor of the registrant.  In 

re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988); Lone 

Star Mfg. Co. v. Bill Beasley, Inc., 498 F.2d 906, 182 USPQ 368 (C.C.P.A. 1974). 

 
In it’s brief, applicant asserts that the two-step analysis that is set forth above and that the 

examining attorney utilized to determine the existence of likelihood of confusion is 



insufficient.  Instead, applicant asserts that the examining attorney must look at the 

following factors: 

1. The similarity or dissimilarity of the marks in their entireties as to appearance, 

sound, connotation and commercial impression. 

2. The relatedness of the goods or services as described in an application or 

registration or in connection with which a prior mark is in use. 

3. The similarity or dissimilarity of established, likely-to-continue trade channels. 

4. The conditions under which and buyers to whom sales are made, i.e. “impulse” 

vs. careful, sophisticated purchasing. 

5. Co-existence of marks in the marketplace with no instances of confusion. 

 

The examining attorney will show that even when all five of these factors are taken into 

consideration, confusion is likely between applicant’s mark and goods and registrant’s 

mark and goods. 

 
A. Applicant’s marks and registrant’s marks create a similar 

commercial               impression. 
 
 

The marks are compared for similarities in sound, appearance, meaning or connotation.  

In re E .I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973).  

Similarity in any one of these elements may be sufficient to find a likelihood of 

confusion.  In re White Swan Ltd., 8 USPQ2d 1534, 1536 (TTAB 1988); In re Lamson 

Oil Co., 6 USPQ2d 1041, 1043 (TTAB 1987); In re Mack, 197 USPQ 755 (TTAB 1977); 

TMEP §1207.01(b).  When applicant’s mark is compared to a registered mark, “the 

points of similarity are of greater importance than the points of difference.”  Esso 



Standard Oil Co. v. Sun Oil Co., 229 F.2d 37, 40, 108 USPQ 161 (D.C. Cir. 1956) 

(internal citation omitted).  Regarding the issue of likelihood of confusion, the question is 

not whether people will confuse the marks, but whether the marks will confuse people 

into believing that the goods they identify come from the same source.  In re West Point-

Pepperell, Inc., 468 F.2d 200, 175 USPQ 558 (C.C.P.A. 1972).  For that reason, the test 

of likelihood of confusion is not whether the marks can be distinguished when subjected 

to a side-by-side comparison.  The question is whether the marks create the same overall 

impression.  Recot, Inc. v. M.C. Becton, 214 F.2d 1322, 54 USPQ2d 1894, 1890 (Fed. 

Cir. 2000); Visual Information Inst., Inc. v. Vicon Indus. Inc., 209 USPQ 179 (TTAB 

1980).  The focus is on the recollection of the average purchaser who normally retains a 

general rather than specific impression of trademarks.  Chemetron Corp. v. Morris 

Coupling & Clamp Co., 203 USPQ 537 (TTAB 1979); Sealed Air Corp. v. Scott Paper 

Co., 190 USPQ 106 (TTAB 1975); TMEP §1207.01(b).  In the present case, an average 

purchaser would not be able to recall which marks, TOURMAX and MAXTOUR, 

belonged to the applicant or registrant because both marks contain identical words and 

have identical meanings. 

 

The applicant’s mark is MAXTOUR.   The registrant’s mark is TOURMAX.  It is well 

established trademark law that, when applicant’s mark is essentially a transposition of the 

registrant’s mark, it creates a similar commercial impression and meaning.  In re Wine 

Society of America Inc., 12 USPQ2d 1139 (TTAB 1989); In re Nationwide Indus. Inc., 6 

USPQ2d 1882 (TTAB 1988); In re General Tire & Rubber Co., 213 USPQ 870 (TTAB 

1982); TMEP §1207.01(b)(vii). 



 

The applicant incorrectly asserts that the marks have significant differences.  In it’s brief, 

the applicant provides several examples where the court had found no likelihood of 

confusion.  However, these examples are easily distinguished from the present case 

because the majority of the cases are not simply a transposition of terms.  Rather, the 

examples contain other words in the mark.  For example, applicant cites Del 

Laboratories, Inc. v. Alleghany Pharmacal Corp., 215 USPQ 421, 245 (S.D.N.Y. 1981)  

in which the marks are REJUVIA verses REJUV-A-NAIL.  These marks are not 

transposition of terms and contain dissimilar words.  Likewise,  Jet, Inc. v. Sewage 

Aeration Systems, 165 F.3d 419, 49 USPQ2d 1355 (6th Cir. 1999) is not  similar to the 

present case because the marks, AEROB-A-JET and JET are not a transposition of terms 

and clearly contain other words in the marks.  In In re Best Products, Co., Inc. 231 USPQ 

988 (TTAB 988), the marks JEWELERS’ BEST for jewelry and BEST JEWELERS for 

jewelry services was held not be confusingly similar not only because the marks clearly 

conveyed a different commercial impression  but also one mark was for goods and one 

mark was for services.  This is not the situation in the present case because both marks 

contain identical words and the goods are virtually identical.  

 

Applicant asserts that the marks, MAXTOUR and TOURMAX, have different 

connotations.  However,  applicant’s argument is predicated on the basis that applicant’s 

tires for highway use on land passenger vehicles are substantially different from 

registrant’s pneumatic tires for vehicles.  Contrary to the applicant’s assertion,  the 

applicant’s goods and the registrant’s goods are essentially identical. The words TOUR 



and MAX have the same connotation, regardless of what order they appear in the marks.   

Even if the goods were different, the marks create a similar commercial impression 

because both marks contain the words TOUR and MAX.  The Trademark Trial and 

Appeal Board has held that marks may be confusingly similar in appearance where there 

are similar terms or phrases or similar parts of terms or phrases appearing in both 

applicant’s and registrant’s mark.  See e.g., Crocker Nat’l Bank v. Canadian Imperial 

Bank of Commerce, 228 USPQ 689 (TTAB 1986), aff’d 1 USPQ2d 1813 (Fed. Cir. 1987) 

(COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp., 228 USPQ 

949 (TTAB 1986) (21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 

229 USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian 

Sportswear Inc., 224 USPQ 174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and 

COLLEGIENNE); In re Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983) 

(MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975) 

(LUTEXAL and LUTEX); TMEP §§1207.01(b)(ii) and (b)(iii). 

 
The marks create the same commercial impression because applicant’s mark, 

MAXTOUR, is merely a transposition of terms of registrant’s mark, TOURMAX. 

 

B.  The goods travel in the same channels of trade. 

 

The applicant’s tires for highway use on land passenger vehicles, are substantially the 

same goods as registrant’s pneumatic tires for vehicles.  Applicant asserts that registrant’s 

tires are used in connection with golf cart and utility vehicle tires. Applicant bases its 

assumption that the registrant’s goods are only for golf carts and utility vehicles through 



its search of the internet.  Applicant included the results of its search in its response of 

January 27, 2006.  Applicant has attached documents to its brief.  However, these 

documents will not be considered because their submission is untimely. The record in any 

application must be complete prior to appeal. 37 C.F.R. §2.142(d); TMEP §710.01(c); 

TBMP §§1207.01 et seq. See Rexall Drug Co. v. Manhattan Drug Co., 284 F.2d 391, 128 

USPQ 114 (C.C.P.A. 1960); In re Psygnosis Ltd., 51 USPQ2D 1594 (TTAB 1999).  The 

fact that applicant did not find any references in the internet that registrant produced tires 

specifically for passenger vehicles does not preclude the possibility that the registrant 

does, in fact, produce these types of tires.  Registrant or distributors of registrant’s tires 

might simply not advertise passenger vehicle tires on the internet.     

Pneumatic tires are simply tires filled with air.  Essentially all highway tires for passenger 

vehicles are filled with air.  Therefore, by definition, applicant’s tires are pneumatic tires 

and are identical to registrant’s goods.  The registration does not limit the type or use of  

registrant’s tires.  It merely states that the goods are pneumatic tires for vehicles.  It is 

well established that likelihood of confusion is determined on the basis of the goods as 

they are identified in the application and the registration.  Hewlett-Packard Co. v. 

Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001 (Fed. Cir. 2002); In re Shell Oil 

Co., 992 F.2d 1204, 26 USPQ2d 1687, 1690 n.4 (Fed. Cir. 1993); J & J Snack Foods 

Corp. v. McDonald’s Corp., 932 F.2d 1460, 18 USPQ2d 1889 (Fed. Cir. 1991); Octocom 

Systems Inc. v. Houston Computer Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. 

Cir. 1990).  Since the identification of the registrant’s goods is very broad, it is presumed 

that the registration encompasses all goods of the type described, including those in the 

applicant’s more specific identification, that they move in all normal channels of trade 



and that they are available to all potential customers.  In re Elbaum, 211 USPQ 639, 640 

(TTAB 1981); In re Optica International, 196 USPQ 775 (TTAB 1977); TMEP 

§1207.01(a)(iii).    Therefore, it must be presumed that registrant’s pneumatic tires 

encompass applicant’s highway tires.    

 

The applicant states that buyers of tires for passenger vehicles are sophisticated.  

However, almost all owners of passenger vehicles must, at one time or another, buy new 

tires for their vehicles due to flat tires or worn tires.  It seems  highly unlikely that all of 

these buyers are sophisticated.  Many of these buyers are merely the general public that 

simply go into a tire store and pick out a new one.  These buyers have only minimal 

knowledge of tires.  Even if one agrees with the applicant that these purchasers are 

sophisticated, the fact that purchasers are sophisticated or knowledgeable in a particular 

field does not necessarily mean that they are sophisticated or knowledgeable in the field 

of trademarks or immune from source confusion.  See In re Decombe, 9 USPQ2d 1812 

(TTAB 1988); In re Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983); TMEP 

§1207.01(d)(vii).  Furthermore, where the relevant consumer is comprised of both 

professionals and the general public, the standard of care when purchasing the goods is 

equal to that of the least sophisticated purchaser in the class.  Alfacell Corp. v. Anticancer 

Inc., 71 USPQ2d 1301, 1304 (TTAB 2004) (as stated in KOS Pharmaceuticals Inc., v. 

Andrx Corp., 369 F.3d 700, 70 USPQ2d 1874 (3d Cir. 2004), and citing Checkpoint Sys., 

Inc., v. Check Point Software Techs., Inc., 269 F.3d 270, 285, 60 USPQ2d 1609, 1617-

1618 (3d Cir. 2001)). 

 



Applicant also states that the marks have coexisted without any confusion.  However, the 

marks have coexisted for only two years.  This is by no means a significant amount of 

time.  Even if one considers two years sufficient, the test under Trademark Act Section 

2(d) is whether there is a likelihood of confusion.  It is unnecessary to show actual 

confusion in establishing likelihood of confusion.  See Weiss Associates Inc. v. HRL 

Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed. Cir. 1990), and cases cited 

therein.  See also In re Kangaroos U.S.A., 223 USPQ 1025 (TTAB 1984), wherein the 

Board stated as follows: 

 
 

[A]pplicant’s assertion that it is unaware of any actual confusion occurring as a 
result of the contemporaneous use of the marks of applicant and registrant is of 
little probative value in an ex parte proceeding such as this where we have no 
evidence pertaining to the nature and extent of the use by applicant and registrant 
(and thus cannot ascertain whether there has been ample opportunity for 
confusion to arise, if it were going to); and registrant has no chance to be heard (at 
least in the absence of a consent agreement, which applicant has not submitted in 
this case).  Id. at 1026-1027. 
 
 

 

Furthermore, the Trademark Act not only guards against the misimpression that the 

senior user is the source of the junior user’s goods or services, but it also protects against 

“reverse confusion,” that is, that the junior user is the source of the senior user’s goods or 

services.  In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 

1993); Banff Ltd., v. Federated Department Stores, 6 USPQ2d 1187 (2d Cir. 1988); 

Fisons Horticulture v. Vigoror Industries, 31 USPQ2d 1592 (3d Cir. 1994). 

 



Finally, any doubt regarding a likelihood of confusion is resolved in favor of the prior 

registrant.  Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001, 

1004 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 

(Fed. Cir. 1988); TMEP §§1207.01(d)(i). 

CONCLUSION 

 

Applicant’s mark, MAXTOUR, is merely a transposition of the words found in 

registrant’s mark, TOURMAX.  Therefore, the marks create a similar commercial 

impression.  Since the identification of goods in the  registration is very broad, it must be 

presumed that registrant’s goods, pneumatic tires for vehicles, encompass applicant’s 

tires for highway use on passenger vehicles.  Therefore, the applicant’s goods and 

registrant’s goods travel in the same channels of trade.  The refusal to register the 

proposed mark on the ground that there is a likelihood of confusion under Section 2(d) of 

the Trademark Act with U.S. Registration No. 1344263 should be affirmed.               

 
Respectfully submitted, 
/esther borsuk/ 
Esther Borsuk 
Examining Attorney 
Law Office 112 
Phone:  (571) 272-9131 
Fax:  (571) 273-9112 
 
 
Angela Wilson 
Managing Attorney 
Law Office 112  

 
   

 
 

 



 


