IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re: )
)
Application Serial No. 78/515789 )
)
Applicant: SRI Sports Limited )
)
Filed: November 12, 2004 )
)
Mark: AD HYBRID )
)

To:  United States Patent and Trademark Office
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, Virginia 22313-1451

MOTION REQUESTING SUSPENSION OF APPEAL
AND REMAND OF APPLICATION

Pursuant to 37 C.F.R. Section 2.142(d), Applicant SRI Sports (“SRI Sports”) respectfully
moves the Trademark Trial and Appeal Board for a suspension of its appeal and remand of the
application to the Examiner for consideration of new evidence. As demonstrated below, there is

good cause for the Board to grant this motion.
Applicant filed an application on November 12, 2004 to register AD HYBRID (“HYBRID”

disclaimed) for “golf clubs” in the following form:

Pr = | mmv
Hybrid

1-22-2007
U.S. Patent & TMOfc/TM Mail Rept Dt. #.




In an Office Action dated June 21, 2005, the Examining Attorney advised that she would not be
citing any references under Section 2(d) of the Act. The application was approved for publication
on November 2, 2005. The Law Office Publication Review was completed on December 7, 2005.
However, on December 20, 2005, the application was withdrawn from publication as the Office
accepted on December 22, 2005 a Letter of Protest from the owner of Registration Nos. 2369052 and
2635568.

On January 13, 2006, the Examining Attorney issued an office in which registration of SRI
Sports” AD HYBRID was refused because of the registrations below:

A. Registration No. 2369052 for “golf club shafts” owned by Graphite Design

International, Inc., which appears as:

B. Registration No. 2635568 for ACCURACY & DISTANCE (and design) for “golf

club shafts” owned by Graphite Design International, Inc., which appears as:




C. Registration No. 2708360 for A.D. 2000 for “golf club” which is owned by Leonard

J. Borggrebe.

D. Registration No. 2382311 for a stylization of the letters “AD” for goods including
“golf clubs” and “golf balls” which is owned by Allied Domecq PLC which appears

as..

E. Registration No. 2262244 for the word mark ADW 2000 for “golf clubs and golf
club components, namely, golf club heads, golf club shafts and golf club grips”
which is owned by S.E.G., Inc.

In a response to the Office Action filed on March 16, 2006, SRI Sports argued against these
citations. The Examining Attorney issued a Final Action on April 16, 2006. In that Action she
withdrew her refusals to register based upon Registration Nos. 2382311 and 2262244,

On October 19, 2006 SRI Sports filed a Request for Reconsideration together with a Notice
of Appeal, arguing against the remaining citations. Included with the Request for Reconsideration
were declarations from Fumitoshi Hanafusa of SRI Sports and Richard Stamper of SRI Sports’
exclusive U.S. Distributor. The Hanafusa declaration discussed SRI Sports’ business, its sales of

a line of AD golf clubs including those under the mark since August, 2004 (a total of 67,309 units




exceeding $5 million in sales volume), how the AD HYBRID golf clubs are advertised on the
Internet and how other retailers have advertised the golf clubs. Suggested pricing figures were also
included.

The Hanafusa declaration also speaks to how Mr. Hanafusa is the person at SRI Sports who
would receive information about instances of actual confusion and that SRI SPorts has experienced
no instances of actual confusion of any kind with the cited registrations. That is, Applicant has not
experienced any misdirected product inquiries, product returns, product complaints, etc. of any kind
concerning SRI Sports’ line of AD golf clubs, including the AD HYBRID clubs.

Mr. Stemper in his declaration expressed his agreement with Mr. Hanafusa about sales,
advertising and pricing, and how he would be advised in the U.S. of any instances of actual
confusion. Like Mr. Hanafusa, Mr. Stemper is aware of none concerning SRI Sports’ line of AD
golf clubs including the AD HYBRID clubs.

SRI Sports also submitted additional legal arguments against the remaining three cited
registrations.

On November 16, 2006, the Examining Attorney responded to the Request for
Reconsideration. She withdrew her citation of Registration No. 2708360 but maintained her refusal
to register based upon Registration Nos. 2369052 and 2635568 because of her belief that they readily
translate to the letters “AD” (which Applicant mightily disputes). In the November 16, 2006
Reconsideration Letter, the Examining disparaged Applicant’s evidence of no instances of actual
confusion stating “it is unnecessary to show actual confusion in establishing likelihood of

confusion”. She also quoted In Re Kangaroos U.S.A., 223 USPQ 1025 (TTAB 1984) for the

proposition that SRI Sports’ evidence of a lack of instances of actual confusion over an appreciable

time span is of little probative value since there is no evidence pertaining to the nature and extent




of the use by the registrant and the registrant has had no chance to be heard (at least in the absence
of a consent agreement).

SRI Sport submits that the Examiner is mistakenly ignoring Dupont factor No. 8, which is
“the length of time during and conditions under which there has been concurrent use without

evidence of actual confusion”. Application of E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361

(C.C.P.A. 1973). Moreover, in this case, the registrant’s Letter of Protest to the Office caused the
Examiner to reverse her initial finding of non-confusing similarity. Since a letter of protest was
submitted by the registrant, it is clear that Applicant will not be able to submit a consent agreement.
Applicant, however, does wish to adduce the following evidence in response to the
Examiner’s contention so as to provide proof about registrant’s use of the cited marks:
1. Evidence from the registrant’s website that demonstrates registrant is actively
advertising and marketing its golf club shafts with the marks on them. The evidence
is annexed as Exhibit 1.
2. Evidence of the number of U.S. Distributors used by the registrant as obtained from
its website. This evidence is annexed as Exhibit 2.
3. Evidence of the substantial number of retailers that registrant has throughout the U.S.
as obtained from its website. This evidence is annexed as Exhibit 3.
Applicant respectfully submits that this evidence supports the proposition that registrant is
extensively advertising and marketing goods bearing the cited marks and that registrant’s goods are
widely distributed through a great number of outlets. Accordingly, the evidence that SRI Sports
wishes to add to the record on appeal renders SRI Sport’s prior evidence of a lack of instances of
actual confusion as more probative of the issue of non-confusing similarity than not, and should be

accepted.



The Board is advised that the Examining Attorney took the opportunity to adduce additional
evidence in the November 16, 2006 Reconsideration Letter to support her position that the goods of
the parties are related and travel in similar channels of trade. SRI Sports notes that this was not an
issue in the Request for Reconsideration nor has it ever made an issue of same in this case. Here, SRI
Sports wishes to adduce evidence that is probative and responsive to an issue raised by the
Examining Attorney in her Reconsideration Letter, so that a fuller evidentiary record as possible is
developed for the appeal. Applicant seeks to do no more than Examining Attorney has done; the
only difference is that Applicant’s evidence addresses a particular issue in contention whereas the
Examining Attorney’s evidence appended to the Reconsideration Letter does not. The notion of
fairness requires that Applicant’s evidence be accepted and this case remanded to the Examining
Attorney for further consideration.

The Board is also advised that the undersigned telephonically contacted Examining Attorney
Estrada to see if she would consent to this Motion. Ms. Estrada responded that she checked with her
supervisor and was informed that the Office takes no position on motions of this kind.

In view of the foregoing, SRI Sports respectfully requests that this motion be granted.

Date: January 18, 2007 Respectfully submitted,

New York, N.Y.

Robert B.G. Horowitz
Attorney for Applicant
Cooper & Dunham LLP

1185 Avenue of the Americas
New York, N.Y. 10036
(212) 278-0400

File: 7470/75897




CERTIFICATE OF SERVICE
I hereby certify that this MOTION REQUESTING SUSPENSION OF APPEAL

AND REMAND OF APPLICATION, together with exhibits, was served by first class mail,

postage prepaid, on the Trademark Trial and Appeal Board in an envelope addressed: United States
Patent and Trademark Office, Trademark Trial and Appeal Board, P.O. Box 1451, Alexandria,

Virginia 22313-1451, this 18th day of January, 2007.

! s B

ROBERT B.G. HOROWITZ
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Setall

I Gat 95 Irons

For a dynamic ball flight

] Gat 115 Irons

Setell

For players to maintain overall weight & balance

Previous Models
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Home / Products /| Previous Models

| Gat 75 trons

Tour proven wood shaft using the GAT iron
technology

] Gat 105 LB Irons

Allows steel shaft swing weights to be achieved at the
same overall club length.
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http://www.gdintl.com/product.php?cmd=previous

GAT 75 irons have same performance and feel of all
GAT products at a lower overall weight

1 YS Power Series
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Promotes optimum launch with exceptional feel.
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Extremely low torque design for better players
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New Product More Products

PERSHING

Designed to match the swing profiles of a variety
of players, four Pershing models (45, 55, 65, and
75) are offered in weights ranging from an ultra-
light 45 grams up to 79 grams.
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Please contact distributor for more information.
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The Pershing 45 and Pershing 55 Ladies flex is
only available in pink.
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Please contact distributor for more information.
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Tour AD Quattro Tech Series NEW FOR 20071

Press Release More Press

Graphitc Design Posts Banner Year en Werldwide Professiona) Tours
Graphite Dzsign Players Claimed 41 Victories While Company's Shafts Racked Up Model-Count Wins at 15
PGA TOUR Stops

(SAN DIEGO, California) - Graphite Design International ("GDI") - maker of some of the most widely played
graphite driver shaft models on the PGA TOUR - today announces its shafts were the most-played graphite
wood shaft models at 15 PGA TOUR events in 2006, topping all manufacturers, while players using Graphite
Design shafts racked up more than $90 million in PGA TOUR eamings and 41 worldwide professional victories,
according to the Darrell Survey.

... December 11, 2006

Pro Tour Update Viere Tou? Info

Grephito Besign Tekes Wead Shaft Brand Ceunt 2t Sunlop Pheenix
Company’s Shafis Prove Most Popular on Japan Tour for Staggering 133rd Conszcutive Event

(SAN DIEGO, California) - Graphite Design - maker of some of the most widely played graphite driver shaft

models on the PGA TOUR - today announces it led the wood shaft brand count and had the two most-played
graphite wood shaft models at the Japan Tour's Dunlop Phoenix, according to the Darrell Survey.

11 PGA Tour, 16 JPGA Tour, and 5 Nationwide Tour wins in 2006

... November 21, 2006

Top
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Pro Tour Update Mere Tour info

Graphite Design Talies Woed Shaft Brar d Count at Dunlop Phoenix
Company's Shafts Prove Most Popular 01 Japan Tour for Staggering 133rd Consecutive Event

(SAN DIEGO, California) - Graphite Design - maker of some of the most widely played graphite driver shaft
models on the PGA TOUR - today announces it led the wood shaft brand count and had the two most-played
graphite wood shaft models at the Japan Tour's Dunlop Phoenix, according to the Darrell Survey.

11 PGA Tour, 16 JPGA Tour, and 5 Naticnwide Tour wins in 2006

... November 21, 2006

Tour History Vore Tour History

Graphite Design had great success in 200z PGA tour events. 43 tour wins worldwide with two major wins in
Senior PGA Tour and Tour Championship.

Top
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Demo Schedule

I Golfest Orlando at Orange County National

January 20 - 21 Saturday : 9am-5pm, Sunday : 9am-4pm
Website: URL
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.

2006 2005 2003

Press Release 2006
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e December 11, 2006
Graphite Design Posts Banner Year on Werldwide Professional Tours
Graphite Design Players Claimed 41 Victories While Company's Shafts Racked Up Model-Count Wins
15 PGA TOUR Stops

e November 21, 2006
Graphite Besign Takes Wood Shaft Brand Count at Cuniop Phoenix
Company's Shafts Prove Most Popular on Japan Tour for Staggering 133rd Consecutive Event

e November 13, 2006
Nationwide Tour Championship Winner Carried Five Graphite Design Shafts
Champ's Driver, 3-wood and Three Hybrid Clubs All Powered by Graphite Design Models

¢ November 06, 2006
Graphite Design's YS-6 Claims Wood Shaft Mode! Victory at The TOUR Champlonship
Three Top-Five Finishers Played Graphite Design Shafts at Season-Ending Showcase Event

e October 31, 2006

Graphite Besign's YS-6 is Most-Played Wood Shaft Mode! at Chrysler Championship
Runner-up Among Those Using the Popular Shaft

http://gdintl.com/press.php 1/18/2007
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USA Distributors

B&M Golf

880 NORTH GARFIELD AVE., MONTEBELLO, CA 90640
Tel: (323)721-4533

Website: www.bandmgolf.com

Baltimore Golf

9576 DEERECO RD, TIMONIUM, MD 21093
Tel: (410)252-2959

Website: www.baltimoregolfinc.com

Diamond Tour Golf

203 EAST LINCOLN HIGHWAY, DE KALB, IL 60115
Tel: (800)826-5340

Website: www.diamondtourgolf.com

Golf Components Plus

7677 US 223, OTTAWA LAKE, MI 49267
Tel: (800)242-1977

Website: www.componentsplus.com

Golf Supply of America

1820 6TH AVENUE SOUTHEAST UNIT F#1, DECATUR, AL 35601
Tel: (256)355-8888

Website: www.golfsupply.com

Golfsmith

11000N IH-35, AUSTIN, TX 78753
Tel: (800)815-3873

Website: www.golfsmith.com

Golfworks
4820 JACKSONTOWN ROAD, NEWARK, OH 43058

Tel: (740)328-4193
Website: www.golfworks.com

http://www.gdintl.com/distributors.php

SIGN UP FOR LATEST NEWS
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Graphite Design International - Golf Shaft | Store Locator [USA]

ML Wilson

1318 LAKE WASHINGTON RD, MELBOURNE, FL 32935
Tel: (321)254-1410

Website: www.shaftdeals.com

Players Choice

7801 EAST. GRAY ROAD STE 7, SCOTTSDALE, AZ 85260
Tel: (800)850-1676

Website: www.playerschoicegolfcomponents.com

WWW.GOLFSHAFTDEALS.COM
529 Franklyn Ave., Indialantic, FL. 32903
Tel: (321)728-1456

Website: www.golfshaftdeals.com

© Graphite Design International Inc. - Tel: (888) 707-6132  Privacy Policy
Site designed by Okiron Design
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