TTAB

IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN RE ).
) SUPPLEMENTAL APPEAL
APPLICATION NO. 78/506,982 ) BRIEF
)
APPLICANT: Simplicity Manufacturing, Inc. )
)
FILED ON: October 27, 2004 )
)
FOR: CITATION )
Attn.: TRADEMARK TRIAL AND APPEAL
BOARD
Commissioner for Trademarks
P.O. Box 1451

Alexandria, Virginia 22313-1451

APPLICANT’'S SUPPLEMENTAL APPEAL BRIEF

l INTRODUCTION

Applicant filed a Notice of Appeal with the Trademark and Appeal Board on February 28,
2006, from the final decision of the United States Patent and Trademark Office Examining
Attorney, refusing registration of the above referenced mark. On the same day, Applicant filed a
Request for Reconsideration. The Examiner had refused registration under Section 2(d) of the
Trademark Act, and on the basis of the ldentification of Goods. On March 20, 2006, the
Examiner issued an action withdrawing the 2(d) refusal, but denied the Request for
Reconsideration because an outstanding requirement with respect to the Identification of Goods
was not fulfiled. Applicant filed its first appeal brief on April 11, 2006, which sought to clarify
whether the Examiner required its goods to be classified in one class or two classes and amend
its application accordingly. The TTAB remanded the application to the Examiner for
consideration of the amendment. The Examiner appears to have accepted Applicant's
amendment to a multiple class application, however, the Examiner again denied the Request for
Reconsideration on May 31, 2006. In the latest refusal, the Examiner for the first time raised the

issue of the description of goods being indefinite. The application is now before the TTAB for a

second time.
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Applicant's supplemental appeal does not ask the TTAB to overrule the Examiner’s
determination. Applicant has attempted to comply with the Examiner’s requirements associated
with the identification of goods, but Applicant has not had an opportunity to address the
Examiner’s newly raised grounds for refusal. Accordingly, Applicant respectfully requests that
the Examiner allow it to amend its application in order to comply with the new requirement.

Il RELEVANT FACTS

Applicant filed its application to register the mark CITATION for “riding lawn mowers,
lawn and garden tractors, and parts and accessories for all of them in International Class 12" on
October 27, 2004. The Examiner initially refused registration of the mark under Section 2(d) of
the Trademark Act, 15 U.S.C. § 1052(d) and on the basis that Applicant’'s goods “riding lawn
mowers and parts and accessories in International Class 12" are properly classified in
International Class 7. As stated above, the Section 2(d) refusal was withdrawn upon
consideration of Applicant's Request for Reconsideration but the Examiner maintained his
refusal based on the classification of Applicant’s goods.

In Applicant’s first appeal brief, filed on April 11, 2006, it requested the opportunity to
correct deficiencies in the application. The TTAB granted this request and remanded the
application to Examiner on April 22, 2006, for reconsideration of Applicant’s amendment. On
May 31, 2006, the Examiner denied the request for reconsideration on the basis that the
wording “and accessories therefore” is an unacceptable and indefinite description of Applicant’s
goods. A copy of the May 31, 2006 correspondence from the Examiner is attached as Exhibit

A. Attached as Exhibits B, C and D are copies of the office actions from the Examiner dated

March 20, 2006, September 12, 2005, and June 5, 2005. None of communications from the
Examiner before the May 31, 2006, communication raised the issue of the identification being
unacceptable as indefinite. Further, the Examiner’s Note to the File on May 31, 2006, indicates
that examiner checked the identification on this date, presumably for the first time. The

Examiner’s Note to the File is attached as Exhibit E.




Nonetheless, in the May 31, 2006, refusal, the Examiner states that he “must deny the
request for reconsideration and adhere to the final action as written since no new facts or
reasons have been presented that are significant and compelling with regard to the point at
issue.” This statement is misguided because it suggests that the Examiner previously raised
the issue of indefiniteness. The reason Applicant did not previously address the rejection for
indefiniteness is because indefiniteness had never been raised until May 31, 2006. In this
supplemental appeal brief, Applicant is merely seeking to comply with the requirements of the
Patent and Trademark Office and obtain a registration for its mark. In order to do so, Applicant
respectfully requests that it be afforded a fair opportunity to amend its application to comply with
the Examiner’s newly raised basis for refusal.

il AMEDMENT

Applicant seeks to delete its current description of goods and adopt the following
description of goods suggested by the Examiner:

riding lawn mowers, and structural parts therefore in Class 7; and

lawn and garden tractors, and structural parts therefore in Class 12

VL. CONCLUSION

For the reasons stated above, Applicant respectfully requests that the refusal to register
be reversed and that the mark be approved for publication with the above amendment. Charge
or credit Deposit Account No. 13-3080 with any shortage or overpayment of the fees associated

with this communication.

MICHAEL, BEST & FRIEDRICH
Attorneys for Applicant

-

: A\
Casmir F, Laska— =z
Lori S. Meddings

Date: __7/3 (/ 96 By

100 East Wisconsin Avenue
Milwaukee, Wisconsin 53202
(414) 271-6560

Our File No.: 86303-9089

Enclosures: Exhibit A, Exhibit B, Exhibit C, Exhibit D, Exhibit E
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EXHIBIT A

To: Simplicity Manufacturing, Inc. (mkeipdocket@mbf-law.com)

Subject: TRADEMARK APPLICATION NO. 78506982 - CITATION - 086303/CITAT
Sent: 5/31/2006 2:23:33 PM

Sent As: ECOMI101@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/506982

APPLICANT: Simplicity Manufacturing, Inc.

CORRESPONDENT ADDRESS:
CASIMIR F. LASKA
MICHAEL BEST & FRIEDRICH LLP
100 E WISCONSIN AVE STE 3300
MILWAUKEE, WI 53202-4108

MARK:  CITATION
CORRESPONDENT’S REFERENCE/DOCKET NO: 086303/CITAT

CORRESPONDENT EMAIL ADDRESS:
mkeipdocket@mbf-law.com

Serial Number 78/506982

*78506982*

RETURN ADDRESS:
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

If no fees are enclosed, the address should include the words

"Box Responses - No Fee.”

Please provide in all correspondence:

1. Filing date, serial number, mark and
applicant's name.

2. Date of this Office Action.

3. Examining Attorney's name and

Law Office number.
4. Your telephone number and e-mail address..

Applicant is requesting reconsideration of a final refusal dated September 12, 2005.

After careful consideration of the law and facts of the case, the examining attorney must deny the request for
reconsideration and adhere to the final action as written since no new facts or reasons have been presented that are

significant and compelling with regard to the point at issue.




Accordingly, applicant’s request for reconsideration is denied. This application will be returned to the Board for
resumption of the appeal. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c).

The wording “AND ACCESSORIES THEREFORE” in the identification of goods is unacceptable as indefinite because it
is too general and may be classified in different classes. The applicant must amend the identification to specify the

commercial name of the goods. If there is no common commercial name for the product, the applicant must describe thg
product and its intended uses. TMEP §1402.01.

“Structural parts” are acceptable in each class, but not “accessories”. For instance, “accessories” could include rags used to
wipe the machine down after use, which would certainly not be classified in Classes 7 or 12.

/Robert Clark/
Robert Clark
Examining Attorney
Law Office 101
571-272-9144

fax: 571-273-9101




EXHIBIT B

To: Simplicity Manufacturing, Inc. (mkeipdocket@mbf-law.com)

Subject: TRADEMARK APPLICATION NO. 78506982 - CITATION - 086303/CITAT
Sent: | 3/20/2006 12:57:44 PM

Sent As: ECOM101@USPTO.GOV

Attachments: Attachment - |
Attachment - 2
Attachment - 3
Attachment - 4

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/506982

APPLICANT: Simplicity Manufacturing, Inc. %k ’7 8 5 069 8 2 %k

CORRESPONDENT ADDRESS: RETURN ADDRESS:
CASIMIR F. LASKA Commissioner for Trademarks
MICHAEL BEST & FRIEDRICH LLP P.O. Box 1451
100 E WISCONSIN AVE STE 3300 Alexandria. VA 22313-1451

MILWAUKEE, W1 53202-4108

If no fees are enclosed. the address should include the words

"Box Responses - No Fee.”

MARK:  CITATION

CORRESPONDENT’S REFERENCE/DOCKET NO: 086303/CITAT Please provide in all correspondence:
CORRESPONDENT EMAIL ADDRESS: 1. Filing date, serial number, mark and
mkeipdocket @mbf-law.com applicant's name.

2. Date of this Office Action.
3. Examining Attorney's name and

Law Office number.
4. Your telephone number and e-mail address..

Serial Number 78/506982
Applicant is requesting reconsideration of a final refusal dated September 12, 2005.

After careful consideration of the law and facts of the case, the examining attorney must deny the request for
reconsideration with respect to the issue related to the identification of goods and adhere to the final action as written since




no new facts or reasons have been presented that are significant and compelling with regard to the point at issue.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date the final action was
mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c).

The refusal based upon Sec. 2(d) of the Act is withdrawn.

IDENTIFICATION OF GOODS

Applicant has correctly classified “riding lawn mowers and parts and accessories” in Class 12.
However, as stated in the previous Office action, if applicant prosecutes this application as a combined, or multiple-class
application, then applicant must comply with each of the following for those goods and/or services based on an intent to use

the mark in commerce under Trademark Act Section 1(b):

(1) Applicant must list the goods and/or services by international class with the classes listed in ascending numerical
order. TMEP § 1403.01; and

(2) Applicant must submit a filing fee for each international class of goods and/or services not covered by the fee
already paid (current fee information should be confirmed at http://www.uspto.gov). 37 C.F.R. §2.86(a)(2); TMEP
§§810 and 1403.01.

3)

PLEASE NOTE: All of the issues raised can be resolved by telephone. The applicant may telephone the examining
attorney, instead of submitting a written response, to expedite the application.

/Robert Clark/
Robert Clark
Examining Attorney
Law Office 101

571-272-9144




fax: 571-273-9101




Print: Mar 20, 2006 76155558

DESIGN MARK

Serial Number
76155558

Status
REGISTERED

Word Mark
MOTORIDE

Standard Character Mark
No

Registration Number
2793543

Date Registered
2003/12/16

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner
MOTORIDE S.p.A. CORPORATION ITALY 3 Largo Pedrini 23100 Sondric ITALY

Goods/Services

Class Status -- ACTIVE. IC 009. Us 021 023 026 036 038. G & S:
BATTERIES FOR VEHICLES; BATTERY CHARGERS: AUDIO CASSETTES AND
PHONOGRAPH RECORDS FEATURING MUSIC; ACOUSTIC CONDUITS; CRUISE CONTROLS
FOR MOTOR VEHICLES: EMERGENCY WARNING LIGHTS: EYEGLASSES: EYEGLASS
CASES; EYEGLASS FRAMES; SUNGLASSES; MOTORCYCLE AND SAFETY GOGGLES;
SPECTACLES;:; FACE SHIELDS:; GASOMETERS, PRESSURE GAUGES; MOTORCYCLE,
PROTECTIVE AND SAFETY HELMETS; PROTECTIVE HELMETS; PROTECTIVE
CLOTHING:; SIRENS FOR VEHICLES: TACHOMETERS: WARNING TRIANGLES; AND
WARNING LIGHTS.

Goodsi/Services
Class Status -- ACTIVE. IC 012. US 018 021 023 031 035 044. G & 8@

AUTOMOBILE AND STRUCTURAL PARTS THEREFOR; TRUCKS AND STRUCTURAL PARTS
THEREFOR; VANS AND STRUCTURAL PARTS FOR VANS; TRACTORS; CAMPING
TRATLERS; TRAVEL TRAILERS; GO CARTS; TRICYCLES; MOPEDS; MOTORCYCLES
AND STRUCTURAL PARTS THEREFOR; MOTORCYCLES SIDECARS:; MOTORIZED
SCOOTERS; BICYCLES AND PARTS THEREFOR, NAMELY FRAMES, BRAKES, CHAINS,
HANDLEBARS, SADDLES, RACKS, AND SEATS; MOTORCYCLE RACKS: LAND VEHICLE

A-




Print: Mar 20, 2006 76155558

PARTS, NAMELY STEERING WHEELS, WHEELS, WINDSHIELDS, WINDSHIELD WIPERS,
BRAKES, AUTOMOBILE CHASS8IS SEATS, TIRES, AND INNER TUBES FOR VEHICLES:
SIGNALS FOR VEHICLES; ANTI-THEFT ALARMS FOR VEHICLES; AND LUGGAGE
CARRIERS FOR VEHICLES NWON-MOTORIZED SCOOTERS.

Goods/Services

Clase Status -- ACTIVE. IC 025. s 022 039. G & S: ANORAKS;
APRONS; ATHLETIC UNIFORMS; HEADBANDS; BATHING TRUNKS:; BATHRORES;
BELTS; BLOUSES; BONNETS; BOOTS; BOTTOMS:; BRASSIERES; CARDIGANS;
CAS80QCKS8; CHAPS; CHEMISES; OVERCOATS; RAINCOATS; SPORT COAT3; CRAVATS:
CUFFS; DRESSES; DRESSING GOWNS; GAITERS; GLOVES; GOWNS; GYM SHORTS;
GYM SUITS; JACKETS; JEANS; JUMPERS; LEGGINGS; LEOTARDS; LOUNGEWEAR;
MITTENS; EAR MUFFS8:; TIES:; OVERALLS:; PYJAMAS; PANTIES; PANTS;
PANTSUITS;:; PARKAS: PETTICOATS; PULLOVERS3; SCARVES; SHIRTS; SPORT
SHIRTS; POLO SHIRTS; SWEAT SHIRTS; UNDERSHIRTS; SHORTS; SINGLETS;
SKIRTS; SLIPS; SKIWEAR; SNEAKERS; SPORT COATS; STOCKINGS,; SUITS; BODY
SUITS; GYM SUITS; JOGGING SUITS; PLAY SUITS; SWEAT SUITS; SWEAT PANTS;
SWEAT BAND3; SWEATER3; T-3SHIRTS; TIGHT8:; TROUSERS; UNDERGARMENTS:
UNDERPANTS; UNDERWEAR; VESTS; SUN VISORS; FOOTWEAR; SHOES; ATHLETIC
FOOTWEAR; SANDALS; CLOGS; CAPS; HATS; AND HOODS.

Foreign Country Name
ITALY

Foreign Priority
FOREIGN PRIORITY CLAIMED

Foreign Application Number
MIZ2000C00946

Foreign Filing Date
20Q0/08/17

Forelgn Reglstration Number
829,822

Foreign Registration Date
2000/12/05

Foreign Expiration Date
2010/08/17

Filing Date
2000/10/27

Examining Attorney
BELENKER, ESTHER

Attorney of Record
John € Holman
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Print: Mar 20, 2006 78248036

TYPED DRAWING

Serial Number
78248036

Status
REGISTERED

Word Mark
WAR

Standard Character Mark
No

Registration Number
2891261

Date Registered
2004/10/05

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner
Western Automotive Recovery of Washington, Inc. CORPORATION WASHINGTON
325 8. Washington, 3uite 412 Kent WASHINGTON 38032

Goods/Services

Class Status -- ACTIVE. IC 036. US 100 101 102. G & S: Automcobile,
boat, motor home, travel trailer, tractor, semi-trailer, and heavy
equipment repossesslion services., Flrst Use: 2002/07/16. Flrst Use In
Commerce: 2002/07/16.

Filing Date
2003/05/09

Examining Attorney
CLARK, ROBERT C.

Attorney of Record
David L. Tingey




EXHIBIT C

To:
Subject:
Sent:
Sent As:

Attachments:

Simplicity Manufacturing, Inc. (mkeipdocket@mbf-law.com)

TRADEMARK APPLICATION NO. 78506982 - CITATION - 086303/CITAT

9/12/2005 4:22:11 PM

ECOM101@USPTO.GOV

Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21

SERIAL NO:

APPLICANT:

UNITED STATES PATENT AND TRADEMARK OFFICE

78/506982

Simplicity Manufacturing, Inc.

CORRESPONDENT ADDRESS:

CASIMIR F. LASKA

MICHAEL BEST & FRIEDRICH LLP
100 E WISCONSIN AVE STE 3300
MILWAUKEE, WI 53202-4108

MARK: CITATION

CORRESPONDENT’S REFERENCE/DOCKET NO: 086303/CITAT

*78506982*

RETURN ADDRESS:
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

Please provide in all correspondence:




CORRESPONDENT EMAIL ADDRESS: . Filing date, serial number, mark and

mkeipdocket@mbf-law.com applicant's name.
2. Date of this Office Action.
3. Examining Attorney's name and

Law Office number.
4. Your telephone number and e-mail address.

OFFICE ACTION

RESPONSE TIME LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE
TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-MAILING DATE.

Serial Number 78/506982
This is responsive to the communication received August 17, 2005.

REFUSAL BASED UPON A LIKELIHOOD OF CONFUSION WITH PRIOR REGISTERED MARKS MADE FINAL

Registration was refused under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), because the mark for which registration is sought so
resembles the marks shown in U.S. Registration Nos. 2,914,327 and 1,633,947 as to be likely, when used on the identified goods, to cause
confusion, or to cause mistake, or to deceive.

The examining attorney has considered the applicant's arguments carefully but has found them unpersuasive. For the reasons below, the refusal
under Section 2(d) is maintained and made FINAL.

Similarity of Marks

The examining attorney must compare the marks for similarities in sound, appearance, meaning or connotation. /n re E. I. DuPont de Nemours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). Similarity in any one of these elements is sufficient to find a likelihood of confusion. In re
Mack, 197 USPQ 755 (TTAB 1977).

When the applicant's mark is compared to a registered mark, "the points of similarity are of greater importance than the points of difference.” Esso
Standard Oil Co. v. Sun Qil Co.,229 F.2d 37, 108 USPQ 161 (D.C. Cir.), cert. denied, 351 U.S. 973, 109 USPQ 517 (1956).

Applicant's mark, CITATION, is identical to registrant's marks, CITATION.

Similarity of Goods

Applicant uses its mark to identify riding lawn mowers, lawn and garden tractors, and parts and accessories for all of them. Registrant uses its
marks to identify recreational vehicles, namely travel trailers, fifth wheel trailers, sport utility trailers; RVs, namely, motor homes [2,914,327] and
travel trailers [1,633,947].

If the marks of the respective parties are identical, the relationship between the goods or services of the respective parties need not be as close to
support a finding of likelihood of confusion as might apply where differences exist between the marks. Century 21 Real Estate Corp. v. Century
Life of America, 970 F.2d 874, 877,23 USPQ2d 1698, 1701 (Fed. Cir. 1992), cert. denied 506 U.S. 1034 (1992); In re Opus One Inc., 60 USPQ2d
1812, 1815 (TTAB 2001); Amcor, Inc. v. Amcor Industries, Inc., 210 USPQ 70 (TTAB 1981); TMEP §1207.01(a).

The goods of the parties need not be identical or directly competitive to find a likelihood of confusion. They need only be related in some manner,
or the conditions surrounding their marketing be such, that they could be encountered by the same purchasers under circumstances that could give
rise to the mistaken belief that the goods come from a common source. In re Martin's Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985); In re Rexel Inc., 223 USPQ 830 (TTAB 1984); Guardian Products Co.,




Inc. v. Scott Paper Co., 200 USPQ 738 (TTAB 1978); In re International Telephone & Telegraph Corp., 197 USPQ 910 (TTAB 1978).

The examining attorney must consider any goods or services in the registrant's normal fields of expansion to determine whether the registrant's

goods or services are related to the applicant's identified goods or services under Section 2(d). In re General Motors Corp., 196 USPQ 574 (TTAB
1977).

It is well settled that the issue of likelihood of confusion between marks must be determined on the basis of the goods or services as they are
identified in the application and the registration. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, 811 F.2d 1490, | USPQ2d 1813 (Fed.
Cir. 1987); Paula Payne Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76 (CCPA 1973). Since the identification of the
registrant's goods is very broad, it is presumed that the registration encompasses ail goods of the type described, including those in the applicant’s
more specitic identification, that they move in all normal channels of trade and that they are available to all potential customers. /i re Elbaum, 211
USPQ 639, 640 (TTAB 1981).

The goods are also closely related, in that they are likely to be sold to the same class of purchaser through the same channels of trade. In re
Sailerbrau Franz Sailer, 23 USPQ2d 1719 (TTAB 1992) (Likelihood of confusion between CHRISTOPHER COLOMBUS for beer and
CRISTOBAL COLON & design for sweet wine); Somerset Distilling Inc. v. Speymalt Whisky Distributors Ltd., 14 USPQ2d 1539 (TTAB 1989)
(likelihood of confusion between JAS. GORDON and design for scotch whisky and GORDON'S for distilled gin and vodka); Schieffelin & Co. v.
Molson Companies Ltd., 9 USPQ2d 2069 (TTAB 1989) (likelihood of confusion between BRAS D'OR for brandy and BRADOR for beer);
Bureau National Interprofessionel Du Cognac v. International Better Drinks Corp., 6 USPQ2d 1610 (TTAB 1988) (likelihood of confusion
between trademark COLAGNAC for cola flavored liqueur and certification mark COGNAC for brandy); /n re Leslie Hennessy, Jr., 226 USPQ 274
(TTAB 1985) (likelihood of confusion between HENNESSY for cognac brandy and A LESLIE HENNESSY SELECTION for wine); United Rum
Merchants Ltd. v. Fregal, Inc., 216 USPQ 217 (TTAB 1982) (likelihood of confusion between TIA LOLA for bottled wine and TIA MARIA for
liqueurs); Monarch Wine Co., Inc. v. Hood River Distillers, Inc., 196 USPQ 855 (TTAB 1977) (likelihood of confusion between MONARCH for
wine and MONARCH for whisky, rum, brandy, vodka); In re AGE Bodegas Unidas, S.A., 192 USPQ 326 (likelihood of confusion between RIOJA
SIGLO for wine and CENTURY for whisky).

Attached are registrations, which show use of the same mark to identify travel trailers and tractors.

Attached is an advertisement located at www.allseasonsrvandtractorsinc.com for travel trailers and tractors.

IDENTIFICATION OF GOODS

The applicant has classified riding lawn mowers and parts and accessories in International Class 12. The correct classification is International Class
7. The applicant must either delete riding lawn mowers and parts and accessories or add International Class 7 to the application. 37 C.F.R.
$82.32(a)(7) and 2.85; TMEP §1401.04(b). This requirement is continued and made Final.

Please note that, while an application may be amended to clarify or limit the identification, additions to the identification are not permitted. 37
C.F.R. Section 2.71(a); TMEP section 804.09. Therefore, the applicant may not amend to include any goods that are not within the scope of goods
set forth in the present identification.

If applicant prosecutes this application as a combined, or multiple-class application, then applicant must comply with each of the following for those
goods and/or services based on an intent to use the mark in commerce under Trademark Act Section 1(b):

(1) Applicant must list the goods and/or services by international class with the classes listed in ascending numerical order. TMEP § 1403.01;
and

(2) Applicant must submit a filing fee for each international class of goods and/or services not covered by the fee already paid (current fee
information should be confirmed at http://www.uspto.gov). 37 C.FR. §2.86(a)(2); TMEP §§810 and 1403.01.

/Robert Clark/




Robert Clark
Examining Attorney
Law Oftice 101
571-272-9 1.44

fax: 571-273-9101

HOW TO RESPOND TO THIS OFFICE ACTION:

* ONLINE RESPONSE: You may respond formally using the Office’s Trademark Electronic Application System (TEAS) Response
to Office Action form (visit http://www.uspto.gov/teas/index.html and follow the instructions, but if the Office Action has been
issued via email, you must wait 72 hours after receipt of the Office Action to respond via TEAS).

* REGULAR MAIL RESPONSE: To respond by regular mail, your response should be sent to the mailing return address above and
include the serial number, law office number and examining attorney’s name in your response.

STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark Applications and Registrations Retrieval
(TARR) system at http://tarr.uspto.gov.

VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending applications can be viewed and downloaded
online at http://portal.uspto.gov/external/portal/tow.

GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit the Office’s website at
http://www uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE ASSIGNED EXAMINING
ATTORNEY SPECIFIED ABOVE.




Print: Sep 12, 2005 76126021

DESIGN MARK

Serial Number
76128021

Status
REGISTERED

Registration Number
2793525

Date Registered
2003/12/1¢

Type of Mark
TRADEMARK; SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

owner
MICRO COMPACT CAR SMART GMBH LIMITED JOINT 8TOCK COMPANY FED REP
CERMANY Industriestrasse 8 71272 Renningen FED REP GERMANY

Goods/Services

Class Status -- ACTIVE. IC 00l. US 001 005 006 010 026 046. G & 8:
Chemical gasoline additives, chemical motor oil additives=, radiator
additives to prevent rust, antifreeze, automobile body fillers,
automobile cooling system leak sealants, automobile cooling system
rust inhibitors, automobile gasket cement, automobile tire inflator
gealers, brake fluid, power steering fluid.

Goods/Services

Class Status -- ACTIVE. IC 002, US 006 011 016. G & 8: Anti-rust
greases and oils; color pigments; paint and lacquer glazes; lacquer
coatings; molding compounds, namely colorants used in the manufacture
of plastic; exterior paint, paint for industrial equipment and
machinery; paint for use 1in the automobile industry; primers for
preparing surfaces to be palnted; natural resins for usze in the
manufacture of adhesives; rust preservative coatings; sealer coatings
for use in the automobile industry; undercoating for surfaces to be
painted and for vehicle chassis; varnish.

Goods/Services

Class Status -- ACTIVE. IC 003. US 001 004 006 050 051 052. G & S
Preparations for body and beauty care, namely, toilet water, after
shave lotion, hair lotions, perfumes, essentilal oils for personal use,
toilet soaps, tooth paste, nail varnish, nail care preparations,

A-
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lipsticks, eyebrow pencils, mascara.

Goods/Services

Class Status -- ACTIVE. IC (Q04. US Q001 Q06 015. G & S: Automobile
and automotive lubricants and greases:; lubrication grease for
vehlcles: motor ¢ll; non-chemlcal motor oll addltlves.

Goods/Services

Class 8tatus -- ACTIVE. IC 005, US 006 018 044 046 051 052, G & S:
Alr deodorants, alr fresheners, car deodorants/deodorizers, first ald
kite, medicated hair care preparations, medicated lip balm; medicated
skin, hair, sunburn, facial and body lotions; medicated mouthwash.

Goods/Services

Class Status -- ACTIVE. IC 006. US (002 012 013 014 023 025 050. @G
& S: Baskets of common metals; portable metal buildings: metal cable
wire; non-electric cables; metal chains; metal closures for
contalners; metal contalners for storing and tranaporting goods; metal
eylinders for compressed gasz or liquids, zold empty; metal key fobs
and key rings; metal license plates:; metal tanks for fluid storage.

Goods/Services

Class Status -- ACTIVE. IC 007. US (013 0139 021 023 031 034 035. G
&k S: Air compressors, namely, alr compressors for vehicles:
compressors for air conditioners and machines; alternators for land
vehlcles; axles for machlnes; machlne parts, namely roller bearlings,
bearings and bushings; bearings for transmission parts of machines;
belts for machines and conveyors: power transmission belts for
machines; fan belts for motors and engines; conveyor belts made of
wlre; brakea for machines; electrically operated brushes for machlnes;
brushes for motors, generators and dynamos; rotary and wire brushes
for machines; vehicle parts, namely carburetors; carburetors and fuel
injectors for internal combustion engines; catalytic converters for
motors and englnes; centrilfugal pumps; centrifuges; clutches for
machines; ignition parte for internal combustion engines, namely
condensers; connecting rods for machines, motors and engines: torque
converters, not for land vehicles; conveyors; couplings for machines;
shaft coupllngs, not for land vehlcles; emlssion reductlon units for
motors and engines, namely EGR valves and PCV valves; electric
generators; electric motors for machines; electronic ignitions for
vehicles; engine and motor mufflers; internal combustion engines for
machine operation engines, diesel engines and gasoline engines, not
for land vehicles; machine flywheels; transmission gears for machines;
generators for land vehicles: connecting hoses for vehicle radiators:
hydraulic jacks: stands for hydraulic jacks: hydraulic turbines;
electronic ignitions for vehicles; oil pumps for use in motors and
engines; internal combustion engine parts, namely piston rings and
pistons; cooling radiators for motors and engines; mechanical shaft
couplings, not for land vehicles; spark plugs: turbogenerators;
winches.
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Goods/Services

Clasgs Status -- ACTIVE. IC 008. US 023 028 044. G & S: Nall
clippera; hand jacks; knife sgheaths; pocket knives; scissors; hand
tools, namely screwdrivers; tableware, namely knives, forks and spoons
made of precious and non-precious metal.

Goods/Services

Class Status -- ACTIVE. IC C608. US 021 023 026 036 038. G & 3:
Burglar alarms; antennas; audio cassette decks for automobiles;
pre-recorded audlo tapes, cassgettes and compact dlscs 1n connectlon
with autemobiles and related functions; batteries; batteries for
vehicles; battery chargers: safety equipment, namely beacon lights:
marker, navigational and signaling buoys:; coaxial, computer,
electrical and flber optlc cableg; video cameras; eyeglass casges;
computer and gilicen chipe; electric cigarette lighters for land
vehicles; circuit boards; electrical and printed circuit boards;
electrical and integrated circuits; magnetic coded cards and card
readers; compact disc players; computer monitors; computer software
for use in operating automobiles and their compohents; computer
utility programs; electrical controllers; converters; electric
converters; cruise controls for motor vehicles; data processors; smoke
detectors; electric light dimmers; optical discs; audio discs and
video disgce in connection with automebiles and related functions;
electric luminescent display panels; light emitting diode displays:
eyeglasses; fiber optic light and image conduits; fiber optics; safety
equipment, namely fire escape ladders; fire extinguishers; telescopic
qgunsights; telephone apparatus, namely intercoms; lasgers not for
medical use; electronic motion sensitive switches; OCR optical
character recognition apparatus; periscopes; movie projectors; radar
and radar detectors; radios; radios for vehicles; receivers, namely,
ztereo, telephone, audio and video receivers; laboratory robots;
semiconductors and semiconductor devices; signal processors; silicon
wafers; sirens for vehicles; solenoid valves; sunglasses; electric
switches; electronic motion sensitive switches and electronic touch
sensitive switches; tachometers; television antennas; transcelvers;
gelectrical transformers; radio tranamitters; video monitors; virtual
reality software for automotive use; voltage surge protectors and
suppressors; warning triangles to indicate vehicle breakdowns.

Goods/Services

Class Status -- ACTIVE. IC 0l11l. US 013 021 023 031 034. G & S: Air
conditioners for vehicles; air conditioning units; air filters for air
conditioning units and for domestic use and industrial installations;
air purifying unite for commercial use; coolant recovery systems,
comprising reservoirs, pumps, filters, cleaners; dehumidifiers;
desalination units; water distilling units; electric fans; ventilating
fang for commerclal and industrial use; water fllterlng unlts for
producing potable water for domestic use; flashlights; heat pumps;
solar heating panels; humidifiers; kerosene heaters; lamps; lights for
vehicles; searchlights; solar collectors and heating panels:; vehicle
headllghts.

3-
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Goods/Services

Class Status -- ACTIVE. IC 012. US 018 021 023 031 035 044. G & 8:
Automobiles and structural parts therefor; trucks and structural parts
therefor; motorhomes; travel trailers; camping trailers; cargo
trallers:; buses and structural parts therefor:; vans and structural
partas therefor; van conversions; tractors; hovercraft; aero-dynamic
fairings for vehicles; air brake hoses for trucks; anti-theft and
burglar alarms for vehieles; all-terrain vehicles; automatic guided
vehicles; automobile bodies, bumpers, chassis, seat cushions,
sunroofs, and windshield sunshades; axles, axle bearings, axle boot
kits, wheels, wheel bearing kits, brake blocks, brake hardware,
brakes, brake linings, brake pads, drive belts, car-top luggage
carriers, tire chains, clutches, connecting rods other than parts of
motors and engines, internal combustion engine connecting rods, torque
converters, engines, diesel engines, directional signals, gears, drive
gears, transmissions, fenders, finished glass windows, mud guards,
running boards, for use with land vehicles; automokile bumpers:;
automobile motors; emission reduction units for metors and engines;
pickup truck caps; tire retreading caps; tire patches; children's car
seats; horns, hub caps, trim badges and insignia, ski and luggage
racks, rear view and cosmetic mirrors, seats, seat belts, shock
absorbers, zpoilers, steering wheels, suspension systems and windows,
windshields, windshield sunshades, windshield wipers and wiper blades,
for use with vehicles; fitted and semi-fitted covers for vehicles;
mechanics' creepers; fitted liners for the cargo area of vehicles:
motorized trolleys: wagons; wheel barrows; hand trucks;:; motorlzed
luggage carts; bicycles; tricycles.

Goods/Services
Cla=s Status -- ACTIVE. IC 0l1l4. us 00z 027 028 050. G & 8:
Watchez; watech attachments, namely, fobs, chains and bands.

Goods/Services
Clages Statusm -~- ACTIVE. IC 015. US Q02 021 036. G & S: Mus=ical

instruments.

Goods/Services
Clamg Status -- ACTIVE. IC 016. US 002 005 022 023 029 037 038 050.
G & S: Almanacs; anniversary books; art pictures, art prints, graphic
art reproductions, printed art reproductions: atlases; printed awards:
paper name badges; paper bags:; plastic or paper bags, =envelopes and
pouches for merchandise packaging; ball-point pens; paper banners;
baskets for desk accessories:; loose leaf binders; printing blocks:
clip boards:; picture books; cardboard boxes, paper boxes, pencil
boxes, stationery boxes, file boxes for storage of business and
personal records; bumper stickers; businegs cards; calendar desk pads,
calendar desk stands, calendar stands, calendars, pocket calendars,
wall calendars; cardboard; credit cards; cardboard cartons; pen cases,
pencil cases; automotive catalogs:’ automotive computer and computer
program manuals; paper contailners; desk top planners; paper emblems,
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printed emblems; envelopes; file folders, hanging folders; letter
openers; general feature magazines; paper napkins; news bulletins:
autenobile newsletters; magazine supplementz to newapapers; newgpapers
for general circulation; note books, note pads, note paper; pen or
pencil holders; pencils; pens; ink pens; pictures; daily planners,
personal planners; general purpose plastic bags:; playing cards;
postcards, picture po=stcard=; posters; price tags; printed teaching
materiale in form of games; writing pads.

Goods/Services

Class Status -~ ACTIVE. IC 017. US 001 005 012 013 035 050. G & S:
asbestos for use in the manufacture of brake linings:; electrical
ceramic insulators; electrical insulating tape; glass fiber electrical
insulating tape; clutch linings; plastic in bars, blocks, pellets,
rods, sheets and tubes for general industrial use; plastic in extruded
form for general industrial use; resins in extruded form for general
industrial use; rubber shock absorbers for industrial machinery.

Goods/Services

Class Status -- ACTIVE. IC 018. UsS 001 002 003 022 041. G & 3:
Handbags, briefcases, backpacks, large and small suitcases, wallets,
PUrses.

Goods/Services
Class Status -- ACTIVE. IC 019. US 001 012 033 050. G & 8: Mobile
homes.

Goods/Services

Class Status -- ACTIVE. IC 020. US 002 013 022 025 032 050. G & 8:
Plcture frames} offlce furnlture; furnlture parts; plastlic key chaln
tags, non-metal key chains non-metal key fobs, non-metal key holders,
non-metal key rings, plastic key tags, plastic card keys: plastic
novelty license plates; hand held mirrors; non-metal money clips:-;
plastic name badges: shelves; sldeboards.

Goods/Services
Class Status -- ACTIVE. IC 021. U8 002 013 023 029 030 033 040 050.
G & S: Beer jugs, beer mugs; portable beverage cooclers; beverage
glassware; beverage ware; bottle openers; clothes brushe=z, brushes for
footwear:; coffee cups; coffee services not of precious metal: comb
cases:; hair combs; commemorative plates; all purpose portable
household contalners; coolers for wine; cork holders; cork screws;
cups; drinking glasses; plate glass for cars; glass for signal lighte
or headlights for vehicles:; glass for vehicle windows: polishing
leather; tea sets; clothespins.

Goods/Services
Class Status -- ACTIVE. IC 022. US 001 002z 007 018 022 042 050. G

& 8: Awnings; commercial nets; wadding for padding and stuffing:;
padding materlals not of rubber or plastic; raw flbrous textlle
materials; ropes; sacks or bags for the transportation or storage of
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materials in bulk; sails; string; polyester stuffing fibkers; canvas
tarpaulins; tents; textile bags, envelopes and pouches for merchandise
packaging.

Goods/Services

Clags Status -- ACTIVE. IC 023, US (043, G & S8: Thread; thread for
textile use; yarn.

Goods/Services
Class S8tatus -- ACTIVE. IC 024, US 042 050. G & S: Fabrlcs for
automotive use; nylon fabric; towels; upholstery fabrica.

Goods/Services

Cla=s=z Statu=z -- ACTIVE. IC 025. US 022 038. G & 35: Artiecles of
apparel, namely, t-shirts, sweatshirts, ties, gloves, anoraks,
ponchos, jackets, vests, sweaters, sports shirts, scarves, belts:
footwear; headwear, namely, hats, caps, aviator-type caps.

Goods/Services

Class Status -- ACTIVE. IC 0z26. Us (037 (039 040 g4z Q50. G & S:
Lace trimming and embroidery, ribbons and braid; ornamental and
clothlng button=z, hooks and eyes, halrplns, =afety plns, ornamental
novelty pins and needles; artificial flowers.

Goods/Services
Claz= Statu=z -- ACTIVE. IC Qz27. us Q19 Q20 Qd37 042z 050. = & 8@
Carpets for automobiles; floor mats for vehicles; rubber mats.

Goods/Services
Clans Status -- ACTIVE. IC 028. US 022 023 038 050. G & S: Toy

automobiles; plush stuffed toy animals; jigsaw puzzles; dominoes;
sports balls for use in badminton, tennis, tabkble tennis, paddle ball,
racket ball and sguash games:; yo yos; board games, namely, chess,
Chinese checkers, nine men's Morris; toy model automeobiles; balloons;
water-ski equipment, namely, metal and nylon tow ropes; metal tow
bars.

Goods/Sarvicaes
Class Status —-- ACTIVE. IC 030. US 046. G & 5: Cookies.

Goods/Services

Clage Status -- ACTIVE. IC 032. US (045 046 048. G & S5: Beers;
mineral and aerated waters and other non-alcoholic drinks, namelvy,
fruit drinks and fruit juices; syrups and other preparations for
making be=verages.

Goods/Services
Class Status —-- ACTIVE. IC 033. US 047 049, G & S:; Alcoholic
peverages, namely, liquers, wine, whlskey.

Goods/Services
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Class Status -- ACTIVE. IC 034, US 002 008 Q08 017, G & S:
Ashtrays, not of precious metal; cigarette cases, holders and lighters
not of precilous metal; cigar cutters; cigarette lighters not for land
vehicles; matches.

Goods/Services

Claams Status -- ACTIVE. IC 035. US 100 101 102. G & S: Accounting
services; advertising agencies; cost/price analysis:; market analysis
and research; profit survey and analysis; telephone answering service;
business appraisal; arranging and conducting trade show exhibitions in
the field of automobilesz; bill payment =zervices; bookkeeping; business
consultation and information; business investigations, business
planning; computerized data base management; promoting the concerts of
others; conducting business research and surveys; personnel management
consultation; dissemination of advertising for cotherz via an on-line
electronic communications network; providing convention and business
meetings facilities; providing facilities for the use of office
equipment and machinery; commercial and industrial management
assistance; inventory control; conducting marketing studies; business
management; procurement, namely purchasing goods or services in the
automotive industry; product merchandising:; profit survey and
analysis; promoting sports competitions and events of others:;
providing television advertising for others; business researchy;
telemarketing.

Goods/Services

Class Status =-- ACTIVE. IC 036. US 100 101 10Z. G & S: Accident
insurance underwriting; credit card services; financial analysis,
consultation and forecasting; financial information provided by
electronic means; financial management, planning, portfolio management
and research: leagse-purchase financing and loans;: financing services;
insurance administration; insurance agencies; insurance brokerage;
insurance consultation; risk management; accident insurance, annuity,
fire insurance, guarantee assurance, life insurance, medical insurance
and reinsurance underwriting; check verification.

Goods/Services

Class 8tatus -- ACTIVE. IC 037. U8 100 103 106. G & 38: Automobile
body repair and finishing for others; automeobile and vehicle cleaning,
detailing, greasing, lubrication, painting, pinstriping, polishing,
repair, maintenance and washing; automobile service station and garage
services; automobile undercoating services; radio repair:
rustproofing; =eat covering services.

Goods/Services

Class S8tatus -- ACTIVE. I¢C 038, U8 100 101 104. G & 8: Electronic
mail services; electronic tranzmission of data and documents via
computer terminals; electronic transmission of messages and data;
electronic voice messaging, namely, the recording, storage and
subseguent transmission of voice messages by telephonz; mobkile radio
communication; telecommunication equipment in general; audio and video
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teleconferencing:; telematic services; television broadcasting.

Goods/Services

Class Status -- ACTIVE. IC 039. U3 100 105. G & 35: Automobile
emergency towing; leasing and rental of automobiles, vehicles and
trucks: bus chartering; rental of vehlcle parklng spacesg; chauffeur
services; courier services; emergency truck towing; arranging
excursions for tourists; arranging and conducting jungle and safari
expeditions; leasing and rental of garage space; traffic and travel
information services; limousine services; rescus services; taxi
transport; vehicle towing; arranging travel tours; arranging travel
tours as a bonus program for credit card customers; travel agency
services, namely making reservations and bookings for transportation;
truck hauling; cargo unloading; vehicle parking.

Goods/Services

Class Status -- ACTIVE. IC 040. US 100 103 106. G & 8;
Galvanizing; heat treatment, coating and acrylic finishing of
vehicles; metal casting, laminating, plating, tempering and treatment.

Goods/Services

Clags Status -- ACTIVE. IC 041. Us 100 101 107. G & 8@
Entertainment in the nature of automobile races, automebile, motor and
vehicle clubs; cinema studios, cinema theaters: computer education
training services; arranging and conducting educational conferences;
educatilonal demonstrations: vehicle driving 1lnstruction; educatlonal
services, namely conducting classes, seminars, conferencesz and
workshops in the field of computers, automobiles and transportation
and distributing course materials in connection therewith; golf
tournaments; museums; providing casino facilities.

Goods/Services

Class Status -- ACTIVE. IC 042, US 100 101. G & 8: Cafes,
cafeterlas: canteen services; computer programmlng for others;
updating computer scftware; computer software design for others; legal
consultation concerning intellectual property, patent agency and
industrial property matters; hotel services; research and consulting
in the fleld of automoblles: restaurant servlces; rental of rooms:
scientific research.

Foreign Country Name
FED REP GERMANY

Foreign Priority
FOREIGN PRIORITY CLAIMED

Foreign Application Number
30018439.5/1

Foreign Filing Date
1989/03/10
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Foreign Registration Number
30018439

Foreign Registration Date
2000/05/23

Foreign Expiration Date
2010/03/31

Description of Mark

The mark consists of a design comprising two elements, an incomplete
ring and a triangular device. The incomplete ring is lined for the

color silver. The triangular device i1g lined for the color orange.

The colors silver and orange are claimed as features of the mark.

Filing Date
2000/09/11

Examining Attorney
COLLINS, ALICIA

Attomey of Record
V. T, Giordano
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DESIGN MARK

Serial Number
781555568

Status
REGISTERED

Word Mark
MOTORIDE

Standard Character Mark
No

Registration Number
2793543

Date Registered
2003/12/16

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner
MOTORIDE S.p.A. CORPORATION ITALY 3 Largo Pedrini 23100 Sondrio ITALY

Goods/Services

Class Status -- ACTIVE. IC 00G6. US Q21 023 026 036 038. G & 8:
BATTERIES FOR VEHICLES:; BATTERY CHARGERS: AUDIO CASSETTES AND
PHONOGRAPH RECORDS FEATURING MUSIC; ACOUSTIC CONDUITS; CRUISE CONTROLS
FOR MOTOR VEHICLES: EMERGENCY WARNING LIGHTS: EYEGLASSES: EYEGLASS
CASES; EYEGLASS FRAMES; SUNGLASSES; MOTORCYCLE AND SAFETY GOGGLES;
SPECTACLES; FACE SHIELDS:; GASOMETERS, PRESSURE GAUGES: MOTORCYCLE,
PROTECTIVE AND SAFETY HELMETS; PROTECTIVE HELMETS; PROTECTIVE
CLOTHING: SIRENS FOR VEHICLES:; TACHOMETERS: WARNING TRIANGLES: AND
WARNING LIGHTS.

GoodsiServices
Claas Status -- ACTIVE. IC 012. US 019 021 023 031 035 044. G & 8@

AUTOMOBILE AND STRUCTURAL PARTS THEREFOR; TRUCKS AND STRUCTURAL PARTS
THEREFOR; VANS AND STRUCTURAL PARTS FOR VANS; TRACTORS; CAMPING
TRAILERS; TRAVEL TRAILERS; GO CARTS; TRICYCLES; MOPEDS; MOTORCYCLES
AND STRUCTURAL PARTS THEREFOR; MOTORCYCLES SIDECARS; MOTORIZED
SCOOTERS; BICYCLES AND PARTS THEREFOR, NAMELY FRAMES, BRAKES, CHAINS,
HANDLEBARS, SADDLES, RACKS, AND SEATS; MOTORCYCLE RACKS: LAND VEHICLE
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PARTS, NAMELY STEERING WHEELS, WHEELS, WINDSHIELDS, WINDSHIELD WIPERS,
BRAKES, AUTOMOBILE CHASSIS SEATS, TIRES, AND INNER TUBES FOR VEHICLES:
SIGNALS FOR VEHICLES; ANTI-THEFT ALARMS FOR VEHICLES; AND LUGGAGE
CARRIERS FOR VEHICLES NON-MOTORIZED SCOOTERS.

GoodsiServices

Class Statuz -- ACTIVE. IC 025. US ({22 039. G & 5: ANORAKS;
APRONS; ATHLETIC UNIFORMS; HEADBAMNDS; BATHING TRUNKS; BATHROBES;
BELTS; BLOUSES; BONNETS; BQOTS; BOTTOMS:; BRASSIERES; CARDIGANS:
CAS80OCKS; CHAPS; CHEMISES; OVERCOATS: RAINCOATS; SPORT COATS:; CRAVATS:
CUFFS; DRESSES; DRESSING GOWNS; GAITERS; GLOVES; GOWNS; GYM SHORTS;
GYM SUITS:; JACKETS; JEANS; JUMPERS:; LEGGINGS; LEOTARDS; LOUNGEWEAR:
MITTENS; EAR MUFF3; TIES; OVERALLS: PYJAMAS3; PANTIES; PANTS;
PANTSUITS; PARKAS; PETTICOATS: PULLOVERS; B8CARVES; 8SHIRTS: SPORT
SHIRTS; POLO SHIRTS; SWEAT SHIRTS; UMDERSHIRTS; SHORTS; SINGLETS;
SKIRTS; SLIPS; SKIWEAR; SNEAKERS; SPORT COATS; STOCKINGS; SUITS; BODY
guUITS; GYM SUITS; JOGGING SUITS; PLAY SUITS; SWEAT SUITS; SWEAT PANTS:
SWEAT BAND3; 8SWEATER3; T-SHIRT3; TIGHTS; TROUSERS; UNDERGARMENTS:
UNDERPANTS: UNDERWEAR: VESTS; SUN VISORS; FOOTWEAR; SHOES; ATHLETIC
FOOTWEAR; SANDALS; CLOGS; CAPS; HATS,; AND HOODS.

Foreign Country Name
ITALY

Foreign Priority
FOREIGN PRIORITY CLAIMED

Foreign Application Number
MIZ000C00346

Foreign Filing Date
2000/08/17

Forelgn Registration Number
829,822

Foreign Registration Date
2000712705

Foreign Expiration Date
2010/08/17

Filing Date
2000/10/27

Examining Attorney
BELENKER, ESTHER

Attorney of Record
John C Holman
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DESIGN MARK

Serial Number
76235323

Status
REGISTERED

Word Mark
E-KOMATSU

Standard Character Mark
No

Registration Number
2715047

Date Registered
2003/05/13

Type of Mark
TRADEMARK; SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

Oowner
Kabushiki Kaisha Komatsu Seisakusho CORPORATION JAPAN 3-6, 2-Chome,
Akasaka Minato-Ku Tokyo JAPAN

Goods/Services

Class Status -- ACTIVE. IC 007. US 013 018 021 023 031 034 035. G
& 8: Mechanical cutter-loaders; mechanical coal cutters; oil well
pumplng machines; power-operated rock drills: well drilling machlnesz:
drilling and boring machines; front-end loaderas; other power-operated
mining machines and tools:; namely, truck mills and hobels: truck
cranes; power shovels; power tools, namely, routers:; earth-handling
machines and apparatus, hamely, dozershovels, earth augers, plle
drivers, mechanical pile extractors, grouting pumps, graders,
scrapers, tampers, bulldozers, rammers, rollers and front-end wheel
loaders; concrete placing machines, namely, concrete vibrators,
concrete paving machines, concrete mixers, batching plants consisting
of mixing machines, hoppers, scales, conveyors; asphalt distributors
in the nature of mechanical spreaders; asphalt finishing machines:
mechanical asphalt production machines, namely, drum mix asphalt
plants, asphalt mixers; dredging machines; industrial dippers for
transporting mined material; pipe-laying machines; cable cranes,
self-traveling cranes; Jjib cranes; derricks; overhead traveling

-
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cranes; tower cranes; bridge cranes; floating cranes, locomotive
cranes, pneumatic conveyors, hydraulic conveyors, SCIEW CONVEYOILS,
chain conveyorg, bucket elevators, belt conveyors made of wire; roller
canveyors, winches; power-operated windlasses and capstans; cargo
handling machines and apparatus, namely, chain blocks and hoists;
internal combustion engines for machine operation; machine parts,
namely, =team engines; jet engines; hydraulic and wind turbines;
non-vehicular apparatus, namely, alternating current motors and direct
current motors; alternating current generators; direct current
generators; waste crushing and compressing machines; agricultural
machines and mechanical implement=, hamely, hechanical plowing
machines, tractor-towed harrows, power-operated tillers,
power—-operated rakes, power-operated harvesting machines; chain saw;
structural parts for the aforementioned goods.

Goods/Services

Class Status -- ACTIVE. IC 009, US 021 023 026 036 038. G & S:
Data-based system of computer programs capable of being stored in an
IC-cards or optical disc for database management; computer programng
for the purpose of control and/or maintenance of machines and
apparatus for mining, earth-working, earth-handling, construction,
metal working and also of land vehicles; batteries and related
apparatus, namely, electronic cells, dry cells and wet cells, optical
batteries; vehicular multi-channel communication device in the nature
of cellular phone; applied radic apparatus, namely, radio beacons,
vehicular radars; prerecorded magnetic coded cards; blank magnetic
medla for recording, namely, tapes and sheetg; magnetlc object
detectors, sealed cases for magnetic disc use, electronic microscopes,
hydro phones, electronic desk-top computers, word processors, and
other electronic computers and related apparatus, namely, central
processor unlts and computer peripheral equlpment 1n the nature of
electronic circuits, and magnetic disks and magnetic tapes featuring
computer operating programs; semiconductor elements, namely,
transistors, thermistors and diodes; electronic circuits, namely,
integrated cilrcults and large =cale integrated circults; vlideo game
machines for use with television for business use; non-vehicular
burglar alarms; disposable latex gloves for laboratory use:; fire
extinguishers; nozzles for fire hoses; computer equipment, namely,
electronic animatlion simulators for drlving and exerclse tralning;
structural parts for the aforementioned goods.

Goods/Services
Class Status -- ACTIVE. IC 012. US 019 021 023 031 035 044. G & 8:

Trucks; concrete mixer trucks; amphibious vehicles for industrial use,
namely, dredgers; snowmobiles:; armored cars: dump trucks: tractors:
cargo and travel trailers: trolley buses, buses; forklift trucks:
equipment for land vehlcles, namely, cluteches, horns, =eats, =eat
covers, chassgis, bodiesz, fitted body covers, wheels, door handles,
doors, mud guards, luggage carriers, rearview mirrors, steering
wheels, steering wheel covers, bumpers, windshields, convertible
foldlng tops, wheel rims, spare wheel stands, and windshileld wilpers:
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tires; inner tubes for vehicle tires; two-wheeled more cars; wheel
barrows; engines for land vehicles; motors for land vehicle

atructural parts for the aforementicned goods.

;
=34

Goods/Services

Class Status -- ACTIVE. IC 035, US 100 101 102. G & S:
Dissemination of advertising for others via the internet; advertising,
namely, advertising agencies; providing company business information
via the internet; marketing research via the internet; providing
business information relating to sales of goods via the internet:
buzsiness management consultation; marketing research; providing
business informaticn relating to sales of goods; conducting auction
sales; agencies or proxies for clerical work relating to export and
import; stenography; operation of office machines and equipment
including computer, typewriters, and telex machines; receptlion and
guidance of visitors in buildings; leasing and rental of advertising
equipment; leasing and rental of typewriters, copying machines and
word processors.

Goods/Services

Class Status -- ACTIVE. IC 036. US 100 101 102. G & 8: Financial
information services, namely, providing transaction histories and
account information wvia the Internet; loaning of funds and diascounting
of bills; loaning of securities; safe deposit services for precious
metals and other articles; exchanging of money:; debt collection
agencies for gas and slectricity charges; providing financial
information via the Internet; =secondary offering of securities;
handling of offering or secondary offering of securities; offering of
information relating to stock market conditions; management of
buildings for others; real estate brokerage for leasing, procurement,
and sale of buildings; real estate brokerage for leasing, procurement,
and sale of land; leasing of real estate; appraisal of buildings or
land; management of land; appraisal of antiques; appraisal of works of
art; appraisal of jewelry.

Qoods/Services

Class Status -- ACTIVE. IC 037. US 100 103 106. G & S: Road
paving; excavation services in the nature of tunneling; underwater
dredging; water boring and water well drilling; mining extraction;
vehicle and construction machinery lubrication; vehicle greasing;
motor vehicle maintenance and repair, anti-rust treatment for
automobiles, namely automobiles polishing services; pump repairing:
tire retreading; maintenance and repair of parking facilitie=s, air
compressors, cranes, ining machines and tools, construction
equipment, electronic computers, cargo handling machines and
apparatus, industrial engines and motors, and snowplows; supervision
of bullding constructlon; automoblle cleaning; cleaning of exterior
and interior building =surfacesz and windows; lease and rental of
construction eguipment, namely, bulldozers, power shovels, excavators,
and cargo handling machines and apparatus’ rental of mining machines
and tools; rental of measurilng lnstruments; rental of combine=; rental

Aa-
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of mowing machines; rental of heating or air conditioning eguipment.

Goods/Services

Class Status -- ACTIVE. IC 038. U3 100 101 104. G & 3:
Communication by mobile telephones; communication by telex:
communlcatilons by electronlc computer terminals; communlcations by
telegraph; communications by telephone; communications by facsimile;
paging by radio; communications by electronic computer terminals via
the internet; television broadcasting; cable television broadcasting:
radio broadcasting; leasing of telephone sets, facsimile machines and
other communication equipment.

Goods/Services

Class Status -- ACTIVE. IC 039. US 100 105. G & S: Transport by
railway; transport by wvehicle, namely, forklift trucks, electric lift
trucks, electric reach trucks, tractors, towing tractors, dump trucks,
concrete-mixer trucks and snow vehicles; traffic information via the
Internet; transport by ship; transport by aircraft; packing of cargo
for transport; cargo loading and unloading; arranging for
transportation of cargo; conducting of sponsored tours; warehouse
storage of deposited articles; public utility services in the nature
of distribution of gas, electricity, and water; providing mooring
institution; providing warehouses, namely, warehouse storage; leazing
or rental of wheelchairs, leasing or rental of bicycles; leasing or
rental of aircraft; leasing or rental of motor vehicles:; leasing or
rental of ships; leasing or rental of cargo handling machines and
apparatus.

Goods/Services

Class Status -- ACTIVE. IC 042. U8 100 101. G & 38: Consultation
services regarding the performance and operation method of machines
which require highly developed expertise and technique or experience
to allow for accurate compliant operaticn with computers and
automobiles and other uses; rental of computers including central
processor unit and electronic circuits, magnetic discs and other
peripheral equipment with computer programs; construction drafting,
geological research; news agencies, namely gathering and dissemination
of news.

Foreign Country Name
JAPAN

Foreign Priority
FOREIGN PRIORITY CLAIMED

Foreign Application Number
2000-108957

Foreign Filing Date
2000/10/05
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Foreign Registration Number
4540072

Foreign Registration Date
2002/02/01

Foreign Expiration Date
2012/02/01

Prior Reglstration{s)
1071304;1199389;2041661

Translation Statement
The English translation of the word "KOMATSU"
tree".

Filing Date
2001/04/04

Examining Attorney
CAIN, CATHERINE

Attormney of Record
Cory M Amron

ig "a amall or tiny pine
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EXHIBIT D

To: Simplicity Manufacturing, Inc. (mkeipdocket@mbf-law.com)

‘Subject: TRADEMARK APPLICATION NO. 78506982 - CITATION - 086303/CITAT
‘Sent: 6/5/2005 10:29:16 AM

Sent As: ECOM101 @USPTO.GOV

f Attachments: Attachment - 1
! Attachment - 2
Attachment - 3
Attachment - 4

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/506982

APPLICANT: Simplicity Manufacturing, Inc. sk 7 8 5 069 8 2 k

CORRESPONDENT ADDRESS: RETURN ADDRESS:
CASIMIR F. LASKA Commissioner for Trademarks
MICHAEL BEST & FRIEDRICH LLP P.O. Box 1451
100 E WISCONSIN AVE STE 3300 Alexandria, VA 22313-1451

MILWAUKEE, WI 53202-4108

MARK: CITATION
CORRESPONDENT’S REFERENCE/DOCKET NO: 086303/CITAT Please provide in all correspondence:

CORRESPONDENT EMAIL ADDRESS: 1. Filing date, sertal number, mark and

mkeipdocket@mbf-law.com applicant's name.
2. Date of this Office Action.

3. Examining Attorney's name and

Law Office number.
4. Your telephone number and e-mail address.

OFFICE ACTION

RESPONSE TIME LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE
TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-MAILING DATE.

Serial Number 78/506982

The assigned examining attorney has reviewed the referenced application and determined the following.




REFUSAL BECAUSE A SEARCH OF THE OFFICE RECORDS REVEALED A CONFUSINGLY SIMILAR REGISTERED MARK

he examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), because the applicant's mark, when used
n or in connection with the identified goods, so resembles the mark in U.S. Registration No. 1,633,947 and 2,914.327 as to be likely to cause
onfusion, to cause mistake, or to deceive. TMEP section 1207. See the enclosed registration.

he Court in In re E. I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973), listed the principal factors to be considered in
etermining whether there is a likelihood of confusion under Section 2(d). Any one of the factors listed may be dominant in any given case,
epending upon the evidence of record. In this case, the following factors are the most relevant: similarity of the marks, similarity of the goods,
nd similarity of trade channels of the goods.

Applicant’s mark, CITATION, is identical to registrant’s marks, CITATION. Applicant’ s goods, riding lawn mowers, lawn and garden tractors
and parts and accessories for all of them, are closely related to registrant’s goods, travel trailers and recreational vehicles, namely travel trailers, fifth
wheel trailers, sport utility trailers; RVs, namely, motor homes. If the marks of the respective parties are identical, the relationship between the
goods or services of the respective parties need not be as close to support a finding of likelihood of confusion as might apply where differences exist
between the marks. Amcor, Inc. v. Amcor Industries, Inc., 210 USPQ 70 (TTAB 1981). TMEP §1207.01(a).

IDENTIFICATION OF GOODS

The applicant has classified riding lawn mowers and parts and accessories in International Class 12. The correct classification is International Class
7. The applicant must either delete riding lawn mowers and parts and accessories or add International Class 7 to the application. 37 C.F.R.
§§2.32(a)(7) and 2.85; TMEP §1401.04(b).

Please note that, while an application may be amended to clarify or limit the identification, additions to the identification are not permitted. 37
C.F.R. Section 2.71(a); TMEP section 804.09. Therefore, the applicant may not amend to include any goods that are not within the scope of goods
set forth in the present identification.

If applicant prosecutes this application as a combined, or multiple-class application, then applicant must comply with each of the following for those
goods and/or services based on an intent to use the mark in commerce under Trademark Act Section 1(b):

(1) Applicant must list the goods and/or services by international class with the classes listed in ascending numerical order. TMEP § 1403.01;

and

(2) Applicant must submit a filing fee for each international class of goods and/or services not covered by the fee already paid (current fee
information should be confirmed at http://www.uspto.gov). 37 C.F.R. §2.86(a)(2); TMEP §8810 and 1403.01.

NOTICE: FEE CHANGE

Effective January 31, 2005 and pursuant to the Consolidated Appropriations Act, 2005, Pub. L. 108-447, the following are the fees that will be
charged for filing a trademark application:

(1) $325 per international class if filed electronically using the Trademark Electronic Application System (TEAS); or

(2) $375 per international class if filed on paper

These fees will be charged not only when a new application is filed, but also when payments are made to add classes to an existing application. If
such payments are submitted with a TEAS response, the fee will be $325 per class, and if such payments are made with a paper response, the fee
will be $375 per class.




he new fee requirements will apply to any fees filed on or after January 31, 2005.
OTICE: TRADEMARK OPERATION RELOCATION

he Trademark Operation has relocated to Alexandria, Virginia. Effective October 4, 2004, all Trademark-related paper mail (except documents
sent to the Assignment Services Division for recordation, certain documents filed under the Madrid Protocol, and requests for copies of trademark
ocuments) must be sent to:

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Applicants, attorneys and other Trademark customers are strongly encouraged to correspond with the USPTO online via the Trademark Electronic
Application System (TEAS), at http://www.uspto.gov/teas/index.html.

/Robert Clark/
Examining Attorney
Law Office 101
571-272-9144

fax: 571-273-9101

HOW TO RESPOND TO THIS OFFICE ACTION:
¢ ONLINE RESPONSE: You may respond formally using the Office’s Trademark Electronic Application System (TEAS) Response

to Office Action form (visit http://www.uspto.gov!teas/index.html and follow the instructions, but if the Office Action issued via

email you must wait 72 hours after receipt of the Office Action to respond via TEAS).
¢ REGULAR MAIL RESPONSE: To respond by regular mail, your response should be sent to the mailing return address above and

include the serial number, law office number and examining attorney’s name in your response.

STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark Applications and Registrations Retrieval
(TARR) system at http:/tarr.uspto.gov.

VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending applications can be viewed and downloaded
online at http:/portal.uspto.gov/external/portal/tow.

GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit the Office’s website at
http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE ASSIGNED EXAMINING
ATTORNEY SPECIFIED ABOVE.







Print: Jun 1, 2005 73779429

TYPED DRAWING

Serial Number
73770429

Status
REGISTERED AND RENEWED

Word Mark
CITATION

Standard Character Mark
No

Registration Number
1633947

Date Registered
1691/02/05

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner
THOR TECH, INC. CORPORATION NEVADA VALLEY PLAZA BANK 300 SOUTH FOURTH
STREET, SUITE 800 LAS VEGAS NEVADA 88101

Goods/Services
Class Status —-- ACTIVE. IC 0lz. us gl9. G & S: TRAVEL TRAILERS.
First Use:; 1977/00/00. First Use In Commerce: 1977/00/00.

Filing Date
1388/02/08

Examining Attorney
STINE, DAVID

Attormey of Record
MICHAEL G. FREY




Print: Jun 1, 2005 76551822

DESIGN MARK

Serial Number
768551822

Status
REGISTERED

Word Mark
CITATION

Standard Character Mark
No

Registration Number
2914327

Date Registered
2004/12/28

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Ovwmner
Thor Tech, Inc. CORPORATION NEVADA Suite 310, 653 South Saginaw Street
Saginaw MICHIGAN 48502

Goods/Services

Class Status —-- ACTIVE. IC 0l1lz. Us 019 021 023 (031 035 044. G & S:
Recreational vehicles, namely travel trailers, fifth wheel trailers,
saport utllity trallers [Based on use anywhere and in commerce
00/00/1977]1; Rva, namely, motor homes [Based on usae anywhere and in
commerce 00/00/2003]. First Use: 1%77/00/00. First Use In Commerce:
1877/00/00.

Prior Registration(s)
1633947

Flling Date
2003/10/16

Examining Attorney
BERK, STEVEN

Attorney of Record
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B. Joseph Schaeff

76551822
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EXHIBIT £

NOTE TO THE FILE

SERIAL NUMBER: 78506982

DATE: 05/31/2006

NAME: rclark

NOTE: R
Checked LEXIS/NEXIS

Searched internet using [insert search engine or web site]

Checked with Law Library re surname.

Checked geographic significance.

Checked with translations branch.

Checked ID with ID/Class

[

Checked ID with Senior Attorney/Managing Attorney

Telephoned attorney/applicant leaving message re:

Telephoned attorney/applicant, application was signed on

Personal interview conducted with attorney/applicant re




Attorney/applicant called to discuss

Bulky specimens with examiner.

Acronym website searched.

Changed Tradeups to add.

__ Changed Tradeups to delete.

___ Changed Tradeups to add Examiner's Amendment.

OTHER (insert reason for Note)




