U.S. TRADEMARK APPLICATION NO. 78454402 - DIAMOND TREE - 50051890-000 Page 1 of 2

To: Toyo Tire (USA) Corporation (trademarks@sonnenschein.com)

Subject: U.S. TRADEMARK APPLICATION NO. 78454402 - DIAMOND TREE
- 50051890-000

Sent: 6/22/2009 2:18:08 PM

Sent As: ECOM109@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/454402

MARK: DIAMOND TREE

CORRESPONDENT ADDRESS:
Carol Am}e Been RESPOND TO THIS ACTION:
SONNENSCHEIN NATH & ROSENTHAL http://www.uspto.gov/teas/eTEASpageD.htm

LLP
Wacker Drive Station, Sears Tower
P.O. BOX 061080
CHICAGO IL 60606-1080

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm

APPLICANT: Toyo Tire (USA)
Corporation

CORRESPONDENT’S
REFERENCE/DOCKET NO:
50051890-000
CORRESPONDENT E-MAIL ADDRESS:
trademarks@sonnenschein.com

OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 6/22/2009

The trademark examining attorney has reviewed the request for reconsideration and is not persuaded by
applicant’s arguments. No new issue has been raised and no new compelling evidence has been
presented with regard to the outstanding issue(s) in the final Office action. Accordingly, applicant’s
request for reconsideration is denied and the specimen refusal(s)/requirement(s) is continued. 37 C.F.R.
§2.64(b); TMEP §§715.03, 715.04(a).

Please note that the new specimens submitted all refer to the DIAMOND TREE championship ring.
Again, the specimen does not show the applied-for mark in use in commerce with the Class 35, 36 and
41 goods. A specimen for a service mark must show use of the mark “in the sale or advertising of
services.” Trademark Act Section 45, 15 U.S.C. §1127; 37 C.F.R. §2.56(b)(2). Indeed, “[wihile the
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nature of the services does not need to be specified in the specimens, there must be something which
creates in the mind of the purchaser an association between the mark and the service activity.” In re
Adair, 45 USPQ2d 1211, 1215 (I'TAB 1997) (quoting /n re Johnson Controls Inc., 33 USPQ2d 1318,
1320 (TTAB 1994)). There must be sufficient reference to the services in the specimen to create this
association. In re Monograms Am., Inc., 51 USPQ2d 1317, 1318 (TTAB 1999); see TMEP §§1301.04
et seq. If the specimen does not show the mark with reference to, or association with, the services, the
specimen fails to show service mark usage. See In re DSM Pharms., Inc., 87 USPQ2d 1623, 1625-26
(TTAB 2008). In this case, the applicant does not show the Class 35, 36 and 41 services being provided
under the DIAMOND TREE mark.

The application file will be returned to the Trademark Trial and Appeal Board for resumption of the
appeal. TMEP §715.04(a).

/Tracy Cross/
Examining Attorney
Law Office 109

Phone: (571) 272-9271
Fax:  (§71)273-9109

RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/e TEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail. For technical assistance with the form, please e-mail
TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned examining
attorney. Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.

If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person

signing the response. Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alcxandria, VA 22313-1451.

STATUS CIHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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To: Toyo Tire (USA) Corporation (trademarks@sonnenschein.com)
Subject: U.S. TRADEMARK APPLICATION NO. 78454402 - DIAMOND TREE
- 50051890-000
Sent: 6/22/2009 2:18:11 PM
Sent As: ECOM109@USPTO.GOV
Attachments:
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 6/22/2009 FOR
APPLICATION SERIAL NO. 78454402

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link http://tmportal.uspto.gov/external/portal/tow?
DDA=Y&serial_number=784544028&doc_type=O0A&mail_date=20090622 (or copy and paste
this URL into the address field of your browser), or visit
http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access
the Office action.

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if
a response is required; (2) how to respond; and (3) the applicable response time period. Your
response deadline will be calculated from 6/22/2009.

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as
the USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you

respond online using the Trademark Electronic Application System response form at
http:/fwww.uspto.gov/teas/eTEASpageD.htm.

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office
action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in the
ABANDONMENT of your application.
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