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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In re the Application of:
SUGARTOWN WORLDWIDE, INC.
Application Serial No.: 78/426,943
Filed: May 28, 2004

Mark: LILLY PULITZER

Class: 28

The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

APPLICANT'S APPEAL BRIEF

Applicant, SUGARTOWN WORLDWIDE,INC., through its undersigned counsel,
hereby files its Appeal Brief, from the decision of final refusal issued by the Examining

Attorney. TBMP §1203.02(d).



78/426,943
253883US33

TABLE OF CONTENTS

l. THE MARK AND PROCEDURAL HISTORY

Il. ARGUMENT
A. Section 2(c) of the Tradeark Act, 15 U.S.C. § 1052(c)
B. Trademark Manual of Examining Procedure, Section 8§ 1206.03(b)
C. Implied Consent to Registration of LILLY PULITZER Marks

II. CONCLUSION

TABLE OF AUTHORITIES

15 U.S.C. 8 L052(C) v e ee et ettt B
Inre D.B. Kaplan Delicatessen, 225 USPQ 342 (TTAB 1985).......c.ccoevvvvvvviviiineennnen.. -8
Trademark Manual of Examining Procedure, 8 1206.03.............covii i e e 5
TTAB Manual of Procedure, 81203.02(d).......ovvutiiiieiie e e e e 2



78/426,943
253883US33

THE MARK AND PROCEDURAL HISTORY

The application that is the subject of tlappeal is for the mark LILLY PULITZER
(standard characters) for "toys, namely plush toys, dolls and accessories therefor" in International
Class 28. The application was filed on May 2804, based upon an intent to use the mark in
commerce.

On December 20, 2004, the Examining Attorney entered an Examiner's Amendment in
accordance with a discussion with Applicant's celingserting a claim oprior registrations:
"The applicant is the owner of U.S. Regation Nos. 1926195, 2805133 and others." On the
same date, the Examining Attorney issued iary Action requiring,among other things, the
submission of a written consent thie individual if the name in the mark identifies a particular
living individual.

On June 9, 2005, Applicant filed a Responsgjuesting, among other things, that the
application be amended ilaclude the statement:

--The name "LILLY PULITZER" in the m& was the former name of Lillian

McKim Rousseau, the former president Applicant's predecessor in interest.

Ms. Rousseau's implied consent to Applicant's use and registadtithe mark is

of record.--

On June 30, 2005, the Examining Attorneguisd an Office Action, making final the

refusal to register the mark for lack ofigned consent. The Examining Attorney stated:

Applicant has responded that there is iamplied consent, however since the
individual did not sign thepgplication, no such consent is found in the record.

On December 30, 2005, Applicant filed a Rexjider Reconsideratioand filed a Notice
of Appeal. In the Request for Reconsideration, Applicant explained that Ms. Rousseau's consent
to registration of her former name is implicitthese she personally signaevious applications

for the mark while she was known as "Lilly Pulitzer".

-3-
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The Appeal was instituted on January 2606, the file remanded to the Examining
Attorney for reconsideration, and the Appeal suspended.

On January 23, 2006, the Examining Attornegued a continuation of the refusal of
registration, stating:

Applicant relies on its prior registrations @mstituting an implicit consent for the

current application. However, TMEP1806.3(b) requires that the application be

for the same goods and services. Applisaprior registrations are not for any

toys and therefore the ownership of {réor registrations do not operate as an

implicit consent.

The Appeal was then resumed. After requgsextensions of time, on September 12,
2007, Applicant requested that the file be reded to the Examiner for consideration of
additional evidence, namely a trademark assignment executed by Ms. Lillian McKim Rousseau,
then President of Lilly Pulitzer, Inc., whemeiApplicant exercised its exclusive option to
purchase an assignment of all of Assignor's rigle, @nd interest in theark, together with all
goodwill associated therewith, with the BoardecBuse the assignment was made in the context
of a buy-out of Lilly Pulitzer, Inc., Applicant arguéldat the assignment is sufficient to show the
implicit consent of Ms. Roussedor all goods and services.

On October 12, 2007, the Examining Attorney denied the request for reconsideration,
stating that Applicant had not complied with tBeamining Attorney's requirement for a consent
signed by the person named in thark. The Examining Attorney fiher stated that "[t]he fact
that applicant purchased the rights to the naewtk owns the prior regrsitions for similar marks
does not meet the requirements for an implicit eahs Because this plication contains goods

that are not similar to the goodisted in the prior registrains, the applicant must submit a

consent for this present application."
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The Appeal having been resumed and Agapii having timely requésd extensions of

time, Applicant now files its brigh support of its Appeal of thExamining Attorney's refusal.

. ARGUMENT

A. Section 2(c) of the Trademark Act, 15 U.S.C. § 1052(c)

Section 2(c) of the Tradaark Act, 15 U.S.C. § 1052(cprohibits registration of a mark
if it "consists of or comprises a name . .entlfying a particular livig individual except by his
written consent . . . ."

B. Trademark Manual of Examining Procedure, Section § 1206.03(b)

The TMEP has been updated and revised since this application was filed:

Fourth Edition, April 2005: issued April 29, 2005 (Inecporating Office practice
and relevant caselaw repedtprior to March 25, 2005)

Fifth Edition, September 2007: issued Sept. 30, 2007 (Incorporating Office
practice and relevant caselavpoeted prior to August 11, 2007)

For the Fifth Edition, Section 1206.03 was amtl to incorporate new case law. The
relevant portions of § 1206.03(b) readf@fows (emphasis in bold added):

When a particular individual identified by matter in a mark is also the
person who signed the application, thendridier consent to gestration will be
presumed....

The mere incorporation of a busines®l consent to the business’s use of
the mark does not constitute implied consent to the registration of the mark.
Krause v. Krause Publications, Inc., 76 USPQ2d 1904 (TTAB 2005)
(Cancellation petitioner did not give pied consent to register when he
incorporated the business, sold his stimcthe business and pledged his assets to
finance expansion and acquisitions, and azsped in the corporation’s use of the
mark for 50 years, where there was nademce that petitioner expressly stated
that the mark was the property of thepmration and petitiorredid not agree to
refrain from use of the name in any subsequent busides® New John Nissen
Mannequins, 227 USPQ 569 (TTAB 1985) (consentregister not implied from
appearance of the name “John Nissen&ideed of incorporation of applicant’s
predecessor, nor from existence of fgreregistrations incorporating the name).
Compare,In re D.B. Kaplan Delicatessen, 225 USPQ 342, 344 (TTAB 1985)

-5-
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(consent to the use and registr&n of the mark D. B. KAPLAN'S

DELICATESSEN, for restaurant services,found to be implicit in the terms
of a “buy-out” agreement that relinquished all property rights in the name
and forbade its use by the namegarty in any subsequent business)

An applicant does not have to subm a new consent if a consent to

register is already part of the record inthe file of a valid registration for a

mark comprised in whole or in part of the same name, portrait or signature

for the same goods or serves. In this situation, tre applicant only has to

claim ownership of that existing registration.If an applicant has submitted a

consent to register in an applicatiorattthas not matured to registration, a new

consent is not required for pertinent aending applications, but the applicant

must submit a copy of the consent for each pending applicdtiare McKee

Baking Co., 218 USPQ 287 (TTAB 1983) (applicant’s claim of ownership of a

prior registration that includes a consent to register in the record held sufficient

for purposes of complying with the consent requirement of the Act); 37 C.F.R.

§2.193(a).

C. Implied Consent to Registrdion of LILLY PULITZER Marks

The name “LILLY PULITZER” in the mark was the former name of Lillian McKim
Rousseau, the former president of Applicami®decessor in interest, Lilly Pulitzer, Inc.
Although Ms. Rousseau was previously known adly'lPulitzer”, she has formally adopted the
name Lillian McKim Rousseau as a result of remarriage and concomitant name change.

To the extent that Ms. Rousseau was previously known as “Lilly Pulitzer”, her consent is
of record because Ms. Rousseau personally digine previous application(s) for the LILLY
PULITZER mark during the time that she waskeown, thereby making her consent to register
her former name implicit, pursuant to TMBP1206.03(b). Specifically, Ms. Rousseau signed
the applications whichre now registered as:

. No. 1,157,374, for the mark LILLY PULITZER falothing-namely, jeans, pants,

slacks, shirts, belts, jackets, skirts and shorts;
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o No. 1,990,353, for the mark LILLY PULITZE for agenda and notebook planner
books, handbags, umbrellas and knapsacKksiicfgpicture frames sleepwear, robes,
footwear; men's clothing, namedyim trunks, ties, and boxer shorts;

. No. 1,926,195, for the mark LILLY PULITZER for tote bags and for jeans, pants,
slacks, shirts, jackets, skirts, shorts, dresses, sweaters, blouses, swimwear, sleepwear,
children's wear; namely, dresses;

. No. 2,152,933, for the mark LILLY PULITZERor belts, raincoats, headwear,
namely, children's wear, namely, sweaters, l@eushirts, skirts, jeans, pants, slacks and
shorts;

o No. 1,935,880, for the mark LILLY PULITZER (STYLIZED) for tote bags,
jeans, pants, slacks, shirts, belts, jackstsrts, shorts, dresses, sweaters, blouses,
swimwear, gowns, sleepwear,imeoats; headwear; namely, visors; children's wear;
namely, dresses, sweaters, blouses, shiiitts,geans, pants,atks, and shorts; and

o No. 1,880,248, for the mark LILLY PUIEER for retail clothing stores.

Furthermore, the record contains a cayfya Trademark Assignment executed by Ms.
Lillian McKim Rousseau, then President of LilBulitzer, Inc., wherein Applicant exercised its
exclusive option to purchase an assignment abfallilly Pulitzer, Inc.'s right, title, and interest
in the LILLY PULITZER mark, together witkall goodwill associated therewith. Because the
Trademark Assignment was made in the context of a buy-out of Lilly Pulitzer, Inc., it is
sufficient to show the implicitonsent of Ms. Lillian McKim Russeau for this applicatiotn re
D.B. Kaplan Delicatessen, 225 USPQ 342, 344 (TTAB 1985) (consemthe use and registration

of the mark D. B. KAPLAN'S [ELICATESSEN, for restaurant services, found to be implicit in
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the terms of a “buy-out” agreemethat relinquished all propertyghts in the name and forbade
its use by the named partyany subsequent business).

The Trademark Assignment was accept®d the Examining Attorneys during the
prosecution of Applicant's prior registrations:

J No. 2,669,416 for the mark LILLY PULITER for household linens; fabrics,

namely, cotton, silk, nylon, polgeer, rayon and wool fabric;

o No. 2,805,133 for the mark LILLY PULITZERor home furnishings, namely,

sheets, pillow cases, beddings, bed linens, and towels; and

. No. 2,805,133 for the mark LILLY PUOIEER for precious and non-precious

jewelry and watches;
and is part of the record of those registratioifiese registrations cover goods that exceed the
scope of the registrations in the Trademadsignment and the goods in the registrations
personally signed by Ms. Rousseau. However, as the predecessor-in-interest of Lilly Pulitzer,
Inc., and the associated trademark LILLYRTZER, the goods ifRegistrations No. 2,669,416,
No. 2,805,133and No. 2,805,133all within the naturakone of expansion.

Additionally, the Trademarlssignment was accepted as stiéfnt to meet the consent
requirement for the following twmore recent registrations:

o Registration No. 3495970 for the mark LIYLPULITZER (fruit juices; bottled

water products); and

. Registration No. 2880228 for the matk.LY PULITZER (precious and non-

precious jewelry; watches).
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In light of the arguments set forth abovApplicant respectfullyrequests that the

Examining Attorney's refusal to register be reversed.

Date: March 2, 2009
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SUGARTOWNWORLDWIDE, INC.
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