Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA162175

Filing date: 09/12/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 78426943

Applicant Sugartown Worldwide, Inc.

Applied for Mark LILLY PULITZER

Correspondence | Jeffrey H. Kaufman

Address Oblon, Spivak, McClelland, Maier, and Ne
1940 Duke Street

Alexandria, VA 22314

UNITED STATES

tmdocket@oblon.com

Submission Applicants Request for Remand and Amendment

Attachments 4975-253883US-reqg-remand.pdf ( 8 pages )(215253 bytes )
Filer's Name Jeffrey H. Kaufman

Filer's e-mail tmdocket@oblon.com, kimai@oblon.com, clisenby@oblon.com
Signature fieffrey h. kaufman/cli/

Date 09/12/2007



http://estta.uspto.gov

Attorney Docket No.: 253883US33

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In re the Application of:
SUGARTOWN WORLDWIDE, INC.
Application Serial No.: 78/426,943

Filed: May 28, 2004 BOX TTAB

NO FEE
Mark: LILLY PULITZER

The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

REQUEST FOR REMAND FOR ADDITIONAL EVIDENCE
Applicant, SUGARTOWN WORLDWIDE, INC., through its undersigned counsel,

hereby respectfully requests that this Application be remanded to the Examining Attorney for the
consideration of additional evidence. Trademark Rule 2.142(d). TBMP § 1207.02 (2d Edition
Rev. 2004).

On J anuary 23, 2006, the Examining Attorney denied Applicant’s Request for
Reconsideration and adhered to the final action requiring that Applicant submit the written
consent of the individual whose name appears in the mark. The Examining Attorney observed
that "Applicant's prior registrations are not for any toys and therefore the ownership of the prior
registrations do not operate as an implicit consent."”

As explained in Applicant's Response filed on June 20, 2005, Lilly Pulitzer is the former
name of Ms. Lillian McKim Rousseau. Applicant submits herewith as Exhibit 1, a copy of a

Trademark Assignment executed by Ms. Lillian McKim Rousseau, then President of Lilly



Pulitzer, Inc., wherein Applicant exercised its exclusive option to purchase an assignment of all
of Assignor's right, title, and interest in the mark, together with all goodwill associated therewith.
Because the attached Trademark Assignment was made in the context of a buy-out of Lilly
Pulitzer, Inc., it is sufficient to show the implicit consent of Ms. Lillian McKim Rousseau for all
goods and services. See TMEP § 1206.03(b) (Fourth Edition 2005).

This Agreement was accepted by the Examining Attorneys during the prosecution of
Applicant's prior registrations No. 2,669,416, No. 2,805,133, and No. 2,880,228, and is part of
the record of those registrations. Applicant's prior registrations are claimed in the Application by
the Examiner's Amendment entered on December 20, 2004, which states: "The applicant is the
owner of U.S. Registration Nos. 1926195, 2805133 and others."

Applicant is discussing with Ms. Rousseau a possible supplemental statement which
could be filed with the USPTO, if later deemed necessary. However, as explained above,
Applicant believes it unnecessary for any further papers to be filed with the USPTO. In view of
the schedule of this Appeal, Applicant is submitting the existing Trademark Assignment together
with this Request. Applicant respectfully asserts that there is no prejudice to a party in this ex
parte proceeding. Applicant also notes that the Board has not begun considering the substance

of this Appeal as Applicant has not yet submitted its brief.



Applicant accordingly requests that the Appeal be suspended and the Application be
remanded to the Examining Attorney for consideration of the evidence submitted herewith and
the arguments presented in this Request. In the event that Applicant's request for a remand is
denied, Applicant respectfully requests that the date for filing the Appeal Brief be reset.

Respectfully submitted,

SUGARTOWN WORLDWIDE, INC.
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EXHIBIT 1




TRADEMARK ASSIGNMENT

as of

THIS AGREEMENT is entered intothe 2% ____ day of January, 1997, by and between
Lilly Pulitzer, Inc.. a corporation organized and existing under the laws of the State of Florida,
locaied at 1104 Ponce DeLeon Boulevard, Coral Gables, Florida 33134 (hereinafter referred to as
“Aszignor”) and Sugartown Worldwide, Inc., a corporation organized and existing under the laws
of the Commonwealth of Pennsylvania, located and doing business at 1099 Old Cassatt Road,
Berv’yn, Pennsylvania 19312 (hereinafter referred to as “Assignee™);

WHEREAS, pursuant to Article 29 of the Trademark License Agreement and Option to
Purchase between the parties dated January 29, 1993, Assignee has exercised the exclqsive option
to purchase and to receive an assignment of all of Assignor’s right, title and interest in and to several
trademarks owned by Assignor; and

WHEREAS, Assignee is in compliance with subarticles (a), (b), and (c) of the same Article
29 of the Trademark License Agreement and Option to Purchase; and

WHEREAS, Assignee desires to obtain certain other trademarks and corresponding
registrations and applications owned by Assignor, all pertinent trademarks being set forth in
Schedules A, B and C to this Agreement;

NOW, THEREFORE, for good and valuable consideration, the receipt of which is hereby
acknowledged, said Assignor does hereby sell, assign, convey and transfer to said Assignee its entire
right, title and interest in and to the trademarks listed in Schedules A, B and C to this Agreement and
the coresponding United States registrations thereof and the corresponding Untied States and
foreign applications thereof, together with the goodwill of the business in which the marks are used,
or that part of the goodwill of the business connected with the use of and symbolized by the
trademarks, the same and the rights of said Assignor to be held and enjoyed by said Assignee for its
own use and enjoyment, and for the use and enjoyment of its successors, assigns, or other legal
representatives, to the end of the term or terms for which the trademark registrations and applications
may be renewed or reissued, as fully and entirely as the same would have been held and enjoyed by
said Assignor if this assignment and sale had not been made, together with all claims for damages
by reason of past infringement of said trademarks and said trademark registrations and applications,
with the right to sue for and collect the same for its own use and behalf, and for the use and behalf

of its successors, assigns, or other legal representatives.




IN TESTIMONY WHEREOF, this assignment has been executed by duly authorized officers
of said Assignor and said Assignee as set forth below:

LY PULITZER. INC (Assignor)
Signature: d

State of Florida )

Name: Lillian McKim Rousseau
) ss

Title: i
Date: (;.\ ‘ ’ C\-)
County of Palm Beach )

On this é , day of Mﬁ_ 1997, before me appeared Lillian McKim
Rousseau, the person who signedhis instru i

t, who acknowledged that she signed it as a free
act on behalf of the identified corporation with authority to do so.

- EYBC 1),

Notary Public

Wy,
\\ O II

.onn.. 6‘
2



SUGARTOWN WORLDWIDE, INC.
(Assignee)
Signature: fr‘ﬂ d W
Name: Sc»-{ A Yiavmunr
Title: 4 Hier Sringiey ﬂ/’ﬁ.-m
Date: 1/2 77/‘)' 7

State of ?A )

) ss
County of Eo‘_??"_("_ )

Onthis 27 day of Juwiaiy | 1997, before me appeared Scetf Aﬁeaum«_-/{ﬁ,

person who signed this instrument, who ac ledged that he/she signed it as a free act on behalf
of the identified corporation with authority to do so.

Seal M ) @(%/{/

Judith A. S8eaumont,
gmm.Twné;‘cm« ou
JHK/PTH/cds {I\DATA\PSHW97STM.ASG) My Commission Expires May 17. 1999
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SCHEDULE A
UsS,
Mark ReE._l&).
THE MINNIE BY LILLY 755,584
THE SNEAKY PETE BY LILLY 755,585
TIGER DESIGN 1,053,657
LILLY PULITZER 1,157,374
LILLY PULITZER 1,880,248
LILLY PULITZER 1,926,195
LILLY PULITZER (Stylized) 1,935,880
BUTTERFLY DESIGN 1,986,364
LILLY PULITZER 1,990,353
BUTTERFLY DESIGN 2,027,497
-&r'k Applin. No.
MINNIEBY LILLY PULITZER &  74/7 19,258
DESIGN
BUTTERFLY DESIGN 74/428,279
LILLY PULITZER 75/100,683

Class

25

25

25

25

42

18,25

18,25

18,25

16, 18, 20, 25
16, 18, 20, 25

Class

25

25
25

Reg. Date

August 27, 1963
August 27, 1963
November 30, 1976
June 9, 1981
February 21, 1995
October 10, 1995
November 14, 1995
July 9, 1996

July 30, 1996
December 31, 1996

Filing Date
August 23, 1995

August 24, 1993
May 7, 1996



