IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
In the Matter of Application No. 78/150180
Published in the Official Gazette on July 22, 2003 at TM 239

X
LACOSTE ALLIGATOR S.A,,
Opposer,
Opposition No.
- against - :
Applicant. :
: 12-08-2003
X UU.3. Patent & TMOfc/TM Mall Rept Dt. #22
To: TTAB
Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3514
NOTICE OF OPPOSITION

Opposer, LACOSTE ALLIGATOR S.A., a corporation organized and existing under the
laws of Switzerland and located and doing business at 8 rue Muzy, CH-1211, Geneva 3,
Switzerland, believes that it will be damaged by the registration of the mark in the above ITU
application and hereby opposes the same.

As grounds for opposition, it is alleged that:

COUNT I - Likely Confusion
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1. Opposer, through a licensee, has, since before the filing date claimed in the ITU
application at issue, used trademarks consisting of designs of a stylized alligator or crocodile on
shirts, pants and various other articles of clothing in the United States and is continuing to do so.
Opposer’s use in the U.S. also pre-dates the first use date, November 5, 2002, claimed in the
opposed application as originally filed. Opposer has obtained federal trademark registrations for
its design marks covering various articles of clothing. These registrations include, among others,
Reg. Nos. 1108987 and 2004314, copies of which are attached hereto.

2. On August 2, 2002, the Applicant filed the application at issue in Class 25 for a
mark consisting of a design of an alligator, crocodile or similar reptile plus some additional
matter. The application originally claimed use anywhere since November 5, 2002 and use in
commerce since January 12, 2003, and was published as a use-based application on July 22,
2003 covering “clothing, namely, pants, shirts, shoes, socks, hats, belts, furs coats and ties.” On
information and belief, the Examining Attorney then learned that the file lacked a specimen of
use. The Examining Attorney then deleted the use basis and caused the application to be
republished for the same goods as an ITU application on November 18, 2003.

3. Applicant’s mark so resembles Opposer’s design marks as to be likely, when
applied to the goods of Applicant, to cause confusion, or to cause mistake, or to deceive, so that
it is unregistrable under Section 2(d) of the Lanham Act.

4. Opposer would be injured by the granting to Applicant of a certificate of
registration for the mark for which registration is sought because that mark, when applied to the
goods of Applicant, would tend to damage Opposer’s goodwill in its trademarks.

5. By reason of the foregoing, Applicant is not entitled to the registration of the

mark sought by its application.
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COUNT 1 - Fraud

6. Applicant’s application as originally filed claimed use of the mark in commerce
for all the goods listed.

7. On information and belief, applicant was not, at the time of filing, using the mark
in commerce for at least some of the goods listed and knew, or should have known, that the
claim of use in the application was false.

8. Accordingly, under the rule stated in the case of Medinol Ltd. v. Neuro Vasx Inc.,

67 USPO 2d 1205 (TTAB 2003), the entire application is invalid on grounds of fraud, and
Opposer is damaged for the same reasons as stated in paragraphs 4 and 5 above.
WHEREFORE, Opposer respectfully prays that this opposition by sustained and the
application for registration be denied. A check for the $300.00 fee for an opposition against an
application in one class is attached.
This notice of opposition is filed in duplicate.
Dated: New York, New York Respectfully submitted,

December 5, 2003
FROSS ZELNICK TEHR
/

& ZISSU, P.C.

By

David Ehrlich
866 United Nations Plaza
New York, New York 10017
(212) 813-5900
Attorney for Opposers
Opposers’ Ref: LCA USA TC 03/06290

cc: Rico D. Seatts
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Int. Cl.: 25
Prior U.S. Cls.: 22 and 39

Reg. No. 2,004,314
Registered Oct. 1, 1996

United States Patent and Trademark Office

TRADEMARK
PRINCIPAL REGISTER

LACOSTE ALLIGATOR S.A. (SWITZERLAND
CORPORATION)

8, RUE MUZY o

1207 GENEVA, SWITZERLAND

FOR: POLO SHIRTS, SWEATSHIRTS, BLOU-

SONS, SHIRTS, PANTS, SHORTS, SKIRTS,"

DRESSES, JOGGING SUITS, SWEATERS,
JACKETS, PARKAS, HEADWEAR, ROBES,

SWIMWEAR, FOOTWEAR, SOCKS, BELTS,
GLOVES, IN CLASS 25 (U.S. CLS. 22 AND 39).
FIRST USE 0-0-1935; IN COMMERCE
0-0-1950. _
OWNER OF U.S. REG. NOS. 1,108,987, 1,866,414
AND OTHERS.

SER. NO. 74-735,966, FILED 9-29-1995.

M. E. BODSON, EXAMINING ATTORNEY
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-I Int. CL 25
Prior U.S. Cl._: 39

11 ' Reg. No. 1,108,987
United States Patent and Trademark Office x e

Registered Dec. 12, 1978

TRADEMARK
Principal Register

‘Lacoste Allizator §.A, (Swiss corporation) For: MEN'S, WOMEN'S AND CHILDREN'S SPORT
S, Champ des Fontaines SHIRTS AND SWEATERS, MEN'S SOCKS, OUTER
- 47.0 Fnbourg, Switzerland, assignee, by mesne assipn. SHURTS. HATS AND CAPS, WOMEN'S AND CHIL-
- ment, of . . DREN'S DKESSES, in CLASS 39 (INT. CL. 25).
The Aliigator Company, Inc. (Delaware corporation) - First use on or prior to Dec, 31, 1958; in commerce on
New York, N.Y. or pr.o: to Beoe. 31, 1938, ’

o Owrer of Reg. Nos. 75,365, B67,953, and others.

Ser. No. 364,539, filed July 7, 1970.
B. A. CHAPMAN, Examiner

REGISTERED FOR A TERM OF 20 YEARS FROM Dec. 12, 1978

Certified to be a true copy of the registmution.
issued by the United States Patent & Trademarn
: Office, which registration is in fuil force .
' and effect. Record title is in  Lacoste
Mt Alligator S, A,, a corp., of

NV 22 1987 Switzfland” )




