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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 
 

    APPLICATION SERIAL NO. 77965144 
 
    MARK: GEORGIO CAPONI  
 

 
          

*77965144*  
    CORRESPONDENT ADDRESS: 
          c/o 3tmc  
          Shark Eyes, Inc.  
          PO Box 1818 
          Rancho Cucamonga CA 91729-1818  
            

  
 
 
GENERAL TRADEMARK INFORMATION: 
http://www.uspto.gov/main/trademarks.htm 
 
 
 

    APPLICANT:   Shark Eyes, Inc.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          N/A          
    CORRESPONDENT E-MAIL ADDRESS:   
           tmregistered@gmail.com 

 

 
 

REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE: 2/17/2011 
 
 
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is denying the request for the reasons stated below.  See 37 C.F.R. 
§2.64(b); TMEP §§715.03(a), 715.04(a).  The requirement(s) and/or refusal(s) made final 
in the Office action dated October 25, 2010 are maintained and continue to be final.  See 
TMEP §§715.03(a), 715.04(a). 
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor 
does it raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied. 
 
Specifically, applicant argues, “Notwithstanding the fact that the surname CAPONI is not 
a distinctive word, Applicant respectfully submits that the Trademark Office regularly 
allows the coexistence of identical or highly similar marks for sunglasses and clothing.  
Below are few of the many examples of third parties’ marks that coexisted without any 
objection from the Trademark Office.”  This argument, however, is not persuasive.  This 
evidence cannot be considered because the applicant has merely submitted a list of 
registrations.  However, the mere submission of a list of registrations or a copy of a 
private company search report does not make such registrations part of the record.  See, 



e.g., In re Dos Padres Inc., 49 USPQ2d 1860, 1861 n.2 (TTAB 1998); In re Broadway 
Chicken Inc., 38 USPQ2d 1559, 1561 n.6 (TTAB 1996).   
 
To make third party registrations part of the record, an applicant must submit copies of 
registrations from USPTO records only.  E.g., In re Ruffin Gaming LLC, 66 USPQ2d 
1924, 1925 n.3 (TTAB 2002); In re Carolina Apparel, 48 USPQ2d 1542, 1543 n.2 
(TTAB 1998); TBMP §1208.02; TMEP §710.03. 
 
Additionally, prior decisions and actions of other trademark examining attorneys in 
registering different marks have little evidentiary value and are not binding upon the 
Office.  TMEP §1207.01(d)(vi).  Each case is decided on its own facts, and each mark 
stands on its own merits.  See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 
177 USPQ 268, 269 (C.C.P.A. 1973); In re Int’l Taste, Inc., 53 USPQ2d 1604, 1606 
(TTAB 2000); In re Sunmarks, Inc., 32 USPQ2d 1470, 1472 (TTAB 1994). 
 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 
(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 

/Colleen Dombrow/ 
Trademark Attorney 
Law Office 101 
Direct Dial: (571) 272-8262 
Facsimile: (571) 273-9101 

 
 
 


