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II.  STATEMENT OF THE ISSUE PRESENTED FOR REVIEW 
 

 Yjgvjgt"vjg"yqtf"ÐKUKKIWON.Ñ yjkej"ku"c"Mqtgcp"yqtf"hqt"Ðjgcfswctvgtu"hqt"pcvkqpcn"urqtvÑ, 

ku"igpgtke"hqt"ÐTesting, analysis and evaluation of the goods and services of others for the purpose of 

certification.Ñ"  

 

III.  STANDARD OF REVIEW 

 Twng"3439"qh"vjg"Vtcfgoctm"Vtkcn"cpf"Crrgcn"Dqctf"uvcvgu"vjcv"Ð]k_p"fgvgtokpkpi"cp"gz"rctvg"

appeal, the Board reviews the appealed decision of the examining attorney to determine if it was correctly 

ocfg0Ñ"" 

 

IV. STATEMENT OF THE CASE 

 A. Course of Proceedings and Disposition by the Examining Attorney 

 The following is a summary of the prosecution of the application at issue: 

Item Date Summary 
Application 3/22/2010 Mark: UNITED STATES KUKKIWON 

Class 042 
Services:  Testing, analysis and evaluation of the goods and services of 
others for the purpose of certification. 
Filing basis:  1(a) 
First use/first use in commerce: 7/15/2005 
Translation: The English translation of KUKKIWON in the mark is 
headquarters for national sport. 
Prior registrations: The applicant claims ownership of U.S. Registration 
Number 3266647. 

Office 
Action 

6/23/2010 Section 2(e)(2) refusal 
Primarily geographically descriptive. 
Inadequate specimen. 

Response to 
Office 
Action 

12/23/2010 Acquired distinctiveness from 5 years of continuous use. 
Provided substitute specimen. 

Office 
Action 

1/13/2011 Ð]V]he applicant amended the application to claim acquired distinctiveness 
wpfgt"Ugevkqp"4*h+"cpf"vjgtgd{"qdxkcvgf"vjg"Ugevkqp"4*g+*4+"tghwucn0Ñ 
ÐVjg"crrnkecpv"cnuq"uwdokvvgf"cp"ceegrvcdng"uwduvkvwvg"urgekogp0Ñ 
New issue raised:  Requiring disclaimer of KUKKIWON because it is 
igpgtke"kp"vjg"eqpvgzv"qh"crrnkecpvÓu"ugtxkegu0 

Response to 
Office 

3/22/2011 Trademark Office failed to meet burden of proof for genericness. 
Headquarters not a generic term, at most merely suggestive. 
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Action If descriptive, then claiming acquired distinctiveness.  
Final Office 
Action 

6/12/2011 KUKKIWON ku"igpgtke"hqt"crrnkecpvÓu"ugtxkegu0 

  

 B. Statement of the Facts 

 Sang Lee was the first U.S. Olympic Head Coach for Taekwondo at the 1988 Seoul Olympic 

Games.  From 1997 to 2004, Mr. Lee served as the President of the U.S. Taekwondo Union (currently 

known as USAT) which is the National Governing Body of Taekwondo in the United States under the 

U.S. Olympic Committee. Mr. Lee has also served on the Board of Directors of the U.S. Olympic 

Committee.  His service has been instrumental to the development of taekwondo in the United States.     

 Mr. Lee offers a service whereby he tesvu"qvjgt"kpfkxkfwcnuÓ"rtqhkekgpe{"ykvj"cpf"mpqyngfig"qh"

the martial art and, if they meet certain strict requirements, he provides them with various levels of master 

certification.  This certification ensures that the master instructor is fully qualified to teach taekwondo.  

The certification also helps the standardization of taekwondo in the United States.  Mr. Lee (or his 

predecessor-in-interest) jcu"dggp"wukpi"vjg"octm"ÐUNITED STATES KUKKIWONÑ"kp"eqppgevkqp"ykvj"

those services since July 2005.   

 In September of 2006, Mr. Lee was assigned a registration for the UNITED STATES 

KUKKIWON mark on the supplemental register (Registration #3266647) for Ðtesting, analysis and 

gxcnwcvkqp"qh"vjg"iqqfu"cpf"ugtxkegu"qh"qvjgtu"hqt"vjg"rwtrqug"qh"egtvkhkecvkqp0Ñ  The original owner of that 

registration was Henry S. Kingwill.   

 In March 2010 Mr. Lee applied to obtain a registration on the principal register based on acquired 

distinctiveness stemming from the five years of continuous use in commerce. 

 Ot0"NggÓu"crrnkecvkqp is now at issue.  As noted above, the examiner initially raised no objection 

to the term KUKKIWON but noted only that UNITED STATES was geographically descriptive.  In 

December of 2010, when Mr. Lee responded to the office action, the mark had been in use for over five 

years0""Vjg"urgekogp"uwdokvvgf"d{"Ot0"Mkpiyknn"*cu"Ot0"NggÓu"rtgfgeguuqt-in-interest) in connection with 

his application was used as evidence of the period of use. 
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 On January 12, 2011, the examiner accepted the prior use as evidence of acquired distinctiveness 

for UNITED STATES, but then entered a further refusal based on his finding that KUKKIWON was 

generic for crrnkecpvÓu"iqqfu"cpf"ugtxkegu"cpf"uggmkpi"c"fkuenckogt"qh"vjcv"yqtf0 

 Applicant responded in March of 2011.  The examiner issued a final refusal on June 12, 2011.  

 

V. SUMMARY OF ARGUMENTS 

 A.  The trademark office examiner erred when he ruled that the term KUKKIWON is a 

igpgtke"vgto"hqt"crrnkecpvÓu"ugtxkegu and failed to meet the burden of proof for 

genericness. 

 B.  The word KUKKIWON is at most suggestive of the services and has acquired 

distinctiveness through 5 years of continuous use in commerce. 

 

VI.  ARGUMENT  

A. Trademark Office Failed to Meet Its Burden of Proof for Genericness 

 According to the Trademark Manual of Examining Procedure, in order to determine that a mark is 

generic, the Trademark Office must first state the genus of the goods and services and then the Trademark 

Office bears the burden of proving that the term sought to be registered is understood by the relevant 

public primarily to refer to that genus of goods and services.  (TMEP 1209.01(c)(i))   The case law in this 

area requires that the Trademark Office provide a record of evidence to demonstrate genericness. 

 Vjg"Hgfgtcn"Ektewkv"hqwpf"vjcv"vjg"Vtcfgoctm"Qhhkeg"jcf"Ðpq"tgeqtf"gxkfgpeg"vjcv"vjg"tgngxcpv"

public refers to the class of shop-at-jqog"vgngrjqpg"ocvvtguu"tgvckngtu"cu"Ò3-888-M-A-T-R-E-S-

U0ÓÑ""""In re Dial-A-Mattress Operating Corporation, 240 F.3d 1341, 1346 (Fed. Cir. 2001).   

 In vacating and remanding, the Federal Circuit made a point of noting the administrative 

vtcfgoctm"lwfigÓu"hkpfkpi"vjcv"Ðvjg"Gzcokpkpi"Cvvqtpg{"0"0"0 failed to make of record any 

evidence whatsoever demonstrating that the unitary phrase SOCIETY FOR REPRODUCTIVE 
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OGFKEKPG"jcu"dggp"wugf"kp"c"igpgtke"ugpug0Ñ"""In re The American Fertility Society, 188 F.3d 

1341, 1348 (Fed. Cir. 1999). 

 The Federal Circuit fqwpf"vjcv"Ðvjg"tgeqtf"fqgu"pqv"ujqy"uwduvcpvkcn"gxkfgpeg"vjcv"

ÒUVGGNDWKNFKPI.Ó"kp"eqooqp"wucig."ku"c"eqorqwpf"yqtf"vq"ogcp"gkvjgt"Ðuvggn"dwknfkpiÑ"qt"

Ðuvggn"dwknfkpiu0Ñ""In re Steelbuilding.com, 415 F.3d 1293, 1298 (Fed. Cir. 2005). 

 The Federal Circuit also found that CASH MANAGEMENT ACCOUNT was not generic as 

dgkpi"wugf"d{"Ogttknn"N{pej"cpf"uvcvgf"vjcv"Ðdgecwug"vjg"Rcvgpv"cpf"Vtcfgoctm"Qhhkeg"hckngf"vq"

uwuvckp"kvu"dwtfgp"qh"ujqykpi"vjcv"crrgnncpvÓu"rtqrqugf"vtcfgoctm"ku"igpgtke."yg"jqnf"vjcv"vjg"

factual determination by the Board, finding that the term CASH MANAGEMENT ACCOUNT as 

wugf"d{"crrgnncpv"ku"igpgtke."ku"engctn{"gttqpgqwu0Ñ"In re Merrill Lynch, Pierce, Fenner, and 

Smith, Inc., 828 F.2d 1567,1571 (Fed. Cir. 1987). 

 The Federal Circuit also found that the mark FIRE CHIEF is not generic as used for a magazine 

devoted to fire fighting.  The H. Marvin Ginn Corporation v. The International Association of 

Fire Chiefs, Inc., 782 F.2d 987 (Fed. Cir. 1986). 

 None of the materials provided by the Trademark Office show that the term KUKKIWON or its 

vtcpuncvkqp"Ðjgcfswctvgtu"hqt"pcvkqpcn"urqtvuÑ"ogcpu"Ðvguvkpi."cpcn{uku"cpf"gxcnwcvkqp"qh"vjg"iqqfu"cpf"

ugtxkegu"qh"qvjgtu"hqt"vjg"rwtrqug"qh"egtvkhkecvkqpÑ"cpf"pqpg"qh"those materials shows that the relevant 

public refers to or would understand the term to refer to the class of providing testing certification as 

KUKKIWON.    Rather, the materials provided by the Trademark Office show only that the word 

KUKKIWON is used as a term in connection with martial arts under some unrelated circumstances.  The 

examiner appears to have performed an internet search using the Google search engine and concluded that 

because the word KUKKIWON is used by people in the martial arts field, that it is generic for Ðvguvkpi."

analysis and evalwcvkqp"qh"vjg"iqqfu"cpf"ugtxkegu"qh"qvjgtu"hqt"vjg"rwtrqug"qh"egtvkhkecvkqpÑ.  The 

examiner did not make any attempt to determine whether the uses on the various websites refer to Mr. 

NggÓu genus of goods and services.   
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 Further, none of the materials provided by the Trademark Office contains a dictionary definition 

of the word KUKKIWON.   See, e.g., American Fertility Society at 1346-1347 for references to the 

expectation of providing a dictionary definition.    

 In addition, the Trademark Office cannot look at the word KUKKIWON on its own but must look 

to the phrase as a whole.  The Trademark Office provided no evidence that the phrase UNITED STATES 

MWMMKYQP"ku"wpfgtuvqqf"d{"vjg"igpgtcn"rwdnke"cu"vjg"igpgtke"rjtcug"hqt"crrnkecpvÓu"vguvkpi"cpf"

certification services.  See, e.g., American Fertility Society at 1348 Î 1349. 

 

B. Headquarters Not a Generic Term  

 Engctn{."ÐjgcfswctvgtuÑ"ku"pqv"c"igpgtke"vgto"kp"cnn"kpuvcpegu"cu"kv"ku"eqpvckpgf"kp"qxgt"422"

registrations that have been issued and in only eight of vjqug"ycu"vjg"vgto"ÐjgcfswctvgtuÑ"fkuenckogf0" 

Vjg"gzcokpgt"uwdokvvgf"pq"gxkfgpeg"vjcv"vjg"vgto"ÐjgcfswctvgtuÑ"ku"igpgtke"hqt"crrnkecpvÓu"ugtxkegu"cpf"

vjgtgd{"hckngf"vq"oggv"vjg"Vtcfgoctm"QhhkegÓu"dwtfgp"qh"rtqqh"hqt"igpgtkepguu0" 

 

C. Acquired Distinctiveness 

  Applicant is the owner of U.S. Registration No. 3266647 on the Supplemental Register.  

Although marks registered on the Supplemental Register are not prima facie evidence under Trademark 

Rule 2.41(b), that registration is based on the Amendment to Allege Use that showed use in commerce 

commencing in July of 2005.  That amendment is prima facie evidence of use for the required five-year 

period.  See Section 2(f) of the Trademark Act and also 37 C.F.R. § 2.41(b) (2000). 

 Kp"vjg"eqpvgzv"qh"crrnkecpvÓu"iqods and services, the term KUKKIWON is, at most, suggestive.  

Vjg"octm"WPKVGF"UVCVGU"MWMMKYQP"jcu"dgeqog"fkuvkpevkxg"qh"vjg"ugtxkegu"vjtqwij"vjg"crrnkecpvÓu"

substantially exclusive and continuous use of the mark in commerce for at least five years.   While the 

Trademark Office has found use of the word KUUKIWON on the internet as having a generic meaning, 

applicant has shown vjcv"vjg"wug"qh"vjg"yqtf"kp"vjg"eqpvgzv"qh"crrnkecpvÓu"octm"cpf"ugtxkegu"ku"

substantially exclusive in the United States.  Applicant dqgu"pqv"ctiwg"vjcv"MWMMKYQP"fqgupÓv"jcxg"c"
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generic meaning, it argues only that the generic meaning is not understood by the relevant public 

primarily to refer to crrnkecpvÓu"ienus of services    

 The fact that applicant disclaimed KUKKIWON in Registration No. 3266647 is neither evidence 

as to alleged genericness, nor does it preclude subsequent registration of the UNITED STATES 

KUKKIWON mark on the Principal Register based on acquired distinctiveness under 2(f).  15 U.S.C. 

§1056(b) expressly provkfgu"vjcv"Ð]p_q"fkuenckogt"000"ujcnn"rtglwfkeg"qt"chhgev"vjg"crrnkecpvÓu"qt"

tgikuvtcpvÓu"tkijvu"vjgp"gzkuvkpi"qt"vjgtgchvgt"ctkukpi"kp"vjg"fkuenckogf"ocvvgt."qt"jku"tkijv"qh"tgikuvtcvkqp"qp"

another application if the disclaimed matter be or shall have become distinctive of his goods or services.Ñ  

Quaker Oil Corp. v. Quaker State Oil Refining Corp., 161 U.S.P.Q. 547 (TTAB 1969), chhÓf."453 F.2d 

1296, 172 U.S.P.Q. 361 (C.C.P.A. 1972); Victor Tool & Machine Corp. v. Sun Control Awnings, Inc., 

299 F. Supp. 868, 162 U.S.P.Q. 389 (E.D. Mich. 1968), chhÓf."411 F.2d 792, 162 U.S.P.Q. 387 (6th Cir. 

1969).  

 The five years of use through the existing Supplemental Register registration is additionally 

supported by the declaration dated March 22, 2010, which is attachef"vq"crrnkecpvÓu"tgurqpug"vq"qhhkeg"

action. 

 

VII. CONCLUSION 

 The Trademark Office has failed to prove that the relevant public understands UNITED STATES 

KUKKIWON primarily to refer generically to testing and certification services.  The mark UNITED 

STATES KUKKIWON has acquired distinctiveness through more than five years of exclusive and 

continuous use of the mark in commerce. 

 For those reasons, applicant believes that the registration should issue on the principal register 

without the requested disclaimer. 

 

 Respectfully submitted this 21st day of November, 2011.    


