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Responsive to the Final Office action dated March 28, 2012, applicant requests reconsideration of the
merely-descriptiveness refusal under 15 U.S.C. § 1052(e)(1); TMEP § 1209 et seq. stating that the mark
DROPLET DIGITAL PCR is merely descriptive of its goods/services. Contemporaneously with this
Request, applicant is also filing a Notice of Appeal. For reasons discussed immediately below, applicant
continues its traversing of that refusal, requests withdrawal of it, allowance of the application, and
forwarding of it to publication.

For reasons stated below, DROPLET DIGITAL PCR is at least suggestive of applicant’s
goods/services. Under the pertinent standard of proof, and in contrast to the Examining attorney’s
hindsight construction and combination of the two word components of applicant’s composite mark,
there is certainly at least doubt as to whether DROPLET DIGITAL PCR merely describes applicant’s
goods/services, which, as the Examining Attorney noted, are goods in Classes 1, 5, 9, and 10, as well as
services in Class 42. Generally speaking, those goods/services are nucleic-acid-related reagents, kits,
instruments, and analyzing services. For purposes of the remainder of these remarks, applicant will refer
to its goods/services as “nucleic-acid-related goods/services.”

The TTAB has ruled that in ex parte cases all doubt as to whether a mark is merely descriptive or
suggestive is to be resolved in favor of the applicant. In re Remacle, 66 USPQ2d 1222, 1224 (TTAB
2003). Further, for a mark to be “merely descriptive” of the goods/services for which it is used, the
Federal Circuit and the TTAB has ruled that the mark must immediately remind consumers of those
goods/services. See In re Gyulay, 820 F.2d 1216 (Fed. Cir. 1987); In re Remacle, 66 USPQ2d 1222,
1224 (TTAB 2003) [emphasis added].

Rather than being merely descriptive, DROPLET DIGITAL PCR is at least suggestive of “nucleic-acid-
related goods/services.” Consumers must exercise multistep reasoning to understand that DROPLET
DIGITAL PCR somehow suggests “nucleic-acid-related goods/services.” According to the TTAB, the
exercise of multistep reasoning or “mental gymnastics” is indicative of a mark's suggestiveness. Airco,
Inc. v. Air Products & Chemicals, Inc., 196 USPQ 832, 835 (TTAB 1977); In re Crocker National Bank,
223 USPQ 152 (TTAB 1984); In re Eden Foods, Inc., 24 USPQ2d 1757 (TTAB 1992). Others decisions
have noted that a mark is suggestive when it requires some thought before understanding the
relationship between the mark and the goods. See, Abercrombie & Fitch Co. v. Hunting World, Inc.,
537 F.2d 4, 11, 189 USPQ 759, 765 (2nd Cir. 1976); In re Colonial Refining and Chemical Company,



196 USPQ 46 (TTAB 1977); Rodeo Collection, Ltd. v. West Seventh, 812 F.2d 1215, 2 USPQ.2d 1204,
1206 (9th Cir. 1987); Japan Telecom Am., Inc., 287 F.3d 866 (9th Cir. 2002).

In the present case, consumers will be required to use some amount of thought to understand the
relationship between applicant’s composite mark and its nucleic-acid-related goods/services. As
explained in more detail below, there are at least three legally recognized indications that DROPLET
DIGITAL PCR is at least suggestive of “nucleic-acid-related goods/services.” First, consumers will
have to think because the mark consists of a phrase that is unfamiliar with respect to “nucleic-acid-
related goods/services.” Second, consumers must exercise multi-step reasoning to understand that
DROPLET DIGITAL PCR somehow suggests “nucleic-acid-related goods/services” because
DROPLET DIGITAL PCR is capable of connoting various meanings in addition to the suggestion of
applicant’s nucleic-acid-related goods/services. Third, DROPLET DIGITAL PCR is at least suggestive
of “nucleic-acid-related goods/services” because it includes alliterative imagery from the repeating “d”
sound and look associated with the DROPLET DIGITAL component of applicant’s composite mark. In
addition, applicant’s composite mark has an incongruous feature because the concept of a droplet is not
easily combined with the concept of digital and PCR. Further, applicant disagrees with the Examining
attorney that applicant’s agreement to disclaim rights in the DIGITAL word component and the PCR
word component of its composite mark somehow amounts to a concession that “this wording is
descriptive of the goods [sic] and services.”

In the Final Office action, the Examining attorney summarily dismissed the above arguments by
referring to dictionary definitions of “droplet,” “digital,” and “PCR.” That construction and
combination of three dictionary definitions misses the marketplace-based analysis required in the legal
determination of whether DROPLET DIGITAL PCR merely describes nucleic-acid-related
goods/services. In the marketplace, pertinent consumers will not perform the analytical process
described by the Examining attorney at p. 3 of the Final Office action.

Rather, when they encounter applicant’s mark in the marketplace, pertinent consumers will have to
think about how the words DROPLET, DIGITAL and PCR could have a relationship. It will only be
after a certain amount of thought that pertinent consumers will understand the relationship between
DROPLET DIGITAL PCR and nucleic-acid-related goods/services.

The Examining attorney’s own analysis shows that thought is required for consumers to understand the
relationship between applicant’s mark and its goods/services. See p. 3 of the Final Office action, where
the Examining attorney uses dictionary definitions and references to applicant’s website. All of those
activities would involve a thought process followed by pertinent consumers. Under the standard of In re
Remacle, that thought process means that applicant’s mark is at least suggestive of its nucleic-acid-
related goods/services.

Referring again to the above-summarized three bases for the distinctiveness of applicant’s mark, the
first indication, the registrability of unfamiliar phrases, applicant again directs the Examining
Attorney’s attention to a prior decision of the U.S. Court of Customs and Patent Appeals (“CCPA”)
which held that “AUTOMATIC RADIO” was not merely descriptive of radio receivers that included
an automatic-volume-control feature. Application of Automatic Radio Mfg. Co., 160 USPQ 233, 235-
236 (CCPA 1969). In reaching its decision, the Automatic Radio court reversed the TTAB’s prior
decision affirming the Examiner’s rejection. The Automatic Radio court noted that the TTAB based its
decision on (1) the contention that radios often contain many self-acting or self-regulating mechanisms,
and (2) the dictionary definition of “automatic.” The court noted that the Patent and Trademark Office
never showed one instance of a radio known as an “automatic radio.” The court stated: “The record
here does not show that anyone anywhere calls any radios “automatic radio” in a descriptive sense.”



Automatic Radio, 160 USPQ at 235-236.

Similarly instructive is Firestone Tire & Rubber Co. v. Goodyear Tire & Rubber Co., which held that
“BIASTEEL” was not merely descriptive of tires having a steel cord or belt under the tread arranged at
a bias. 1976 CCPA LEXIS 175, 5-3 (C.C.P.A. 1976). It was the opposer’s contention that it is natural
and obvious to use the words “bias” and “steel” in conjunction with each other to describe the
construction of a tire. Nevertheless, the record was devoid of evidence that the opposer or anyone else
had used the words “bias” and “steel” together to describe tires.

In view of the lack of evidence supporting the opposer’s contention, the Firestone Tire & Rubber Co.
court concluded that to use a phrase such as “bias steel” or “biased steel” to describe a characteristic of
a tire was neither natural nor obvious and, further, such a lack of evidence is at least some indication
that the proposed trademark is not merely descriptive. Firestone Tire & Rubber Co. v. Goodyear Tire &
Rubber Co., 1976 CCPA LEXIS 175 (C.C.P.A. 1976).

Here, as in Automatic Radio, the Examining Attorney based her decision in part on the dictionary
definition of “droplet,” “digital,” and “PCR.” However, none of those definitions describe applicant’s
“nucleic-acid-related goods/services,” and in no way supports the contention applicant’s composite
mark is merely descriptive. Applicant’s website references support applicant’s distinctiveness
argument rather than support the Examining attorney’s final refusal.

Furthermore, as in Automatic Radio and Firestone Tire & Rubber Co., the Examining Attorney has
presented absolutely no evidence of “DROPLET DIGITAL PCR” being used to describe “nucleic-
acid-related goods/services.” Of the at least billions of records available via the Internet, the Examining
Attorney has not presented even one descriptive use for applicant’s nucleic-acid-related goods/services.
Based upon the Office action, it appears that the Examining Attorney only found reference to
applicant’s composite mark when it performed an internet search. In view of pertinent case law
summarized above, this lack of evidence suggests the at least suggestive nature of the applicant’s
proposed mark.

A second indication that consumers must exercise multistep reasoning to understand that DROPLET
DIGITAL PCR somehow suggests “nucleic-acid-related goods/services” is that DROPLET DIGITAL
PCR is capable of connoting various meanings in addition to applicant’s nucleic-acid-related
goods/services.

For example, pertinent consumers may think that applicant’s composite mark refers to a dropper pipette
that has a manual feature. As to the PCR acronym, pertinent consumers would be as likely to think of
the website www.pcr.com, as they would of the Examining attorney’s chosen definition. At
www.pcr.com, there is the following description:

Leading-edge solutions for communications and technology management

A considerable track record. An unwavering dedication to technological advancement.
The utmost in customer care. These are the hallmarks of Professional Computing
Resources, Inc. [emphasis added].

PCR [emphasis added] provides an Enterprise-level management tool that tracks,
manages, and bills – assets, people, operations and workflow. Our COMIT software
moves seamlessly between applications; is simple to use; makes users and companies
more efficient; and gives better visibility into company operations.



Finally, DROPLET DIGITAL PCR is at least suggestive of “ nucleic-acid-related goods/services”
because it has alliterative imagery and an incongruous feature. The alliterative imagery is due to the
repetitious “d” sound and look associated with the DROPLET DIGITAL word components. The
incongruous feature is due to the unusual combination of the concepts “droplet,” “digital” and “PCR.”
Alliteration and incongruity are accepted guideposts in the set of legal principles for discriminating
suggestive marks from descriptive ones. In re Shutts,1983 TTAB LEXIS 150 (TTAB 1983).

An example of pertinent case law regarding incongruity is In re Shutts, in which the TTAB reversed the
Examining Attorney and held that the mark “SNO-RAKE” was not merely descriptive for “a snow
removal hand tool having a handle with a snow-removing head at one end, the head being of solid
uninterrupted construction without prongs.” 1983 TTAB LEXIS 150 (TTAB 1983). In drawing the
distinction between descriptiveness and suggestiveness the In re Shutts court explained:

The concept of mere descriptiveness, it seems to us, must relate to general and readily
recognizable word formulations and meanings, either in a popular or technical usage
context, and should not penalize coinage of hitherto unused and somewhat incongruous
word combinations whose import would not be grasped without some measure of
imagination and “mental pause.” Id.

Like “SNO-RAKE,” DROPLET DIGITAL PCR is not a general or readily recognizable word
formulation for applicant’s “ nucleic-acid-related goods/services.” As noted earlier, the Office Action
is devoid of any evidence of use of DROPLET DIGITAL PCR for “ nucleic-acid-related goods/services,
” therefore it is not a general word formulation for those goods/services. Further, applicant’s proposed
mark is alliterative and has an incongruous word combination requiring a “mental pause” because of
the incongruous ideas of droplet, digital and PCR. Following the cited, pertinent case law, DROPLET
DIGITAL PCR is at least suggestive of “ nucleic-acid-related goods/services.”

Based upon the thought required to understand the suggestive feature of applicant’s composite word
mark, there is certainly doubt as to whether DROPLET DIGITAL PCR is merely descriptive or
suggestive, and that such doubt should be resolved in applicant's favor.

Accordingly, applicant respectfully requests reconsideration and forwarding of the application to
publication for the purposes of opposition. If there are any questions regarding this matter, please
telephone the undersigned.
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To the Commissioner for Trademarks:

Application serial no. 77944233 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Responsive to the Final Office action dated March 28, 2012, applicant requests reconsideration of the
merely-descriptiveness refusal under 15 U.S.C. § 1052(e)(1); TMEP § 1209 et seq. stating that the mark
DROPLET DIGITAL PCR is merely descriptive of its goods/services. Contemporaneously with this
Request, applicant is also filing a Notice of Appeal. For reasons discussed immediately below, applicant
continues its traversing of that refusal, requests withdrawal of it, allowance of the application, and
forwarding of it to publication.

For reasons stated below, DROPLET DIGITAL PCR is at least suggestive of applicant’s goods/services.
Under the pertinent standard of proof, and in contrast to the Examining attorney’s hindsight construction
and combination of the two word components of applicant’s composite mark, there is certainly at least
doubt as to whether DROPLET DIGITAL PCR merely describes applicant’s goods/services, which, as
the Examining Attorney noted, are goods in Classes 1, 5, 9, and 10, as well as services in Class 42.
Generally speaking, those goods/services are nucleic-acid-related reagents, kits, instruments, and
analyzing services. For purposes of the remainder of these remarks, applicant will refer to its
goods/services as “nucleic-acid-related goods/services.”

The TTAB has ruled that in ex parte cases all doubt as to whether a mark is merely descriptive or
suggestive is to be resolved in favor of the applicant. In re Remacle, 66 USPQ2d 1222, 1224 (TTAB
2003). Further, for a mark to be “merely descriptive” of the goods/services for which it is used, the
Federal Circuit and the TTAB has ruled that the mark must immediately remind consumers of those
goods/services. See In re Gyulay, 820 F.2d 1216 (Fed. Cir. 1987); In re Remacle, 66 USPQ2d 1222, 1224
(TTAB 2003) [emphasis added].

Rather than being merely descriptive, DROPLET DIGITAL PCR is at least suggestive of “nucleic-acid-
related goods/services.” Consumers must exercise multistep reasoning to understand that DROPLET
DIGITAL PCR somehow suggests “nucleic-acid-related goods/services.” According to the TTAB, the
exercise of multistep reasoning or “mental gymnastics” is indicative of a mark's suggestiveness. Airco,



Inc. v. Air Products & Chemicals, Inc., 196 USPQ 832, 835 (TTAB 1977); In re Crocker National Bank,
223 USPQ 152 (TTAB 1984); In re Eden Foods, Inc., 24 USPQ2d 1757 (TTAB 1992). Others decisions
have noted that a mark is suggestive when it requires some thought before understanding the relationship
between the mark and the goods. See, Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 11,
189 USPQ 759, 765 (2nd Cir. 1976); In re Colonial Refining and Chemical Company, 196 USPQ 46
(TTAB 1977); Rodeo Collection, Ltd. v. West Seventh, 812 F.2d 1215, 2 USPQ.2d 1204, 1206 (9th Cir.
1987); Japan Telecom Am., Inc., 287 F.3d 866 (9th Cir. 2002).

In the present case, consumers will be required to use some amount of thought to understand the
relationship between applicant’s composite mark and its nucleic-acid-related goods/services. As
explained in more detail below, there are at least three legally recognized indications that DROPLET
DIGITAL PCR is at least suggestive of “nucleic-acid-related goods/services.” First, consumers will have
to think because the mark consists of a phrase that is unfamiliar with respect to “nucleic-acid-related
goods/services.” Second, consumers must exercise multi-step reasoning to understand that DROPLET
DIGITAL PCR somehow suggests “nucleic-acid-related goods/services” because DROPLET DIGITAL
PCR is capable of connoting various meanings in addition to the suggestion of applicant’s nucleic-acid-
related goods/services. Third, DROPLET DIGITAL PCR is at least suggestive of “nucleic-acid-related
goods/services” because it includes alliterative imagery from the repeating “d” sound and look associated
with the DROPLET DIGITAL component of applicant’s composite mark. In addition, applicant’s
composite mark has an incongruous feature because the concept of a droplet is not easily combined with
the concept of digital and PCR. Further, applicant disagrees with the Examining attorney that applicant’s
agreement to disclaim rights in the DIGITAL word component and the PCR word component of its
composite mark somehow amounts to a concession that “this wording is descriptive of the goods [sic] and
services.”

In the Final Office action, the Examining attorney summarily dismissed the above arguments by referring
to dictionary definitions of “droplet,” “digital,” and “PCR.” That construction and combination of three
dictionary definitions misses the marketplace-based analysis required in the legal determination of
whether DROPLET DIGITAL PCR merely describes nucleic-acid-related goods/services. In the
marketplace, pertinent consumers will not perform the analytical process described by the Examining
attorney at p. 3 of the Final Office action.

Rather, when they encounter applicant’s mark in the marketplace, pertinent consumers will have to think
about how the words DROPLET, DIGITAL and PCR could have a relationship. It will only be after a
certain amount of thought that pertinent consumers will understand the relationship between DROPLET
DIGITAL PCR and nucleic-acid-related goods/services.

The Examining attorney’s own analysis shows that thought is required for consumers to understand the
relationship between applicant’s mark and its goods/services. See p. 3 of the Final Office action, where
the Examining attorney uses dictionary definitions and references to applicant’s website. All of those
activities would involve a thought process followed by pertinent consumers. Under the standard of In re
Remacle, that thought process means that applicant’s mark is at least suggestive of its nucleic-acid-related
goods/services.

Referring again to the above-summarized three bases for the distinctiveness of applicant’s mark, the first
indication, the registrability of unfamiliar phrases, applicant again directs the Examining Attorney’s
attention to a prior decision of the U.S. Court of Customs and Patent Appeals (“CCPA”) which held that
“AUTOMATIC RADIO” was not merely descriptive of radio receivers that included an automatic-
volume-control feature. Application of Automatic Radio Mfg. Co., 160 USPQ 233, 235-236 (CCPA
1969). In reaching its decision, the Automatic Radio court reversed the TTAB’s prior decision affirming



the Examiner’s rejection. The Automatic Radio court noted that the TTAB based its decision on (1) the
contention that radios often contain many self-acting or self-regulating mechanisms, and (2) the dictionary
definition of “automatic.” The court noted that the Patent and Trademark Office never showed one
instance of a radio known as an “automatic radio.” The court stated: “The record here does not show that
anyone anywhere calls any radios “automatic radio” in a descriptive sense.” Automatic Radio, 160 USPQ
at 235-236.

Similarly instructive is Firestone Tire & Rubber Co. v. Goodyear Tire & Rubber Co., which held that
“BIASTEEL” was not merely descriptive of tires having a steel cord or belt under the tread arranged at a
bias. 1976 CCPA LEXIS 175, 5-3 (C.C.P.A. 1976). It was the opposer’s contention that it is natural and
obvious to use the words “bias” and “steel” in conjunction with each other to describe the construction of
a tire. Nevertheless, the record was devoid of evidence that the opposer or anyone else had used the words
“bias” and “steel” together to describe tires.

In view of the lack of evidence supporting the opposer’s contention, the Firestone Tire & Rubber Co.
court concluded that to use a phrase such as “bias steel” or “biased steel” to describe a characteristic of a
tire was neither natural nor obvious and, further, such a lack of evidence is at least some indication that the
proposed trademark is not merely descriptive. Firestone Tire & Rubber Co. v. Goodyear Tire & Rubber
Co., 1976 CCPA LEXIS 175 (C.C.P.A. 1976).

Here, as in Automatic Radio, the Examining Attorney based her decision in part on the dictionary
definition of “droplet,” “digital,” and “PCR.” However, none of those definitions describe applicant’s
“nucleic-acid-related goods/services,” and in no way supports the contention applicant’s composite mark
is merely descriptive. Applicant’s website references support applicant’s distinctiveness argument rather
than support the Examining attorney’s final refusal.

Furthermore, as in Automatic Radio and Firestone Tire & Rubber Co., the Examining Attorney has
presented absolutely no evidence of “DROPLET DIGITAL PCR” being used to describe “nucleic-acid-
related goods/services.” Of the at least billions of records available via the Internet, the Examining
Attorney has not presented even one descriptive use for applicant’s nucleic-acid-related goods/services.
Based upon the Office action, it appears that the Examining Attorney only found reference to applicant’s
composite mark when it performed an internet search. In view of pertinent case law summarized above,
this lack of evidence suggests the at least suggestive nature of the applicant’s proposed mark.

A second indication that consumers must exercise multistep reasoning to understand that DROPLET
DIGITAL PCR somehow suggests “nucleic-acid-related goods/services” is that DROPLET DIGITAL
PCR is capable of connoting various meanings in addition to applicant’s nucleic-acid-related
goods/services.

For example, pertinent consumers may think that applicant’s composite mark refers to a dropper pipette
that has a manual feature. As to the PCR acronym, pertinent consumers would be as likely to think of the
website www.pcr.com, as they would of the Examining attorney’s chosen definition. At www.pcr.com,
there is the following description:

Leading-edge solutions for communications and technology management

A considerable track record. An unwavering dedication to technological advancement.
The utmost in customer care. These are the hallmarks of Professional Computing
Resources, Inc. [emphasis added].

PCR [emphasis added] provides an Enterprise-level management tool that tracks,



manages, and bills – assets, people, operations and workflow. Our COMIT software
moves seamlessly between applications; is simple to use; makes users and companies
more efficient; and gives better visibility into company operations.

Finally, DROPLET DIGITAL PCR is at least suggestive of “ nucleic-acid-related goods/services” because
it has alliterative imagery and an incongruous feature. The alliterative imagery is due to the repetitious
“d” sound and look associated with the DROPLET DIGITAL word components. The incongruous feature
is due to the unusual combination of the concepts “droplet,” “digital” and “PCR.” Alliteration and
incongruity are accepted guideposts in the set of legal principles for discriminating suggestive marks from
descriptive ones. In re Shutts,1983 TTAB LEXIS 150 (TTAB 1983).

An example of pertinent case law regarding incongruity is In re Shutts, in which the TTAB reversed the
Examining Attorney and held that the mark “SNO-RAKE” was not merely descriptive for “a snow
removal hand tool having a handle with a snow-removing head at one end, the head being of solid
uninterrupted construction without prongs.” 1983 TTAB LEXIS 150 (TTAB 1983). In drawing the
distinction between descriptiveness and suggestiveness the In re Shutts court explained:

The concept of mere descriptiveness, it seems to us, must relate to general and readily
recognizable word formulations and meanings, either in a popular or technical usage
context, and should not penalize coinage of hitherto unused and somewhat incongruous
word combinations whose import would not be grasped without some measure of
imagination and “mental pause.” Id.

Like “SNO-RAKE,” DROPLET DIGITAL PCR is not a general or readily recognizable word
formulation for applicant’s “ nucleic-acid-related goods/services.” As noted earlier, the Office Action is
devoid of any evidence of use of DROPLET DIGITAL PCR for “ nucleic-acid-related goods/services,”
therefore it is not a general word formulation for those goods/services. Further, applicant’s proposed mark
is alliterative and has an incongruous word combination requiring a “mental pause” because of the
incongruous ideas of droplet, digital and PCR. Following the cited, pertinent case law, DROPLET
DIGITAL PCR is at least suggestive of “ nucleic-acid-related goods/services.”

Based upon the thought required to understand the suggestive feature of applicant’s composite word
mark, there is certainly doubt as to whether DROPLET DIGITAL PCR is merely descriptive or
suggestive, and that such doubt should be resolved in applicant's favor.

Accordingly, applicant respectfully requests reconsideration and forwarding of the application to
publication for the purposes of opposition. If there are any questions regarding this matter, please
telephone the undersigned.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /James R. Abney/     Date: 09/28/2012
Signatory's Name: James R. Abney
Signatory's Position: Attorney of record, Oregon bar member

Signatory's Phone Number: (503) 224-6655

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the



highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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