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This correspondence is being sent responsive to the Office Action dated January 7, 2011 in the above-
referenced matter.
REFUSAL UNDER SECTION 2(D)

The issue is not whether the actual goods are likely to be confused but, rather, whether there is a
likelihood of confusion as to the source of the goods. In re Shell Oil Co., 992 F.2d 1204, 1208, 26
USPQ2d 1687, 1690 (Fed. Cir. 1993), and cases cited therein. Each case must be decided on its own
facts. Applicant respectfully submits that the facts presented herewith indicate that there is no likelihood
of confusion as to the source of the goods.

The Court of Appeals for the Federal Circuit has provided that the basic principle in determining
confusion between marks is that marks must be compared in their entireties and must be considered in
connection with the particular goods or services for which they are used. It follows from that principle
that likelihood of confusion cannot be predicated on dissection of a mark, that is, on only part of a mark.
On the other hand, in articulating reasons for reaching a conclusion on the issue of confusion, there is
nothing improper in stating that, for rational reasons, more or less weight has been given to a particular
feature of a mark, provided the ultimate conclusion rests on consideration of the marks in their

entireties.

In In re E. 1. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), the Court of
Customs and Patent Appeals discussed the factors relevant to a determination of likelihood of
confusion. The issue of likelihood of confusion typically revolves around the similarity or dissimilarity
of the marks and the relatedness of the goods or services, however other factors listed in du Pont should
also be considered as relevant evidence is provided herewith and contained in the record. See In re
Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003) (“Not all of the

DuPont factors may be relevant or of equal weight in a given case, and ‘any one of the factors may




control a particular case,”” quoting In re Dixie Restaurants, Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d
1531, 1533 (Fed. Cir. 1997)).

Dissimilarity of the Marks
Under In re E. 1. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A.

1973), the first factor requires examination of “the similarity or dissimilarity of the marks in their

entireties as to appearance, sound, connotation and commercial impression.” The test of likelihood of
confusion is not whether the marks can be distinguished when subjected to a side-by-side comparison,
but whether the marks are sufficiently similar that there is a likelihood of confusion as to the source of
the goods or services. When considering the similarity of the marks, “[a]ll relevant facts pertaining to
appearance, sound, and connotation must be considered before similarity as to one or more of those
factors may be sufficient to support a finding that the marks are similar or dissimilar.” Recot, Inc. v.
M.C. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000). In evaluating the
similarities between marks, the emphasis must be on the recollection of the average purchaser who
normally retains a general, rather than specific, impression of trademarks. Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106, 108 (TTAB 1975).

In the newspaper industry, paper newspapers and electronic newspapers are commonly sought and
relied upon based upon the source of newspapers, and that source is typically based upon a geographic
identifier. Examples of such include newspapers that are provided under the mark HUNTERDON
OBSERVER (US Registration No. 3571003 — Hunterdon being a county in New Jersey), THE
CHARLOTTE OBSERVER (US Registration No. 2674218 — Charlotte being a city in North Carolina),
Bushwick Observer (US Registration No. 3751826), THE SAN ANTONIO OBSERVER (US
Registration No. 3722072 — San Antonio being a city in Texas), DALLAS OBSERVER (US
Registration No. 2263300 — Dallas being a city in Texas), and THE NEW YORK OBSERVER (US
Registration No. 1465450). The registration of THE SAN ANTONIO OBSERVER and the DALLAS
OBSERVER show that even multiple newspapers provided under “observer” marks can still be
distinguished as to their source due to the inclusion of graphical identifiers, namely “San Antonio” and
“Dallas”.

In the present case, Applicant’s mark is dissimilar to the cited mark as to appearance since Applicant’s

mark does not include the designs (lines, bands or bars) of the cited mark. Further, Applicant’s mark is
dissimilar to the cited mark in terms of sound and commercial impression due to the geographical
identifier “DE UTAH”. Applicant respectfully submits that the inclusion of the geographical identifier
“DE UTAH” underscores to the consumer the source of the goods provided under Applicant’s mark.

It is a general rule that likelihood of confusion is not avoided between otherwise confusingly similar
marks merely by adding or deleting a house mark or matter that is descriptive or suggestive of the
named goods or services. Sometimes, the rule is expressed in terms of the dominance of the common
term. Therefore, if the dominant portion of both marks is the same, then confusion may be likely
notwithstanding peripheral differences. See, e.g., Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin
Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689 (Fed. Cir. 2005) (VEUVE ROYALE for




sparkling wine found likely to be confused with VEUVE CLICQUOT and VEUVE CLICQUOT
PONSARDIN for champagne, noting that the presence of the “strong distinctive term [VEUVE)] as the
first word in both parties’ marks renders the marks similar, especially in light of the largely laudatory
(and hence non-source identifying) significance of the word ROYALE”).

However, exceptions to the above-stated general rule regarding additions or deletions to marks may
arise if: (1) the marks in their entireties convey significantly different commercial impressions; or (2)
the matter common to the marks is not likely to be perceived by purchasers as distinguishing source
because it is merely descriptive or diluted. See, e.g., Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238,
73 USPQ2d 1350 (Fed. Cir. 2004) (RITZ and THE RITZ KIDS create different commercial
impressions); Bass Pro Trademarks, L.L.C. v. Sportsman’s Warehouse, Inc., 89 USPQ2d 1844 (TTAB
2008) (Board found no likelihood of confusion between the word and design marks BASS PRO SHOPS
SPORTMAN'S WAREHOUSE (with SPORTSMAN’S WAREHOUSE disclaimed) and
SPORTSMAN'S WAREHOUSE (with all wording disclaimed) for essentially the same retail store
services); In re Farm Fresh Catfish Co., 231 USPQ 495 (TTAB 1986) (CATFISH BOBBERS (with
“CATFISH” disclaimed) for fish held not likely to be confused with BOBBER for restaurant services);
In re Shawnee Milling Co., 225 USPQ 747 (TTAB 1985) (GOLDEN CRUST for flour held not likely to
be confused with ADOLPH’S GOLD’N CRUST and design (with “GOLD’N CRUST” disclaimed)
for coating and seasoning for food items); In re S.D. Fabrics, Inc., 223 USPQ 54 (TTAB 1984)
(DESIGNERS/FABRIC (stylized) for retail fabric store services held not likely to be confused with
DAN RIVER DESIGNER FABRICS and design for textile fabrics).

In the present case, the inclusion of the geographical identifier “DE UTAH” in Applicant’s mark
conveys a significantly different commercial impression as to the source of the goods. Moreover, the
matter common to the marks, namely “EL OBSERVADOR” (or “THE OBSERVER” in English) is
not likely to be perceived by purchasers as distinguishing source because it is a diluted term that is
commonly used in the newspaper industry (such as STAR, HERALD, POST, NEWS, SUN, GAZETTE,
TIMES, EXAMINER, etc.).

When assessing the likelihood of confusion between compound word marks, one must determine
whether a portion of the word mark is dominant in terms of creating the commercial impression.
Applicant respectfully submits that the inclusion of the geographical identifier “DE UTAH” in
Applicant’s mark is a dominant factor in conveying a significantly different commercial impression as
to the source of the goods.

If the common element of two marks is “weak™ in that it is generic, descriptive, or highly suggestive of
the named goods or services, consumers typically will be able to avoid confusion unless the overall
combinations have other commonality. See, e.g., In re Bed & Breakfast Registry, 791 F.2d 157, 229
USPQ 818 (Fed. Cir. 1986) (BED & BREAKFAST REGISTRY for making lodging reservations for
others in private homes held not likely to be confused with BED & BREAKFAST INTERNATIONAL
for room booking agency services); The U.S. Shoe Corp. v. Chapman, 229 USPQ 74 (TTAB 1985)
(COBBLER’S OUTLET for shoes held not likely to be confused with CALIFORNIA COBBLERS
(stylized) for shoes); In re Istituto Sieroterapico E Vaccinogeno, Toscano “SCLAVO” S.p.A., 226




USPQ 1035 (TTAB 1985) (ASO QUANTUM (with “ASO” disclaimed) for diagnostic laboratory
reagents held not likely to be confused with QUANTUM I for laboratory instrument for analyzing body
fluids). See also TMEP §1207.01(b)(ix). Applicant respectfully submits that the matter common to the
marks, namely “EL OBSERVADOR” (or “THE OBSERVER” in Engiish) is weak because it is a
diluted term that is commonly used in the newspaper industry (such as STAR, HERALD, POST,
NEWS, SUN, GAZETTE, TIMES, EXAMINER, etc.).

When the marks at issue are both design marks, the similarity of the marks must be decided primarily on
the basis of visual similarity. In this situation, consideration must be given to the fact that a purchaser’s

recollection of design marks is often of a general and hazy nature. See, e.g., Red Carpet Corp. v.
Johnstown American Enterprises Inc., 7 USPQ2d 1404 (TTAB 1988) (stylized house design for
“management of real estate properties for others” held not likely to be confused with stylized house
design for real estate brokerage services); In re United Service Distributors, Inc., 229 USPQ 237 (TTAB
1986) (silhouette of two profiles facing right within a teardrop background for “distributorship services
in the field of health and beauty aids” held likely to be confused with silhouette of two profiles facing
left within an oval background for skin cream); Ocean Spray Cranberries, Inc. v. Ocean Garden
Products, Inc., 223 USPQ 1027 (TTAB 1984) (abstract circular design mark for seafood held not likely
to be confused with oval breaking wave design for various food items including juices and fruits); Inre
Steury Corp., 189 USPQ 353 (TTAB 1975) (design comprised of three generally horizontal bars for
boats and camper trailers held likely to be confused with design comprised of two generally horizontal
bars for boats and campers); Matsushita Electric Industrial Co., Ltd. v. Sanders Associates, Inc., 177
USPQ 720 (TTAB 1973) (triangular arrow design within a square border for various items of electrical
and electronic equipment held likely to be confused with triangular arrow design for various items of

electrical and electronic components and equipment).

Third-Party Registrations and Evidence of Third-Party Use

Generally, the existence of third-party registrations cannot justify the registration of another mark that is

so similar to a previously registered mark as to create a likelihood of confusion, or to cause mistake, or
to deceive. Third-party registrations may be relevant to show that the mark or a portion of the mark is
descriptive, suggestive, or so commonly used that the public will look to other elements to distinguish
the source of the goods or services. See, e.g., AMF Inc. v. American Leisure Products, Inc., 474 F.2d
1403, 1406, 177 USPQ 268, 269-70 (C.C.P.A. 1973); Plus Products v. Star-Kist Foods, Inc., 220 USPQ
541, 544 (TTAB 1983). Properly used in this limited manner, third-party registrations are similar to
dictionaries showing how language is generally used. See, e.g., Specialty Brands, Inc. v. Coffee Bean
Distributors, Inc., 748 F.2d 669, 675, 223 USPQ 1281, 1285 (Fed. Cir. 1984); Tektronix, Inc. v.
Daktronics, Inc., 534 F.2d 915, 917, 189 USPQ 693, 694-95 (C.C.P.A. 1976); In re Melville Corp., 18
USPQ2d 1386, 1388 (TTAB 1991); In re Dayco Products-Eaglemotive Inc., 9 USPQ2d 1910, 1911
(TTAB 1988); In re J.M. Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); United Foods Inc. v. J.R.
Simplot Co., 4 USPQ2d 1172, 1174 (TTAB 1987).

To make registrations of record, soft copies of the registrations or the electronic equivalent thereof (i.c.,




printouts or electronic copies of the registrations taken from the electronic search records of the
USPTO) must be submitted. Raccioppi v. Apogee Inc., 47 USPQ2d 1368 (TTAB 1998); In re Smith &
Mehaffey, 31 USPQ2d 1531, 1532 n.3 (TTAB 1994); Weyerhaeuser Co. v. Katz, 24 USPQ2d 1230
(TTAB 1992); In re Hub Distributing, Inc., 218 USPQ 284 (TTAB 1983). See TMEP §710.03.
Applicant herby submits printouts of registrations taken from the electronic search records of the
USPTO.
Evidence of third-party use falls under the sixth du Pont factor — the “number and nature of similar
marks in use on similar goods.” Inre E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ
563, 567 (C.C.P.A. 1973). If the evidence establishes that the consuming public is exposed to third-
party use of similar marks on similar goods, this evidence “is relevant to show that a mark is relatively
weak and entitled to only a narrow scope of protection.” Palm Bay Imports, Inc. v. Veuve Clicquot
Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1373, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005).
Applicant respectfully submits that the Principal Register currently includes HUNTERDON
OBSERVER (US Registration No. 3571003), THE CHARLOTTE OBSERVER (US Registration No.
2674218), Bushwick Observer (US Registration No. 3751826), THE SAN ANTONIO OBSERVER (US
Registration No. 3722072), DALLAS OBSERVER (US Registration No. 2263300), THE NEW YORK
OBSERVER (US Registration No. 1465450), and OBSERVER (US Registration No. 2847371).
Moreover, Applicant respectfully submits that OBSERVER (US Registration No. 2847371) and the
cited reference (US Registration No. 1768624) are both on the Principal Register, that both include a
design or stylized portion, and that (as provided in the translation of the cited mark) “the English
translation of the words ‘EL OBSERVADOR’ in the mark is ‘The Observer’.”
Moreover, Applicant respectfully submits that “STAR” (English) or “ESTRELLA” (Spanish) is also a
term, like “OBSERVER” (English) or “OBSERVADOR” (Spanish), which is commonly used in the
newspaper industry. And, there exists on the Principal Register “LA ESTRELLA” (US Registration
No. 3479026), “LA ESTRELLA DE TUCSON” (US Registration No. 3134110), “THE
INDIANAPOLIS STAR” (US Registration No. 2781575), “STAR” (US Registration No. 1224966),
and other “STAR” marks in association with newspapers.
Applicant respectfully submits that the inclusion of a geographical identifier, such as “DE UTAH” in
Applicant’s mark, allows the consumer to know the source of the goods (newspaper) and eliminates
any likelihood of confusion as to the source of the goods.

Conclusion
Applicant thanks the Examining Attorney for her consideration and time extended in the telephonic
interview. This response is believed to address all of the issues raised by the Examining Attorney. This
application is now believed to be in condition for registration. Applicant appreciates the consideration
given to this correspondence. All correspondence regarding this application should be directed to the
attention of the Attorney for the Applicant.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77932193 has been amended as follows:

ARGUMENT(S)

In response to the substantive refusal(s), please note the following:



This correspondence is being sent responsive to the Office Action dated January 7, 2011 in the above-
referenced matter.
REFUSAL UNDER SECTION 2(D)

The issue is not whether the actual goods are likely to be confused but, rather, whether there is a
likelihood of confusion as to the source of the goods. In re Shell Oil Co., 992 F.2d 1204, 1208, 26
USPQ2d 1687, 1690 (Fed. Cir. 1993), and cases cited therein. Each case must be decided on its own facts.
Applicant respectfully submits that the facts presented herewith indicate that there is no likelihood of
confusion as to the source of the goods.

The Court of Appeals for the Federal Circuit has provided that the basic principle in determining
confusion between marks is that marks must be compared in their entireties and must be considered in
connection with the particular goods or services for which they are used. It follows from that principle that
likelihood of confusion cannot be predicated on dissection of a mark, that is, on only part of a mark. On
the other hand, in articulating reasons for reaching a conclusion on the issue of confusion, there is nothing
improper in stating that, for rational reasons, more or less weight has been given to a particular feature of a

mark, provided the ultimate conclusion rests on consideration of the marks in their entireties.

In In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), the Court of
Customs and Patent Appeals discussed the factors relevant to a determination of likelihood of confusion.
The issue of likelihood of confusion typically revolves around the similarity or dissimilarity of the marks
and the relatedness of the goods or services, however other factors listed in du Pont should also be
considered as relevant evidence is provided herewith and contained in the record. See In re Majestic
Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003) (“Not all of the DuPont
factors may be relevant or of equal weight in a given case, and ‘any one of the factors may control a
particular case,”” quoting In re Dixie Restaurants, Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533
(Fed. Cir. 1997)).

Dissimilarity of the Marks
Under In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973),
the first factor requires examination of “the similarity or dissimilarity of the marks in their entireties as to

appearance, sound, connotation and commercial impression.” The test of likelihood of confusion is not
whether the marks can be distinguished when subjected to a side-by-side comparison, but whether the
marks are sufficiently similar that there is a likelihood of confusion as to the source of the goods or
services. When considering the similarity of the marks, “[a]ll relevant facts pertaining to appearance,
sound, and connotation must be considered before similarity as to one or more of those factors may be
sufficient to support a finding that the marks are similar or dissimilar.” Recot, Inc. v. M.C. Becton, 214
F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000). In evaluating the similarities between marks,
the emphasis must be on the recollection of the average purchaser who normally retains a general, rather
than specific, impression of trademarks. Sealed Air Corp. v. Scott Paper Co., 190 USPO 106, 108 (TTAB



1975).
In the newspaper industry, paper newspapers and electronic newspapers are commonly sought and relied
upon based upon the source of newspapers, and that source is typically based upon a geographic identifier.
Examples of such include newspapers that are provided under the mark HUNTERDON OBSERVER .
(US Registration No. 3571003 — Hunterdon being a county in New Jersey), THE CHARLOTTE
OBSERVER (US Registration No. 2674218 — Charlotte being a city in North Carolina), Bushwick
Observer (US Registration No. 3751826), THE SAN ANTONIO OBSERVER (US Registration No.
3722072 — San Antonio being a city in Texas), DALLAS OBSERVER (US Registration No. 2263300 —
Dallas being a city in Texas), and THE NEW YORK OBSERVER (US Registration No. 1465450). The
registration of THE SAN ANTONIO OBSERVER and the DALLAS OBSERVER show that even
multiple newspapers provided under “observer” marks can still be distinguished as to their source due to
the inclusion of graphical identifiers, namely “San Antonio” and “Dallas”.
In the present case, Applicant’s mark is dissimilar to the cited mark as to appearance since Applicant’s
mark does not include the designs (lines, bands or bars) of the cited mark. Further, Applicant’s mark is
dissimilar to the cited mark in terms of sound and commercial impression due to the geographical
identifier “DE UTAH”. Applicant respectfully submits that the inclusion of the geographical identifier
“DE UTAH” underscores to the consumer the source of the goods provided under Applicant’s mark.
It is a general rule that likelihood of confusion is not avoided between otherwise confusingly similar
marks merely by adding or deleting a house mark or matter that is descriptive or suggestive of the named
goods or services. Sometimes, the rule is expressed in terms of the dominance of the common term.
Therefore, if the dominant portion of both marks is the same, then confusion may be likely
notwithstanding peripheral differences. See, e.g., Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin
Maison Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689 (Fed. Cir. 2005) (VEUVE ROYALE for
sparkling wine found likely to be confused with VEUVE CLICQUOT and VEUVE CLICQUOT
PONSARDIN for champagne, noting that the presence of the “strong distinctive term [VEUVE] as the
first word in both parties’ marks renders the marks similar, especially in light of the largely laudatory
(and hence non-source identifying) significance of the word ROYALE”).
However, exceptions to the above-stated general rule regarding additions or deletions to marks may arise
if: (1) the marks in their entireties convey significantly different commercial impressions; or (2) the matter
common to the marks is not likely to be perceived by purchasers as distinguishing source because it is
merely descriptive or diluted. See, e.g., Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 73 USPQ2d
1350 (Fed. Cir. 2004) (RITZ and THE RITZ KIDS create different commercial impressions); Bass Pro
Trademarks, L.L.C. v. Sportsman’s Warehouse, Inc., 89 USPQ2d 1844 (TTAB 2008) (Board found no
likelihood of confusion between the word and design marks BASS PRO SHOPS SPORTMAN'S
WAREHOUSE (with SPORTSMAN’S WAREHOUSE disclaimed) and SPORTSMAN'S WAREHOUSE
(with all wording disclaimed) for essentially the same retail store services); In re Farm Fresh Catfish Co.,
231 USPQ 495 (TTAB 1986) (CATFISH BOBBERS (with “CATFISH” disclaimed) for fish held not
likely to be confused with BOBBER for restaurant services); In re Shawnee Milling Co., 225 USPQ 747
(TTAB 1985) (GOLDEN CRUST for flour held not likely to be confused with ADOLPH’S GOLD’N



CRUST and design (with “GOLD’N CRUST” disclaimed) for coating and seasoning for food items); In
re S.D. Fabrics, Inc., 223 USPQ 54 (TTAB 1984) (DESIGNERS/FABRIC (stylized) for retail fabric store
services held not likely to be confused with DAN RIVER DESIGNER FABRICS and design for textile
fabrics).

In the present case, the inclusion of the geographical identifier “DE UTAH” in Applicant’s mark
conveys a significantly different commercial impression as to the source of the goods. Moreover, the
matter common to the marks, namely “EL. OBSERVADOR” (or “THE OBSERVER” in English) is not
likely to be perceived by purchasers as distinguishing source because it is a diluted term that is commonly
used in the newspaper industry (such as STAR, HERALD, POST, NEWS, SUN, GAZETTE, TIMES,
EXAMINER, etc.).

When assessing the likelihood of confusion between compound word marks, one must determine whether
a portion of the word mark is dominant in terms of creating the commercial impression. Applicant
respectfully submits that the inclusion of the geographical identifier “DE UTAH” in Applicant’s mark is
a dominant factor in conveying a significantly different commercial impression as to the source of the
goods.

If the common element of two marks is “weak” in that it is generic, descriptive, or highly suggestive of
the named goods or services, consumers typically will be able to avoid confusion unless the overall
combinations have other commonality. See, e.g., In re Bed & Breakfast Registry, 791 F.2d 157, 229
USPQ 818 (Fed. Cir. 1986) (BED & BREAKFAST REGISTRY for making lodging reservations for
others in private homes held not likely to be confused with BED & BREAKFAST INTERNATIONAL for
room booking agency services); The U.S. Shoe Corp. v. Chapman, 229 USPQ 74 (TTAB 1985)
(COBBLER’S OUTLET for shoes held not likely to be confused with CALIFORNIA COBBLERS
(stylized) for shoes); In re Istituto Sieroterapico E Vaccinogeno, Toscano “SCLAVO” S.p.A., 226 USPQ
1035 (TTAB 1985) (ASO QUANTUM (with “ASO” disclaimed) for diagnostic laboratory reagents held
not likely to be confused with QUANTUM I for laboratory instrument for analyzing body fluids). See also
TMEP §1207.01(b)(ix). Applicant respectfully submits that the matter common to the marks, namely “EL
OBSERVADOR” (or “THE OBSERVER” in English) is weak because it is a diluted term that is
commonly used in the newspaper industry (such as STAR, HERALD, POST, NEWS, SUN, GAZETTE,
TIMES, EXAMINER, etc.).

When the marks at issue are both design marks, the similarity of the marks must be decided primarily on
the basis of visual similarity. In this situation, consideration must be given to the fact that a purchaser’s

recollection of design marks is often of a general and hazy nature. See, e.g., Red Carpet Corp. v.
Johnstown American Enterprises Inc., 7 USPQ2d 1404 (TTAB 1988) (stylized house design for
“management of real estate properties for others” held not likely to be confused with stylized house
design for real estate brokerage services); In re United Service Distributors, Inc., 229 USPQ 237 (TTAB
1986) (silhouette of two profiles facing right within a teardrop background for “distributorship services in
the field of health and beauty aids” held likely to be confused with silhouette of two profiles facing left
within an oval background for skin cream); Ocean Spray Cranberries, Inc. v. Ocean Garden Products, Inc.,
223 USPQ 1027 (TTAB 1984) (abstract circular design mark for seafood held not likely to be confused



with oval breaking wave design for various food items including juices and fruits); In re Steury Corp., 189
USPQ 353 (TTAB 1975) (design comprised of three generally horizontal bars for boats and camper
trailers held likely to be confused with design comprised of two generally horizontal bars for boats and
campers); Matsushita Electric Industrial Co., Ltd. v. Sanders Associates, Inc., 177 USPQ 720 (TTAB
1973) (triangular arrow design within a square border for various items of electrical and electronic
equipment held likely to be confused with triangular arrow design for various items of electrical and
electronic components and equipment).

Third-Party Registrations and Evidence of Third-Party Use

Generally, the existence of third-party registrations cannot justify the registration of another mark that is

so similar to a previously registered mark as to create a likelihood of confusion, or to cause mistake, or to
deceive. Third-party registrations may be relevant to show that the mark or a portion of the mark is
descriptive, suggestive, or so commonly used that the public will look to other elements to distinguish the
source of the goods or services. See, e.g., AMF Inc. v. American Leisure Products, Inc., 474 F.2d 1403,
1406, 177 USPQ 268, 269-70 (C.C.P.A. 1973); Plus Products v. Star-Kist Foods, Inc., 220 USPQ 541,
544 (TTAB 1983). Properly used in this limited manner, third-party registrations are similar to dictionaries
showing how language is generally used. See, e.g., Specialty Brands, Inc. v. Coffee Bean Distributors,
Inc., 748 F.2d 669, 675, 223 USPQ 1281, 1285 (Fed. Cir. 1984); Tektronix, Inc. v. Daktronics, Inc., 534
F.2d 915, 917, 189 USPQ 693, 694-95 (C.C.P.A. 1976); In re Melville Corp., 18 USPQ2d 1386, 1388
(TTAB 1991); In re Dayco Products-Eaglemotive Inc., 9 USPQ2d 1910, 1911 (TTAB 1988); In re J.M.
Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); United Foods Inc. v. J.R. Simplot Co., 4 USPQ2d
1172, 1174 (TTAB 1987).

To make registrations of record, soft copies of the registrations or the electronic equivalent thereof (i.e.,
printouts or electronic copies of the registrations taken from the electronic search records of the USPTO)
must be submitted. Raccioppi v. Apogee Inc., 47 USPQ2d 1368 (TTAB 1998); In re Smith & Mehaffey,
31 USPQ2d 1531, 1532 n.3 (TTAB 1994); Weyerhaeuser Co. v. Katz, 24 USPQ2d 1230 (TTAB 1992); In
re Hub Distributing, Inc., 218 USPQ 284 (TTAB 1983). See TMEP §710.03. Applicant herby submits
printouts of registrations taken from the electronic search records of the USPTO.

Evidence of third-party use falls under the sixth du Pont factor — the “number and nature of similar marks
in use on similar goods.” Inre E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567
(C.C.P.A. 1973). If the evidence establishes that the consuming public is exposed to third-party use of
similar marks on similar goods, this evidence “is relevant to show that a mark is relatively weak and
entitled to only a narrow scope of protection.” Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin
Maison Fondee en 1772, 396 F.3d 1369, 1373, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005).

Applicant respectfully submits that the Principal Register currently includes HUNTERDON OBSERVER
(US Registration No. 3571003), THE CHARLOTTE OBSERVER (US Registration No. 2674218),
Bushwick Observer (US Registration No. 3751826), THE SAN ANTONIO OBSERVER (US Registration
No. 3722072), DALLAS OBSERVER (US Registration No. 2263300), THE NEW YORK OBSERVER
(US Registration No. 1465450), and OBSERVER (US Registration No. 2847371). Moreover, Applicant




respectfully submits that OBSERVER (US Registration No. 2847371) and the cited reference (US
Registration No. 1768624) are both on the Principal Register, that both include a design or stylized
portion, and that (as provided in the translation of the cited mark) “the English translation of the words
‘EL OBSERVADOR’ in the mark is ‘The Observer’.”
Moreover, Applicant respectfully submits that “STAR” (English) or “ESTRELLA” (Spanish) is also a
term, like “OBSERVER” (English) or “OBSERVADOR” (Spanish), which is commonly used in the
newspaper industry. And, there exists on the Principal Register “LA ESTRELLA” (US Registration No.
3479026), “LA ESTRELLA DE TUCSON” (US Registration No. 3134110), “THE INDIANAPOLIS
STAR” (US Registration No. 2781575), “STAR” (US Registration No. 1224966), and other “STAR”
marks in association with newspapers.
Applicant respectfully submits that the inclusion of a geographical identifier, such as “DE UTAH” in
Applicant’s mark, allows the consumer to know the source of the goods (newspaper) and eliminates any
likelihood of confusion as to the source of the goods.

Conclusion
Applicant thanks the Examining Attorney for her consideration and time extended in the telephonic
interview. This response is believed to address all of the issues raised by the Examining Attorney. This
application is now believed to be in condition for registration. Applicant appreciates the consideration
given to this correspondence. All correspondence regarding this application should be directed to the
attention of the Attorney for the Applicant.
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Contact Information

The Charlotte Observer
600 S. Tryon St.
Charlotte, NC 28202
(704) 358-5000

About Us

A staff listing is also available.

Departments

We deliver what people need to discover and understand the region. How can we help you?

Advertising -- Learn about the newspaper, magazine, strategic publications, direct marketin g, and online
options available to market your products and services to over 1 million readers per week.

Circulation -- Existing home delivery customers can manage their accounts online, such as reporting a delivery
problem. Also subscribe to the paper, learn about Newspapers in Education, and more.

Newsroom -- Write a letter to the editor, submit a news tip, submit corrections or online issues, and more,

Interactive -- Observer Interactive is the internet division of The Charlotte Observer, Our user-based focus
serves to extend Observer services and information into online products such as websites, phones, and other
distribution channels.

Pier 1 Imports®

Official Site of Pier 1 Imports®. Shop Accent Chairs
& Home Furniture

www.Pierl.com

sto| i
Quality Custom Leather Chairs at Great Prices. Free
Shipping-Save
Barileatherfuriture.com

Strange Fruif Burns Fat
Lose 8 Pounds and 2 Inches of Beliy Fat in 28 Days.
HealthDiscoveriesMag.com

Ads by Yahoo!

http://www.charlotteobserver.com/contact/ 7/7/2011
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OWEST LUus TUMERYS :
WANI b SHUWS
ANU MOVIES 5

NU EXTHA BHAaRGEe ¢

LF&RN MORE »

dwm sb;co;;ira C«mm
Win $100 in Gas!

Just sign up for our new Daily Deals email,
You'll save BIG!

Enter your email [.Sign Me.Up. |

The Charlotte Observer dealsaver
Rules for $100 S'}as Card Contest

car Ebeml('E[cnm'

Quick Job Search
Enter Keyword(s): Enter a City:
Select 2 State: All United States e Select a Category: All Job Categories KE

Advanced Job Search | Search by Category
Salary Databases

City of Charlotte | Mecklenburg County
Charlotté-Mecklenburg Schools

Charlotte Observer Featured Jobs »

My Managey © T Tt e

USNC-Charotte

Product Development Leader

USNCChadotte
t untan

\US-NC-Charlotte .

Polysomnography Erm. gram AQA : )_'gaill'/AIns”@ .gv tor
Lenoir Community Coliege

US-NCKinsten — = "

Electrical Engineer

Viance, LLC

LM/ Charlntia

» See More Featured Jobs

Events

Dining
Movies

Chris Tucker
Saturday, July 9, 8:00PM
Time Warner Cable Arena

American Idols Live

7/7/2011
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Thursday, July 28, 7:00PM
More Everts

Recent Blogs
Recommended

Helen Schwab ©

Summer wine tasting

» This Land @

CPCC student facing deportation will be honored at vigil

The Reading Life @

Charlotte book club for the homeless to discuss "The Dry Grass of August”
Helen Schwab ©

On tap: tomatoes, muffins

Most Viewed
* Forums

Fitness instructor's students hold class in her memory

A worldly wedding

Love at first bite

Casey Anthony to be free next Wednesday

Touch-screen Coca-Cola Freestyle machine creates combos not found in bottles

FBI: Murder-for-hire plot was to be carried out at Cracker Barrel in Concord
Wet weather could get wetter next 2 days

Body found off Weddington Road
No death penalty in Charlotie man's murder

Lucky in love

® ® ¢ e & ° & * e

Sorry, forums have been temporarily deactivated for maintenance. Please check back soon.

Contact Us »

» Corrections

¢ Letters 1o the Editor
¢ Report a broken link
* Staff Listing

Submit Content

¢ Upload your pictures

* Upload your videos
* News tips

Advertisc With Us »

* Classified Ads
* Retail Ads

« National Ads
* Magazine Ads
* Online Ads

+ Direct Marketing

http://www.charlotteobserver.com/contact/
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Online Extras

+ RSS Feeds

+ Mobile version

+ Charlotte's got a lot

Observer Network

+ ThatsRacin.com

* MomsCharlotte.com
+ twitter/theobserver

» Observer on Facebook

Zhe Charlotte Observer

+ Site Map

» Terms of Service

* Privacy Policy

» About Our Ads

+ Copyright

« About The Charlotte Observer
* About the McClatchy Company

http://www.charlotteobserver.com/contact/ 7/7/2011
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@ United States Patent and Trademark Office
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Faecr Faryf Browsc o

SEARCH 0G T

Please logout when you are done to release system resources allocated for you.

List At:

or[umpJorecors: 'Record 15 out of 59

TAPR Statas  § ASSIGH Status

to return to TESS)

| 1788 Statuz

{ Use the "Back" button of the Internet Browser

HUNTERDON OBSERVER

Word Mark
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Date

Gurrent Filing Basls
Original Fillng Basis

Published for
Opposition

Registration Number
Registration Date
Owner

Attorney of Record
Disclaimer

Type of Mark
Register
Live/Dead Indicator

HUNTERDON OBSERVER

iC 016. US 002 005 022 023 029 037 038 050. G & S: Newspaper. FIRST USE: 19870817. FIRST USE
iN COMMERCE: 19870817

{4) STANDARD CHARACTER MARK
76686881

February 15, 2008

1A

1A

November 25, 2008

3571003
February 10, 2009

(REGISTRANT) Penn Jersey Advance, Inc. CORPORATION DELAWARE 44 E. Veteran's Memorial
Drive Somerville NEW JERSEY 08876

ERIC E. GISOLFI

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "HUNTERDON" APART FROM THE MARK
AS SHOWN

TRADEMARK
PRINCIPAL
LIVE

TESS ttosmr ] NEWUSER § STRLCTURED iTRec ForMfBrowa iz

CURR LIST {0

|-HOME | SITE INDEX| BEARCH | ¢BUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bir/showfield?f=doc&state=4006:i4rddu.14.15 7/712011
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A Grecner View — Parenting — Principles »O. B v
Building a stone wall .21  for changing your teen34 b+ Nowpapers
Cooking .. Corner w . POETAL CUSTOMER
Recipe expert  clones Horoscope.n.. 4
your favorites. .............26 Things to Do.
Generations — Tips for  Kids Home News
R 31 Crossword wmsmnne 42

* delivered to 47,263 households woakly
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NG
By Elizaboth Peterson

What started as o fairly
simple idea - two guys on
bikes planting trees - has
branched into a one-mil-
li/dﬁ-lne, four-thousand-

(viile trip with its owa non-
profit organization, Plant-
ng Anerica Inc.

Matt Cortina, 19, and
Grant Gardner, 20, both of
Raritan Tawnship, decided
to ride thelr bicycles 4,200
miles in « erip that will take
them from Yorktown, Va. 10
Florence, Ore. Along the
way, they intend to plant
one million trees.

The two Hunterdon Cen-
tral High School alumni
don’t describe themselves

R

Thef-"'big' iea

Saturday, October 20, 2007 64 Pages

Hiking club offers
outdoor treks
., The. Hunterdon " Hiking
" Club, & group nffiiated with
the county Department of
Parks -and Recreation, has
lanned several hikes for
late thismonth.

‘gnifi-

- cant ups ""ﬁ..]""';{,“ ’?ffum

' qome is roughly mingies,

Meet ut the Clinton -com.

muter lot. Contuct the leadoer
238-0034.

at X
~Nexu 8aturday, Oct. 27, 9:30
a.m. meet at thw Whitehouse
Firehouse on Old Route 28
for & Smile trek on Rock-

Creck Greenway, The
mis wooded, with riverside

Clmnt Qardnar fn vedd) and Matt Crving 1aka o ride arind the R md Vallae Ratmriair Tha e
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Reference > The Columbia Gazetteer of North America iCBS &Fox Nows

- iwweMeYigouroe.com |

The Columbia Gazetteer of North America. 2000.
Hunterdon

Hunterdan, county (437 sqmi'1,132'sq kun; 1990 pop, 107,776), W N.T., bounded W by
Delaware R.; © Flemington, 40°34'N 74°55'W Agr. area (poullry, produce; com, grain, fruit,

Anirtt nvade N that in eanidly mihorhaninineg ar an ater avkisch:

oy Fnnd neade nanar avinking




dairy prods.) that is rapidly suburbanizing as an outer suburb; mig. (food prods., paper, printing,
publishing, chemicals, plastics prods., metal prods., electronic equip., measuting and controlling
devices). Includes Voorheec State Parle, Drained by the Mugconetcong R. and by South Branch of
Raritan R. Musconetcong Mt. is in W. Co. formed 1714,

Capital city or county seat is shown by the symbol ©

Thw Cokmnbia Cumtteer of Hoeth Amarka. Copyrigh, @ 3000 Cobmubia Unitrersity Press,

o ) s

Goug[e"l, L Heaich.

ick here to shop the Barleby Bookstars,

Waloome - Pregs - Advedising « Linkdng - Teims of Use - 2008 Baleby.com

Rl

Download
thefree
Adobe
Media Player

Guaocaes  §
| MEDIA PLAVER
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Please logout when you are done to release system resources allocated for you.

List At: 'OR [-Jump ] to record: - Record 13 out of 95

57 | CURR LiST

( Use the "Back” button of the Internet

Browser to return to TESS)

Bushwick Observer

Word Mark BUSHWICK OBSERVER

Goods and Services IC 016. US 002 005 022 023 029 037 038 050. G & S: Newspapers. FIRST USE: 19940501,
FIRST USE IN COMMERCE: 19940501

Standard Characters
Claimed

Mark Drawing Code  (4) STANDARD CHARACTER MARK
Serial Number 77779572

Filing Date July 13, 2008

Current Filing Basis 1A

Original Filing Basis 1A

Published for
Opposition December 8, 2009

Registration Number 3751826
Registration Date February 23, 2010

Owner (REGISTRANT) Ridgewood Bushwick Senior Citizens Council, Inc CORPORATION NEW
YORK 555 Bushwick Avenue Brooklyn NEW YORK 11206

Disclaimer NO CLAIM {S MADE TO THE EXCLUSIVE RIGHT TO USE "BUSHWICK" APART FROM
THE MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead Indicator LIVE

http://tess2.uspto.gov/bin/showfield?f=doc&state=4007:mkjukq.6.13 7/712011
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TESS Hoese § NEW USER

STRUSTURED

Please logout when you are done to release system resources allocated for you.

ListAt:

"OR [Jump ] to recora: ‘Record 14 out of 95

Page 1 of 2

TARR Status

ASSIGH Statua

TTN} Status

( Use the "Back" button of the Internet

Browser to return to TESS)

TTIT SAN ANTONIO ORBSERVER

Word Mark
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number

Filing Date

Current Filing Basls
Original Filing Basls
Published for
Opposition
Registration Number
Registration Date
Owner

Attorney of Record
Disclaimer

Type of Mark
Register
Live/Dead Indicator

THE SAN ANTONIO OBSERVER

IC 016. US 002 005 022 023 029 037 038 050. G & S: newspaper. FIRST USE: 19950311,
FIRST USE IN COMMERCE: 19950311

(4) STANDARD CHARACTER MARK
77736650

May 14, 2009

1A

1A

September 22, 2009

3722072
December 8, 2009

(REGISTRANT) Observer Newspaper Group, inc. CORPORATION TEXAS 3427 Belgium
Lane San Antonio TEXAS 78219

Ted D. Lee

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SAN ANTONIO" APART
FROM THE MARK AS SHOWN

TRADEMARK
PRINCIPAL-2(F)
LIVE

http://tess2.uspto.gov/bin/showfield?f=doc&state=4007:mkjukq.6.14 7/7/2011




San Antonio Observer - newspaper in San Antonio, Texas USA covering local society Page 1 of 2

e

Mondo Times on Facebook
The worldwide news media directory o M. 383
Gel Top Storles, Latest News & More Right From Your Browser-For Free! vty HeadlionAliey, com
Search for your ancestors in mikions of newspaper obituarias.

Seostmiptstitdredosi toplo Classifleds Search Through San Antonio Classifieds Onkine For Frae! Post Ads Now. ClassifadAds com
[__________::I Eree Trtal Pair Contacts For Dally or Extended Wear. Get Fros Trit Pair Certificate. wuw Acuup oo

AdChaites >

July 7. 2019 Status: Not logged in
National media Login  Register
National News - USa 8

Business » Business News “R‘:gl‘ﬁ: ‘1':; aFree Basic
Entertainment » TV

Spotts » Sports News

Science » Health .

Society » Political News San Antonio Observer is a newspaper in San easymedialist
onig, Iedmculii\n”& covering race & ethnic Bownload Medie Contact Lists

' s0Ciety an 3 .

USA local media oty d

Atianta, Boston, Chicago, The newspaper is pubkshad once a week on ondoti

Dallas, Los Angeles, Miami, Wednesday, P g,lmm Poll mes

New York City, Seattle, . "Wail StreetIs rigged against

Washington DC The San Antonio Observer 1s distributed free of Investors.”

USA Newspapers charge. € e

USA TV Stations Circulation: 18,050 copies O Faiss

USA News Radio

Local media worldwide
Australia » Sydney
Canada » Toronto

(Vote] seem polis

mediaowners
Ching » Hong Kong Who Owns The American Media?
France » Paris
G i

ndio » Numbat WSHES @MondaTimes

Fsraed » Tel Aviv

Japan » Tokyn 1 we £ we)

Russia » Moscow

UK » Londen -Ads by Google  Newspeper News Wealdv  Leqger Nows Mongo Nows

USA

....................................... I Repart broken link

Newspapers .

worldwide ContactInformation

USA, Australia, Britain, Sherry Logan is the editor of the San Anlonio Observer,

Canada, Ching, India

Telephone number: 21 0.212.6397

Top 100 USA newspapers

Top newapapers worldwide  paling addresa: PO Box 200228, San Antonio, TX 78220

Hel For more San Anlonio Observer contactinformation, become a MQDQQ_IMM

€ip Profe - I you are & member, log in now.

Contact Ug

About Mondo Times

Link To Us i oy Rutn

Contact The Media Add. io Ob i See vour media i [ Facabosk soda plagie
Pﬁvucy?oliqy B e
Site Index
TSttt et e aa g ens sm A’.ltf?!‘llu obs

. *mummnmgg
Content: ***  Avgrage (1 votes)

» Se¢ all retingy
Political Bias: No Blas (1 votes)

Crudibliity: Moderate (1 votes)

News, Reviews & Comn

No San Antonio Observer comments have been provided.

Write a San Antanlo Qbserver reviow! L9g.in now if you ere & Mondo Times momber. if you
are not a member, register for a mﬂﬁmmm&mm

http://www.mondotimes.com/ 1/world/us/43/2453/24528 7/7/2011




UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/736650

MARK: THE SAN ANTONIO OBSE

*77736650%

CORRESPONDENT ADDRESS:
TED D. LEE
GUNN, LEE & CAVE, PC GENERAL TRADEMARK INFORMATION:
700 N SAINT MARYS ST STE 1500 httg://www.uspto.mv/main/trademarks.htm
SAN ANTONIO, TX 78205-3541
APPLICANT: Observer Newspaper Group,
Inc.

CORRESPONDENT'S REFERENCE/DOCKET
NO: T-8199.5

CORRESPONDENT E-MAIL ADDRESS:

EXAMINER’S AMENDMENT

ISSUE/MAILING DATE:

OFFICE SEARCH: The examining attorney has searched the Office’s database of registered and
pending marks and has found no conflicting marks that would bar registration under Trademark Act
Section 2(d). 15 U.S.C. §1052(d); TMEP §704.02.

AMENDMENT: In accordance with the authorization granted by Ted Lee on August 13, 2009, the
application has been AMENDED as indicated below. Please advise the undersigned examining attorney

immediately if there is an objection to the amendment. Otherwise, no response is necessary. TMEP §707.

If the identification of goods and/or services has been amended, please note that any future amendments
must be in accordance with 37 C.F.R. §2.71(a) and TMEP §1402.07(e).

DISCLAIMER

The following disclaimer statement is added to the record:

No claim is made to the exclusive right to use “SAN ANTONIO” apart from the mark as
shown,

TMEP §1213.08(a)(i).



/ses/

Shaila E. Settles

Trademark Examining Attorney
Law Office 114

(571)270.1527 (1)

(571) 270-2527 (f)
shaila.settles@uspto.gov

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.




lrademark klectronic Search System (TESS)

Page 1 of 2

4 '3 United States Patent and Trademark Office
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Trademarks > Trademark Electronic Search System (TESS)
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NewUser | S1accToReD strHO(, HELe [ or

CURR LIST

Please logout when you are done to release system resources allocated for you.

List At:

OR | Jump | to record: T

"~ Record 42 out of 95

ASSIGH Status ‘ ( Use the "Back"” button of the Internet

Browser to return to TESS)

Typed Drawing

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date

Current Filing
Basis
Original Filing
Basis
Published for
Opposition
Registration
Number

Registration Date

Owner

Assignment
Recorded

Attorney of
Record

DALLAS OBSERVER

1C 016. US 002 005 022 023 029 037 038 050. G & S: PRINTED MATERIALS, NAMELY,
NEWSPAPERS OF GENERAL CIRCULATION INCLUDING FEATURE MATERIALS
INVOLVING GOVERNMENT, POLITICS, SOCIAL MATTERS, JOURNALISM AND OTHER
MATTERS OF GENERAL AND LOCAL INTEREST, AS WELL AS FEATURES ABOUT
ENTERTAINMENT, DINING, MUSIC AND RECREATION. FIRST USE: 19851231. FIRST USE
IN COMMERCE: 19851231

(1) TYPED DRAWING

75561627
September 29, 1998

1A
1A
April 27, 1999

2263300

July 20, 1999

(REGISTRANT) NEW TIMES, INC. CORPORATION ARIZONA 1201 East Jefferson Street
Phoenix ARIZONA 85034

(LAST LISTED OWNER) VILLAGE VOICE MEDIA HOLDINGS, LLC LIMITED LIABILITY
COMPANY DELAWARE 1201 EAST JEFFERSON STREET PHOENIX ARIZONA 85034

ASSIGNMENT RECORDED

John L. Hay

http://tess2.uspto.gov/bin/showfield?f=doc&state=4007:mkjukq.9.42 7/7/2011




LI4QCIAIK CICCronIC DCArcn >y siem (1 2d0)

Type of Mark TRADEMARK

Register PRINCIPAL-2(F)-IN PART

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20081008,
Renewal 1ST RENEWAL 20081008

Live/Dead

Indicator LIVE

Distinctiveness

Limitation as to "DALLAS"

Statement

rage £ ors

TESS Home | NEW UsER
Firgt DOC

Bhowe ! L
Mexr Doc §Lastboc

STRUCTURED

Przy Do

CurR LisT

|.HOME ] SITE INDEX| SEARCH | ¢BUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield?f=doc&state=4007:mkjukq.9.42
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. Members—Onb;;j : DALL—AS
Shopping at 7 e B
M. Up to 80% OFf . r
J;&h\hreads |

Search Dallas Observer @

| Top News Stories

" How Our John Wiley :
 Prioe Reporting The Prcof Frdom

. Helped Birth a Bad
- Bill

, A Sex Worker's

i Reaction to Ashton
i Kutcher's Crusade

, Looking at The Music
. Potential of Google+
Angela Hunt Wants

i Homeless Issue in
i Main Street Garden

. Addressed
SII“esnnws ._ By T DAL AT T T B o |
: " Here's One Way to Keep Main " Did Feds Raid ! ) | :
! Street Garden Nice and... - Parkland? Why, I
1 Thu., Jul 711 @ 6:48PM 'Signs Pointto !
* Before He Meets the Press Over Zeﬁ- Schutze i
. . Bail Money, Clay...  SY i SEh : i
| g 3 { . Thu, Jul 7'11 @ 4:25PM i :
] W'iqllile Nels%n at }I‘WI:‘ie — .
I elson's Fourth o T e dafian o
R DCO AT NIGHT -
i h
B . f ! Poster of the Week: RTB2, Smoke ' Five !
;s ' i . &Feathers,... . Quintessential
i Thu, Jul7'11 @ 4:69PM ; DWight Yoakam
. Kessler Theater To Highlight Crate  Videos
{ * -Digging With... | By Kelly Dearmore
[ Thu, Jul7'1 @ 3:57PM
http://www.dallasobserver.com/ 7/712011



Dalias News, Events, Restaurants, Music Dallas Observer

July 4th Pool Party at
Crowne Plaza Hotel

Kixpo 2011 at
Cowboys Stadium

More Slideshows >>

TRAFFICKING
Sex Trafficking Study

i Is J unk Smence

: Presentm The New
- Village Voice Best Of

. App

'Most Popular
Stories

Viewed l COmmented

: . eéMailed ,Searchmg for the
Soul of Austin
© The neo city on the hills is a
. far cry from its cheap pot,
' cold beer and low-rent former
ways.

Suddenly, the Morning News
Cares About Minority
Neighborhoods

Anyone smell a rat?

The Mavericks Finally Fought
Back, and They Have the Title
to Prove It

Mark Cuban, Dirk Nowitzki

. and the Mavs shed labels and
the Miami Heat on the way to

their first NBA champlonship.

|
i
|

|

) Thu Jul7'11 @4 24PM

' i
- Bijoux's Scott Gottlich Unloads i Help Us Dish Up
; Thu, Jul 711 @ 6:62PM ' Some of Dallas'
! Best Food
i By Nick Ralo

; Franconia Preparing To Bottle,
;. Host Donnie Nelson...

Page 2 of 5

) 11X ‘McllﬂEl'

~ OnJohn Wiley Price's Strange Follow The

" Land({mark) Dealings : Yellow Brick
Thu Jul 7 '11 03 32PM '. Road To The
Flve Great Leslle Nlelsen Moments ‘BNlEzl ne L
{Video) Since... : y =aine Hner

Thu., Jul 7 11 @ 2:24PM

. /‘“‘ D.'\Lm\b ossm\.rg
. Whitt's End: 7.1.11 | Why We Love
" Frl,, Jul 111 @ B:41AM ' Sports in
e xAmenca' 2011
' | By Richie Whitt

i Are You Ready For Some (College)

. Football?!
: Thu, Jun 3011 @ S48AM '

News »

4¢,« SPORTS BLOG

Texas' Innocent

Prisoners...
by Rohert Wilonsky, Leslle

* Molberg's courtroom,
. attorneys representing
- Staven... More >>

Music »

On June 29, in Judge Ken

 Bad Company: Price ai
: Plenty of Enablers.
. By Patrick Williams Thursday, .

- So John Wiley Prlce R1
- Some Land...
" By Jim Schutze Thursday, Jul 7

- For SMU Football, Adri
. Story is Paying Off (Bu

By Richie Whitt Thursday, Jul 7

http://www.dallasobserver.com/

S Rihanna, J. Cole
id . By Shahryar Rizvi Thursday, Ju

The Civil Wars Fight Fe
By Daniel Hopkins Thursday, J:

71712011
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John Wiley Price: Give the
Devil His Due

And don‘t believe everything
you read.

Behold: A Trinity River Park
Plan That Actually Makes
Sense

How do you actually make an
impact on the Trinity River?

¢ Make it small, cheap and fast.

More Most Papular>>

cnversmnl

"o John Wiley Price
. Really Wanted Some
; Land...

NNationalBlogs

, Topless Robot
| Paper Mario Is Kind of a
: Dick

L 07/07/11 4:05pm

i
E Joystick Division

| Modder Makes Kinect

! Controlled Quad-copter
: 07/07/14 7:00pm

. True Crime Report
- Danlelle Blankenship
Allegedly Kilied Her Cat
; By Blowing Heroin

: Smoke at It

i 07/07111 7;:05pm

! Toke of the Town
i Crackdown: Kent,
| Washin?ton Raids
{ Cannabls Dispensaries
' o7to7/11 5:02pm

hitp://www.dallasobserver.com/

SRV RO

rage s o1

Wil Johnson is nothing if
not prolific. Starting with
the 1995 release of...

‘ More >>

The Violitionist Highlig
The Web
. By Rodrigo Diaz Thursday, Jul’

' Centro-matic Offer
Upa...

by Pate Freedman

Res}aurants »

A+ o 8o 855 15 s T A W

- Nammi: Trickle at the 1
. By Alica Laussade Thursday, J

I

' Marquee Grlll & Bar. Tl
Starring Role
By Emily Wise Miller Thursday

Ketchup Uptown's Ketchup, the nelghborhood " Cool & Hot Tacos Brin
New B ver burger bar in cuisine- By Alice Laussade Thursday, J
ew burger... crowded Uptown,
by Jenny Block * welcomes... More >>
, R - BN - — -
| Movies »

i | Larry Crowne: Unbelie
Being
. By Mark Olsen Thursday, Jun 3

Transformers Baying -
By Dan Kois Thursday, Jun 30

I—Iorrible Bosses There's a scene in Horrible Bad Teacher and the D

. Bosses in which Jennifer
Smgs the'" . Aniston, playing a... l:‘gKTls "l‘. Hollyn\:‘v%? crlsd
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Typed Drawing

Word Mark THE NEW YORK OBSERVER

Goods and IC 016. US 038. G & S: NEWSPAPERS. FIRST USE: 19870422. FIRST USE IN COMMERCE:
Services 19870422

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 73657301

Filing Date Aprit 27, 1987

Current Filing

Basis 1A

Original Filing

Basis 1A

Published for

Opposition August 25, 1987

Change In

Reglstration CHANGE IN REGISTRATION HAS OCCURRED

Registration

Number 1465450

Registration Date November 17, 1987

Owner (REGISTRANT) NEW YORK OBSERVER COMPANY, THE CORPORATION DELAWARE 54

EAST 64TH STREET NEW YORK NEW YORK 10021

(LAST LISTED OWNER) THE NEW YORK OBSERVER, LLC LIMITED LIABILITY COMPANY
NEW YORK 321 West 44th Street 6th Floor New Yorik NEW YORK 10036

Assignment
Recorded ASSIGNMENT RECORDED
agg:::y of Barry Werbin and Robert S. Broder

Disclaimer
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "NEW YORK" APART FROM THE
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Typed Drawing

Word Mark AMERICAN OBSERVER

Goods and IC 016. US 038. G & S: WEEKLY EDUCATIONAL NEWSPAPER FOR SCHOOLS. FIRST USE:
Services 19310901, FIRST USE IN COMMERCE: 19310901

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 72232668

Filing Date November 15, 1965

Current Filing

Basis 1A

Orlginal Filing

Basis 1A

Registration

Number 0817020

Registration Date October 18, 1966

Owner (REGISTRANT) CIVIC EDUCATION SERVICE, INC. CORPORATION DELAWARE 1733 K ST.,

NW. WASHINGTON D.C. 20008

(LAST LISTED OWNER) SCHOLASTIC INC. CORPORATION BY CHANGE OF NAME FROM
NEW YORK 557 Broadway NEW YORK NEW YORK 10012

Rsignment ASSIGNMENT RECORDED

atetg ;r::y of Edward H. Rosenthal

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECTION 8(10-YR) 20070102.
Renewal 2ND RENEWAL 20070102

Live/Dead
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Browser to return to TESS)

CURR LIST

, ( Use the "Back" button of the Internet

Typed Drawing

Word Mark THE BUSINESS OBSERVER

Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: GENERAL FEATURE SECTION

Services COLUMN OF A NEWSPAPER FOR GENERAL CIRCULATION. FIRST USE: 19960617. FIRST
USE IN COMMERCE: 19960617

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 75817999

Filing Date October 7, 1999

Current Filing

Basis 1A

Original Filing

Basis 1A

Supplemental

Register Date November 6, 2000

Registration

Number 3059858

Registration Date February 14, 2006

Owner (REGISTRANT) NEW YORK OBSERVER COMPANY, INC, THE CORPORATION NEW YORK

54 E. 64TH ST. NEW YORK NEW YORK 10021

(LAST LISTED OWNER) POLYGRAVITY MEDIA, LLC LIMITED COMPANY NEW JERSEY C/o
THE KUSHNER COMPANIES 26 COLOMBIA TURNPIKE FLORHAM PARK NEW JERSEY

07932
Assignment
Recorded ASSIGNMENT RECORDED
Q:t:;?: Y of Barry Werbin and Robert S. Broder
Prior

Registrations 1465450,2136403;2242299
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Browser to return to TESS)
Typed Drawing

Word Mark WRESTLING OBSERVER
Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: Newsletters in the field of professional

Services wrestling and non-fiction books in the field of professional wrestling. FIRST USE: 19820602, FIRST

USE IN COMMERCE: 19820602

IC 041. US 100 101 107. G & S; Entertainment in the nature of on-going radio and television

programs in the field of professional wrestling; providing a website on global computer networks in
the field of professional wrestling. FIRST USE: 19991100. FIRST USE IN COMMERCE: 19991100

Mark Drawing
Code (1) TYPED DRAWING

Serial Number 75816629
Filing Date October 30, 1999
Current Filing 1A

Basis

Original Filing

Basis 1A

Published for

Opposition January 23, 2001

Registration

Number 2444010

Registration .

Date April 17, 2001

Owner (REGISTRANT) Meltzer, David A INDIVIDUAL UNITED STATES PO Box 1228 Campbell
CALIFORNIA 950091228

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "WRESTLING"” APART FROM THE
MARK AS SHOWN

Type of Mark  TRADEMARK. SERVICE MARK

Register PRINCIPAL
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Word Mark OBSERVER
Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: Newspapers. FIRST USE: 19630103.
Services FIRST USE IN COMMERCE: 19630201

Mark Drawing Code (5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM
Serial Number 76520981

Filing Date June 2, 2003

Current Filing Basis 1A

Original Filing

Basis 1A

Published for

Opposition March 9, 2004

Registration

Number 2847371

Registration Date  June 1, 2004

Owner (REGISTRANT) Observer & Eccentric Newspapers, inc. CORPORATION MICHIGAN 36251

Schoolcraft Livonia MICHIGAN 48105

(LAST LISTED OWNER) FEDERATED PUBLICATIONS, INC. CORPORATION DELAWARE
7950 JONES BRANCH DRIVE MCLEAN VIRGINIA 22107

Assignment
Recorded ASSIGNMENT RECORDED

Attorney of Record Suzanne M. Underwald
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Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead Indicator LIVE
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observer Translation
observador
Dictionary

observador(a) masculinoffemenino)

Enter text or webpage URL Clear Al Copy Rating: Good Poor Offensive
Language Tools Powered by Microsoft® Translator
& n your mobile device The Microsoft® Translator ywebpage widget allows yau
k to bring real-time, in-place translations to your web
icr ind 3 t Tool (Romani 1o Indic site. The collaborative translation features combine
seripts Yransiiteraion) a automatic translation technology with the power of
“ your community. Try the all new translator invitation
i ictional ish-+ €] and translation management tools!
Microsofi® Maren (Romani ext to Arabic script trangliteration Tbotis an 4 buddy that provides translati
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; "* speak different languages with Thot transiating for
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Bing define observer
DICTIONARY Web Definition Morev

RELATED TERMS DICTIONARY
observant

observation observer

observe -

observable Definition

observably ob-serv-er { @b zurvar }
observance

observation car ob-serv-ers Plural
observation post

observatory NOUN

1. somebody who sees or watches something: somebody who observes something

RESOURCES that is happening

E-mail this entry

Pronundiation Key 2. nonparticipating witness: somebody who acts as a witness to an event, often

officially and at the invitation of the participants

SEARCH HISTORY 3. somebody observing ceremony or obeylng law: somebody who duly celebrates
Search more to see a religious ceremony or ritual, or complies with a rule or law

your history 4. AR FORCE aircraft identifier: somebody trained in identifying aircraft

5. miUTARY watcher of enemy movements: a soidier who watches enemy movements

Ses all or directs artillery fire

Clear all - Turn off

Thesaurus

NQUN

Synonyms: spectator, witness, viewer, onlooker, bystander, eyewitness
NOUN

Antonyms: participant

Translations

Select a language *

Content above provided by

Encarta® World English Dictionary[North American Edition] ® & (P) 2009 Microsoft
Carporation.All rights reserved. Developed for Microsoft by Bloomsbury Publishing Plc.
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Back-sulig T ‘) [ Translate l [ Speak ] i Search
Translate to: : Spanish Lo ‘ ‘
star Translation
estrella
Dictionary

1. sustantivo also person estrella femenino

2. verbo transitivo { pretérito y participio pasado starred } of
movie estar protagonizado por

3. verbo intransitivo ( preténite y participio pasado starred ) in
movie: Depardieu starred in ... Depardieu protagonizé ...

Enter text or webpage URL Clear Al Copy Rating: Good Poor Cftensive
Language Tools Powered by Microsoft® Translator
ee this page r mobi ! Thae Microsoft® Translator webpage widget allows you
t to bring real-time, in-place translations to your web
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LA ESTRELLA DE
TUCSON

Word Mark
Translations
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Date

Current Filing Basis
Original Filing Basis

Published for
Opposition

Registrafion Number
Registration Date
Owner

LA ESTRELLA DE TUCSON
The English translation of LA ESTRELLA DE is THE STAR OF.

IC 016. US 002 005 022 023 029 037 038 050. G & S: Newspapers. FIRST USE: 20041020.
FIRST USE IN COMMERCE: 20041020

(4) STANDARD CHARACTER MARK
78495073

October §, 2004

1A

1B

September 13, 2005

3134110
August 22, 2008

(REGISTRANT) Pulitzer, Inc. CORPORATION DELAWARE 201 N. Harrison, Suite 800
Davenport IOWA 52801

(LAST LISTED OWNER) STAR PUBLISHING COMPANY CORPORATION ARIZONA 201
N. HARRISON, SUITE 600 DAVENPORT IOWA 52801

Assignment Recorded ASSIGNMENT RECORDED

Attorney of Record

Christopher J. Curran

http://tess2.uspto.gov/bin/showfield?f=doc&state=4007:mkjukq.15.5 7/7/2011
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To:  Pulitzer, Inc. (TRADEMARKS@LRLAW.COM)

Subject: TRADEMARK APPLICATION NO. 78495073 LA ESTRELLA DE
- TUCSON - 42534-1

Seht: : 5/9/20051: 09 56 PM

SentAs: ECOMIIO@USPTO GOV
'Attachments. o

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/495073

APPLICANT: Pulitzer, Inc.

*78495073*

CORRESPONDENT ADDRESS: RETURN ADDRESS:
JENNIFER A. VAN KIRK Commissioner for Trademarks
LEWIS AND ROCA LLP P.0. Box 1451

dria, VA 2 -
40 N CENTRAL AVE STE 1900 Alexandria, VA 22313-1431

PHOENIX, AZ 85004-4446

If no fees are enclosed, the address should include the
wards "Box Responses - No Fee.”

MARK: LA ESTRELLA DE TUCSON

CORRESPONDENT’S REFERENCE/DOCKET NO : 42534-1 Please provide in all correspondence:
1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: applicants oame,
TRADEMARKS@LRLAW.COM 2. D of this Office Actian.

3. Examining Attorncy's name and
Law Office number.
4. Your telephone number and email
address.

Serial Number 78/495073
EXAMINER’S AMENDMENT

SEARCH TMEP §704.02 The trademark examining attorney has searched the Office records and has found no similar
registered or pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d).
Advisory — Amendments to Goods/Services: If the goods and/or services have been amended below, any future
amendments must be in accordance with 37 C.F.R. §2.71(a) and TMEP §1402.07(¢).

Amendments Authorized: As authorized by Christy L.E. Hubbard 602.262.5311, on May 09, 2005, the application is
amended as noted below. If applicant disagrees with or objects to any of the amendments below, please notify the
undersigned trademark examining attorney immediately. Otherwise, no response is necessary. TMEP §707.



DISCLAIMER . Trademark Act Section 6, 15 U.S.C. §1056; TMEP §§1213 and 1213.03(a).
No claim is made to the exclusive right to use TUCSON from the mark as shown.

TRANSLATION 37 C.F.R. §2.61(b); TMEP §809.
The following translation statement is added to the record:

The English translation of the wording * LA ESTRELLA DE” is “THE STAR OF.”

The present application will proceed to publication in the Official Gazette.

/LEB/ Linda E. Blohm, Trademark Examining Attorney
571.272.9129, Law Office 110
Facsimile 571.273.9110

For inquiries or questions about this office action, please contact the assigned examining attorney.

NOTICE: FEE CHANGE

Effective January 31, 2005 and pursuant to the Consolidated Appropriations Act, 2005, Pub. L. 108-447, the following
are the fees that will be charged for filing a trademark application:

(1) $325 per international class if filed electronically using the Trademark Electronic Application System
(TEAS); or

(2) $375 per international class if filed on paper.

These fees will be charged not only when a new application is filed, but also when payments are made to add classes to
an existing application. If such payments are submitted with a TEAS response, the fee will be $325 per class, and if such
payments are made with a paper response, the fee will be $375 per class.

The new fee requirements will apply to any fees filed on or after January 31, 2005.

NOTICE: TRADEMARK OPERATION RELOCATION

The Trademark Operation has relocated to Alexandria, Virginia. Effective October 4, 2004, all Trademark-related paper
mail (except documents sent to the Assignment Services Division for recordation, certain documents filed under the
Madrid Protocol, and requests for copies of trademark documents) must be sent to:

Commissioner for Trademarks

P.O. Box 1451
Alexandria, VA 22313-1451




Applicants, attorneys and other Trademark customers are strongly encouraged to correspond with the USPTO online via
the Trademark Electronic Application System (TEAS), at http://www.uspto.gov/teas/index. html.
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LA ESTRELLA

Word Mark
Translations
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number

Filing Date

Current Filing Basis
Original Filing Baslis
Published for
Opposition
Registration Number
Registration Date
Owner

Assignment
Recorded

Attorney of Record
Type of Mark
Register

LA ESTRELLA
The foreign wording in the mark translates into English as THE STAR.

IC 016. US 002 005 022 023 029 037 038 050. G & S: Newspapers for general circulation.
FIRST USE: 20070323. FIRST USE IN COMMERCE:; 20070323

(4) STANDARD CHARACTER MARK
77200163

June 7, 2007

1A

1A

May 20, 2008

3479026

August 5, 2008

(REGISTRANT) McClatchy U.S.A., Inc. CORPORATION DELAWARE 2100 Q Street
Sacramento CALIFORNIA 95816

ASSIGNMENT RECORDED

Tsan Abrahamson
TRADEMARK
PRINCIPAL

http:/tess2.uspto.gov/bin/showficld?f=doc&state=4007:mkjukq.16.9 7/712011
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‘To: ' _ McClatchyU S.A., Inc (trademarks@cobaltlaw com) _
Subject: ~ TRADEMARK APPLICATION NO. 77200163 - LA ESTRELLA-' S

McClatchy/LA

‘Sent: 9/19/2007.4:31: 06 PM

Sent As: ECOMIOS@USPTO GOV |

Atfachments: Attachment-1 . ..
Attachment - 2
Attachment-3 -
Attachment -4 - -
Attachment - 5
Attachment - 6

‘Attachment -7
Attachment -8~ .
Attachment-9

_ Attachment - 10 |
Attachment - 11
Attachment - 12
Attachment - 13-
Attachment - 14
Attachment - 15 - -

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 7177200163

MARK: LA ESTRELLA

CORRESPONDENT ADDRESS:
TSAN ABRAHAMSON
COBALTLLP
819 BANCROFT WAY
BERKELEY, CA 94710-2226

APPLICANT: McClatchy U.S.A., Inc.

CORRESPONDENT’S REFERENCE/DOCKET
NO:
McClatchy/LA
CORRESPONDENT E-MAIL ADDRESS:
trademarks@cobaltlaw.com

*77200163*

RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/cTEASpageD.htm

GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm




OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 9/19/2007
The examining attorney has reviewed the referenced application and has determined the following,

Mark is Likely to Cause Confusion

The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant's mark, when used on or in connection with the identified goods, so
resembles the mark in U.S. Registration Nos. 3136887, 3134110, 2977603, 2824279 and 1224966 as to be
likely to cause confusion, or to cause mistake, or to deceive. TMEP section 1207. See the enclosed
registration.

The examining attorney must analyze each case in two steps to determine whether there is a likelihood of
confusion. First, the examining attorney must look at the marks themselves for similarities in appearance,
sound, connotation and commercial impression, Jn re E. I. DuPont de Nemours & Co., 476 F.2d 1357,
177 USPQ 563.(CCPA 1973). Second, the examining attorney must compare the goods or services to
determine if they are related or if the activities surrounding their marketing are such that confusion as to
origin is likely. Jn re August Storck KG, 218 USPQ 823 (TTAB 1983); In re International Telephone and
Telegraph Corp., 197 USPQ 910 (TTAB 1978); Guardian Products Co., v. Scott Paper Co., 200 USPQ
738 (TTAB 1978).

Analysis of Applicant’s Mark and Registered Mark

First, a comparison of the respective marks show that they are comprised eitber in whole or significant
part of the term “ESTRELLA” or “STAR.”  Accordingly, the dominant portion of applicant’s mark,
“ESTRELLA,” is similar in sound, appearance, connotation and commercial impression to Registration
No. 2977603’s mark “DIARIO LA ESTRELLA” and star designs and Registration No. 3134110’s mark
“LA ESTRELLA DE TUCSON.”

According to the doctrine of foreign equivalents, an applicant may not register foreign words or terms if
the English-language equivalent has been previously registered for related products or services and the
consumer would be likely to translate the foreign word into its English equivalent. Palm Bay Imports, Inc.
v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1377, 73 USPQ2d 1689 (Fed. Cir.
2005); In re Perez, 21 USPQ2d 1075 (TTAB 1991); In re American Safety Razor Co., 2 USPQ2d 1459
(TTAB 1987); In re Ithaca Industries, Inc., 230 USPQ 702 (TTAB 1986); In re Hub Distributing, Inc.,
218 USPQ 284 (TTAB 1983); TMEP §1207.01(b)(vi). Accordingly, the dominant portion of applicant’s

mark, “LA ESTRELLA” which translates to “THE STAR,” m 1s considered similar in sound,
appearance, connotation and commercial impression to Registration No. 2824579°s mark “THE STAR
PRESS,” and Registration No. 1224966’s mark “THE STAR.”  Similarity in any one of these elements




alone is sufficient to find a likelihood of confusion. In re Mack, 197 USPQ 755 (TTAB 1977).

Second, a comparison of the applicant’s goods, “circulars containing the printed advertisements of others'
products and services bundled together for common distribution,” to the registrant’s goods shaws the
relationship between them. A “circular” is defined as a paper (as a leaflet) intended for wide distribution.

2 The registrations are for newspapers.

The examining attorney must determine whether there is a likelihood of confusion on the basis of the
goods identified in the application and registration. If the application or cited registration describes the
goods broadly and there are no limitations as to their nature, type, channels of trade or classes of
purchasers, it is presumed that the application and registration encompass all goods of the type described,
that they move in all normal channels of trade, and that they are available to all potential customers,
Canadian Imperial Bank of Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987); Paula Payne Products Co., v. Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76 (CCPA
1973); In re Elbaum, 211 USPQ 639 (TTAB 1981). The applicant’s identification of a circular to include
advertisements is seen to include newspapers.

The examining attorney must consider any goods in the registrant's normal fields of expansion to
determine whether the registrant's goods or services are related to the applicant's identified goods or
services under Section 2(d). Jn re General Motors Corp., 196 USPQ 574 (TTAB 1977). Accordingly, the
mark is likely to cause consumer confusion as to source.

Prior Pending Application

The examining attorney encloses information regarding pending Application Serial No. 78-461921, The
filing date of the referenced application precedes the applicant's filing date. There may be a likelihood of
confusion between the marks under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). Ifthe
referenced application matures into a registration, the examining attorney may refuse registration in this
case under Section 2(d). 37 C.F.R. Section 2.83; TMEP section 1208.01. This application may be
suspended pending the disposition of the above earlier-filed application. The examining attorney encloses
information regarding pending Application Serial No. 78-461921,

If the applicant believes that there is no potential conflict between this application and the earlier- filed
application, the applicant may present arguments relevant to the issue in a request to allow the application
to proceed. The election to file or not to file such a request at that time in no way limits the applicant's
right to address this issue at a later point.

Title of Single Work

Registration is refused because the proposed mark, as used on the specimen of record, is used only as the
title of a single creative work, namely, the title of a specific printed newspaper; it does not function as a
trademark to identify and distinguish applicant’s goods from those of others and to indicate their source.
Trademark Act Sections 1, 2 and 45, 15 U.S.C. §§1051-1052 and 1127; In re Cooper, 254 F.2d 611, 117
USPQ 396 (C.C.P.A. 1958); see In re Scholastic, Inc., 23 USPQ2d 1774, (TTAB 1992); TMEP §1202.08.
Single creative works include works in which the content does not change, whether that work is in printed,
recorded or electronic form.

Applicant may respond to this refusal by submitting evidence that the proposed mark is used to identify a
series, rather than a single work. The name for a series of creative works indicates that each work in the



series comes from the same source as the others. Scholastic, 23 USPQ2d at 1776. Bvidence of a series
includes copies of at least two different book covers or packaging for prerecorded works (not two copies
of the same work) showing the mark as a source identifier for the series as well as distinguishing the mark
from the individual titles of the works. Jd.

If applicant cannot satisfy the requirement for evidence of a series, applicant may amend the Section 1(a)
filing basis (use in commerce) to Section 1(b) (intent to use), and the refusal will be withdrawn. However,
should applicant amend the basis to Section 1(b), registration cannot be granted until applicant later
amends the application back to use in commerce by filing an acceptable allegation of use along with
evidence of use on a series. 15 U.S.C. §1051(c); 37 C.F.R. §§2.76, 2.88; TMEP Chapter 1100.

In order to amend to Section 1(b), applicant must submit the following statement, verified with an
affidavit or signed declaration under 37 C.F.R. §2.20: “ Applicant has had a bona fide intention to use
the mark in commerce on or in connection with the goods or services listed in the application as of
the filing date of the application.” 15U.S.C. §1051(b); 37 C.F.R. §§2.34(a)(2) and 2.35(b)(1); TMEP
§806.01(b).

The following is a properly worded declaration under 37 C.F.R. Section 2.20:

“The undersigned, being hereby warned that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false
statements may jeopardize the validity of the application or any resulting registration, declares that
the facts set forth in this application are true; all statements made of his/her own knowledge are
true; and all statements made on information and belief are believed to be true.”

The signature should include the title of the signatory and the date the declaration was signed.
Other Considerations

;-\lthough the examining attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration. If applicant chooses to respond
to the refusal to register, the following issues must also be addressed.

Translation Required

The applicant must submit an English translation of all foreign wording in the mark. 37 C.F.R. Section
2.61(b); TMEP section 809.

If the applicant has any questions or needs assistance in responding to this office action, please telephone
the assigned examining attorney.

{Jason F, Turner/

Examining Attorney

Law Office 108

(571) 272-9353

(571) 273-9108 (Fax for Official Responses)



RESPOND TO THIS ACTION: If there are any questions about the Office action, please contact the
assigned examining attorney. A response to this Office Action should be filed using the Office’s
Response to Office action form available at http://www.uspto.gov/teas/eTEASpageD . htm. If notification
of this Office action was received via e-mail, no response using this form may be filed for 72 hours after
receipt of the notification. Do not attempt to respond by e-mail as the USPTO does not accept e-
mailed responses.

If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response. Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.

i See attached.

21 MERRIAM-WEBSTER ONLINE (www.Merriam-Webster.com) copyright 2002 by Meriam-Webster,
Incorporated. Included within Merriam-Webster Online is: Merriam-Webster Online Dictionary copyright ©
2002 by Merriam-Webster, Incorporated.




Print: Sep 19, 2007 731682128

DESIGN MARK

Serlal Number
73182128

Status
REGISTERED AND RENEWED

Word Mark
THE STAR

Standard Character Mark
No

Registration Number
1224966

Date Ragistered
1883/01/25

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Owner
AMERICAN MEDIA OPERATIONS, INC. CORPORATION DELAWARE 1000 American
Media Way Boca Raton FLORIDA 33464-100

Goods/Services
Class Status -- ACTIVE. IC 0l6. US Q38. G & S: Weekly Newspaper.
First Use: 1975/11/18. First Use In Commerce: 1975/11/18.

Prior Registration{s)
1050044

Lining/Stippling Statemant
The drawing 1s lined for the color red, however, color is not a
feature of the mark.

Flling Date
1978/08/04

Examining Attomey
UNKNOWN

Attomuey of Record
4




Print: Sep 19, 2007

LO-MAE LAI CHUECOS

73182128






Print; Sep 19, 2007 76460204

DESIGN MARK

Serial Nember
76460204

REGISTERED

Word Mark
THE 8TAR PRES8S

Standard Character Mark
No

Registration Number
2824579

Date Registered
2004/03/23

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner
Media West - INI, Inc. CORPORATION DELAWARE 50 West Liberty Street,
Suite 802 Bank of America Plaza Reno NEVADA 89501

Goods/Services

Class Status -- ACTIVE. IC 016. US 002 005 022 023 023 037 038 050.
G & S: newspapers for general circulation containing topics of

general interest. Filrst Use: 1996/05/20, First Use In Commerce:
1996/05/20.

Disclaimer Staternent
NO CLARIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "PRESS" APART FROM THE
MARK AS SHOWN.

Filing Date
2002/10/11

Examining Attomey
BLOHM, LINDA E.

Attormney of Record
Suzanne M. Underwald

R




i
THE STAR PRESS



Print: Sep 19, 2007 76540137

DESIGN MARK

Serial Nummber
76540137

Status
REGISTERED

Word Mark
DIARIO LA ESTRELLA

Standard Character Mark
No

Registration Number
2977603

Date Registerad
2005/07/26

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Ovwner
KNIGHT RIDDER, INC. CORPORATION FLORIDA 50 WEST SAN FERNANDO STREET
SAN JOSE CALIFORNIA 55113

Goods/Services

Class Status -- ACTIVE. IC 016. US 002 005 022 023 029 037 038 050.
G & 8: Spanish language newspaper for general circulation, First
Use: 2003/09/02. First Use In Commerce: 2003/09/02.

Disclaimer Statermnent
NO CLAIM IS8 MADE TO THE EXCLUSIVE RIGHT TO USE "DIARIO™ APART FROM THE
MARK AS SHOWN.

Translation Statement
The English translation of the mark is "the daily star."

Filing Date
2003/08/13

Examining Altorney
KON, ELISSA GARBER

= M



Print: Sep 19, 2007

Attorney of Record
Tgan Abrahamson, Katherine Spelman,
Molly Garhart

76540137

Sophle Cohen,

Lara Kehoe Hoffman,



B DIARIO

H [afZestrella I




Print: Sep 19, 2007 78461921

DESIGN MARK

Serial Number
78481921

Status
THIRD EXTENSION =~ GRANTED

Word Mark
STAR EN ESPANOL

Standard Character Mark
Yes

Type of Mark
TRADEMARK; SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(4) STANDARD CHARACTER MARK

Owner
American Media Operations, Inc., CORPORATION DELAWARE 1000 American
Media Way Boca Raton FLORIDA 334641000

Goods/Services
Class 8tatus -- ACTIVE. IC 016, US 002 005 022 023 029 037 038 050,
G & S: Weekly magazine, in Spanlsh.

Goods/Services

Class Status ~- ACTIVE. IC 042, U8 100 101, G & 8: Computer
services, namely, providing online magazines, in Spanish, in the field
of news and entertainment.

Prior Registration(s)
1224966;2484118; 2751537

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "en Espafiol™ APART FROGM

THE MARK AS SHOWN.

Translation Statement

The forsign wording in tha mark translates into English as "in
Spanish.™

Filing Date
2004/08/04

Examining Attormey
-




Print: Sep 19, 2007

CORDOVA, RAUL

Attorney of Record

Lo-Mae Lail Chuecos

78461821



Star en Espafiol



Print: Sep 18, 2007 78495073

DESIGN MARK

Serial Number
78495073

Status
REGISTERED

Word Mark
LA ESTRELLA DE TUCSON

Standard Character Mark

Yes

Registration Number
3134110

Date Registered
2006/08/22

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Gode
{4) STANDARD CHARACTER MARK

Owner
Pulitzer, Inc. CORPORATION DELAWARE 201 N. Harrison, Suite 6G0
Davenport IOWA 52801

Goods/Services

Class Status -- ACTIVE. IC 016. US 002 005 022 023 029 037 038 050.
G & 8: Newspapers., First Use: 2004/10/20. First Use In Commerce:
2004/10/20.

Prior Registration{s)
2606488; 2802765

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE TUCSON APART FROM THE
MARK A8 SHOWN.

Translation Statement
The English translation of LA ESTRELLA DE is THE 9TAR OF.

Filing Date
2004/10/Q5

A



Print: Sep 18, 2007

Examining Attomney
BLOHM, LINDA E.

Aftomey of Record
Christopher J. Curran

78496073



LA ESTRELLA DE




To: - McClatchy US.A., Inc. (trademaris@cobaltlaw.com)

Subject: | TRADEMARK APPLICATION NO. 77300163 - LA ESTRELLA- . .

o .McCIatchy/LA
Sent:  9/19/200743L:11PM
SentAs: . ECOMI108@USPTO.GOV -
Attachments: ”
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 9/19/2007 FOR
APPLICATION SERJAL NO. 77200163

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link
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Applicant McClatchy USA, Inc. (“Applicant™) responds to the Examining Attorney’s Office Action
dated September 19, 2007 as follows:

1. INFORMALITIES

The Examining Attomey has requested Applicant provide a translation of all non-English terms in LA
ESTRELLA (“Applicant’s Mark” or the “Mark™). The Examining Attorney has also requested that
Applicant provide an additional specimen or other evidence showing that Applicant’s Mark is used in
connection with a series of publications.

A. Translation
Applicant’s Mark, LA ESTRELLA, is transiated as “THE STAR.”
B. Specimen of Use

Applicant respectfully suggests that the current specimen of use is sufficient to support the
description of goods, and to establish the periodical or “series” nature of the publication. The paper,
formerly called, DIARIO LA ESTRELLA (Reg. 2,498,247), is distributed Tuesday through Friday
(Diario La Estrella is now distributed weekly). See, Exhibit A (article, noting the daily distribution).

II. NO LIKELIHOOD OF CONFUSION

The Examining Attorney has refused to register the Mark under Section 2(d) on the ground that he
believes the mark so resembles the Cited Mark as to be likely to cause confusion, to cause mistake or to
deceive.

The cited registrations (collectively the “Cited Marks”) are in International Class 16: THE STAR
& Design (U.S. Registration No. 1,224,966) owned by American Media Operations, Inc., for a “weekly
newspaper”; THE STAR PRESS & Design (U.S. Registration No. 2,824,579) owned by Media West -
INI, Inc. for “newspapers for general circulation containing topics of general interest” (the “Cited
English Marks”); LA ESTRELLA DE TUCSON (U.S. Registration No. 3,134,110) owned by Pulitzer,




Inc. for “newspapers.” (the “Cited Spanish Mark”).

The Examining Attorney also cited DIARIO LA ESTRELLA & Design (which translates to “The
Daily Star”) (U.S. Registration No. 2498247) for “Spanish language newspaper for general
circulation.” This registration, however, is owned by Applicant. See Exhibit B, copy of USPTO
Assignment Record. With regard to the Cited Spanish Mark, Applicant attaches hereto as Exhibit C, a
copy of the co-existence agreement between Applicant and owner of the Cited Spanish Mark, in which
both parties agree that market factors present in this case, do not give rise to confusion or likelihood of
confusion. Given the foregoing, Applicant submits that the refusals regarding these two marks will be
withdrawn by Examiner and accordingly, Applicant will address the remaining two Cited English Marks
listed in the paragraph above.

With regard to the remaining Cited Marks, Applicant submits that the marks are distinct and that its
application should proceed to registration because in the actual commercial context in which the marks
are used, they are distinct.

A. APPLICANT’S MARK IS NOT LIKELY TO BE CONFUSED WITH THE CITED MARKS

The Examining Attorney states that the Cited Marks are confusingly similar to Applicant’s mark LA
ESTRELLA. Applicant submits that the market factors relevant in this instance make confusion
unlikety.

It is well-settled trademark law that the only proper setting to evaluate likelihood of confusion is not
through the prism of theoretical comparisons, but in the marketplace. In re E.I. DuPont DeNemours &
Co., 476 F.2d 1357, 1360-1361 (C.C.P.A. 1973). As the TMEP properly instructs, the question of
confusion concerns “not . . . the nature of the mark, but . . . its effect ‘when applied to the goods of the
applicant’. The only relevant application is made in the marketplace. The words ‘when applied” do
not refer to a mental exercise, but to all of the known circumstances surrounding the use of the mark.”
In re E.I. DuPont DeNemours & Co., supra, at 1360-1361.

As the Examining Attorney has pointed out, courts look to a number of factors in the marketplace to
determine likelihood of confusion. They include the similarity of the goods, channels of trade,
commercial impression, and other issues. AMF, Inc. v, Sleekcraft Boats, 599 F.2d 341, 348-349 (9th
Cir. 1979); TMEP §1207.01. Applicant respectfully submits that the Cited Marks are not likely to be
confused with Applicant's Mark and should not be bars to registration because, considered in their
entireties, the marks convey a distinct commercial impression that makes confusion between them
unlikely.

B. APPLICANT’S MARK AND THE CITED MARKS ARE USED TO IDENTIFY DISTINCT
GOODS

Even when marks are identical, the TTAB routinely holds that no confusion exists if goods are not
related in such a way that the same persons would believe they originate from the same source. TMEP
1207.1(a)(i). Such is the case here. Applicant’s Mark is used in connection with a Spanish language
circular that is marketed in and around the state of Texas. In contrast, the Cited English Marks are for
English speaking papers for general circulation outside the Texas area. The Cited Spanish Mark,
according to its website, is for “high density Hispanic Neighborhoods in Tucson and Southern
Arizona.” In all cases, the goods are sufficiently distinct.

The Cited English Mark THE STAR PRESS is a daily paper directed at Muncie, Indiana residents,




available by subscription and on newsstands, distributed in and around Muncie, Indiana, and is printed
in English. See Exhibit D,

The Cited English Mark THE STAR, is for a tabloid gossip magazine, glossy in form, written in
English, and sold by subscription and on newsstands to those interested in celebrity gossip.

In contrast, Applicant’s Mark, LA ESTRELLA, isa Spanish-only newspaper distributed to Spanish
speaking adults in and around the Dallas Area. It does not reach Indiana, and it is not a gossip/celebrity
tabloid.

The foregoing distinction among goods bearing the same mark is by itself sufficient to find no
confusion, Case law supports a finding that confusion is further reduced when those goods and services
travel in distinct channels of trade, as they must necessarily do in this case. Electronic Design & Sales,
Inc. v. Electronic Data Systems Corp., 954 F.2d 713, 21 U.8.P.Q.2d 1388 (Fed. Cir. 1992) (software
products with the same name that are sold in different channels of trade not confusing); Astra
Pharmaceutical Products, inc. v. Beckman Instruments, Inc., 718 F.2d 1201, 220 U.S.P.Q. 786 (1st Cir.
1983) (pharmaceuticals and blood analyzing equipment, both bearing the mark ASTRA, both sold to
and used in hospitals not likely to be confused). See also Sears, Roebuck and Co., 2 U.S.P.Q.2d 1312
(T.T.A.B. 1987) (CROSS-OVER for brassieres and CROSSOVER for ladies’ sportswear were not
confusingly similar, even though both were for women clothing). See, also, Attrezi LLC v. Maytag
Corp, 436 F.3d 32 (when goods are not competitive more is required to prove confusion);

In the present case, the Cited English Marks are for daily papers, while Applicant’s Mark travels
only in Spanish-speaking areas, and is marketed to people who are interested in information in and
around the Dallas Fort Worth area.

C. APPLICANT AND REGISTRANTS OPERATE THROUGH DISTINCT MARKETING
CHANNELS AND MARKET TO DISTINCT CONSUMER GROUPS

Applicant’s Hispanic-only, Texas-focused marketing channels are distinct from Registrants’
respective marketing channels. Goods and services that are marketed through distinct marketing
channels, such as Applicant’s and Registrants’, serve to further reduce confusion. AMF , Inc. v.
Sleekeraft Boat, 599 F.2d 341, 204 U.S.P.Q. 808 (9th Cir, 1979) (distinct marketing channels reduce
likelihood of confusion.) The TMEP instructs that “if the goods or services in question are not related or
marketed in such a way that they would be encountered by the same persons in situations that would
create the incorrect assumption that they originate from the same source, then, even if the marks are
identical, confusion is not likely.” TMEP 1207.01(a)(i). See also, Local Trademarks, Inc. v. Handy
Boys Inc., 16 U.S.P.Q.2d 1156 (T.T.A.B. 1990) (finding LITTLE PLUMBER for drain opener not
confusingly similar to LITTLE PLUMBER and Design for advertising services related to plumbing,
because marketing channels were distinct).

Here, THE STAR PRESS is marketed in and around the Muncie, Indiana metropolitan area (a
population purported to have a Hispanic population of 1.44%). THE STAR reaches English speaking
readers at national chain stores and check-out counters interested in celebrity gossip. Applicant’s paper
is distributed in Spanish to the non-English speaking community in and around the Dallas, Texas area.
Both geographic distinctions, and distinction relating to content suggest no confusion is likely.

D. THEPTO ROUTINELY RECOGNIZES THE UNIQUE DISTINCTIONS BETWEEN




PUBLICATIONS

The distinctions between printed publications, however minute, do convey a distinct commercial
impression recognizable by consumers. Standard Brands, Inc. v. RJIR Foods, Inc., 192 U.S.P.Q. 383
(T.T.A.B. 1976) (consumers educated in a specific industry come to recognize even minute distinctions
in marks). The unique distribution nature of the news and magazine industry, coupled in this case, with
the clear distinction between the marks visually, and the focus on markets that speak a different
language make confusion unlikely. The uniqueness of the news media / magazine industry is not lost on
the PTO, which routinely registers identical, or nearly identical marks, provided there is sufficient
distinction between them. In Applicant’s case the products are delivered in different languages under a
different mark; they, are distributed through different marketing and trade channels, and provide
different goods under marks that are visually, aurally, and commercially distinct support a finding that
the marks are not likely to be confused. Similar marks have been allowed to coexist in conjunction with
different types of publications, for example:

1*® STAR (Reg. No. 1,224,966) a Cited Mark owned by American Media Operations, Inc. for “weekly
newspaper” in Class 16; and

i*® STAR (App. No. 76/185,172; allowed 11/28/2006) owned by Star Television Productions for,
among other goods and services, “printed matter, namely, newspapers and periodicals, books and
magazines relating to television, entertainment, operation of satellite television and computer” in Class
16.

1*® THE STAR (Reg. No. 1,224,966), owned by American Media Operations, Inc., for a “weekly
newspaper” in Class 16.

i*® THE STAR PRESS & Design (U.S. Registration No. 2,824,579) owned by Media West — INI, Inc.
for “newspapers for general circulation containing topics of general interest” In Class 16.

(Applicant notes the foregoing are all English publications)

i*® SUN (Reg. 2,199,246) owned by American Media Operations, Inc. for “publication, namely, a
weekly entertainment newspaper containing stories about the fantastic, bizarre and paranormal” in Class
16; and

1*® SUN NEWS (Reg. 3,094,707) owned by K. R. USA, Inc. for “daily newspaper containing current
news; editorials and feature articles” in Class 16.

i*® SALON (Reg. 3,074,139) owned by Salon Media Group for “on-line electronic magazine services
focusing on international arts, culture, ideas, books, music, multimedia, politics and conversation,
accessible via global or non-global computer network” in Class 42; and

i*® SALONNEWS (Reg. 1,806,882) owned by Advanstar Communications for a “periodical magazine
relating to the beauty shop business” in Class 16.

i*® TRIBUNE (Reg. 3,119,579) owned by Scrariton Times, for “newspapers” in Class 16; and
i*® TRIBUNE (Reg. 3,318,133) owned by McClatchy Management Services for “newspapers for
general circulation” in Class 16.

As with the foregoing examples, Applicant’s advertising circular LA ESTRELLA and Registrants’
marks for newspapers and gossip magazine respectively, can coexist within the “publications™
marketplace.

III. CONCLUSION




For the foregoing reasons, Applicant respectfully requests that the Examining Attorney reconsider
and withdraw the refusal to register the mark LA ESTRELLA. Applicant submits that this application is
in condition for registration, and respectfully requests that the application be passed to publication.
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Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77200163 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant McClatchy USA, Inc. (“Applicant”) responds to the Examining Attorney’s Office Action
dated September 19, 2007 as follows:

I. INFORMALITIES

The Examining Attorney has requested Applicant provide a translation of all non-English terms in LA
ESTRELLA (“Applicant’s Mark™ or the “Mark™). The Examining Attomney has also requested that
Applicant provide an additional specimen or other evidence showing that Applicant’s Mark is used in
connection with a series of publications.

A. Translation
Applicant’s Mark, LA ESTRELLA, is translated as “THE STAR.”
B. Specimen of Use

Applicant respectfully suggests that the current specimen of use is sufficient to support the description
of goods, and to establish the periodical or “series” nature of the publication. The paper, formerly called,
DIARIO LA ESTRELLA (Reg. 2,498,247), is distributed Tuesday through Friday (Diario La Estrella is
now distributed weekly). See, Exhibit A (article, noting the daily distribution).

II. NO LIKELIHOOD OF CONFUSION

The Examining Attorney has refused to register the Mark under Section 2(d) on the ground that he
believes the mark so resembles the Cited Mark as to be likely to cause confusion, to cause mistake or to
deceive.

The cited registrations (collectively the “Cited Marks™) are in International Class 16; THE STAR &
Design (U.S. Registration No. 1,224,966) owned by American Media Operations, Inc., for a “weekly
newspaper”’; THE STAR PRESS & Design (U.S. Registration No. 2,824,579) owned by Media West —
INI, Inc. for “newspapers for general circulation containing topics of general interest” (the “Cited



English Marks”); LA ESTRELLA DE TUCSON (U.S. Registration No. 3,134,110) owned by Pulitzer,
Inc. for “newspapers.” (the “Cited Spanish Mark™).

The Examining Attorney also cited DIARIO LA ESTRELLA & Design (which translates to “The Daily
Star”) (U.S. Registration No. 2498247) for “Spanish language newspaper for general circulation.” This
registration, however, is owned by Applicant. See Exhibit B, copy of USPTO Assignment Record. With
regard to the Cited Spanish Mark, Applicant attaches hereto as Exhibit C, a copy of the co-existence
agreement between Applicant and owner of the Cited Spanish Mark, in which both parties agree that
market factors present in this case, do not give rise to confusion or likelihood of confusion. Given the
foregoing, Applicant submits that the refusals regarding these two marks will be withdrawn by Examiner
and accordingly, Applicant will address the remaining two Cited English Marks listed in the paragraph
above.

With regard to the remaining Cited Marks, Applicant submits that the marks are distinct and that its
application should proceed to registration because in the actual commercial context in which the marks are
used, they are distinct.

A. APPLICANT’S MARK IS NOT LIKELY TO BE CONFUSED WITH THE CITED MARKS

The Examining Attorney states that the Cited Marks are confusingly similar to Applicant’s mark LA
ESTRELLA. Applicant submits that the market factors relevant in this instance make confusion unlikely.

It is well-settled trademark law that the only proper setting to evaluate likelihood of confusion is not
through the prism of theoretical comparisons, but in the marketplace. In re E.I. DuPont DeNemours & Co.,
476 F.2d 1357, 1360-1361 (C.C.P.A. 1973). As the TMEP properly instructs, the question of confusion
concerns “not . . . the nature of the mark, but . . . its effect ‘when applied to the goods of the applicant’.
The only relevant application is made in the marketplace. The words ‘when applied’ do not refer to a
menta] exercise, but to all of the known circumstances sutrounding the use of the mark.” In re E.I DuPont
DeNemours & Co., supra, at 1360-1361.

As the Examining Attorney has pointed out, courts look to a number of factors in the marketplace to
determine likelihood of confusion. They include the similarity of the goods, channels of trade, commercial
impression, and other issues. AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-349 (9th Cir. 1979);
TMEP §1207.01. Applicant respectfully submits that the Cited Marks are not likely to be confused with
Applicant's Mark and should not be bars to registration because, considered in their entireties, the marks
convey a distinct commercial impression that makes confusion between them unlikely.

B. APPLICANT’S MARK AND THE CITED MARKS ARE USED TO IDENTIFY DISTINCT
GOODS

Even when marks are identical, the TTAB routinely holds that no confusion exists if goods are not
related in such a way that the same persons would believe they originate from the same source. TMEP
1207.1(a)(i). Such is the case here. Applicant’s Mark is used in connection with a Spanish language
circular that is marketed in and around the state of Texas. In contrast, the Cited English Marks are for
English speaking papers for general circulation outside the Texas area. The Cited Spanish Mark, according
to its website, is for “high density Hispanic Neighborhoods in Tucson and Southemn Arizona.” In all
cases, the goods are sufficiently distinct.

The Cited English Mark THE STAR PRESS is a daily paper directed at Muncie, Indiana residents,



available by subscription and on newsstands, distributed in and around Muncie, Indiana, and is printed in
English. See Exhibit D.

The Cited English Mark THE STAR, is for a tabloid gossip magazine, glossy in form, written in
English, and sold by subscription and on newsstands to those interested in celebrity gossip.

In contrast, Applicant’s Mark, LA ESTRELLA, is a Spanish-only newspaper distributed to Spanish
speaking adults in and around the Dallas Area. It does not reach Indiana, and it is not a gossip/celebrity
tabloid.

The foregoing distinction among goods bearing the same mark is by itself sufficient to find no
confusion. Case law supports a finding that confusion is further reduced when those goods and services
travel in distinct channels of trade, as they must necessarily do in this case. Electronic Design & Sales,
Inc. v. Electronic Data Systems Corp., 954 F.2d 713, 21 U.S.P.Q.2d 1388 (Fed. Cir. 1992) (software
products with the same name that are sold in different channels of trade not confusing); Astra
Pharmaceutical Products, inc. v. Beckman Instruments, Inc., 718 F.2d 1201, 220 U.S.P.Q. 786 (1st Cir.
1983) (pharmaceuticals and blood analyzing equipment, both bearing the mark ASTRA, both sold to and
used in hospitals not likely to be confused). See also Sears, Roebuck and Co., 2 U.S.P.Q.2d 1312
(T.T.A.B. 1987) (CROSS-OVER for brassieres and CROSSOVER for ladies’ sportswear were not
confusingly similar, even though both were for women clothing). See, also, Attrezi LLC v. Maytag Corp,
436 F.3d 32 (when goods are not competitive more is required to prove confusion);

In the present case, the Cited English Marks are for daily papers, while Applicant’s Mark travels only
in Spanish-speaking areas, and is marketed to people who are interested in information in and around the
Dallas Fort Worth area.

C. APPLICANT AND REGISTRANTS OPERATE THROUGH DISTINCT MARKETING
CHANNELS AND MARKET TO DISTINCT CONSUMER GROUPS

Applicant’s Hispanic-only, Texas-focused marketing channels are distinct from Registrants’ respective
marketing channels. Goods and services that are marketed through distinct marketing channels, such as
Applicant’s and Registrants’, serve to further reduce confusion. AMF, Inc. v. Sleekcraft Boat, 599 F.2d
341, 204 U.S.P.Q. 808 (9th Cir. 1979) (distinct marketing channels reduce likelihood of confusion.) The
TMEP instructs that “if the goods or services in question are not related or marketed in such a way that
they would be encountered by the same persons in situations that would create the incorrect assumption
that they originate from the same source, then, even if the marks are identical, confusion is not likely.”

TMEP 1207.01(a)(i). See also, Local Trademarks, Inc. v. Handy Boys Inc., 16 U.S.P.Q.2d 1156 (T.T.A.B.

1990) (finding LITTLE PLUMBER for drain opener not confusingly similar to LITTLE PLUMBER and
Design for advertising services related to plumbing, because marketing channels were distinct).

Here, THE STAR PRESS is marketed in and around the Muncie, Indiana metropolitan area (a
population purported to have a Hispanic population of 1.44%). THE STAR reaches English speaking
readers at national chain stores and check-out counters interested in celebrity gossip. Applicant’s paper is
distributed in Spanish to the non-English speaking community in and around the Dallas, Texas area. Both
geographic distinctions, and distinction relating o content suggest no confusion is likely.

D. THE PTO ROUTINELY RECOGNIZES THE UNIQUE DISTINCTIONS BETWEEN
PUBLICATIONS



The distinctions between printed publications, however minute, do convey a distinct commercial
impression recognizable by consumers. Standard Brands, Inc. v. RJR Foods, Inc., 192 U.S.P.Q. 383
(T.T.A.B. 1976) (consumers educated in a specific industry come to recognize even minute distinctions in
marks). The unique distribution nature of the news and magazine industry, coupled in this case, with the
clear distinction between the marks visually, and the focus on markets that speak a different language
make confusion unlikely. The uniqueness of the news media / magazine industry is not lost on the PTO,
which routinely registers identical, or nearly identical marks, provided there is sufficient distinction
between them. In Applicant’s case the products are delivered in different languages under a different
mark; they, are distributed through different marketing and trade channels, and provide different goods
under marks that are visually, aurally, and commercially distinct support a finding that the marks are not
likely to be confused. Similar marks have been allowed to coexist in conjunction with different types of
publications, for example:

i*® STAR (Reg. No. 1,224,966) a Cited Mark owned by American Media Operations, Inc. for “weekly
newspaper” in Class 16; and

*® STAR (App. No. 76/185,172; allowed 11/28/2006) owned by Star Television Productions for, among
other goods and services, “printed matter, namely, newspapers and periodicals, books and magazines
relating to television, entertainment, operation of satellite television and computer” in Class 16.

1*® THE STAR (Reg. No. 1,224,966), owned by American Media Operations, Inc., for a “weekly
newspaper” in Class 16.

i*® THE STAR PRESS & Design (U.S. Registration No. 2,824,579) owned by Media West — INI, Inc. for
“newspapers for general circulation containing topics of general interest” In Class 16.

(Applicant notes the foregoing are all English publications)

i*® SUN (Reg. 2,199,246) owned by American Media Operations, Inc. for “publication, namely, a weekly
entertainment newspaper containing stories about the fantastic, bizarre and paranormal” in Class 16; and
*® SUN NEWS (Reg. 3,094,707) owned by K. R. USA, Inc. for “daily newspaper containing current
news; editorials and feature articles” in Class 16.

i*® SALON (Reg. 3,074,139) owned by Salon Media Group for “on-line electronic magazine services
focusing on international arts, culture, ideas, books, music, multimedia, politics and conversation,
accessible via global or non-global computer network” in Class 42; and

i*® SALON NEWS (Reg. 1,806,882) owned by Advanstar Communications for a “periodical magazine
relating to the beauty shop business” in Class 16.

i*® TRIBUNE (Reg. 3,119,579) owned by Scranton Times, for “newspapers” in Class 16; and
i*® TRIBUNE (Reg. 3,318,133) owned by McClatchy Management Services for “newspapers for general
circulation” in Class 16.

As with the foregoing examples, Applicant’s advertising circular LA ESTRELLA and Registrants’

marks for newspapers and gossip magazine respectively, can coexist within the “publications”
marketplace.

III. CONCLUSION

For the foregoing reasons, Applicant respectfully requests that the Examining Attorney reconsider and
withdraw the refusal to register the mark LA ESTRELLA. Applicant submits that this application is in




condition for registration, and respectfully requests that the application be passed to publication,
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Spanish Dailies Face Off in Dallas

By Mindy Charski
Publication: Adweek
Date: Tuesday, August 12 2003

Center on Urban & Metropolitan Policy and the Pew Hispanic

Center.

Diario La Estrella is expanding its content to offer more news,
features, sports and classifieds. The free paper will be published
Tuesday through Saturday and will have a daily circulation of
25,000 (A/ Dia will initially print 40,000 copies). It will be circulated
through both home delivery and on racks in Dallas and Fort WorthE
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United States Patent and Trademark Office

Honie Site Index Scarch Guides Contacts eBusiness eBix alorts News Hatp

Assignments on the Web > Trademark Query
M

Trademark Assignment Abstract of Title

Total Assignments: 3
Serial #; 76540177 Filing Dt: 08/13/2003
Registrant: Star-Telegram Operating, Ltd.
Mark: DIARIO LA ESTRELLA
Assignment: 1
Reel/Frame: 3502/0384
Conveyance: MERGER
Assignor: XNIGHT Rl NC,

Recelved: 03/16/2007

Assignees THE MOCLATCHY COMPANY
2100 Q STREET
SACRAMENTO, CALIFORNIA 95816
Correspondent: TSAN ABRAHAMSON/COBALT LLP
819 BANCROFT WAY
BERKELEY, CA 94710
Assignment; 2
Reel/Frame: 3496/0260 Received: 03/08/2007
Conveyance: NUNC PRO TUNC ASSIGNMENT

Assignor: ABC MEDIA, LLC

Assignee: KNIGHT RIDDER, INC,
S0 WEST SAN FERNANDO STREST
SAN JOSE, CALIFORNIA 95113
Correspondent: TSAN ABRAHAMSON/COBALT LLP
819 BANCROFT WAY
BERKELEY, CA 94710
Assignment: 3

Reel/Frame: 35«44263 Received: 05/17/2007

CORRECTIVE ASSIGNMENT TO CORRECT THE AS!
Conveyance: 0260. ASSIGNOR(S) HEREBY CONFIRMS THE M.
ASSIGNMENT AND ATTACHES A CORRECT ASS.

Assignor: STAI LEG)

Assigneer MCCLATCHY U.S.A, INC,
2100 Q STREET
SACRAMENTO, CALIFORNIA 84710
Carrespondent: TSAN ABRAHAMSON/COBALT LLP
819 BANCROFT WAY
BERKELEY, CA 94710

¥ you have sny commients of queslions concerning Ihe dats
¥ i « wmnmgmmm

| HOME | INDEX| SEARCH | eBUSINESS | CONTACT U§ | PRIVACY STATEMENT

Reg #: 2077603 Reg. Dt: 07/26/2005

Recorded: 03/16/2007 Pages: 12

Exec Dt 06/27/2006
Entity Type: CORPORATION
Citizenship: FLORIDA
Entity Type: CORPORATION
Citizenship: DELAWARE

Recorded: 03/08/2007 Pagas: 4

Exec Dt: 03/05/2007
Entity Type: LIMITED LIABILITY COMPANY
Citizenshipi DELAWARE
Entity Type; CORPORATION
Citizenship: FLORIDA

Recorded: 05/17/2007 Pages: 7

SIGNOR AND ASSIGNEE PREVIOUSLY RECORDED ON REEL 003496 FRAME
ARK DIARIO LA ESTRELLA AND DESIGN WAS MISTAKENLY INCLUDED ON THE

Exec Dt 05/16/2007
Entity Type: UMITED PARTNERSHIP
Clitizenship: TEXAS
Entity Type: CORPORATION
Citizenship: DELAWARE

Search Regulls ss of: G31R/2008 0828 PM

, contact PRD / Assignments sl 571-272-3350. v2.0.1
¥ 20, 2007 v.20.4
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Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home|Site Index|Search|FAQ| Glossary | Guides | Contacts] eBusiness | eBiz alerts | News | Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Thu Jul 7 04:36:18 EDT 2011

Please logout when you are done to release system resources allocated for you.

ListAt: OR | Jump.| to record: ’Record 54 Out Of 130

~

MeXT Doo

ASSIGH Statuc IMGSSl ( Use the "Back” button of the Internet

Browser to return to TESS)

Typed Drawing

Word Mark THE INDIANAPOLIS STAR

Goods and IC 018. US 002 005 022 023 029 037 038 050. G & S: newspapers for general circulation

Services containing topics of general interest. FIRST USE: 19030606. FIRST USE IN COMMERCE:
190306086

Mark Drawing

Code (1) TYPED DRAWING

Serlal Number 76460206

Filing Date October 11, 2002

Current Filing

Basis 1A

Original Filing

Basis 1A

Published for

Opposition August 19, 2003

Registration

Number 2781575

Registration Date November 11, 2003

Owner (REGISTRANT) Media West - INI, Inc. CORPORATION DELAWARE 50 West Liberty Street,
Suite 802 Bank of America Plaza Reno NEVADA 89501
(LAST LISTED OWNER) INDIANA NEWSPAPERS, INC. CORPORATION INDIANA 7950
JONES BRANCH DRIVE MCLEAN VIRGINIA 22107

Assignment

Recorded ASSIGNMENT RECORDED

Attorney of

Record Suzanne M. Underwald

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "INDIANAPOLIS" APART FROM
THE MARK AS SHOWN

http://tess2.uspto.gov/bin/showfield?f=doc& state=4006:14rddu.2.54 7/7/2011



Trademark Electronic Search System (TESS)

Type of Mark TRADEMARK

Reglster PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead

Indicator LIVE

Page 2 of 2

Hexr List firRsT Do LasT Boc

CURRLIST

| .HOME § SITE INDEX| SEARCH | ¢éBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield?f=doc&state=4006:i4rddu.2.54
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NEwUser FeTRUCTURED fFRec Fonull arrver we JSEARCH OG HELP

Please logout when you are done to release system resources allocated for you.

List At OR [Jump ] to recora: “Record 58 out of 130

Cuer LIsT

| 55161 Status : ( Use the "Back" button of the Internet

Browser to return to TESS)

THE 25522850y STAR

Word Mark THE EAST HAMPTON STAR

Goods and Services IC 041. US 100 101 107. G & S: Providing online newspapers for general circulation via the
intemet. FIRST USE: 19960926. FIRST USE IN COMMERCE: 19960926

Mark Drawing Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Design Search

Code 01.01.06 - Stars with rays or radiating lines
Serial Number 76408223

Filing Date May 15, 2002

Current Filing Basis 1A

Original Filing

Basis 1A

Published for

Opposition November 16, 2004

Registration

Number 2924628

Registration Date  February 8, 2005

Owner (REGISTRANT) The East Hampton Star CORPORATION NEW YORK 153 Main Street P.O. Box

5002 East Hampton NEW YORK 11937

Description of Mark The mark consists of the words EAST HAMPTON in upper case letters curving above a six pointed
star. Lines radiating from the upper half of this star intersect the words EAST HAMPTON. The word
THE is in larger upper case letters immediately to the left of the star and lines. The word STAR is
also in larger upper case letters and is immediately to the right of the star and lines.

Type of Mark SERVICE MARK
Register PRINCIPAL-2(F)-IN PART
Affidavit Text SECT 8 (6-YR).

http://tess2.uspto.gov/bin/showfield ?f=doc&state=4006:idrddu.3.58 7/7/2011



Trademark Electronic Search System (TESS)

Live/Dead Indicator LIVE

Distinctiveness
Limitation as to "EAST HAMPTON"

Statement

Page 2 of 2

TESS Hoems§ NEWUSER  FSTRUCTURED Bbeswnt et
L= & PREY Doc § NexvDoc
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|.HOME | SITE INDEX| SEARCH | oBUSINESS | HELP | PRIVACY POLICY
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United States Patent and Trademark Office
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NewUsix | STaucisen b ot [SEARCH 0G KeLe

Please logout when you are done to release system resources allocated for you.

List At: OR | Jump | to record: Record 115 out of 130

11a Status

TARR Status ASSIGH Status

Browser to return to TESS)

 ( Use the "Back" button of the Internet

Typed Drawing

Word Mark YORBA LINDA STAR

Goods and IC 016. US 038. G & S: Newspapers. FIRST USE: 19760603. FIRST USE IN COMMERCE:
Services 19781129

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 73328454

Filing Date September 17, 1981

Current Filing

Basis 1A

Orlginal Filing

Basis 1A

Published for

Opposition February 8, 1983

Registration

Number 1236236

Registration Date May 3, 1983

Owner (REGISTRANT) Highlander Publications, Inc. CORPORATION CALIFORNIA 1201 S. Hacienda

Bivd. Hacienda Heights CALIFORNIA 81745

(LAST LISTED OWNER) GOLDEN WEST PUBLISHING, INC. UNKNOWN NOT PROVIDED
23811 VIA FABRICANTE MISSION VIEJO CALIFORNIA 92690

Assignment

Recorded ASSIGNMENT RECORDED

Attorney of Record STEVEN J. NATAUPSKY

Disclalmer No claim is made to the exclusive right to use the words "Yorba Linda", apart from the mark as
shown,

Type of Mark TRADEMARK

Register PRINCIPAL

http://tess2.uspto.gov/bin/showfield?f=doc&state=4006:i4rddu.3.115 7/7/2011



Trademark Electronic Search System (TESS) ' Page 2 of 2

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20050325,
Renewal 18T RENEWAL 20050325
Live/Dead indicator LIVE

|-

|.HOME | SITE INDEX| SEARCH | BUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield?f=doc&statc=4006:i4rddu.3.115 7/7/2011
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List At:

OR [ Jump ] to record: ~Record 122 out of 130

Page 1 of 2

TARR Status B

ASSICH Status . ( Use the "Back" button of the Internet

Browser to return to TESS)

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number
Filing Date
Current Filing
Basis
Original Filing
Basis
Published for
Opposition
Change In
Registration
Registration
Number
Registration
Date

Owner

STAR

IC 016. US 038. G & S: Weekly Newspaper. FIRST USE: 19751118. FIRST USE IN
COMMERCE: 19751118

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

73182128
August 4, 1978

1A

1A

February 10, 1981

CHANGE IN REGISTRATION HAS OCCURRED
1224966

January 25, 1983

(REGISTRANT) News Group Publications, Inc. CORPORATION NEW YORK 730 Third Ave. New
York NEW YORK 10017

(LAST LISTED OWNER) AMERICAN MEDIA OPERATIONS, INC. CORPORATION BY

http://tess2.uspto.gov/bin/showfield?f=doc&state=4006:i4rddu.3.122 7/7/2011



Trademark Electronic Search System (TESS) Page 2 of 2

Assignment
Recorded

Attorney of
Record

Prior
Registrations

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

ASSIGNMENT, BY MERGER, BY ASSIGNMENT, BY CHANGE OF NAME, BY CHANGE OF
NAME DELAWARE 1000 American Media Way Boca Raton FLORIDA 33464-100

ASSIGNMENT RECORDED
LO-MAE LAl CHUECOS

1050044

TRADEMARK

PRINCIPAL

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20030306.
1ST RENEWAL 20030306

LIVE

NEWUSER ESTRUCTURES IF REE Forml wrrswss tiey

http://tess2.uspto.gov/bin/showfield?f=doc& state=4006:i4rddu.3.122 7/7/2011
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SPECIMEN

Internet Transmission Date:
03292002

Class Number:
016

Registration Number:
1224966

Serial Number:
73182128
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Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home|Site Index|Search | FAQ| Glossary | Guides | Contacts| eBusiness | eBiz alerts | News | Help
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Please logout when you are done to release system resources allocated for you.

[Start] List At: - or [Jump ] to record: Record 105 out of 130

ASSIGH Status -‘ { Use the "Back” button of the Internet

Browser to return to TESS)

Typed Drawing

Word Mark STAR TRIBUNE NEWSPAPER OF THE TWIN CITIES

Goods and IC 016. US 038. G & S: DAILY NEWSPAPERS. FIRST USE: 19870701. FIRST USE IN
Services COMMERCE: 19870701

Mark Drawing

Code (1) TYPED DRAWING

Serial Number 73682543

Filing Date September 4, 1987

Current Filing

Basis 1A

Orlginal Filing

Basis 1A

Published for .

Opposition April 18, 1989

Registration

Number 1547302

Registration Date July 11, 1989

Owner (REGISTRANT) COWLES MEDIA COMPANY CORPORATION DELAWARE 329 PORTLAND

AVENUE MINNEAPOLIS MINNESOTA 55415

(LAST LISTED OWNER) STAR TRIBUNE MEDIA COMPANY LLC LIMITED LIABILITY
COMPANY DELAWARE 425 PORTLAND AVENUE MINNEAPOLIS MINNESOTA 55405
Assignment

Recorded ASSIGNMENT RECORDED

Attorney of Record Sandra Epp Ryan
Prior Registrations 1442073

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "NEWSPAPER OF THE TWIN
CITIES" APART FROM THE MARK AS SHOWN
Type of Mark TRADEMARK

http://tess2.uspto.gov/bin/showfield?f=doc&state=4006:i4rddu.3.105 7/7/2011



Trademark Electronic Search System (TESS) Page 2 of 2

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20090715.
Renewal 1ST RENEWAL 20080715

Live/Dead

Indicator LIVE

NewUstr | STRucTusEn BEree Foml e v vt [SEARCH 0 HELP
[First Doc [ Prev Doc | NexT boc

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield ?f=doc&state=4006:i4rddu.3.105 7/7/2011
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Trademarks > Trademark Electronic Search System (TESS)
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New Usir | STRUCTURED wiowst et JSEARCH 0G
NexT List | First Doc f PRey Doc f Next Dec

-Logout | Please logout when you are done to release system resources allocated for you.

[Stent] List At: OR[JumpJtorecor:” Record 13 out of 130

CURR LIsT

{ Use the "Back"” button of the internet

Browser to return to TESS)

THE KANSAS CITY STAR

Word Mark THE KANSAS CITY STAR

Goods and Services |C 016, US 002 005 022 023 029 037 038 050. G & S: Newspapers and general feature
magazines. FIRST USE: 18840918. FIRST USE IN COMMERCE: 18840918

Standard Characters
Claimed

Mark Drawing Code  (4) STANDARD CHARACTER MARK
Serial Number 78802425

Filing Date January 30, 2006

Current Filing Basis 1A

Original Filing Basls 1A

Published for
Opposition January 9, 2007

Registration Number 3222033
Registration Date March 27, 2007

Owner (REGISTRANT) KR U.S.A,, INC. CORPORATION DELAWARE 2100 Q STREET
SACRAMENTO CALIFORNIA 95816

(LAST LISTED OWNER) MCCLATCHY U.S.A., INC. CORPORATION DELAWARE 2100 Q
STREET SACRAMENTO CALIFORNIA 95816
Assignment

Recorded ASSIGNMENT RECORDED
Prior Registrations 2468052

http://tess2.uspto.gov/bin/showfield?f=doc&state=4009:2tuovr.4.13 7/712011




Trademark Electronic Search System (TESS) Page 2 of 2

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "KANSAS CITY" APART FROM

Disclaimer

THE MARK AS SHOWN
Type of Mark TRADEMARK
Register PRINCIPAL

Live/Dead Indicator LIVE

Nexy st | FirstDoc | PRev Doc | § Mext Doc § Last Doc |

|-HOME | SITE INDEX| SEARGH [ #BUSINESS | HELP | PRIVACY POLICY

http://tess2.uspto.gov/bin/showfield?f=doc&state=4009:2tuovr.4.13 7/7/2011
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Please logout when you are done to release system resources allocated for you.

List At: or[Jump]torecors:  Record 45 out of 130

Courr LisT

TaRR Status | ASSIGH Status §

Browser to return to TESS)

{ Use the "Back"” button of the Internet

Murrysville Star

Word Mark MURRYSVILLE STAR

Goods and IC 016. US 002 005 022 023 029 037 038 050. G & S: Newspapers for general circulation.
Services FIRST USE; 20040407. FIRST USE IN COMMERCE: 20040407

Standard

Characters

Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 77018413

Filing Date October 11, 2006
Current Filing

Basis 1A

Original Filing

Basis 1A

Published for

Opposition May 1, 2007
Registration

Number 3264165
Registration Date  July 17, 2007
Owner (REGISTRANT) Westminster Holdings, Inc. CORPORATION PENNSYLVANIA 610 Beatty

Road Monroeville PENNSYLVANIA 15146

(LAST LISTED OWNER) TRIB TOTAL MEDIA, INC. CORPORATION PENNSYLVANIA 503
MARTINDALE STREET D.L. CLARK BUILDING, THIRD FLOOR PITTSBURGH

http://tess2.uspto.gov/bin/showfield?f=doc&state=4009:2tuovr.5.45 7/7/2011
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THE MARION STAR

IC 018. US 002005 022 023 029 037 038 050. G & S: newspapers for general circulation
containing topics of general interest. FIRST USE: 18771008. FIRST USE IN COMMERCE:
18771008

(1) TYPED DRAWING

76526755
July 1, 2003

1A
1A
July 27, 2004

2894689

October 19, 2004

(REGISTRANT) Media West - GMP, Inc. CORPORATION DELAWARE 50 West Liberty Street,
Suite 802 Bank of America Plaza Reno NEVADA 89501

(LAST LISTED OWNER) GANNETT SATELLITE INFORMATION NETWORK, INC.
CORPORATION DELAWARE 7950 JONES BRANCH DRIVE MCLEAN VIRGINIA 22107
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UNITED STATES DEPARTMENT OF COMMERCE
UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/526755

APPLICANT: Media West - GMP, Inc.

CORRESPONDENT ADDRESS: RETURN ADDRESS:
SUZANNE M, UNDERWALD Commissioner for Trademarks
DOW, LOHNES & ALBERTSON, PLLC 2900 Crystal Drive
1200 NEW HAMPSHIRE AVENUE, N.W. :;’;“I‘:‘l"l“i;' é’::;i;’g‘:v
SUITE 800 )
WASHINGTON, D.C. 20036

MARK: THE MARION STAR

CORRESPONDENT’S REFERENCE/DOCKET NO : N/A Please provide in all correspondence:

1. Filing date, serial number, mark
CORRESPONDENT EMAIL ADDRESS: and

applicant’s name.

2. Date of this Office Action.

3. Examining Attorney’s name and
Law Office number.
4. Your telephone number and ¢-
mail address.

OFFICE ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE
ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE.

Serial Number 76/526755
The assigned examining attorney has reviewed the referenced application and determined the following.

The examining attorney has searched the Office records and has found no similar registered mark which
bars registration under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). TMEP section 1105.01.

The applicant must provide a response resolving the following informality.

INFORMALITY

DISCLAIMER REQUIRED

The applicant must disclaim the wording MARION in the mark because it is geographically descriptive
of where the goods are provided or originate.

Trademark Act Section 6(a), 15 U.S.C. Section 1056(a), states that the Commissioner may require the
applicant to disclaim an unregistrable component of a mark. Trademark Act Section 2(¢), 15 U.S.C.
Section 1052(e), bars the registration of a mark which is merely descriptive or deceptively misdescriptive,
or primarily geographically descriptive of the goods. Therefore, the Commissioner may require the



disclaimer of a portion of a mark which, when used in connection with the goods or services, is merely
descriptive or deceptively misdescriptive, or primarily geographically descriptive. If an applicant does not
comply with a disclaimer requirement, the examining attorney may refuse registration of the entire mark.
TMEP section 1213.01(b). A disclaimer does not remove the disclaimed matter from the mark. It is
simply a statement that the applicant does noz claim exclusive rights in the disclaimed wording or design
apart from the mark as shown in the drawing.

The computerized printing format for the Trademark Official Gazette requires a standard form for a
disclaimer. TMEP section 1213.09(a)(i). A properly worded disclaimer should read as follows:

No claim is made to the exclusive right to use “MARION” apart from the mark as shown.

Darryl M. Spruill
Trademark Attorney
Law Office 112

(703) 308-9112, Ext. 203
darryl.spruill@uspto.gov
/Darryl M. Spruill/

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.gov/web/trademarks/tmelecresp.htm and

follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right corner
of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s web

site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY,




