Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA369256

Filing date: 09/20/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name American Racing Equipment, LLC
Granted to Date 09/19/2010

of previous

extension

Address 44 Union Blvd., Suite 620

Lakewood, CO 80228
UNITED STATES

Correspondence Rochelle D. Alpert

information Partner

Morgan, Lewis & Bockius LLP

One Market, Spear Street Tower

San Francisco, CA 94105

UNITED STATES

ralpert@morganlewis.com Phone:415-442-1326

Applicant Information

Application No 77754868 Publication date 03/23/2010
Opposition Filing 09/20/2010 Opposition 09/19/2010
Date Period Ends

Applicant D&B Manufacturing & Design

705 E. Debra Ln.
Anaheim, CA 92805
UNITED STATES

Goods/Services Affected by Opposition

Class 012.
All goods and services in the class are opposed, namely: Automobiles and structural parts therefor

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 868913 Application Date 04/17/1968

No.

Registration Date | 05/06/1969 Foreign Priority NONE
Date

Word Mark AMERICAN



http://estta.uspto.gov

Design Mark

Lecn
[ B s e o T ST et |

Description of
Mark

NONE

Goods/Services

Class U013 (International Class 006). First use: First Use: 1962/11/08 First Use
In Commerce: 1962/12/08

[ LUG NUTS FOR MOTOR VEHICLES ]

Class U019 (International Class 012). First use: First Use: 1962/11/08 First Use
In Commerce: 1962/12/08

WHEELS AND HUB CAPS FOR MOTOR VEHICLES

U.S. Registration | 3243101 Application Date 11/12/2003

No.

Registration Date | 05/15/2007 Foreign Priority NONE
Date

Word Mark AMERICAN RACING

Design Mark

AMERICAN RACING

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 2002/05/01 First Use In Commerce: 2002/05/01
Automotive vehicle wheel wax and polish; Automotive vehicle wax
Class 009. First use: First Use: 2004/02/15 First Use In Commerce: 2004/02/15

Sunglasses; Sunglass bags in the nature of sunglass cases; Protective helmets
for sports

Class 012. First use: First Use: 2003/03/10 First Use In Commerce: 2003/03/10

Tires primarily for use with golf carts; Wheels primarily for use with golf carts;
Automotive accessories, namely, step bars, wheel caps, hub caps, and cap
screw inserts for use with hubcaps

Class 016. First use: First Use: 2003/05/20 First Use In Commerce: 2003/05/20
Posters; windshield decals

Class 018. First use: First Use: 2005/10/01 First Use In Commerce: 2005/10/01
Luggage

Class 025. First use: First Use: 1998/05/00 First Use In Commerce: 1998/05/00

Clothing for men, women and children, namely, shirts, t-shirts, sweatshirts,
Hawaiian shirts, pants, hats, caps, shoes, and gloves

Class 028. First use: First Use: 2003/07/00 First Use In Commerce: 2003/07/00
Sporting goods, namely, golf clubs, golf balls, golf bags, golf club head covers,




and surf boards

U.S. Registration | 1147598 Application Date 12/12/1977

No.

Registration Date | 02/24/1981 Foreign Priority NONE
Date

Word Mark AMERICAN RACING

Design Mark

Description of
Mark

NONE

Goods/Services

Class 012. First use: First Use: 1962/11/08 First Use In Commerce: 1962/11/08
Wheels, Hub Caps and Lug Nuts for Motor Vehicles

U.S. Registration | 3605387 Application Date 06/26/2008

No.

Registration Date | 04/14/2009 Foreign Priority NONE
Date

Word Mark

AMERICAN RACING PRO SERIES

Design Mark

AMERICAN RACING RO SERIES

Description of
Mark

NONE

Goods/Services

Class 012. First use: First Use: 2003/02/11 First Use In Commerce: 2003/02/11
Automotive vehicle wheels

U.S. Application/ NONE Application Date NONE
Registration No.
Registration Date NONE

Word Mark AMERICAN RACING
Goods/Services Automotive vehicle wheels and related goods and services
Attachments 72295788#TMSN.gif ( 1 page )( bytes)

78978056#TMSN.jpeg ( 1 page )( bytes)

77509363#TMSN.jpeg ( 1 page )( bytes)

Notice of Opposition with Exh A (Serial # 77754868) (2).pdf ( 29 pages )(264205
bytes )

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.




Signature

/rda/

Name

Rochelle D. Alpert

Date

09/20/2010




TRADEMARK
DOCKET No. 067705-9070

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 77/754,868
Filed on June 8, 2009
For the mark AMERICAN HOT RODS

American Racing Equipment, LLC Opposition No.:

Opposer,
V.

D&B Manufacturing & Design, DBA American
Hot Rods,

Applicant.

NOTICE OF OPPOSITION

American Racing Equipment, LLC (“American Racing”), a Delaware limited liability
company, believes it will be damaged by the intent-to-use application to register the
AMERICAN HOT RODS designation for automobiles and structural parts therefor, owned by
D&B Manufacturing and Design (“Applicant”) and hereby opposes the application.

As grounds for the opposition, American Racing alleges as follows:

1. American Racing and its products are well-known in the vehicle wheel
industry and among consumers, including car enthusiasts. American Racing, and its
predecessors in interest, have long used various AMERICAN RACING®™ marks and the name
American Racing for vehicle wheels. Indeed, American Racing has been using its AMERICAN
RACING® marks and name for decades for vehicle wheels and related products and services.

2. During this time, American Racing, and its predecessors in interest,
promoted and advertised the AMERICAN RACING® mark and name as an identifier of source

for its vehicle wheels and related products and services. Notably, American Racing promotes

DB2/21929828.1



and sells products under its AMERICAN RACING® marks and name on its web site at
americanracing.com, including wheels for hot rods, which are also offered by American
Racing’s authorized distributors.

3. American Racing, directly and through its predecessors in interest, has
been using its AMERICAN RACING® mark and name for vehicle wheels since at least as early
as 1967. American Racing’s AMERICAN RACING® wheels for hot rods and other vehicles are
and have long been featured in American Racing catalogs and its web site, and have long been
sold throughout the United States. Indeed, American Racing introduced, more than fifty years
ago, the iconic hot rod wheel known as the American Racing Torq Thrust wheel.

4. Significantly, American Racing owns trademark registrations for certain
of its marks, including its house mark AMERICAN RACING®. In the United States, American
Racing owns, among other registrations, the following:

o AMERICAN and design (Reg. No. 868,913 ) for “wheels and hub caps for
motor vehicles;”

e AMERICAN RACING® (Reg. No. 3,243,101), for among other goods,
“automotive accessories, namely, step bars, wheel caps, hub caps, and cap
screw inserts for use with hubcaps;” and

¢ AMERICAN RACING® (Reg. No. 1,147,598) for “wheels, hub caps and lug
nuts for motor vehicles.”

e AMERICAN RACING PRO SERIES® (Reg. No. 3,605,387) for “automotive
vehicle wheels.”

True and correct copies of printouts from the USPTO’s online TARR and Assign Status Systems
for these registrations are attached hereto as Exhibit A. Notably, American Racing’s
AMERICAN and Design mark has been registered since 1968 and has been in use since at least

as carly as 1962 for vehicle wheels. The AMERICAN and Design Registration (Reg. No.

DB2/21929828. 1



3,242,101) and the AMERICAN RACING Registration (Reg. No. 1,147,598) have become
incontestable through continuous use and registration for more than five years.

5. As aresult of American Racing’s extensive use and promotion of its
marks for vehicle wheels, all are widely recognized and exclusively associated with American
Racing’s products and services. Additionally, through American Racing’s continuous and
extensive use, American Racing has developed substantial goodwill in its marks and name.

6. Applicant filed its intent-to-use application to register the mark
AMERICAN HOT RODS and Design designation for “Automobiles and structural parts
therefor” on June 8, 2009.

7. The June 8, 2009 filing date of Applicant’s intent-to-use application for
AMERICAN HOT RODS is well after American Racing commenced use of its marks and name
for vehicle wheels and related products and services, and obtained registrations for its marks.

FIRST GROUND FOR OPPOSITION
(Likelihood of Confusion)

8. American Racing incorporates and re-alleges as if fully set forth herein the
allegations contained in Paragraphs 1 through 7 of this Notice of Opposition.

9. Applicant’s AMERICAN HOT RODS and Design designation is similar in
sight, sound and meaning to American Racing’s marks.

10. American Racing is informed and believes, and on that basis alleges that the
products identified in the trademark application for AMERICAN HOT RODS are or would be
competitive, closely related to and/or complementary with the products and services American
Racing promotes and sells under its marks and name, such that consumers would believe that
Applicant’s AMERICAN HOT RODS products emanate from American Racing, or are affiliated

with, or sponsored or endorsed by American Racing when they are not.
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11. Moreover, the goods identified in Applicant’s AMERICAN HOT RODS
application will likely be sold in the same channels of trade to the same customers as the vehicle
wheel goods promoted and sold by American Racing under its marks and name.

12. Applicant’s proposed designation is likely to cause confusion, or to cause
mistake, or to deceive or disparage, by falsely suggesting a connection with or otherwise
damaging American Racing.

WHEREFORE, American Racing prays that Application Serial No. 77/754,868 be
rejected, that no allowance be issued thereon to Applicant, and that this opposition be sustained

in favor of American Racing.

Date: September 20, 2010 MORGAN, LEWIS & BOCKIUS LLP

By:__ /s/Leigha E. Wilbur
Leigha E. Wilbur

Attorney for Opposer,

American Racing Equipment, LLC

Rochelle D. Alpert

Leigha E. Wilbur

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco, CA 94105

{415) 442-1326 (phone)

{(415) 442-1001 (fax)
ralpert@morganlewis.com (email)

DB2/21929828 1



EXHIBIT A

to NOTICE OF OPPOSITION

DB2/21929828.1
American Racing Equipment, LLC v. D&B Manufacturing & Design, DBA American Hot Rods
Application Serial No. 77-754,868
Submitted by: American Racing Equipment, LL.C (Opposer)



Latest Status Info

Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2010-09-20 20:00:55 ET

Serial Number: 72295788 Assignment Information Trademark Document Retrieval

Registration Number: 868913

Mark

PN LCoLn
[ whaat e it i) R e s T Ak e At AN reeret i Sk |
MXTT — = T T T T S |

(words only): AMERICAN

Standard Character claim: No

Current Status: This registration has been renewed.
Date of Status: 2009-05-05

Filing Date: 1968-04-17

Transformed into a National Application: No
Registration Date: 1969-05-06

Register; Principal

Law Office Assigned: (NOT AVAILABLE)

Page 1 of 3

If you are the applicant or applicant's attorney and have questions about this file, please contact

the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov
Current Location: 830 -Post Registration

Date In Location: 2009-05-05

LAST APPLICANT(SYOWNER(S) OF RECORD
1. AMERICAN RACING EQUIPMENT, LLC
Address:

AMERICAN RACING EQUIPMENT, LLC
44 Union Blvd., Suite 620

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=72295788

9/20/2010



Latest Status Info Page 2 of 3

Lakewood. COQ 80228

United States

Legal Entity Type: Limited Liability Company

State or Country Where Organized: (NOT AVAILABLE)
GOODS AND/OR SERVICES

U.S. Class: 013 (International Class 006)

Class Status: Expired

Basis: 1(a)

First Use Date: 1962-11-08

First Use in Commerce Date: 1962-12-08

U.S. Class: 019 (International Class 012)

Class Status: Active

WHEELS AND HUB CAPS FOR MOTOR VEHICLES

Basis: 1(a)

First Use Date; 1962-11-08

First Use in Commerce Date: 1962-12-08
ADDITIONAL INFORMATION

Lining and Stippling: THE DRAWING IS LINED FOR THE COLORS RED AND BLUE.
Design Search Code(s):

26.17.13 - Letters or words underlined and/or overlined by one or more strokes or lines; Overlined
words or letters; Underlined words or letters

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2009-10-30 - Applicant/Correspondence Changes (Non-Responsive) Entered
2009-10-30 - TEAS Change Of Owner Address Received

2009-05-05 - Second renewal 10 year

2009-05-05 - Section 8 (10-year) accepted/ Section 9 granted

2009-05-05 - Assigned To Paralegal

2009-04-28 - TEAS Section 8 & 9 Received

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=72295788 9/20/2010



Latest Status Info Page 3 of 3

2008-11-24 - Case File In TICRS

2008-07-30 - Automatic Update Of Assignment Of Ownership
1989-05-06 - First renewal

1989-05-06 - Post Registration action correction

1989-06-05 - Response received for Post Registration action
1989-05-25 - Post Registration action mailed - Section 9

1989-04-10 - Section 9 filed/check record for Section 8

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Rochelle D. Alpert

Correspondent

Rochelle D. Alpert

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco CA 94105

Phone Number: 415-442-1326
Fax Number: 415-442-1001

http://tarr.uspto.gov/serviet/tarr?regser=serial&entry=72295788 9/20/2010



USPTO Assignments on the Web Page 1 of 3

United States Patent and Trademark Office

Home' Site Index ' Search Guides Contacts eBusiness  eBiz alerts News Help

Assignments on the Web > Trademark Query

52 e e e

Trademark Assignment Abstract of Title

Total Assignments: 10
Seriai #: 72295788 Fiiing Dt: 04/17/1968 Reg #: 868913 Reg. Dt: 05/06/1969
Registrant: AMERICAN RACING EQUIPMENT
Mark: AMERICAN

Assignment: 1

Reei/Frame: 0266/0442 Received: Recorded: 05/14/1975 Pages: 2
Conveyance: ASSIGNS ITS ENTIRE INTEREST AND THE GOGCD WILL, (SUBJECT TO AGREEMENT DATED MAR. 31, 1975)
Assignor: AMERICAN RACING EQUIPMENT Exec Dt: 04/16/1575
Entity Type: CORPORATION
Citizenship: CALIFORNIA
Assignee: INTERNATIONAL FASTENER RESEARCH CORPORATION Entity Type: UNKNOWN
930 SOUTH ROBERTSCN BLVD. Citizenship: NONE

LOS ANGELES, CALIFORNIA 90035
Correspondent: CLARENCE A, O'BRIEN & HARVEY B.
1325 G STREET, N.W.
WASHINGTCN, DC 20005
WASHINGTON, D.C. 20005
Assignment: 2

Reel/Frame: 0318/0762 Received: Recorded: 12/27/1977 Pages: 3
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOOD WILL, EFFECTIVE MAY 5, 1975.
Assignor: INTERMATIONAL FASTENER RESEARCH CORPORATION Exec Dt: 12/19/1977
Entity Type: CORPORATION
Citizenship: NEW YCRK
Assignee: ANSEN, INC, Entity Type: CORPORATION
2600 MONTEREY STREET Citizenship: CALIFORNIA

TORRANCE, CALIFCRNIA 90503

Correspondent: THOMPSON, BIRCH, ET AL.
225 FRANKLIN STREET
BCSTON, MA 02110

Assignment: 3

Reel/Frame: 0318/0765 Received: Recorded: 12/27/1977 Pages: 3
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GCODWILL
Assignor: ANSEN, INC, Exec Dt: 12/20/1977
Entity Type: CORPORATION
Citizenship: CALIFORNIA
Assignee: ART HALE, INC. Entity Type: CORPORATION
2600 MONTEREY STREET Citizenship: CALIFORNIA
TORRANCE, CALIFORNIA 0503
Correspondent: THOMPSCN, BIRCH, ET AL.
225 FRANKLIN STREET
BOSTON, MA 02110
Assignment: 4
Reel /Frame: 0365/0785 Received: Recorded: 03/20/1980 Pages: 11

Conveyance: AS SECURITY FOR OBLIGATIONS RECITED UNDER LOAN AGREEMENT DATED FEB. 28, 1980. ASSIGNOR HEREBY
GRANTS A FIRST AND VALID SECURITY INTEREST UNDER SAID MARK, SUBJECT TO AGREEMENT RECITED (SEE

http://assignments.uspto.gov/assignments/q?db=tmé&qt=sno&reel=& frame=&sno=72295788 9/20/2010



USPTO Assignments on the Web Page 2 of 3
RECORD FOR DETAILS)
Assignor: ART HALE INC. Exec Dt: 02/28/1980
DBA/AKA/TA: DBA AMERICAN RACING EQUIPMENT AND U.S. Entity Type: UNKNOWN
MAGS Citizenship: NONE
Assignee: GENERAL FLECTRIC CREDIT CORPORATION Entity Type: CORPORATION
SUITE B20D Citizenship: NONE
755 PAGE MILL RCAD
PALO ALTC, CALIFORNIA 94303
Correspondent: MURPHY WEIR, ET AL.
2600 BANK OF AMERICA CENTER
SAN FRANCISCO, CA 94104
Assignment: 5
Reel/Frame: 0463/0615 Received: Recorded: 04/09/1984 Pages: 12
Conveyance: AS SECURITY FOR OBLIGATIONS RECITED, ASSIGNCR HEREBY GRANTS A SECURITY INTEREST UNDER SAID

Assignors: ART HALE,INC.

MARK, SUBJECT TO AGREEMENT RECITED (SEE RECCORD FOR DETAILS)

Exec Dt: 02/22/1584

DBA/AKA/TA: DBA AMERICAN RACING EQUIPMENT AND U.S. Entity Type: UNKNOWN

MAGS

U. 5. MAGS.

Assignee: GENERAL ELECTRIC CREDIT CORPORATION
SUITE 200
1020 MARSH ROAD
MENLO PARK, CALIFORNIA 94025
Correspondent; MICHAEL MORRIS
514 C ST., N.E.
WASHINGTON, DC 20002
Assignment: 6
Reel/Frame: 0651/0592 Received:

Conveyance: o, ue 785705

Assignor: GENERAL ELECTRIC CAPITAL CORPORATION

Citizenship: NONE

Exec Dt: 02/22/1984
Entity Type: UNKNOWN
Citizenship: NONE
Entity Type: CORPORATION
Citizenship: NONE

Recorded: 05/15/1989 Pages: 0

RELEASE BY SECURED PARTY OF THE SECURITY AGREEMENT RECCORDED CN MARCH 20, 1980, AT REEL 0365,

Exec Dt: 03/09/1988

Formerly: FORMERLY GENERAL ELECTRIC CREDIT CORPORATION Entity Type: UNKNOWN

Assignee: ART HALE, INC.

Correspondent: SAMUELS, GAUTHIER, STEVENS & KEHGE
SUITE 3300, 225 FRANKLIN STREET
BOSTON, MA 02110
Assighment: 7
Reel/Frame: 3642/0571 Received:
Conveyance: MERGER
Assignor: ART BALE, INC., (MERGED INTO)

Assignee: AMERICAN MAG, INC.

Correspondent: SAMUELS, GAUTHIER, STEVENS & KEHOE
SUITE 3300, 225 FRANKLIN STREET
BOSTON, MA 02110
Assignment: 8
Reel/Frame: 0642/0600 Received:

Citizenship: NONE
Entity Type: UNKNOWN
Citizenship: NONE

Recorded: 03/13/1989 Pages: 0

Exec Dt: 07/21/1988
Entity Type: CORPORATION
Citizenship: CALIFORNIA
Entity Type: CORPORATION
Citizenship: CALIFORNIA

Recorded: 03/14/1989 Pages: 0

http://assignments.uspto.gov/assignments/q?db=tmé&qt=sno&reel=&frame=&sno=72295788 9/20/2010



USPTO Assignments on the Web

Conveyance: MERGER
Assignor: AMERICAN MAG, INC. (MERGED INTO)

Assignee: AMERICAN RACING EQUIPMENT, INC.

Correspondent: S5AMUELS, GAUTHIER, STEVENS & KEHOE
SUITE 3300, 225 FRANKLIN STREET
BOSTON, MA

Assignment: 9
Reel/Frame: 3178/0137 Received: 10/19/2005

Conveyance: SECURITY AGREEMENT
Assignor: AMERICAN RACING EQUIPMENT, INC.

Assignee: WELLS FARGO FOOTHILL, INC., AS ADMIN. AGENT
2450 COLORADO AVENUE
SUITE 3000 WEST
SANTA MONICA, CALIFORNIA 90404
Correspondent: CBECINNOVIS DBA FEDERAL RESEARCH
1030 FEFTEENTH STREET, NW, STE 920
ATTN: PENELOPE J.A. AGODOA
WASHINGTON, DC 20005
Assignment: 10
Reel/Frame: 3820/0830
Conveyance: CHANGE OF NAME

Assignor: AMERICAN RACING EQUIPMENT, INC.

Received: 07/23/2008

Assignee: AMERICAN RACING EQUIPMENT, LLC
19067 S. REYES AVENUE
RANCHC DOMINGUEZ, CALIFORNIA 90221
Correspondent: ROCHELLE D. ALPERT
ONE MARKET, SPEAR STREET TOWER
SAN FRANCISCO, CA 94105

Page 3 of 3

Exec Dt: 07/21/1988
Entity Type: CORPORATION
Citizenship: CALIFORNIA
Entity Type: CORPORATION
Citizenship: DELAWARE

Recorded: 10/13/2005 Pages: 10

Exec Dt: 09/21/2005
Entity Type: CORPORATION
Citizenship: DELAWARE

Entity Type: CORPORATION
Citizenship: CALIFORNIA

Recorded: 07/23/2008 Pages: 5
Exec Dt: 06/03/2008

Entity Type: CORPORATION

Citizenship: NONE

Entity Type: LIMITED LIABILITY COMPANY

Citizenship: NONE

Search Results as of: 09/2072010 0832 PM

If you have any comments or questions concermning the data displayed, contact PRD / Assignments al 571-272-3350.

Web interface last modified: October 18, 2008 v.2.0.2

| HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q ?db=tmé&qt=sno&reel=&frame=&sno=72295788 9/20/2010



Latest Status Info Page 1 of 5

Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2010-09-20 20:01:28 ET

Serial Number: 78978056 Assignment Information Trademark Document Retrieval
Registration Number: 3243101

Mark

AMERICAN RACING

(words only): AMERICAN RACING
Standard Character claim: Yes

Current Status: Registered.

Date of Status: 2007-05-15

Filing Date: 2003-11-12

Transformed into a National Application: No
Registration Date: 2007-05-15

Register: Principal

Law Office Assigned: LAW OFFICE 108

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.goyv

Current Location; 650 -Publication And Issue Section

Date In Location: 2007-04-06

LAST APPLICANT(S)/OWNER(S) OF RECORD
1. AMERICAN RACING EQUIPMENT, LLC
Address:

AMERICAN RACING EQUIPMENT, LLC
44 Union Blvd., Suite 620

http://tarr.uspto.gov/serviet/tarr?regser=senal&entry=78978056 9/20/2010



Latest Status Info Page 2 of 5

Lakewood, CO 80228

United States

Legal Entity Type: Limited Liability Company

State or Country Where Organized: (NOT AVAILABLE)

GOODS AND/OR SERVICES

International Class: 003

Class Status: Active

Automotive vehicle wheel wax and polish; Automotive vehicle wax
Basis: 1{a)

First Use Date: 2002-05-01

First Use in Commerce Date: 2002-05-01

International Class: 009

Class Status: Active

Sunglasses; Sunglass bags in the nature of sunglass cases; Protective helmets for sports
Basis: 1(a)

First Use Date: 2004-02-15

First Use in Commerce Date: 2004-02-15

International Class: 012

Class Status: Active

Tires primarily for use with golf carts; Wheels primarily for use with golf carts; Automotive accessories,
namely. step bars, wheel caps, hub caps, and cap screw inserts for use with hubcaps

Basis: 1(a)

First Use Date: 2003-03-10

First Use in Commerce Date: 2003-03-10

International Class: 016

Class Status: Active

Posters; windshield decals

Basis: 1(a)

First Use Date: 2003-05-20

First Use in Commerce Date: 2003-05-20

International Class: 018

Class Status: Active

Luggage

Basis: 1(a)

First Use Date: 2005-10-01

First Use in Commerce Date: 2005-10-01

International Class: 025

Class Status: Active

Clothing for men, women and children. namely. shirts, -shirts, sweatshirts, lawaiian shirts, pants. hats,
caps, shoes, and gloves

Basis: 1(a)

First Use Date: 1998-05-00

First Use in Commerce Date: 1998-05-00

http://tarr.uspto.gov/servlet/tarr ?regser=serial&entry=78978056 9/20/2010



Latest Status Info Page 3 of 5

International Class: 028
Class Status: Active
Sporting goods, namely, golf clubs, golf balls, golf bags, golf club head covers, and surf boards
Basis: 1(a)
First Use Date: 2003-07-00
First Use in Commerce Date: 2003-07-00
ADDITIONAL INFORMATION
Disclaimer: "RACING" per class 1,9, 12 and 25 only
Prior Registration Number(s):
863444
1113095
1147598
2435511
MADRID PROTOCOL INFORMATION
(NOT AVAILABLE)
PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval” shown near the top of this page.

2009-10-30 - Applicant/Correspondence Changes (Non-Responsive) Entered
2009-10-30 - TEAS Change Of Owner Address Received

2008-07-30 - Automatic Update Of Assignment Of Ownership

2007-11-07 - Attorney Revoked And/Or Appointed

2007-11-07 - TEAS Revoke/Appoint Attorney Received

2007-08-16 - TEAS Change Of Correspondence Received

2007-05-15 - Registered - Principal Register

2007-03-31 - Law Office Registration Review Completed

2007-03-31 - Assigned To LIE

2007-03-08 - Allowed for Registration - Principal Register (SOU accepted)

2007-02-08 - Statement Of Use Processing Complete

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78978056 9/20/2010



Latest Status Info

2006-12-19 - Use Amendment Filed

2007-01-31 - Divisional processing completed
2006-12-21 - Divisional request received

2006-12-21 - PAPER RECEIVED

2006-06-20 - Extension | granted

2006-06-20 - Extension 1 filed

2006-06-20 - TEAS Extension Received

2005-12-20 - NOA Mailed - SOU Required From Applicant
2005-09-27 - Published for opposition

2005-09-07 - Notice of publication

2005-08-17 - Law Oftice Publication Review Completed
2005-07-22 - Assigned To LIE

2005-07-18 - Approved For Pub - Principal Register
2005-07-18 - EXAMINERS AMENDMENT E-MAILED
2005-07-18 - Examiners Amendment -Written
2005-07-05 - LIE Checked Susp - To Atty For Action
2005-06-01 - Assigned To Examiner

2005-05-31 - Assigned To Examiner

2005-03-21 - Assigned To Examiner

2005-03-08 - Assigned To Examiner

2005-03-07 - Assigned To Examiner

2004-12-22 - LETTER OF SUSPENSION E-MAILED
2004-12-22 - Suspension Letter Written

2004-12-21 - Teas/Email Correspondence Entered
2004-12-14 - Communication received from applicant

2004-12-14 - TEAS Response to Oftice Action Received

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78978056

Page 4 of 5

9/20/2010
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2004-06-15 - Non-final action e-mailed
2004-06-03 - Assigned To Examiner

2003-12-05 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
LESLIE C. MCKNEW

Correspondent

Rochelle D. Alpert

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco CA 94105

Phone Number: 415-442-1326
Fax Number: 415-442-1001

http://tarr.uspto.gov/serviet/tarr7regser=serial & entry=78978056 9/20/2010
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United States Patent and Trademark Office

Home: Site Index Search Guides Contacts eBusiness:eBiz alerts’ News Help

Assignments on the Web > Trademark Query

L Xl 2t

Trademark Assignment Abstract of Title

Total Assignments: 1
Serial #: 78978020 Filing Dt: 11/12/2003 Reg #: 3243101 Reg. Dt: 05/15/2007
Registrant: American Racing Equipment, Inc.
Mark: AMERICAN RACING

Assignment: 1

Reel/Frame: 3820/0930 Received: 07/23/2008 Recorded: 07/23/2008 Pages: 5
Conveyance: CHANGE OF NAME
Assignor: AMERJCAN RACING EQUIPMENT, INC. Exec Dt: 06/03/2008

Entity Type: CORPORATION
Citizenship: NONE

Assignee: AMERICAN RACING EQUIPMENT, LLC Entity Type: LIMITED LIABILITY COMPANY
19067 S. REYES AVENUE Citizenship: NONE

RANCHO DOMINGUEZ, CALIFORNIA 90221
Correspondent: ROCHELLE D. ALPERT

OMNE MARKET, SPEAR STREET TOWER

SAN FRANCISCO, CA 94105

Search Results as of: 0%/20/2010 08:34 PM
If you have any commenls or questions concerring the data displayed, contact PRD / Assignments at 571-272-3350.
Web inlerface last modified: October 18, 2008 v.2.0.2

20 O
| HOME | INDEX| SEARCH | eéBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=tmé&qt=sno&reel=& frame=&sno=78978056 9/20/2010
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Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2010-09-20 20:01:58 E'T

Serial Number: 73151793 Assignment Information Trademark Document Retrieval
Registration Number: 1147598

Mark (words only): AMERICAN RACING

Standard Character claim: No

Current Status: This registration has been renewed.

Date of Status: 2001-04-15

Filing Date: 1977-12-12

Transformed into a National Applicatien: No

Registration Date: 1981-02-24

Register: Principal

Law Office Assigned: (NOT AVAILABLE)

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspte.gov

Current Location: 40S -Scanning On Demand

Date In Location: 2008-02-26

LAST APPLICANT(S)/OWNER(S) OF RECORD
1. AMERICAN RACING EQUIPMENT, LLC

Address:

AMERICAN RACING EQUIPMENT, LLC

44 Union Blvd.. Suite 620

Lakewood, CO 80228

United States

Legal Entity Type: Limited Liability Company

State or Country Where Organized: (NOT AVAILABLE)

GOODS AND/OR SERVICES

International Class: (12
Class Status: Active

http://tarr.uspto.gov/servlet/tarr?7regser=serial&entry=73151793 0/20/2010
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Wheels, Hub Caps and Lug Nuts for Motor Vehicles
Basis: 1(a)

First Use Date: 1962-11-08

First Use in Commerce Date: 1962-11-08

ADDITIONAL INFORMATION

Disclaimer: No registration rights are claimed herein for the word "Racing” apart from the mark as
shown. but applicant waives none of its common law rights in said mark or any feature thereof,

Prior Registration Number(s):
1113095

8634440
8689130

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2009-10-30 - Applicant/Correspondence Changes (Non-Responsive) Entered
2009-10-30 - TEAS Change Of Owner Address Received
2008-07-30 - Automatic Update Of Assignment Of Ownership
2008-02-26 - Case File In TICRS

2007-11-07 - Attorney Revoked And/Or Appointed

2007-11-07 - TEAS Revoke/Appoint Attorney Received

2007-08-16 - TEAS Change Of Correspondence Received
2001-04-15 - First renewal 1( year

2001-04-15 - Section 8 (10-year) accepted/ Section 9 granted
2000-12-12 - Combined Section 8 (10-year)/Section 9 filed
1986-07-16 - Section 8 (6-year) accepted & Section 15 acknowledged
1986-04-11 - Section 8 (6-year) and Section 15 Filed

1981-02-24 - Registered - Principal Register

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=73151793 9/20/2010
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1980-11-25 - Published for opposition

1980-09-23 - Notice of publication

1980-03-28 - Approved for Pub - Principal Register (Initial exam)
1978-04-27 - Non-final action mailed

1978-02-07 - Assigned To Examiner

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
LESLIE C. MCKNEW

Correspondent

Rochelle D. Alpert

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco CA 94105

Phone Number: 415-442-1326
Fax Number: 415-442-1001

http://tarr.uspto.gov/servlet/tarr7regser=serial&entry=73151793 9/20/2010
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United States Patent and Trademark Office

Home  Site Index-Search Guides Contacts eBusiness eBiz alerts News Help

Assignments on the Web > Trademark Query

2400t

Trademark Assignment Abstract of Title

Total Assignments: 7
Serial #: 731517383 Filing Dt: 12/12/1977 Reg #: 1147598 Reg. Dt: 02/24/1981
Registrant: A Hale, Inc.
Mark: AMERICAN RACING
Assignment: 1
Reel/Frame: 0365/0785 Received: Recorded: 03/20/1980 Pages: 11

AS SECURITY FOR OBLIGATIONS RECITED UNDER LOAN AGREEMENT DATED FEB. 28, 1980. ASSIGNOR HEREBY
Conveyance: GRANTS A FIRST AND VALID SECURITY INTEREST UNDER SAID MARK, SUBJECT TO AGREEMENT RECITED (SEE
RECORD FOR DETAILS)

Assignor: ART HALE INC, Exec Dt: 02/28/1980
DBA/AKA/TA: DBA AMERICAN RACING EQUIPMENT AND U.S. Entity Type: UNKNOWN
MAGS Citizenshlip: NONE

Assignee: GENERAL ELECTRIC CREDIT CORPORATION Entity Type: CORPORATION
SUITE B200 Citizenship: NONE

755 PAGE MILL ROAD
PALQO ALTO, CALIFORNIA 94303
Correspondent: MURPHY WEIR, ET AL.
2600 BANK OF AMERICA CENTER
SAN FRANCISCO, CA 94104
Assignment: 2
Reei/Frame: 0463/0615 Recelved: Recorded: 04/09/1984 Pages: 12
AS SECURITY FOR OBLIGATIONS RECITED, ASSIGNOR HEREBY GRANTS A SECURITY INTEREST UNDER SAID

Conveyance: . ,py SUBJECT TO AGREEMENT RECIFED (SEE RECORD FOR DETAILS)
Assignors: ART HALFE,INC, Exec Dt: 02/22/1984
DBA/AKA/TA: DBA AMERICAN RACING EQUIPMENT AND U.S. Entity Type: UNKNOWN
MAGS Citizenship: NONE
U.S. MAGS. Exec Dt: 02/22/1984

Entity Type: UNKNOWN
Citizenship: NONE

Assignee: GENERAL ELECTRIC CREDIT CORPORATION Entity Type: CORPORATION
SVLITE 200 Citizenshlip: NONE

1020 MARSH RCAD
MENLO PARK, CALIFORNIA 94025

Correspondent: MICHAEL MORRIS
514 C S5T., N.E.
WASHINGTON, DC 20002
Assignment: 3
Reel/Frame: 0651/0592 Recelved: Recorded: 05/15/1989 Pages: O

RELEASE BY SECURED PARTY OF THE SECURITY AGREEMENT RECCRDED ON MARCH 20, 1980, AT REEL 0365,
FRAME 785-795

Assignor: GENERAL ELECTRIC CAPITAL CORPORATION Exec Dt: 03/09/1988
Formerly: FORMERLY GENERAL ELECTRIC CREDIT CORPORATION Entity Type: UNKNOWN

Citizenship: NONE
Assignee: ART HALE, INC. Entity Type: UNKNOWN
Citizenship: NONE

Conveyance:

Correspondent: SAMUELS, GAUTHIER, STEVENS & KEHOE

http://assignments.uspto.gov/assignments/q?db=tmé&qt=sno&reel=& frame=&sno=73151793 9/20/2010
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SUITE 3300, 225 FRANKLIN STREET
BOSTON, MA (02110

Assignment: 4
Reel/Frame: 0642/0571
Conveyance: MERGER

Assignor: ART HALE, INC., (MERGED INTQ)

Received:!

Assignee: AMERICAN MAG, INC,

Correspondent: SAMUELS, GAUTHIER, STEVENS & KEHOE
SUITE 3300, 225 FRANKLIN STREET
B80OSTON, MA 02110
Assignment: 5
Reel/Frame: 0642/0600 Received:
Conveyance: MERGER

Assignor: AMERICAN MAG, INC. (MERGED INTO}

Assignee: AMERICAN RACING EQUIPMENT, INC.

Correspondent: SAMUELS, GAUTHIER, STEVENS & KEHOE
SUITE 3300, 225 FRANKLIN STREET
BOSTON, MA

Assignment: 6
Reel/Frame: 3178/0137 Received: 10/19/2005
Conveyance: SECURITY AGREEMENT
Assignor: AMERICAN RACING EQUIPMENT, INC.

Assignee: WELLS FARGO FOOTHILY, INC., AS ADMIN. AGENT
2450 COLORADO AVENUE
SUITE 3000 WEST
SANTA MONICA, CALIFORNIA 90404
Correspondent: CBCINNOVIS DBA FEDERAL RESEARCH
1030 FIFTEENTH STREET, NW, STE 920
ATTN: PENELOPE 1.A. AGODOA
WASHINGTON, DC 20005
Assignment: 7
Reel/Frame: 3820/0930

Conveyance: CHANGE OF NAME
Assignor: AMERICAN RACING EQUIPMENT, INC,

Received: 07/23/2008

Assignee: AMERICAN RACING EQUIPMENT, LLC
19067 S. REYES AVENUE
RANCHC DOMINGUEZ, CALTFORNIA 90221
Correspondent: ROCHELLE D. ALPERT
ONE MARKET, SPEAR STREET TOWER
SAN FRANCISCO, CA 94105

Recorded: 03/13/1989

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Recorded: 03/14/1989

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Recorded: 10/19/2005

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Recorded: 07/23/2008

Exec Dt:
Entity Type:
Citizenship:
Entity Type:
Citizenship:

Page 2 of 3

Pages: 0

07/21/1988
CORPORATION
CALIFORNIA
CORPORATION
CALIFORNIA

Pages: D

07/21/1988
CORPORATION
CALIFORNIA
CORPORATION
DELAWARE

Pages: 10

09/21/2005
CORPORATION
DELAWARE
CORPORATION
CALIFORNIA

Pages: 5

06/03/2008

CORPORATION

NONE

LIMITED LIABILITY COMPANY
NCNE

Search Resulls as of: 09/20/2010 08:24 PM
If you have any comments or queslions concemning the data displayed, conlact PRD / Assignments al 571-272-3350.
Web interface last modified Cctober 18, 2008 v.2.0.2

http://assignments.uspto.gov/assignments/q?db=tmé&qt=sno&reel=&frame=&sno=73151793 9/20/2010
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Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2010-09-20 20:02:36 ET

Serial Number: 77509363 Assignment Information Trademark Document Retrieval
Registration Number: 3605387

Mark

AMERICAN RACING PRO SERIES

(words only): AMERICAN RACING PRO SERIES
Standard Character claim: Yes

Current Status: Registered.

Date of Status: 2009-04-14

Filing Date: 2008-06-26

Transformed into a National Application: No
Registration Date: 2005-04-14

Register: Principal

Law Office Assigned: LAW OFFICE 109

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2009-04-14

LAST APPLICANT(S)/OWNER(S) OF RECORD
I. AMERICAN RACING EQUIPMENT, LLC
Address:

AMERICAN RACING EQUIPMENT, LLC
44 Union Blvd., Suite 620

http://tarr.uspto.gov/servlet/tarr?regser—serial &entry=77509363 9/20/2010
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Lakewood, CO 80228
United States
Legal Entity Type: Limited Liability Company
State or Country Where Organized: Delaware
GOODS AND/OR SERVICES
International Class: 012
Class Status: Active
Automotive vehicle wheels
Basis: 1(a)
First Use Date: 2003-02-11
First Use in Commerce Date: 2003-02-11
ADDITIONAL INFORMATION
Disclaimer: "RACING PRO SERIES"
Prior Registration Number(s):
$63444
1147598
2001979
MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2009-10-30 - Applicant/Correspondence Changes (Non-Responsive) Entered
2009-10-30 - TEAS Change Of Owner Address Received

2009-04-14 - Registered - Principal Register

2009-01-27 - Published for opposition

2009-01-07 - Notice of publication

2008-12-22 - Law Office Publication Review Complcted

2008-12-20 - Approved for Pub - Principal Register (Initial exam)

2008-12-19 - Examiner's Amendment Entered

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=77509363 9/20/2010
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2008-12-16 - Notitication Of Examiners Amendment E-Mailed
2008-12-16 - EXAMINERS AMENDMENT E-MAILED
2008-12-16 - Examiners Amendment -Written

2008-11-21 - Examiner's Amendment Entered

2008-11-21 - Assigned To LIE

2008-11-21 - Notification Of Examiners Amendment E-Mailed
2008-11-21 - EXAMINERS AMENDMENT E-MAILED
2008-11-21 - Examiners Amendment -Written

2008-11-13 - Notification Of Final Retusal Emailed
2008-11-13 - Final refusal e-mailed

2008-11-13 - Final Refusal Written

2008-11-07 - Teas/Email Correspondence Entered

2008-11-07 - Communication received from applicant
2008-11-07 - TEAS Response to Office Action Received
2008-10-16 - Notification Of Non-Final Action E-Mailed
2008-10-16 - Non-final action e-mailed

2008-10-16 - Non-Final Action Written

2008-09-29 - Assigned To Examiner

2008-07-30 - Automatic Update Of Assignment Of Ownership

2008-06-30 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Rochelle D. Alpert

Correspondent

Rochelle D. Alpert

Morgan, Lewis & Bockius LLP
One Market, Spear Street Tower
San Francisco CA 94105

http://tarr.uspto.gov/servlet/tarr7regser=serial&entry=77509363

Page 3 of 4

9/20/2010
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Phone Number; 415-442-1326
Fax Number: 415-442-1001

http://tarr.uspto.gov/servlet/tarr7regser=serial&entry=77509363 9/20/2010
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Assignments on the Web > Trademark Query
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Trademark Assignment Abstract of Title

Total Assignments: 1
Seriai #: 77509363 Filing Dt: 06/26/2008 Reg #: 3605387 Reg. Dt: 04/14/2009
Registrant: AMERICAN RACING EQUIPMENT, LLC
Mark: AMERICAN RACING PRO SERIES

Assignment: 1

Reel/Frame: 3820/0930 Received: 07/23/2008 Recorded: 07/23/2008 Pages: 5
Conveyance: CHANGE OF NAME .
Assignor: AMERICAN RACING EQUIPMENT, INC. Exec Dt: 06/03/2008

Entity Type: CORPORATION
Citizenship: NONE

Assignee: AMERICAN RACING EQUIPMENT, LLC Entity Type: LIMITED LIABILITY COMPANY
19067 S. REYES AVENUE Citizenship: NONE

RANCHO DOMINGUEZ, CALIFORNIA 50221
Correspondent: ROCHELLE D. ALPERT

ONE MARKET, SPEAR STREET TOWER

SAN FRANCISCO, CA 94105

Saarch ResLits as of: 08/20/2010 08:34 PM
If you have any comments or guestions concerning the data displayed, contact PRD / Assignments &t 571-272-3350.
Web interface |last modified: October 8, 2008 v.2.0.2
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TRADEMARKS
DOCKET No.: 067705-9060

CERTIFICATE OF SERVICE

I, Yelena Lolua, declare that I am and was at the time of the service mentioned in this
declaration, employed in the County of San Francisco, California. I am over the age of 18
years and not a party to this cause. My business address is Spear Street Tower, One Market,
San Francisco, CA 94105.

On September 20, 2010, I served a copy(ies) of the following document(s)

NOTICE OF OPPOSITION and Exhibit A (Application Serial No. 77-754,868)

M

by placing the document(s) listed above in a sealed envelope with postage thereon
fully prepaid, in the United States mail at San Francisco, California addressed as
set forth below. 1 am readily familiar with the firm's practice of collection and
processing correspondence for mailing. Under that practice it would be deposited
with the U.S. Postal Service on that same day with postage thereon fully prepaid in
the ordinary course of business. | am aware that on motion of the party served,
service is presumed invalid if postal cancellation date or postage meter date is
more than one day after date of deposit for mailing in aftidavit.

by transmitting via electronic mail the document(s) listed above to each of the
person(s) as set forth below.

D&B MANUFACTURING & DESIGN
705 E Debra Lane
ANAHEIM, CA 92805-6334

I declare under penalty of perjury under the laws of the State of California and the
United States of America that the foregoing is true and correct, and that this declaration was
executed on September 20, 2010, at San Francisco, California.

MO MI00eIe 1

Aplius. il

Yeoléna Lolua 4




