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To: Wright Medical Technology, Inc. (ssentilles@wmt.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77648337 - FUSION FOAM -
703.148

Sent: 7/22/2010 3:18:13 PM

Sent As: ECOM114@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/648337

CORRESPONDENT ADDRESS:
SHAWN D. SENTILLES GENERAL TRADEMARK INFORMATION:
WRIGHT MEDICAL TECHNOLOGY, http://www.uspto.gov/main/trademarks.htm

INC.
5677 AIRLINE RD TTAB INFORMATION:

ARLINGTON, TN 3 8002-9501 hitp://www.uspto.gov/web/offices/dcom/ttab/index.htm]

APPLICANT: Wright Medical
Technology, Inc.

CORRESPONDENT’S
REFERENCE/DOCKET NO:
703.148
CORRESPONDENT E-MAIL ADDRESS:
ssentilles@wmt.com

EXAMINING ATTORNEY'S APPEAL BRIEF

Applicant appeals the final refusal to register the words “fusion foam” because they are merely
descriptive of a surgical implant material for promoting fusion of bone comprising collagen in the form
of human allograft tissue. Trademark Act Section 2(e)(1). 15 U.S.C. §1052(e)(1).

FACTS

Applicant filed an application to register the words “fusion foam” based on an intent to use the mark in
commerce pursuant to Trademark Act Section 1(b), 15 U.S.C. §1051(b), with “[s]urgical implant
material for promoting fusion of bone comprising collagen in the form of human allograft tissue.”

Upon review of the application the examining attorney refused registration pursuant to Trademark Act
Section 2(e)(1) because the applied-for mark is merely descriptive of the goods. The examining attorney
also requested information about the bone fusion implant material with which the mark will be used. In
response to the request, applicant stated that the material (1) will have characteristics similar to a sponge
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and (2) that it will be used to induce bone fusion. See Applicant’s response dated September 14,
2009. Applicant proceeded to argue that the mark is suggestive and not merely descriptive. Applicant
was advised that the words “fusion foam” may be registered on the Supplemental Register upon filing
an allegation of use and with a disclaimer of the word “foam”. However, applicant has been unable to
file such an allegation and make such an amendment. Not persuaded by applicant’s arguments, the
examining attorney made the refusal to register final. Applicant appeals the refusal to register.
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ISSUE ON APPEAL

The sole issue on appeal is whether the words “fusion foam™ are merely descriptive of applicant’s
surgical implant material for promoting fusion of bone comprising collagen in the form of human
allograft tissue.

ARGUMENT
L The Words “Fusion Foam” Are Merely Descriptive of the Goods

Registration is refused because the words “fusion foam™ merely describe a characteristic and use of
applicant’s surgical implant material for promoting fusion of bone comprising collagen in the form of
human allograft tissue. Trademark Act Section 2(e) (1), 15 U.S.C. §1052(e) (1); see TMEP §§1209.01
(b), 1209.03 ef seq.

A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature,
purpose or use of the specified goods. TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d 1293,
1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gauley, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009,
1010 (Fed. Cir. 1987).

The word “fusion” immediately informs consumers that the surgical implant material is used to fuse,
i.e., the act of uniting two or more bones of a joint. See TICRS, March 14, 2009, page 2. Applicant
admits that the word “fusion” is descriptive of surgical procedures that are used to fuse bones together.
App. Br, page 4.

The word “foam” immediately informs consumers that the material is in a lightweight cellular form
resulting from introduction of gas bubbles during manufacture or is something resembling foam. See
TICRS, March 14, 2009, page 3. Contrary to applicant’s contention, foam orthopedic materials are not
unknown. A patent abstract describes a medical implant structure including a containment member
made from collagen foam. See, TICRS, March 14, 2009, page 5. The identification of goods makes
clear that the applied-for mark will be used with material comprising collagen. Applicant admits that
the material will have characteristics like those of a sponge. App. Br, page 2. Foam is identified as a
“spongy material”. See attached entry from the American Heritage Dictionary, © 2007 Houghton

[1]
Mifflin Company.

When two or more descriptive terms are combined, the composite mark may be merely descriptive if (1)
the individual terms retain their descriptive significance within the composite mark, and (2) the
composite mark creates no new or incongruous meaning or unique commercial impression as applied to
the goods. See In re Petroglyph Games, Inc., 91 USPQ2d 1332, 1341 (TTAB 2009) (holding
BATTLECAM merely descriptive for computer game sofiware with a feature that involve battles and
provides the player with the option to utilize various views of the battlefield); In re Cox Enters., 82
USPQ2d 1040, 1043 (TTAB 2007) (holding THEATL the equivalent of THE ATL, a common
nickname for the city of Atlanta, merely descriptive of publications featuring news and information
about Atlanta); In re Tower Tech, Inc., 64 USPQ2d 1314, 1317-18 (TTAB 2002) (holding
SMARTTOWER merely descriptive of highly automated cooling towers); TMEP §1209.03(d).

Here the constituent terms “fusion” and “foam” retain their descriptive significance in the combination
“fusion foam”. In the context of the goods, the combination “fusion foam’ immediately informs
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consumers that the surgical implant material is made of a foam or foam-like material and is used to fuse
bone. The combination does not create a new or incongruous meaning or unique commercial impression
as applied to the identified goods. Indeed applicant is unable to articulate any such meaning or
commercial impression, let alone produce evidence of such a meaning.

The combination “fusion foam™ immediately informs consumers that the surgical implant material is a
foam or foam-like collagen material that is used to fuse bone. Applicant appears to admit as much, in
particular when its admissions are read in context of the identification of goods — surgical implant
material for promoting fusion of bone comprising collagen in the form of human allografi tissue.
Accordingly, the words “fusion foam” are merely descriptive of the goods.

11 Applicant’s Contention That the Mark is Suggestive is Without Support

Applicant contends that the words “fusion foam™ are suggestive rather than merely descriptive (1)
because the mark does not mention bone it takes imagination or thought to make the connection between
the words “fusion foam” and surgical implant materials for fusing bone, (2) because there is no evidence
of use of the combination “fusion foam” in the relevant field, and (3) because words “fusion foam” may
suggest to some a product that “fuses foam”.

The assertion that the words “fusion foam” suggest something that fuses foam does not make
grammatical sense. The word “fusion” is used to inform consumers of the purpose of the foam, not that
the foam itself is fused. The attempt to imply otherwise requires ignorance of the plain meaning of the
words.

Applicant puts great emphasis on the absence of evidence that the combination “fusion foam™ and the
term “foam” are known or used in the field. This line of reasoning fails for at least two reasons. First as
discussed above the constituent terms, including foam, are known and used in the field. Second, there is
no requirement that the USPTO profTer evidence of use a combination of descriptive terms for the
combination to be merely descriptive. See, In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110
(Fed Cir. 1987) (holding the term SCREENWIPE generic based primarily on dictionary definitions of
the constituent terms “screen” and “wipe’).

Applicant’s insistence that the words “fusion foam” precisely convey all the features of the goods is
misplaced. Applicant contends that because “fusion foam” does not tell consumers that the material is
used to fuse bone, that consumers would not understand that the implant materials are used to fuse
bone. This line of reasoning also fails. Tirst, a term may be merely descriptive even if it does not
describe the “full scope and extent’ of the applicant’s goods. In re Oppedahl & Larson LLP, 373 F.3d
1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp.,
240 F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b). Itis enough if the
term describes only one significant function, attribute or property. In re Oppedahl, 373 F.3d at 1173, 71
USPQ2d at 1371; TMEP §1209.01(b). The term “fusion” does immediately inform consumers that the
implants are used to fuse something. Second, because the determination as to whether a mark is merely
descriptive is taken in the context of the goods, consumers would understand the term “fusion™ to apply
1o the fusion of bone.

Indeed, throughout applicant’s argument, applicant frames the question as being whether one would
recognize the descriptive significance of “fusion foam” from the mark itself. That formulation of the
test for descriptiveness conflicts with settled law. The determination of whether a mark is merely
descriptive is considered in relation to the identified goods, not in the abstract. i re Abcor Dev. Corp.,
588 I.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978), TMEP §1209.01(b); see, e.g., In re Polo Int )
Inc., 51 USPQ2d 1061 (TTAB 1999) (finding DOC in DOC-CONTROL would be understood to refer to
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the “documents” managed by applicant’s software, not “doctor” as shown in dictionary definition); /n re
Digital Research Inc., 4 USPQ2d 1242 (TTAB 1987) (finding CONCURREN'T PC-DOS merely
descriptive of “computer programs recorded on disk” where relevant trade used the denomination
“concurrent” as a descriptor of a particular type of operating system). “Whether consumers could guess
what the product is from consideration of the mark alone is not the test.” In re Am. Greetings Corp.,
226 USPQ 365, 366 (TTAB 1985).

In addition to being in the context of the goods, the descriptiveness determination is made at the time
registration is sought. Eligibility for registration must be determined on the basis of the facts and
evidence in the record at the time registration is sought. n re Morton-Norwich Prods., Inc., 671 F.2d
1332, 1344, 213 USPQ 9, 18 (C.C.P.A. 1982), In re Thunderbird Prods. Corp., 406 F.2d 1389, 1391,
160 USPQ 730, 732 (C.C.P.A. 1969). Hindsight is not only permissible, but required when determining
the current consumer sentiment regarding a term or combination of words.

Accordingly, contrary to applicant’s contention, the words “fusion foam” immediately inform

consumers of a use and characteristic of the surgical implant material. As such the words “fusion foam”
are merely descriptive.
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CONCLUSION

Applicant’s contention to the contrary not withstanding, the record supports the conclusion that the
words “fusion foam” are merely descriptive of the goods. Based on the foregoing, the refusal to register
pursuant to Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1) because the mark is merely
descriptive should be affirmed.

Respectfully submitted,

/Mark Rademacher/

Examining Attorney

Law Office 114

Trademarks

United States Patent and Trademark Office
571.272.9723

mark.rademacher@uspto

K. Margaret Le
Managing Attorney
Law Office - 114

[kl

“Judicial notice™ refers to a court or adjudicating body’s authority to accept as evidence well-known
and indisputable facts for the purpose of convenience and without requiring a party’s proof. Black's
Law Dictionary 863 (8th ed. 2004). The Trademark Trial and Appeal Board can take judicial notice of
definitions obtained from dictionaries in printed format. In addition, the Board can also take judicial
notice of online dictionaries available in printed format or online dictionaries that are readily available
and capable of being verified, e.g., dictionaries that are available in specifically denoted editions via the
Intemnet and CD-ROM. See Fed. R. Evid. 201; 37 C.F.R. §2.122(a), /n re Bayer AG, 488 F.3d 960, 32
USPQ2d 1828 (Fed. Cir. 2007); In re Red Bull GmbH, 78 USPQ2d 1375, 1378 (TTAB 2006), TBMP
§1208.04; TMEP §710.01(c).
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=i Adjacent entries

o 45gr'onunciation
foal f Middle English fom, from Old English fam.
foam |
foamflower foam
foarn rubber 1.
) a.
= Browse Book A mass of bubbles of air or gas in a matrix of liquid film, especially an accumulation of fine, frothy bubbles formed in or on
Headings the surface of a liquid, as from agitation or fermentation.
People b.
Images A thick chemical froth, such as shaving cream or a substance used to fight fires.
2.
a.

Frothy saliva produced especially as a result of physical exertion or a pathological condition.

b.
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0.
The frothy sweat of a horse or ather equine animal

3.
The sea.

4.

R R R O T R s R e P VR CHEIERU sed for thermal insulation or shock absorption, as in

packaging.

foam

v, foamed, foameing, foams v. intr.
1.

To produce or issue as foam; froth.

2,
a.
To produce foam from the mouth, as from exertion or a pathological condition.

b.
To be extremely angry, rage: was foamung over the disastrous budget cuts.

3.
To teem; seethe: a playground foaming with third graders.

foam
v tr.

1.

To cause to produce foam.

2.
To cause to become foam.

/‘\) ' ! i +

[< Previous entry... ...The American Heritage® Dictionary of the English Language...

APA | Chicago | Harvard | MLA Save citation to

foam. (2007). In The American Heritage® Dictionary of the English My saved results 1_]

Language. Retrieved from
http:/Awww.credoreference. com/entry/bmdictengtang/ffoam

e+ Tarms of use | Privacy palicy | Contact | About Credo Reference | Accessibility | Librarian Admin

...Next entry >]



U.S. TRADEMARK APPLICATION NO. 77648337 - FUSION FOAM - 703.148 Page 1 of 1

To: Wright Medical Technology, Inc. (ssentilles@wmt.com)
Subject: U.S. TRADEMARK APPLICATION NO. 77648337 - FUSION FOAM -
703.148
Sent: 7/22/2010 3:18:16 PM
Sent As: ECOM114@USPTO.GOV
Attachments:
IMPORTANT NOTICE

USPTO EXAMINING ATTORNEY’S APPEAL BRIEF HAS ISSUED ON
7/22/2010 FOR APPLICATION SERIAL NO. 77648337

Please follow these instructions:

VIEW APPEAL BRIEF: Click on this link http://tmportal.uspto.gov/external/portalitow?
DDA=Y&serial_number=77648337&doc_type=OOA&mail_date=20100722 (or copy and paste
this URL into the address field of your browser), or visit http://portal.uspto.gov/external/portal/tow
and enter the application serial number to access the examining attorney’s appeal brief.

PLEASE NOTE: The examining attorney’s appeal brief may not be immediately available but will
be viewable within 24 hours of this notification.

REPLY BRIEF: You may file a reply brief within twenty (20) days of 7/22/2010, the issue date of the
cxamining attorney’s appeal brief. The Trademark Trial and Appeal Board (TTAB) cncourages filing
through the Elcctronic System for Trademark Trials and Appcals (ESTTA), available at
http://estta.uspto.gov.

HELP: For technical assistance in accessing the appeal brief, please e-mail TDR@uspto.gov.

For TTAB information, please see http://www.uspto.goviweb/offices/dcom/ttab/index.html.

WARNING
1. The USPTO will NOT separately send a copy of the examining attorney’s appeal
brief.

2. Do NOT hit “Reply” to this e-mail notification, as this mailbox is not monitored.
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