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UNITED STATESPATENT AND TRADEMARK OFFICE

SERIAL NO: 77/561949
e NNARARETR
CORRESPONDENT ADDRESS:
DONALD L. DENNISON GENERAL TRADEMARK INFORMATION:
DENNISON, SCHULTZ & MACDONALD http://www.uspto.gov/main/trademarks.htm
1727 KING ST STE 105
ALEXANDRIA, VA 22314-2700 TTAB INFORMATION:
http://www.uspto.gov/web/offices/dcom/ttab/index.html
APPLICANT: THE WRESTLING ZONE, INC.
CORRESPONDENT'SREFERENCE/DOCKET NO: BEFORE THE TRADEMARK
T08-080 TRIAL AND APPEAL BOARD
CORRESPONDENT E-MAIL ADDRESS:
ddennison@dennisonlaw.com ON APPEAL

EXAMINING ATTORNEY'SAPPEAL BRIEF

Applicant has appealed the Final Refusal to register the trademark, WEW, as to
International Class 38, for use in the sale and advertising of “pay-per-view and on
demand television transmissions of live wrestling exhibitions.” Registration has been
partially refused only asto International Class 38, as the specimens of record do not show

Applicant’s mark in use in commerce as a service mark.*

GROUND FOR PARTIAL REFUSAL

The Examining Attorney partially refuses registration of the proposed mark,
“WEW,” on the Principal Register, pursuant to Sections 1(a), 3 and 45 the Trademark
Act, 15 U.S.C. 88 1051(a), 1053, 1127 (2006), on the ground that the relevant specimen

of record is unacceptable because it fails to show service mark use of WEW for

! As detailed in the record, Applicant has provided an acceptable specimen for use on the
identified goods classified in International Class 9.



Applicant’s identified “pay-per-view and on demand television transmissions of live
wrestling exhibitions” services. See 37 C.F.R. 88 2.34(a)(1)(iv), 2.56, (2008); Trademark

Manual of Examination Procedure 88 904, 904.07(a) (5th ed. 2007).

|SSUE PRESENTED

Whether the inclusion of the informational statement “AVAILABLE ON DVD &
DOWNLOAD AND VIDEO-ON-DEMAND” on a promotional poster submitted as a
specimen is sufficient to demonstrate proper service mark use of the proposed mark
WEW in the sale or advertising of “pay-per-view and on demand television transmissions
of live wrestling exhibitions,” classified in International Class 38, pursuant to Sections
1(a), 3 and 45, and in accordance with sections 2.34 and 2.56 of the Trademark Rules of

Practice, 37 C.F.R. §§ 2.34(a)(1)(iv), 2.56; (2008).

STATEMENT OF FACTS

Applicant filed a use-based application, under Section 1(a) of the Trademark Act,
15 U.S.C. §1051(a) (2006), seeking federal protection to use the proposed standard
character mark “WEW'” in connection with two classes of goods and services, including
for use in connection with “pay-per-view and on demand television transmissions of live
wrestling exhibitions,” classified in International Class 38, on September 4, 2008, and
submitted two supporting specimens, asserting dates of first use and first use in

commerce as February 17, 2001.

By Office Action issued December 14, 2008, the Examining Attorney refused
registration of the mark in connection with International Class 38, on the ground the
neither specimen showed use of the mark as a source identifier for “pay-per-view and on

demand television transmissions of live wrestling exhibitions.” Specifically, the relevant



specimen promotional poster merely displayed that an entertainment event, i.e.,, Nude
Street Fight, provided by WEW, was available for viewing in various formats, on DVD,
by Internet download, and through video-on-demand. The specimen promotional poster
did not demonstrate the sale or advertising by WEW of pay-per-view and on-demand
television transmissions of live wrestling exhibitions. The specimen poster did not state
or suggest that WEW provided the International Class 38 service of pay-per-view and
on-demand television transmissions of live wrestling exhibitions. The initia Office
Action notified Applicant that the specimen poster did not comply with the requirement
to show the mark actually used in the sale or advertising of the listed International Class
38 services. In addition, Applicant was notified that there was no direct association
between the mark and the service activity of pay-per-view and on-demand transmission
services of live events, but the specimen promotional poster created an association

between the mark and the entertainment service of awrestling event.

Applicant filed a Response to Office Action on January 6, 2009, and submitted no
substitute specimens. Rather, Applicant argued that the specimen promotional poster was
acceptable because “[i]t is a promotional poster which at the top shows the mark ‘WEW’
and at the bottom mentions * video-on-demand’ availability.” (Resp. 2.) On February 14,

2009, the Final Action issued, providing:

[ T]the specimen poster demonstrates that Applicant is performing an
entertainment service that involves the transmission of its live events on
pay-per-view and is available through video-on-demand. However, the
specimen poster does not demonstrate that Applicant is conducting the
actual transmission of pay-per-view and video-on-demand.

Whileit iswithout question that the mark and the services both are named
on the specimen poster, nowhere does the specimen poster show adirect
association between use of the proposed WEW mark and the actual
activity service of “pay-per-view and on demand television



transmissions.” On the specimen poster, WEW has an association only to
providing the entertainment service of live wresting, classified in
International Class 41, not to performing the actual transmission of the
event, which is the service classified in International Class 38.

(Final Office Action at unnumbered 3.) On February 24, 2009, a request for

reconsideration of the final refusal was denied, and this appeal ensued.

ARGUMENT

Based on the record, Applicant’s mark “WEW” is not used as a service mark in
connection with its identified “pay-per-view and on demand television transmissions of

live wrestling exhibitions” services classified in International Class 38.
RELEVANT LAW

Section 1(a) of the Trademark Act requires that an applicant submit “specimens or
facsimiles of the mark as used” as part of the application. 15 U.S.C. § 1051(a)(1) (2006).
To demonstrate proper service mark usage, Section 45 requires that the specimen must
show the mark “used or displayed in the sale or advertising of services,” in amanner that
would be perceived by potential purchasers as identifying an applicant’s services and
indicating their source. Id. 8 1127. The Trademark Rules specify that a “ service mark
specimen must show the mark as actually used in the sale or advertising of the services.”

37 C.F.R. § 2.56(b)(2) (2008).

“The requirement that a mark must be ‘used in the sale or advertising of services
to be registered as a service mark is clear and specific. . . . The minimum requirement is
some direct association between the offer of services and the mark sought to be registered
therefor.” In re Universal Oil Prods. Co., 476 F.2d 653, 655, 177 U.S.P.Q. 456, 457

(C.C.P.A. 1973).



The Trademark Trial and Appeal Board (“Board’) recently echoed the well-
established Universal Oil Products standard, stating that “[w]here the mark is used in
advertising the services, the specimen must show a direct association between the
proposed mark and the services for which registration is sought.” In re DSM Pharm.
Inc., 87 U.SP.Q.2d 1623, 1624 (TTAB 2008). In addition, there must be sufficient
reference to the services in the specimen to create this association. In re Monograms

Am., Inc., 51 U.S.P.Q.2d 1317, 1318 (TTAB 1999); see TMEP § 1301.04.

To determine whether a specimen is acceptable evidence of service mark use,
considerations include any explanations by an applicant “as to how the specimen is used,
along with any other available evidence in the record that shows how the mark is actually

used.” DSM Pharm., 87 U.S.P.Q.2d at 1626.

ANALYSISOF THE RELEVANT SPECIMEN

In support of service mark usage of the recited services in International Class 38,
Applicant submitted one JPEG image that it described as a “promotional poster.”
Consequently, the evidence to determine whether the specimen is acceptable of service
mark use for the identified services is limited to an evauation of the specimen and

Applicant’s brief description that it is used as a promotional poster.

The proposed mark WEW is displayed prominently across the top of the specimen
promotional poster, with the phrase WOMENS EROTIC WRESTING immediately
below. The dominant portion of the specimen promotional poster portrays the image of
two women with airbrushed dark tops and bottoms;, the word CENSORED is

superimposed across their chests and the words NUDE STREET FIGHT is superimposed



over their images. The following appears at the bottom of the specimen promotional

poster:

AVAILABLE ON
DVD & DOWNLOAD
AND VIDEO-ON-DEMAND
The specimen promotional poster provides nothing to indicate that the NUDE STREET

FIGHT is the presentation of live wrestling performances, such as providing dates and

times for the events.

It is clear that the specimen promotional poster is used in the advertising an
entertainment event provided by WEW, specifically, Nude Street Fight. It is aso clear
that, asit is used on the specimen of record, the designation WEW would be perceived as
a mark identifying an entertainment event and not as a mark identifying International
Class 38 “pay-per-view and on demand television transmissions of live wrestling
exhibitions’ services. It is without question that the entertainment event provided by
WEW is“available,” or in other words transmitted, by on-demand television services. It
is abundantly clear that the specimen promotional poster is advertising the subject matter
of the transmission, i.e., a nude women’s wrestling event, and not the means or service of

transmission.

That an applicant is conducting an entertainment service that is available through,
by or on a telecommunication services is not equivalent of providing a
telecommunication service. As detailed in section 1402.11(a) of the Trademark Manual

of Examination Procedure, TMEP § 1402.11(a):

Just because the applicant is conducting an activity that may involve
transmission of data on the Internet does not mean the applicant’s service
isaClass 38 service. For example, an applicant who merely has a website



is not conducting ‘electronic transmission of messages and data,” in Class
38. The companies providing the Internet connections are conducting the
actual transmissions; the applicant is merely making the information
available.

Applicant contends that because the “specimen clearly refers to ‘Video-On-Demand,”
(Appellant’s Br. at 6), it should be an acceptable specimen to show service mark use of
its identified services. Applicant also states that to be acceptable, specimens supporting
use “should evidence an association between the mark and at least one of the goods or
services recited in the application.” 1d. at 5. However, the legal standard is higher; the
law requires that for a specimen to be acceptable to demonstrate proper service mark use,
“[d]irect association is the minimum it must show.” Inre Universal Oil Prods. Co., 476

F.2d 653, 656, 177 U.S.P.Q. 456, 457 (C.C.P.A. 1973).

In the instant application, while there is no question that the evidence supports
that Applicant’s entertainment event appears via a telecommunication service, the mark is
used on the specimen promotional poster in a manner that would be percelved as
identifying the source of an entertainment event in International Class 41 that is
transmitted via services classified in International Class 38. The direct association, based
on examination of the specimen promotiona poster, is limited to the proposed mark
WEW and entertainment services of wrestling performed by nude women. The
designation WEW would not be objectively perceived as the identifying the source of the
transmission. Under Universal Oil Products and the line of cases following it, the mere
reference to “video-on-demand” on the specimen promotional poster is insufficient to
create a direct association between the proposed designation WEW and “ pay-per-view

and on demand television transmissions of live wrestling exhibitions.” Therefore, the



specimen does not support use of the mark for the identified services in International

Class 38.

CONCLUSION

Based on her application of the law to the specimens of record, the Examining
Attorney has demonstrated that Applicant’s mark WEW is not being used as a service
mark for “pay-per-view and on demand television transmissions of live wrestling

exhibitions’ classified in International Class 38.

Based on the foregoing reasons, the Examining Attorney respectfully urges the

Board to AFFIRM the partial refusal to register the mark under Sections 1(a), 3, and 45.

Respectfully submitted,

/Judy Helfman/
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