From: Capshaw, Daniel
Sent: 9/23/2010 1:13:47 PM
To: TTAB EFiling

CC:

Subject: U.S. TRADEMARK APPLICATION NO. 77342688 - CALIFORNIA GREEN
CLEAN - N/A - EXAMINER BRIEF

kkhkhkkkhkhkkkhhhkkhhhkkhhhkhkkhhkhkhhkhkhhkhkhhkhkhhhkhhhkhhhkhkhkkkkkk,kx*x*%

Attachment Information:
Count: 1
Files: 77342688.doc



UNITED STATESPATENT AND TRADEMARK OFFICE

SERIAL NO: 77342688

e crrom e e MR

CORRESPONDENT ADDRESS:

ANGELA D. ARTHUR GENERAL TRADEMARK INFORMATION:
CALIFORNIA GREEN CLEAN DEVELPOMENT http://www.uspto.gov/main/trademarks.htm
COMPA
4635 FREEPORT BLVD. SUITE C TTAB INFORMATION:
SACRAMENTO, CA 95822 http://www.uspto.gov/web/offices/dcom/ttab/index.html
APPLICANT: CGC DEVELOPMENT CO., LLC

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A

CORRESPONDENT E-MAIL ADDRESS:
angel aarthur@gmail.com

EXAMINING ATTORNEY'S APPEAL BRIEF

Applicant has appeal ed the Examining Attorney’ sfinal refusal to register the
proposed mark CALIFORNIA GREEN CLEAN on the ground that the mark is primarily
geographically descriptive of Applicant’s services under Section 2(e)(2) of the

Trademark Act, 15 U.S.C. §1052(e)(2).

FACTS
On December 3, 2007 Applicant, Angela Arthur®, applied to register the mark
CALIFORNIA GREEN CLEAN based on Section 1(b) of the Trademark Act for Class
37 services described as “ Janitorial services; Maid services.” On March 17, 2008 the

Examining Attorney issued an Office Action refusing registration based upon Section

! The application was later assigned to “California Green Clean Development Company, LLC". See
Reel/Frame 4176/0615 and 4213/0636.



2(d) of the Trademark Act, notified the Applicant regarding potentially conflicting prior
pending applications and required disclaimer of “California’ as geographically
descriptive. On September 15, 2008 Applicant replied to the office action providing
disclaimer of the geographically descriptive wording CALIFORNIA and arguing against
alikelihood of confusion. On October 20, 2008 the Examining Attorney issued a second
non-final action refusing registration under Section 2(d) based upon the prior pending
applications which matured to registration. On April 23, 2009 Applicant responded to
the refusal to register withdrawing its disclaimer of CALIFORNIA and arguing against a
likelihood of confusion. In the response Applicant argued at length, and supplied strong
evidence, that the wording “GREEN CLEAN” inits mark and the cited marksis “Weak,
Diluted and Highly Suggestive’ through “prior and current common use.” Applicant’s
April 23, 2009 response at 3.

Given Applicant’ s response, and the evidence made of record by both the
Applicant and Examining Attorney, on May 19, 2009 the Examining Attorney issued an
office action withdrawing the Section 2(d) refusal and asserting arefusal to register based
upon Section 2(e)(2) of the Trademark Act. On November 25, 2009 Applicant responded
arguing against the Section 2(e)(2) refusal. On December 16, 2009 the Examining
Attorney made final the refusal to register based upon Section 2(€)(2) of the Trademark

Act. Applicant has appealed this refusal to register.

ISSUE ON APPEAL




Whether Applicant’s proposed mark CALIFORNIA GREEN CLEAN is primarily
geographically descriptive of Applicant’s green cleaning services which are performed in

Cdifornia



ARGUMENT
The proposed mark, CALIFORNIA GREEN CLEAN, is primarily geographically
descriptive. A mark is primarily geographically descriptive when the following is

demonstrated:

Q) The primary significance of the mark is a generally known geographic
place or location;

(2 The goods and/or services for which applicant seeks registration originate
in the geographic place identified in the mark; and

(©)) Purchasers would be likely to make a goods-place or services-place
association; that is, purchasers would be likely to believe that the goods
and/or services originate in the geographic place identified in the mark.

TMEP 81210.01(a); see In re Societe Generale des Eaux Minerales de Vittel SA., 824
F.2d 957, 959, 3 USPQ2d 1450, 1452 (Fed. Cir. 1987); In re Joint-Sock Co. “ Baik,” 80
USPQ2d 1305, 1309 (TTAB 2006).

A. The Primary Significance of CALIFORNIA isa Generally Known
Geographic Place.

The primary significance of CALIFORNIA is agenerally known geographic
place. The dictionary page attached to the office action of May 19, 2009 makes clear that
Californiais “the most populous state in the United States” with a population of
“36,756,666" and an area of “163,696” square miles. Further, the Trademark Trial and
Appea Board in Inre California Pizza Kitchen Inc., 10 USPQ2d 1704, 1705 (TTAB
1988), states that "there can be no dispute that California, one of the largest and most
populous states in the United States, is a place known generaly to the public and is

neither remote nor obscure.” Finaly, the“GREEN CLEAN” portion is highly



descriptive or generic matter which isreadily separable from the CALIFORNIA portion

as discussed below.

B. The Services Originate in the Geographic Place | dentified in the Mark,
Namely, California.

The services originate in the geographic place identified in the mark, namely,
Cdlifornia. For servicesto originate in a geographic place, the record must show that
they are rendered at least in part in the geographic place. Seelnre Chalk’sInt’l Airline
Inc., 21 USPQ2d 1637 (TTAB 1991) (holding PARADISE ISLAND AIRLINES
primarily geographically descriptive of air transportation services of passengers and/or
goods that are performed at least in part on Paradise ISland); Inre Cal. Pizza Kitchen
Inc., 10 USPQ2d 1704 (TTAB 1988) (holding CALIFORNIA PIZZA KITCHEN
primarily geographically descriptive of restaurant services rendered in California and
outside the state aswell); Inre Opryland USA Inc., 1 USPQ2d 1409 (TTAB 1986)
(holding THE NASHVILLE NETWORK primarily geographically descriptive of
television production and distribution services provided in Nashville); TMEP §1210.03.

Here, Applicant admitsthat it rendersits servicesin Californiain its brief when it
states ““ CALIFORNIA” is ageographical term, and Applicant’s headquarters and sole
current business location are in California.” Applicant’s Brief at 6. See also footnote 6
and page 8 of Applicant’s brief for admissions that Applicant operatesin California.
Further, Applicant’s website pages, attached to the May 19, 2009 office action, state that
“California Green Clean proudly serves the greater Sacramento Valley, including our

friends in Davis, Roseville, Antelope, EIk Grove and Lincoln.” Finally, Applicant’s



address is Sacramento, California, per the application. Thus, it isclear that the services

of the Applicant originate in the state of California.

C. Purchasers Would Likely M ake a Services/Place Association

When there is no genuine issue that the geographical significance of atermisits
primary significance, and the geographical placeis neither obscure nor remote, a public
association of the goods and/or services with the place is presumed if an Applicant’s
goods and/or services originate in the place named in the mark. TMEP 81210.04; see,
e.g., InreCal. Pizza Kitchen Inc., 10 USPQ2d 1704, 1706 (TTAB 1988) (holding
CALIFORNIA PIZZA KITCHEN primarily geographically descriptive of restaurant
services rendered in California); In re Handler Fenton Ws,, Inc., 214 USPQ 848, 849-50
(TTAB 1982) (holding DENVER WESTERNS primarily geographically descriptive of
western-style shirts originating in Denver).

Here, as evidenced above, the primary significance of “California’ is geographic
and “California’ is neither obscure nor remote. Thus, a services/place association is
presumed.

Further, the evidence of record makes clear that a great variety of maid and
janitorial service providers operate in California. The web page evidence includes the
following:

e www.socalmaidservice.com a maid service and carpet cleaning service in

business for 15 yearsin California.

e www.magicyellow.com showing directory listings for multiple maid

service providersin the San Francisco, California area.



e www.librajanitorial.com a janitor service in business since 1984 in

Orange County, and serving al of California.

o www.selectmaids.com a maid and office cleaning service, serving Orange

County, California.

e www.magicyellow.com showing a great variety of janitor service
providersin Irvine, California.

e Www.sacrametotoday.net showing a great variety of house cleaning

service providersin Sacramento, California

e Www.corona-ca-yellowusa.com showing agreat variety of house cleaning

service providersin Corona, California.

Thus, even if the services/place association were not presumed, which it is, such
an association would still exist.

To establish a goods-place or services-place association, the evidence need only
show a“reasonable basis’ for concluding that the public islikely to believe that the mark
identifies the place from which the goods and/or services originate. SeelnreJT
Tobacconists, 59 USPQ2d 1080, 1083-84 (TTAB 2001) (finding that nothing in the
record suggested that it would be incongruous or unexpected for the purchasing public to
believe that Applicant’s cigars, cigar cases and humidors, “manufactured products which
could have their origin practically anywhere,” came from the place named in the mark, as
Applicant was located in the place and the goods were packaged and shipped from the
location, such that consumers would have a reasonabl e basis to believe the goods came

from the place named in the mark); In re Cambridge Digital Sys., 1 USPQ2d 1659, 1661-



62 (TTAB 1986) (finding that the location named in the mark was renowned for
educational institutions and the record demonstrated the location was a manufacturing
and commercial center producing related goods such that purchasers of Applicant’s
goods would reasonably believe they emanate from the place named in the mark); see
also TMEP 81210.04; cf. Inre Loew' s Theatres, Inc., 769 F.2d 764, 767-68, 226 USPQ
865, 867-68 (Fed. Cir. 1985). Because maid and janitorial service provision is common
in California, a*“reasonable basis’ for concluding that the public islikely to believe that

the mark identifies the place from which the goods and/or services originate exists.



D. The Addition of the Highly Descriptive or Generic GREEN CLEAN Does
Not Obviate the Geographical Descriptiveness of the Mark

The addition of generic or highly descriptive wording to a geographic word or
term does not diminish that geographic word or term’s primary geographic significance.
TMEP 81210.02(c)(ii); see, .., Inre JT Tobacconists, 59 USPQ2d 1080 (TTAB 2001)
(holding MINNESOTA CIGAR COMPANY primarily geographically descriptive of
cigars); Inre Carolina Apparel, 48 USPQ2d 1542 (TTAB 1998) (holding CAROLINA
APPAREL primarily geographically descriptive of retail clothing store services); Inre
Chalk'sInt’'l Airlinesinc., 21 USPQ2d 1637 (TTAB 1991) (holding PARADISE
ISLAND AIRLINES primarily geographically descriptive of the transportation of
passengers and goods by air). Here, the addition of the highly descriptive or generic
wording “GREEN CLEAN" does not obviate the primary geographic significance of
“CALIFORNIA” in the mark.

The evidence of record that “GREEN CLEAN” is highly descriptive and likely
generic isoverwhelming and firmly supports afinding that inclusion of this matter does
not obviate the primary geographic significance of “CALIFORNIA” inthe mark. The
evidence includes 1) dictionary pages showing that the words would be immediately
understood; 2 ) Nexis database evidence submitted by the Examining Attorney; 3) third
party web pages submitted by the Examining Attorney; 4) evidence submitted by the
Applicant in arguing against the previously made Section 2(d) refusal.

First, dictionary definitions of the wording GREEN and CLEAN make clear that
the combination “GREEN CLEAN” forms areadily understood and immediately

descriptive composite. “GREEN” is defined as “tending to preserve environmental



quality (as by being recyclable, biodegradable, or nonpolluting).” “CLEAN” is defined as

“to make clean as (1): to rid of dirt, impurities, or extraneous matter.” See Merriam-

Webster dictionary pages attached to the Final office action. Taken together, the wording

isimmediately descriptive as Applicant provides a service “to make clean” which tends

to “preserve environmental quality (as by being recyclable, biodegradable, or

nonpolluting).”

Additionally, the Nexis articles of record establish that the wording “GREEN

CLEAN” iscommonly used, highly descriptive or generic, and needed in the industry.

See evidence attached to the 5-19-09 office action. The Nexis stories include the

following:

Chattanooga Times Free Press, March 2, 2008 story titled “Information session
on school cleaning, health set March 21" states “ The event will include . . .how to
develop and use a green clean plan for . . .custodial supervisors.”

. Joseph News-Press, July 21, 2008 story titled “Striving for green clean: New
law requires schools to use safer janitorial products’ states “. . .there's no
difference between the quality of green and non-green cleans.”

Bangor Daily News, August 7, 2008 story titled “Local cleaning service offers
green aternative” states “Maine Maid to Clean owner Julie Watkins has added a
green cleaning service to her Frankfort-based business. . .” and “There is no price
difference for the green clean services, she said. If they want, customers can
combine the green clean method with traditional cleaning products.”

The Oklahoman, March 19, 2009 story titled “AREA CLEANING BUSINESSES

EMBRACE ‘GREEN’ METHODS’ and states “Most customers don’t seek out



Maid Brigade for a green clean, but it has been good for return business, she
said.”

The Boston Herald, June 22, 2007 story titled “ Cleaner’s new twist was just doing
what came naturally” states “While the green clean movement is sweeping the
West Coast, it has been slower to catch on here.”

The Arizona Republic, November 5, 2008 story titled “Daughter listened, now
runs custodial firm” states “Green cleaning tips’ . . . “Green cleaning is defined as
cleaning while protecting health without harming the environment. In the
commercial-cleaning industry, it includes everything from cleaning equipment
and restroom supplies to cleaning methods. Here are five key areas you can
“green clean” at your home or office:.”

Lowell Sun, March 23, 2009 story titled “Brazilian women go green to clean”
states “ Green cleaning is important to Brazilian immigrants because housekeeping
is the most common occupation.”

Florida Today, November 2, 2008 story “BUSINESS NEWSMAKERS’ states
“Janice Fox, owner of Fox Janitorial Services in Melbourne, has completed
extensive training in green clean principals. . . .”

Jackson Citizen Patriot, April 15, 2009 story titled “get it green clean; Challenge
yourself to clean toxin-free” states “The good folks at Whole Foods seem to be
among the toughest in setting green-clean standards.”

Rochester Business Journal, September 12, 2009 story titled “Saluting high

standards of ethical behavior” highlights company named “Midnight Janitorial”



and states ““We have been ‘green clean’ since the beginning” she said. “That’'s
beforeit was even trendy.””

e The Brunswick News, April 2, 2009 story titled “Green Clean” highlights Deborah
Floyd, “owner of Golden Isle Cleaning Solutions’ and states “Rather than the
traditional chemical-laced products, she goes the way of a green clean, choosing
environmentally friendly options.” And “Just where did this green clean craze
come from?’

e The Boston Globe, September 30, 2007 story titled “CLEAN GOES GREEN”
states “. . . Massachusetts Coalition of Occupational Safety and Health, which has
been at the center of many local green-clean initiatives.” And “Though it may
seem like it, the thrust toward green clean hasn't come out of the blue.” The story
aso highlights a group which “supports the pending green clean legislation.”

e Chicago Tribune, December 14, 2008 story titled “Eco-friendly tidying up” states
“The ultimate green clean:” and describes a cleaning business “Sparke Queen”
switching to environmentally friendly products.

e South Florida Business Journal, July 7, 2008 story titled “Putting a green clean
on tap” describes an environmentally friendly cleaning solution made out of tap
water and saltwater and used by a hotel cleaning staff.

Further, the third party web pages made of record establish that the wording
GREEN CLEAN is commonly used, highly descriptive or generic, and needed in the
industry. The evidence includes the following:

e www.greencleanhomedu.com shows “Attention To Detail Residential Cleaning”

brand advertising “Green Clean Home For You” and states “Whenever possible



we use the basics of green clean” and that it is “the place to find outstanding
GREEN clean services for your home and offices!”

www.marinhousekeeping.com “Mary’s House Sparkle Cleaning Co.” advertises

“Green cleans’ as a cleaning service provided and states “Be sure to ask about our
green clean service.”

www.naturalhousekeeping.com “Natural Housekeeping” brand cleaning service

website states “learn about our green clean services.”

www.cinderellamaidservice.com “Cinderella Maid Service’ brand website states

that “We specialize in Green Cleaning.”

www.msgreenclean.com “Ms. Green-Clean” brand website states “why choose a

green cleaning service?’” and “Choose an eco-friendly green cleaning service” and
advertises “ green apartment & home cleaning.”

www.maidbrigade.ccom “Maid Brigade” brand mad and cleaning service

provider's website advertises its “Green Cleaning for a Healthier Home and
Environment” and highlights its “Green Cleaning Standards’ and states that its
system “uses green cleaning solutions’ . . . “our green cleaning solutions meet
Green Seal’ s environmental standard.”

www.lime.com story giving instructions on how to “Green Clean Your Phone”

and which highlights the article topics as “Cleaning” “cell phone” “green clean”
“green cleaning” “office phone.”

www.planetgreen.discovery.com story titled “Green Clean Your Computer

Keyboard . . Take Two” and states “We' ve covered how to green clean your

computer keyboard before. . . .”



www.newsl10.net story titled “Green Clean” and discusses eco-friendly cleaning

techniques.

www. heal thyschool scampai gn.typepad.com website highlights stories discussing

“Green Clean Schools.” The web page uses “green clean” and “green cleaning”
descriptively throughout including a story titled “New Partnership Highlights
Green Clean Distributors State by State” which discusses its “Quick & Easy
Guide to Green Cleaning in Schools’ and states “1 was thrilled to meet so many
business leaders eager to promote healthy, sustainable, green cleaning.” A story
titled “EPA to Recommend Green Claims for Disinfectants and Sanitizers’ states
“One of the biggest challenges in a green cleaning program is how to properly
disinfect and sanitize.” . . . “This is exiting news because this means that green
cleaning adoption will become easier.” A story titled “Missouri Releases Green
Clean Guidelines for Schools” and uses the term “green cleaning” throughout.

www.associ atedcontent.com Article titled “ Green Clean Y our House with Natural

Cleaners’ and states “To green clean your home with natural cleaner” . . . “There
are many homemade cleaners that can be made to green clean ahome. . .”.

www.naturalhomemagazine.com Article titled ““Green Clean” Method Cleaning

Products Receive Cradle to Cradle Certification” which discusses “Method”
brand cleaning products and states “For more great green cleaning products,
check out our resource listings.”

www.naturodoc.com Article titled “Green-Clean Your Home" discusses house

cleaning with natural products and later advertises health products and states

“These products help your body cleanse to match your green-clean home. . .”



www.health.com Article titled “Whole Green Catalog: 1,000 Best Things for Y ou

and the Planet” states “That’'s where the Whole Green Catalog becomes
indispensable. Its 20 chapters tell you everything you need to know about how to
green-clean your house...”

www.helium.com Article titled “How to green clean your house” and states

“Green house cleaning isn’t just good for the environment...”

www.ehow.com Article titled “How to Green clean Y our House with Home made

Products” discusses cleaning house with eco-friendly household goods.

www.etsy.com Article titled “Green-Clean Your House with Baba Yaga’

provides advice on composing cleaning solutions and states “ Enjoy a green-clean
house with this recipe from Baba Y aga.”

www.naturalnews.com Article titled “Six Simple Ways to Go Green and Save

Money” lists“1. Green Clean Y our House” and describes how to do the same.

www.casanaturals.com Article titled “Day 5: Kitchen & Dining Room Cleaning-

5-Day Green-Cleaning Resolution” states “This is Part V of V in my 5 Day
Green-Cleaning Resolution series, with cleaning tips to help you green-clean your
house in under 30 minutes a day” and “Stay tuned for a printable green-cleaning
checklist. . .”

www.completegreencleaning.com advertises book “Going, Going Green!”

described as “A Practical Guide To Green Cleaning Your Home” and states
“Green cleaning protects your family” . . . “Powerful safe green cleaners perform
aswell as. . .” “We believe in protecting our delicate environment & helping

others do the same by teaching you how to have a safe, green clean home.” “We



get you organized to green clean quickly & effectively.” “More strong reasons
why you should green clean your home:.”

www.about.com Article titled “Plants That Green Clean Your Home" discusses

how plants naturaly purify air.

www.yousaytoo.com Article titled “Try These Economical Ways To “Green

Clean” Your Home” and states “Green cleaning your apartment with your own
homemade.....” and “In actuality, making your own green cleaning products in
your very own homeis not hard....”

www.ecosalon.com Article titled “Green Clean Your Home into Spring”

highlights company “Zen Home Cleaning Service” an “eco-friendly cleaning
company.”

www.istolivegreen.com Article titled “How to Green Clean Your Home’

provides “Tips to Green Cleaning” and “Basic Guidelines for Green Cleaning.”

Furthermore, the evidence submitted by Applicant in arguing that “GREEN

CLEAN” iswesk after the section 2(d) refusal shows that the wording is highly

descriptive. See Applicant’s 4-23-09 response. A sample of the evidence supplied in the

response includes the following:

Pages 7 through 16 of the response highlight third party registrations and
“Abandoned, Earlier, Use-based Applications’ which the Applicant claims
supports a finding that the wording “green clean” is weak. The Examining
Attorney contends that this evidence also supports a finding that the matter at

issueis highly descriptive.



Pages 5 through 13 of the declaration included in the 4-23-09 response highlight a variety
of third party uses of “green clean” and variations thereof which show that the wording is
highly descriptive. The referencesinclude:

e “Exhibit A” pagesfrom the 2005 book “Green Clean: The Environmentally Sound
Guide to Cleaning Y our Home.”

e “Exhibit C" pages from website greenthinkers.org referring to the “Top 5 Green
Clean Books’ which includes a review of a book’s “500 green cleaning
solutions.”

e “Exhibit D" pages from the 2009 book “Complete Idiot's Guide to Green
Cleaning.”

e “Exhibit F" pages from the 2009 book “Green Cleaning for Dummies.”

e “Exhibit 1" pages from website greenerbuildings.com with article titled “Green
Cleaning for Schools-The Green Guide.”

Additionally, Applicant’s own website pages, attached to the May 19, 2009 office
action, use the wording “green” and “clean” descriptively. The website states “We have
created a completely green way to clean your home” and “. . .our housekeepers enter
training where they learn the methods, products, and principles of green cleaning. . . .”

Finally, Applicant admitsin its brief, as part of an erroneous argument that
descriptiveness is determined with evidence available at or before the filing date only,
that the wording is merely descriptive where it states “[t]oday, it may not require the
exercise of imagination, thought or perception for a consumer to appreciate the
significance of “GREEN CLEAN” with respect to maid and janitorial services.” See

Applicant’s brief at 12.



The evidence of record overwhelmingly proves that the wording “green clean” is
highly descriptive and likely generic and firmly supports a finding that inclusion of this
matter does not obviate the primary geographic significance of “CALIFORNIA” in the

mark.

E. Applicant’s Arguments are Unper suasive
1. Mark isNot Unitary, “ California” isnot Suggestive

The crux of Applicant’s entire argument is that the wording “CALIFORNIA
GREEN CLEAN” isunitary. First, Applicant argues that the wording is unitary because
it creates an elementary rhythm and rhyme. To support this contention Applicant
supplies links to websites which purportedly contain common and elementary rhythms.
However, the actual sound files were not captured and made of record. Thus, the mere
links are insufficient to evidence even the existence of any elementary rhythms.

Further, there is no correct pronunciation of a mark because it isimpossible to
predict how the public will pronounce a particular mark. In re Great Lakes Canning,
Inc., 227 USPQ 483, 484 (TTAB 1985); TMEP 8§1207.01(b)(iv); see In re Energy
Telecomm. & Elec. Ass'n, 222 USPQ 350, 351 (TTAB 1983). Thus, depending upon the
reader of the mark to pronounce the mark in an elementary rhythm and recognize that
rhythm is highly speculative. Finally, even if the mark’s pronunciation does follow some
elementary rhythm or rhyme this does not make it unitary and non-descriptive as the
“rhyming quality imparts no new or different meaning.” Inre Ginc UK Ltd., 90 USPQ2d
1472, 1477 (TTAB 2007) (“The two words rhyme, but the rhyming quality imparts no

new or different meaning to TOGGS apart from its meaning as a generic term for



clothing. In other words, there is nothing in the composite mark ZOGGS TOGGS either
visualy or conceptually which causes the word TOGGS to lose its ordinary meaning as a
generic word.”).

Applicant also argues that the mark is unitary because of some “internal cross-
suggestivity.” Applicant argues both that “CALIFORNIA” suggests “GREEN" and that
“CALIFORNIA” suggests“CLEAN.” First, even if such inferences are true, though they
are purely speculative, they still do not make the mark non-descriptive. Applicant has not
cited any authority which holds that one portion of a mark suggesting traits of another
creates a unitary, non-descriptive, whole. Moreover, the fact that Applicant argues that
“CALIFORNIA” suggests both the words “GREEN" and “CLEAN,” shows that such
inferences are highly speculative as this argument admits that the wording CALIFORNIA
does not suggest any one alternative meaning with certainty and exclusivity.

Furthermore, where the most prominent meaning or significance of amark is
geographic for the goods and/or services in the application, the fact that the mark may
have other meanings in other contexts does not alter its geographic significance in the
context of the application. See Inre Opryland USA Inc., 1 USPQ2d 1409, 1412-13
(TTAB 1986) (holding the mark THE NASHVILLE NETWORK primarily
geographically descriptive of television program production and distribution services
when finding that the primary significance of the term referred to Nashville, Tennessee
and not that of a style of music); In re Cookie Kitchen, Inc., 228 USPQ 873, 874 (TTAB
1986) (noting that where MANHATTAN refersto atype of cocktail and to a geographic
location that having an alternative meaning does not alter the mark’ s primary geographic

significance in the context of the goods in the application); In re Jack’ s Hi-Grade Foods,



Inc., 226 USPQ 1028, 1029 (TTAB 1985) (noting that where NEAPOLITAN refersto a
type of ice cream and also means “ pertaining to Naples, Italy” that having an alternative
meaning does not alter the mark’s primary geographic significance in the context of the
goods in the application); TMEP §1210.02(b)(i). Here, the dictionary page attached to
the 5-19-09 office action, defining California as “the most popul ous state in the United
States’ and not mentioning any “GREEN"” or “CLEAN” meaning,? combined with the
other evidence of record shows that the primary meaning of “CALIFORNIA” is
geographic and that any argument that the wording suggests “GREEN” or “CLEAN” is
highly speculative and unpersuasive given this generally understood geographic meaning.

Moreover, Applicant’s argument that “CALIFORNIA” is suggestive and not
primarily geographic is unpersuasive. First, any alternative connotation of
CALIFORNIA iscompletely dwarfed by its geographic significance as Californiais one
of the largest and most populous states in the Union. Further, none of the evidence
supplied by the Applicant shows that the word “CALIFORNIA” has any understood
meaning outside of the geographic significance. The articles merely highlight certain
areas in which the state progresses (smog, energy consumption, renewable energy,
agriculture).

Additionally, a close inspection of the web pages provided by the Applicant
shows that Californiais known for avariety of different traits. The Time magazine
article, for instance, notes that Californiais known for “raging wildfires, soaring
unemployment, mass foreclosures and political paralysis.” The article further states that

“The media portray California as a noir fantasyland of overcrowded schools, perpetual

2 Note also that the definitions of “GREEN” and “CLEAN,” attached to the Final action do not reference
California.



droughts, celebrity breakdowns, illegal immigration, hellish congestion and general
malaise. . .” The same sentence that Applicant claims supports its position states that
“[Cdliforniais] the most globalized in general and the most Asia-oriented. . .”. See Time
article submitted in Applicant’s 11-25-09 response. Thus, it is clear from the evidence of
record that the state of Californiais known for a number of different things from
wildfires and foreclosures to illegal immigration and globalization. However, all of these
things stand in the shadow of the primary geographic significance.

Furthermore, the highlighted portions of the web pages provided by the Applicant
merely identify California as aleading state for renewable energy such as solar panels,
clean air laws, energy and biotechnology patents and agricultural production. None of
the articles provided reference “CALIFORNIA” as having any meaning in relation to
maid or janitoria services. Thus, the evidence provided isinsufficient to show that the

primarily significance of the wording CALIFORNIA is anything but geographic.

2. Evidence Obtained After Application Filing Dateis Relevant and
Admissible

Applicant argues throughout its brief that descriptiveness is determined with
evidence available at or before the application filing date only. This position, however,
stands contrary to established office practice. See In re Thunderbird Prods. Corp., 406
F.2d 1389, 1391, 160 USPQ 730, 732 (C.C.P.A. 1969) (“To summarize, the board
properly considered the literature references published after the filing of the application
and correctly decided that the term "cathedral hull" designates a type of boat hull.”);

TMEP Section 1102.01, Substantive Refusals, (“. . . Where a significant length of time



has elapsed since the initial examination, amark may have become descriptive or even
generic as applied to the goods/services. In such a case, since the evidence of the
descriptive or generic use would not have been available during initial examination, the
requirement or refusal must be issued during second examination. . . .). Here, the
evidence supplied which is dated after the filing date is completely relevant and
admissible. Thus, Applicant’s argument is misplaced.

3. Alternative Position, Registration on Supplemental Register,

Unacceptable

Applicant argues that if the mark isfound to be unregistrable on the Principal
Register it wishes to amend to the Supplemental register. However, as stated in the 5-19-
09 office action, the application is not eligible for registration on the Supplemental
Register asit is based on Section 1(b), intent to use, and no allegation of use has been
filed. Thus, such an amendment is unacceptable because the proposed mark is not in use
in commerce, as required by Trademark Act Section 23. See 15 U.S.C. 81091(a); 37

C.F.R. §2.47(a).



CONCLUSION

The Examining Attorney has demonstrated that: (a) the primary significance of
the mark is geographic; (b) Applicant’s services originate in California; and (c) a
services/place association is presumed and otherwise is proven through evidence.
Further, the Applicant has supplied ample evidence demonstrating that the added matter
in the mark, green clean, is highly descriptive or generic. Finally, the Applicant has
rebutted Applicant’s arguments in favor of registration. Accordingly, the refusal to

register under Section 2(e)(2) of the Trademark Act is proper and should be affirmed.

Respectfully submitted,
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