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I. INTRODUCTION

Applicant filed its application to register the mark CALIFORNIA GREEN CLEAN on Dec. 3,
2007. Registration was first refused on Section 2(d) grounds. Applicant overcame that refusal in part by
showing that the mark is weak and highly suggestive. In the course of its Section 2(d) arguments,
applicant disclaimed, then withdrew the disclaimer of, "CALIFORNIA." Registration was next refused
under Section 2(e)(2). The Examining Attorney (respectfully, the "E.A.") issued a final refusal of the
application on those grounds on December 16, 2009. Applicant noticed its appeal from that rejection on
May 19, 2010.

Citing the three-part test for Sect. 2(e)(2) geographic descriptiveness in set forth in TMEP §
1210.01(a), the E.A. argues that “CALIFORNIA” is primarily geographically descriptive, and that
“GREEN CLEAN?” is generic or highly descriptive and does not diminish the primary geographic

significance of “CALIFORNIA.” Applicant shows that the mark CALIFORNIA GREEN CLEAN is
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unitary, and that dissection in examination is improper. Applicant also shows that the mark as a whole is
suggestive with respect to the services, and that its components “CALIFORNIA” and “GREEN CLEAN"
are suggestive, as well. Applicant argues accordingly that the three-part test is not met, and that as a
unitary and wholly suggestive mark registration should issue on the Principal Register without
disclaimer. Only if found unregistrable as a whole, applicant argues in the alternative that registration
with disclaimer is warranted. Only if found unregistrable at all on the Principal Register, applicant
argues in the alternative that registration on the Supplemental Register is warranted and requests leave to
so amend the application.

II. THE MARK IS UNITARY

Per TMEP § 1213.05: “A mark or portion of a mark is considered ‘unitary’ when it creates a
commercial impression separate and apart from any unregistrable component. That is, the elements are
so merged together that they cannot be divided to be regarded as separable elements." Even a “mark
which combines descriptive terms may be registrable if the composite creates a unitary mark with a
separate, nondescriptive meaning.” In re Ampco Foods, Inc., 227 USPQ 331 (TTAB 1985); TMEP §
1209.03(d).

The individual word components of Applicant’s mark are tied together into a unitary whole in
two respects: (1) applicant’s mark, when spoken, follows a memorable, elementary musical rhythm and
rhyme; and, (2) the meaning of each word in Applicant’s mark is suggestive of the meanings of the
others. Both of these aspects of applicant’s word combination exist independently of the mark, i.e.
without any direct or suggested connection with applicant’s services. Thus, each aspect constitutes "a
commercial impression separate and apart from any
unregistrable component,” making the mark unitary.

A. Rhythm And Rhyme

"At times a mark will form a unitary whole through a rhyming pattern, use of alliteration or some



other use of sound that creates a distinctive impression." TMEP § 1213.05(¢). Applicant’s mark is
comprised of components which, together, yield a memorable, metrical sound pattern. Specifically, the
six syllables of Applicant’s mark, CALIFORNIA GREEN CLEAN, when naturally spoken, follow a
commonly-remembered, elementary musical rhythm of four shorter notes followed by two longer notes.
More specifically, the first four shorter notes are all of the same length, time-wise, while the fifth and
sixth notes are each twice the length of one of the first four. In musical notation, for example, this can be
expressed as four quarter notes followed by two half notes, as four eighth notes followed by two quarter
notes, four sixteenths followed by two eights, etc. This is such an elementary rhythm that each of the
notes can be played as almost any tone on the musical scale, while still making rhythmical sense to the
ear.

This musical rhythm is so elementary that it is universally taught to novice musicians, branded
with such colloquial names as "mississippi hot dog," "mississippi stop stop," "pepperoni pizza," "gravy
and potatoes,” picadilly circus" etc. See confirmation of the elementary and universal nature of this
rhythm, known under many names, in Group Lessons for Suzuki Violin and Viola (1999), by Carolyn
McCall, at pg. 18 - 19. (Arthur Dec.,4/20/09, 9§ 41, Exhibit Y.)

Evidence of the rhythm’s elementary and therefore memorable nature is best appreciated by
listening to some examples. Here, to follow, are links to several audio tracks available for listening on-

line, for elementary-level stringed instrument practice. These are from the Suzuki Institute of Boston, at

' Metrical: "The rhythmic arrangement of syllables." Webster’s Online Dictionary (2009)
http://'www.websters-online-dictionary.org/definition/metrical.

* Mississippi Hot Dog/ Goody Goody Quick Quick/ Mississippi River/ Gravy and Potatoes/ [
Like Choc’late Ice Cream/ Mississippi Stop Stop/ Manitoba Hot Dog/ Charlie Brown and
Snoopy.




www suzukiboston.com.’ (Arthur Dec., 4/20/09, 49 42 and 43, Exhibits Z and AA.)

Track #1: http://www.suzukiboston.com/audio/scaleFiles/clips/clip%201.mp3

Track #3: http://www.suzukiboston.com/audio/scaleFiles/clips/clip%203.mp3

Track #5: http://www.suzukiboston.com/audio/scaleFiles/clips/clip%205.mp3

Track #7: http://www.suzukiboston.com/audio/scaleFiles/clips/clip%207.mp3

Track #9: http://www.suzukiboston.com/audio/scaleFiles/clips/clip%209.mp3

On yet another web site, StringSchool.com, a site dedicated to teaching the mastery of violins
and related instruments, the "four short - two long" sound pattern identified as "Mississippi Stop Stop"
may be heard: http://www stringschool.com/students/mp3s/suzukiBook01/MississippiStopStop.mp3

Another example is found in a video of a young, novice orchestra playing the rhythm therein
identified as "Mississippi Hot Dog" on the web site YouTube at:
http://www.youtube.com/watch?v=CxpBHHDF wg. (Arthur Dec.,4/20/09, § 45, Exhibit CC.)

Although the foregoing shows that the rhythm of applicant’s mark is so elementary as to be onc
of the first taught to young and novice musicians, it is not restricted to the field of music and, much like
“shave and a haircut, two bits,” is not in any way arcane. Indeed, anyone taking the “four-short, two-
long” rhythmic phrase to mind for a moment, and listening with the mind’s ear, will recall any number of

childhood sing-song phrases recited and sung by children to that rhythm.® Its use by children is so

* The "Suzuki Method" is perhaps best known as being the method by which hundreds of
thousands of young children have learned to play music before learning to read musical notation.
http://www.internationalsuzuki.org/method.htm.

* This is the same example, at a now-updated link, formerly submitted with the April 20, 2009
filing, at p. 29, as:
http://www.virv.com/violin/students/mp3s/suzukiBook01/MississippiStopStop.mp3. See Arthur
Dec., 4/20/09, § 44, Exhibit BB.

> Although often teasing, taunting or defiant, such phrases are nevertheless, and perhaps cven
more so, memorable.



frequent and commonplace, and its recognizability is so universal, that its familiarity and subliminal
power may be regarded as a matter of common human experience.

Further, the rhyming long-toned "ee" sound in both "GREEN" and "CLEAN," after the first four
staccato syllables in the word CALIFORNIA, adds to the memorable song-like aspect, and thus to the
unitary character of, the mark. Thus, bound together by both rhythm and rhyme, the the entirety of the
six syllabic elements of applicant’s mark are so merged together that they cannot be divided to be
regarded as separable. As the Board found in In re Kraft, Inc., 218 USPQ 571, 573 (TTAB 1983), the
mark has a "lilting cadence which encourages persons encountering it to perceive it as a whole."

This unitary aspect is separate and apart from any word or subcombination of words or syllables
in the mark.

2. Internal Cross-suggestivity

The mark is also unitary in that the meaning of each of its three word components --
"CALIFORNIA," "GREEN" and "CLEAN" -- is suggestive of the meaning of the other two. The
references submitted with the November 19, 2009 Arthur Declaration report that the State of California is
viewed as "greener" and cleaner than the other states in that it is a leader in renewable, sustainable and
non-polluting energy and technology; in protection of the environment and its ecology; and, in the health-
conscious lifestyles of its residents. Thus, just the word "CALIFORNIA" suggests "GREEN" and
"CLEAN." Asto "GREEN" being suggestive of "CALIFORNIA," the references refer to California as
the "greenest” state. As to "CLEAN," California is reported therein to be the leader in clean technologies
and legislation protecting the environment. So, when either "CLEAN" or "GREEN" is mentioned with
respect to a state, “CALIFORNIA” is suggested.

Even though subtle, this integrity of meaning gives the mark a commercial impression separate
and apart from any arguably descriptive individual word component. The elements are so merged

together that they cannot be divided to be regarded as separable elements. See TMEP § 1213.05.



Accordingly, the mark is unitary on that basis. Note, this internal cross-suggestivity is to be
distinguished from the suggestive, distinctive character of the mark with respect to the services,
discussed further below.
3. Effect Of Unitary Character

Here, "the form or degree of integration of an element in the composite makes it obvious that no
claim is being made in any element apart from the composite." TMEP § 1213.01(a). The whole has a
separate, nondescriptive meaning.” In re Ampco Foods, Inc., 227 USPQ 331. The matter that comprises
the mark or relevant portion of the mark is unitary; thus, no disclaimer of an element, whether
descriptive, generic or otherwise, is required. TMEP § 1213.05. The mark’s components must all be
considered as part of a whole. Thus, their commercial impression on consumers must be considered all
together, and no dissection in examination should be permitted.
III. Mark Is Suggestive

The mark is unitary and inseparable, and therefore dissection would be improper in examination.
Nevertheless, as shown below, the mark’s individual components, as well as the whole, are suggestive as
to the services.

A. "CALIFORNIA" Component

"CALIFORNIA" is a geographical term, and applicant’s headquarters and sole current business
location are in California. However, as it relates to applicant’s maid and janitorial services,
"CALIFORNIA" is distinctive

When clear a term is meant to convey other than geographic origin, registration should not be

refused. TMEP § 1210.02(b)(iii). Hyde Park Clothes, Inc. v. Hyde Park Fash., Inc., 93 USPQ 250

® Applicant owns Calif. Serv. Mark Reg. No. 64551, issued on May 16, 2008 for "maid services."
Therein, applicant has disclaimed the term "CALIFORNIA," as applicant operates within thc
State and the registration is confined to the State’s borders. That state disclaimer is irrelevant to
applicant’s arguments below for federal registration and interstate commerce purposes.
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(S.D.N.Y. 1951), aff"d, 204 F.2d 223, 97 USPQ 246 (2d Cir. 1953), cert. den., 346 U.S. 827, 99 USPQ
491 (1953) (primary significance is to suggest style or high quality rather than geographic origin).

If'a geographical term is used in a "nebulous or suggestive manner" with respect to the goods or
services, then it is inappropriate to treat the geographical term as primarily geographically descriptive.
Hamilton-Brown Shoe Co. v. Wolf Brothers & Co., 240 U.S. 251 (1916) (AMERICAN GIRL not geog.
descriptive for shoes); In re Jim Crockett Promotions Inc., 5 USPQ2d 1455 (TTAB 1987) (GREAT
AMERICAN BASH held not geog. descriptive of wrestling exhibitions). "The introduction of a nuance,
even a subtle one, may remove a mark from the primarily geographically descriptive category. ...
[D]ouble meanings or shades of suggestive meanings" may render the overall commercial impression

something other than primarily geographic. TMEP § 1210.02(b)(iv)(2).

Applicant’s business roots in California lure one toward finding "CALIFORNIA" primarily
geographical descriptive. But, when the broader, suggestive meaning of "CALIFORNIA" is considered,
and when attention is paid to how "CALIFORNIA" functions in the context of the whole mark. a
different conclusion results. Just as "HOLLYWOOD" has been found to have a mythical meaning in the
world of entertainment, and "COOPERSTOWN" has been found mythical as to baseball,’ so

"CALIFORNIA" is, to things progressive and environmental. See the Time Magazine, Despite Its Woes.

California’s Dream Still Lives dated Oct. 23, 2009 submitted with the Nov. 19, 2009 filing, and other

references submitted therewith. What "CALIFORNIA," in the context of applicant’s mark, primarily
designates is: a high-quality, progressive, environmentally-attuned kind or style of maid and janitorial
services, rather than primarily providing information about geographic origin.

The cross-suggestiveness of the mark’s components comes into play, as well. The appearance of

" See, McCarthy on Tm. and Unfair Comp. (2009) §14:36, fn. 4; In re Int’l Taste, Inc. 53 USPQ
2d 1604 (TTAB 2000); and, Municipal Capital Mkts. Corp. 51 USPQ 2d 1369 (TTAB 1999).
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"CALIFORNIA" in the mark with "GREEN" and "CLEAN" helps communicate that the term
"CALIFORNIA" is "meant to convey some meaning other than geographic origin," i.e. that the cachet of
the term "CALIFORNIA" is what is being communicated, rather than a geographic description.

Thus, "CALIFORNIA" in the context of applicant’s mark is suggestive, only nebulously
connected with applicant’s maid and janitorial services, and involves "nuance." That applicant’s
business operations during early growth® happen to be limited to the place with the name used to create
cachet for the services, should not preclude finding that the place name is used only to suggest quality or
style.

B. “GREEN CLEAN” Component

“GREEN CLEAN?” is a word combination that, with respect to maid and janitorial services, is
likely traveling along a sliding continuum between suggestiveness and descriptiveness.’ It is applicant’s
position that on the filing date'® “GREEN CLEAN"” remained suggestive as to applicant’s services, even
if “only barely over the ‘suggestive’ line.” First Jewelry Co. of Canada v. Internet Shopping Network

LLC 53 USPQ 2d 1838 (S.D.N.Y. 2000).

® Plans for locations in other geographic locations may be considered in assessing the
geographical descriptiveness. In re Cal. Pizza Kitchen Inc., 10 USPQ2d 1704, (TTAB 1988) 4 7
and fn. 3. File history shows rights in applicant’s mark assigned Feb. 23, 2010 to development
company. Now marketing franchises to sell maid and janitorial services nation-wide under the
mark (californiagreenclean.com).

’ A term may possess elements of suggestiveness and descriptiveness at the same time. No clean
boundaries separate these categories. A term may slide along the continuum depending on usage,
context, and other factors that affect the relevant public's perception of the term." /n re Nett
Designs, Inc. 236 F.3d 1339 (CAFC 2001); In re Styleclick.com Inc. 57 USPQ2d 1445 (TTAB
2001) (evolution of the "E-" prefix); and, companion case, /n re Styleclick.com Inc., S/N
75.459,912 (February 12, 2001) (Board began requiring disclaimer of "VIRTUAL").

' Descriptiveness must be determined based on the evidence of record at the time registration is
sought. In re Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001).
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Applicant has chronicled the history of the word combination “GREEN CLEAN.”"! Use of the
words “clean” and “green” together for do-it-yourself cleaning goods and practices goes back to, at
least,1990. Apr. 20, 2009 filing, pp. 15 - 16. However, applying traditional tests for suggestiveness
versus descriptiveness, it is clear that applicant’s “GREEN CLEAN” for maid and janitorial services
remained suggestive on the filing date.

A mark is merely descriptive if it immediately conveys qualities or characteristics of the goods or
services. In re Gyulay, 820 F.2d 1216 (Fed. Cir. 1987). However, if a mark requires imagination,
thought, and perception to arrive at the qualities or characteristics, then the mark is suggestive. /d. The
relevant purchasing public’s view controls (Bed & Breakfast Registry 791 F.2d 157, 160, 229 USPQ 818,
819 (Fed. Cir. 1986)), and evidence from “any competent source” can demonstrate the relevant
purchasing public’s understanding of a term or phrase. In re Nett Designs, Inc. 236 F.3d 1339. A
suitable starting place is the dictionary, for the dictionary definition of a word is an appropriate and
relevant indication of the ordinary significance and meaning of words to the public. Zatarains Inc. v.
Oak Grove Smokehouse, Inc. 698 F.2d 786, 217 USPQ 988 (5th Cir. 1983). No dictionary definition of
“GREEN CLEAN” from dictionary.com or merriam-webster.com exists in the record. As to the
“Imagination test,” (/d.) standing alone, the word combination “GREEN CLEAN” does not immediately
convey qualities or characteristics of the services. Cleaning services cannot literally be the color green.
This supports suggestiveness.

Evidence that“GREEN CLEAN” is suggestive apart from the mark is also found in third party

cleaning services providers’ use of those words or phonetic equivalents in registered and unregistered

""In Apr. 20, 2009 filing, addressing Section 2(d) rejection, third party registrations, applications
and common law uses showed wide use of "GREEN CLEAN" on cleaning goods and services tc
prove the weakness of the word combination, and made it clear that the word combination
remained suggestive, albeit highly so.



marks, and in business names. Applicant acknowledges that such evidence may be used to support
descriptiveness, e.g. when competitors likely need and use a term. However, the wide use on the relevant
part of the record here proves suggestiveness. Those in cleaning businesses make wide use of “GREEN
CLEAN" not because it is descriptive and there are no other words to use,'* they adopt it becausc it is
snappy, it thymes, it requires a little jump of thought from the words to the concept of the services and is
therefore memorable. That is, it is suggestive. Thus, it is widely used. Unlike “FISH FRY” or “VISION
CENTER” in the cases,'? “GREEN CLEAN” includes an alluring rhyme and a nonliteral aspect that push
it just over the suggestive line. It is widely used, and therefore weak, but suggestive.

Third-party registrations may also be relevant to show that a portion of a mark is suggestive.
TMEP §1207.01(d)(iti). Prior disclaimer requirements, while not binding on the Office, are indicative of
the meaning and character of a mark component. Applicant offered sixteen examples of registered marks
for cleaning products and services' including the words “GREEN CLEAN.” Nov. 19, 2009 filing, pp.
11 - 14. In only three of those cases was the word combination “GREEN CLEAN” required to be

disclaimed. Nov. 19, 2009 filing, p. 14. Refs. submitted with Apr. 20, 2009 filing. Two of those three

"> The usual effect of wide use is offset here with a wide range of alternative terms available for
describing safe and ecologically sound cleaning practices. Phrases exactly such as those used by
the E.A. "ecologically friendly," as well as others such as "environmentally friendly," "eco-
friendly," "safe," "environmentally safe," "eco-safe," "ecologically sound, "environmentally

sound," "natural," "non-toxic" and many others are available to providers of maid and janitorial
services.

1 Zatarains Inc. v. Oak Grove Smokehouse, Inc. 698 F.2d 786, 217 USPQ 988; and, Vision
Center v. Opticks, Inc., 596 F.2d 111.

" This is a very broad category of goods and services, the maid and janitorial services offered by
applicant constituting only one small facet thereof. The broad category is used in this illustration
to show that only very infrequently has a disclaimer of "GREEN CLEAN" been required. And,
in cases where it was required, it was anomalous and inconsistent with the trend of the Office’s
treatment of that word combination as non-descriptive.
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are for services fairly unrelated to applicant’s. CERTIFIABLY GREEN CLEAN, Ser. No.: 77519335
(environmental consulting); BIO GREEN CLEAN, Ser. No.: 77070972 (cleaning prods. for garden
equip.). The third is for janitorial services, but therein the whole phrase comprising the company name,
“GREEN CLEAN SERVICES, INC.,” was required disclaimed, not just “GREEN CLEAN.” Ser. No.:
77165273, And, even in that case, the filing date was April 25, 2007, just over 7 months from applicant’s
filing date.

Particularly note two of the E.A.’s Sect. 2(d) cites: UNICCO GREENCLEAN (Ser. no.
78644262 for janitorial svcs.) filed Jun. 6, 20085, registered without disclaimer, and GREEN CLLEAN
CERTIFIED (Ser. no. 77224431, residential cleaning) filed Jul. 9, 2007, registered disclaiming only

"CERTIFIED." As applicant’s application date was December 3, 2007, less than five months later, for

essentially identical services, it would require very compelling evidence that some material change in the

public’s perception of the word combination "GREEN CLEAN" occurred in the five months between

July 9, 2007 and applicant’s Dec. 3, 2007 filing. No such evidence is in the record. Further, disclaimer
of "GREEN CLEAN SERVICES, INC.," (Ser. no. 77165273, janitorial svcs.) was required, before
registration of GREEN CLEAN CERTIFIED (Ser. no. 77224431, residential cleaning) was allowed
without a disclaimer!

Thus, it is fairly concluded that the Office, keeping pace with public perception, has traditionally
considered "GREEN CLEAN" a suggestive term with respect to cleaning products and services. And,
from the disclaimers that have only recently become required, an inconsistency is shown that makes it
doubtful that the Office or the relevant public, on applicant’s filing date, clearly considered "GREEN

CLEAN" descriptive for such products and services."

'* The E.A. here did not argue “GREEN CLEAN” had become descriptive until a year and a half
after applicant’s filing date.
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Today, it may not require the exercise of imagination, thought or perception for a consumer to
appreciate the significance of "GREEN CLEAN" with respect to maid and janitorial services. But, two
and a half years ago, on Dec. 3, 2007, that meaning was not immediately appreciated by the ordinary
consumer.

3. Mark As A Whole Is Suggestive

No dictionary definitions of "CALIFORNIA GREEN CLEAN" exist. The word combination
CALIFORNIA GREEN CLEAN does not mean anything, literally. Thus, any meaning it has in
conjuring up maid and janitorial services in consumers’ minds requires imagination, thought and
perception.

The result, after consideration of the references and the internal cross-suggestivity of the terms of
which applicant’s mark is comprised, is that applicant’s mark as a whole suggestively communicates to

consumers, in one sense, that both applicant and the consumers who use applicants maid and janitorial

services are: more knowledgeable; more environmentally aware; more progressive; "ahead of the curve";
on the forefront of cleanliness and safety for their families; and, sensitive to the fragility of urban, rural
and wild environments alike, and the need for their preservation and protection. Applicant’s mark
suggests a camaraderie between applicant and consumers in that ethos. In another sense, applicant’s
mark as a whole suggestively communicates to consumers that applicant’s maid and janitorial services
are of higher quality and purity; sustainable; more valuable; better organized; more expensive; the choice
of those who know better; the choice of the rich and famous; the leading maid and janitorial services in
sensitivity to the fragility urban, rural and wild environments alike, and the need for their preservation
and protection; and, that set the standard of cleanliness and environmental protection to which all others

aspire. All of the foregoing qualities and characteristics may be summed up as being, in minds of
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consumers throughout the country, part of the "California Dream,"'® a phrase with which Applicant’s
mark rhymes, and which applicant seeks to evoke and suggest thereby.
111. THREE-PART TEST UNDER TMEP § 1210.01(a) NOT MET

A. Improper Dissection

In applying the three-part test under TMEP § 1210.01(a) for Section 2(e)(2) refusal, the E.A.
dissected the mark and analyzed "CALIFORNIA" and "GREEN CLEAN" separately. Dissection is
improper; a conclusion from the test based on the improperly dissected mark is invalid. "The commercial
impression of a trade-mark is derived from it as a whole, not from its elements separated and considered
in detail. For this reason, it should be considered in its entirety...." Estate of P.D. Beckwith, Inc. v.
Comm'r of Patents, 252 U.S. 538, 545-46 (1920); In re Hutchinson Tech., Inc. 852 F.2d 552 (CAFC
1988) and /n re Std. Elektrik Lorenz Aktiengesellschaft, 371 F.2d 870, 873.

Just as in Hutchinson Tech., the E.A. here has "considered the mark as two separate parts
["CALIFORNIA" and "GREEN CLEAN"}], and analyzed the registrability of each [term] separately."
The E.A. concluded that "GREEN CLEAN," separately, is a "descriptive or generic phrase.” The
geographic descriptiveness of "CALIFORNIA" is also assessed alone: "The addition of generic or highly
descriptive wording to a geographic word or term does not diminish that geographic word or term’s
primary geographic significance.” Thus, the E.A. "never considered what the purchasing public would
think when confronted with the mark as a whole."

Applicant has also shown that the mark is unitary. As no portion of a unitary mark can be
required to be disclaimed (TMEP § 1213.05), it follows that dissection in assessing registrability is also

therefore improper. The E.A. cited the record, stating "consumers would readily see the mark in two

' See the Time Magazine, Despite Its Woes, California’s Dream Still Lives. Oct. 23, 2009, with
Nov. 19, 2009 filing.
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parts (CALIFORNIA and GREEN CLEAN) as the phrase ‘green clean’ is commonly used and
understood." Applicant agrees “GREEN CLEAN” is commonly used alone, but in the context of
applicant’s unitary mark, tied together with rhythm, rhyme and internal cross-suggestivity, dissection is
improper. The E.A. has neither responded to those arguments, nor shown how the dissection is any
different from that in Hutchinson Tech. Nor has the E.A. refuted applicant’s showing that “GREEN
CLEAN" is weak but suggestive as to the services. The argument that these words are “descriptive or
generic” is simply conclusory.

Rejection of the mark for being primarily geographically descriptive requires that all three parts
of the test be met. Any conclusion after improper dissection of the mark fails to satisfy the overall test.
There is no place named CALIFORNIA GREEN CLEAN. Therefore, the primary significance of the
mark cannot be such place; such place cannot be the origin of the services; and, consumers cannot make a
services-place association with such place in their minds. The following arguments responsive to the
E.A s separate examination of "CALIFORNIA" as to each part of the test are made under this overall
protest.

B. Prior Disclaimer Is Irrelevant

Applicant entered a disclaimer of "CALIFORNIA" in the first Office action response, but
withdrew it in the second, pending consideration of arguments that the mark is "unitary" in distinguishing
several new Section 2(d) references. Applicant stated in all later filings that disclaimer was being held in
abeyance pending consideration of further argument. Applicant showed the mark is unitary, overcame
the references, and the Section 2(d) refusal was discontinued.

Withdrawal of a disclaimer is permitted. TMEP 1213.01(c). Applicant neither implied nor
admitted any geographic descriptiveness in its original entry. The disclaimer was simply perfunctory --

intended to move the application to allowance over the marginal Section 2(d) references with the greatest
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economy of effort. However, as the E.A. served up a second refusal based on references applicant
already addressed completely in response to the first action, it became clear that only fully-detailed
instruction as to the mark’s merits would carry the application to allowance.

Applicant is not estopped by its earlier disclaimer from arguing "CALIFORNIA" is distinctive.
No allowance or other rights in the mark were conferred based on the disclaimer before it was
withdrawn. Even if argued the now withdrawn disclaimer shifted the burden to applicant or created a
presumption now to be overcome, applicant has now met that burden by showing that "CALIFORNIA"
and the mark as a whole are distinctive.

C. TMEP § 1210.01(a)(1) - Primary Significance of Mark Is Not a Generally Known

Geographic Place

The primary significance of the mark in its entirety is not a generally known geographic place.
The E.A.’s citiation of In re Cal. Pizza Kitchen Inc., 10 USPQ2d 1704, wherein "PIZZA KITCHEN"
was properly disclaimed and the mark was properly dissected in examination is not on point here.

As to "CALIFORNIA" alone, applicant admits that California is a generally known geographic
place. However, this is neither the primary significance of the mark, nor of "CALIFORNIA" in the mark.
The use of "CALIFORNIA" in the mark is nebulous, suggestive and nuanced, rather than geographical.
The E.A. says a similar argument was proffered and rejected by the Board in Cal. Pizza, and that it
simply adds support to a services-place association. But, in Cal. Pizza, the Board decided to ignore the
applicant’s claim of added meaning beyond the geographical because the applicant submitted no
evidence of added meaning. Further, the Board limited its holding regarding "CALIFORNIA" to that
case alone. In contrast, applicant has submitted an ample volume of evidence of the meaning of
"CALIFORNIA" outside its geographic sense, and especially as to its suggestive character with respect to

maid and janitorial services.
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Thus, as to whether the E.A.’s showing in Part 1 is sufficient to carry a presumption in Part 3,
applicant has shown there exists: (1) a genuine issue whether the primary significance of
"CALIFORNIA" in applicant’s mark is its geographical significance; and, (2) convincing evidence that
"CALIFORNIA" is a suggestive rather than descriptive term in the context of the whole mark and
applicant’s services.

Further, in Cal. Pizza, the Board’s ruling that the primary connotation of "CALIFORNIA" in the
context of that mark is its geographical significance was based on the fact that the applicant had
conceded that "PIZZA KITCHEN" is descriptive by a disclaimer. In contrast, applicant has not
disclaimed "GREEN CLEAN." Applicant steadfastly maintains and convincingly shows that "GREEN
CLEAN," albeit weak, remains both separately suggestive and also integrally connected to
"CALIFORNIA" by rhythm, rhyme and cross-suggestiveness.

The E.A. argues that “GREEN CLEAN” is generic or highly descriptive and does not diminish
the geographic significance of “CALIFORNIA,” citing cases for the marks MINNESOTA CIGAR
COMPANY, CAROLINA APPAREL and, PARADISE ISLAND AIRLINES. /n re JT Tobacconists, 59
USPQ2d 1080 (TTAB 2001); In re Carolina Apparel, 48 USPQ2d 1542 (TTAB 1998); and, I re
Chalk’s Int’l Airlines Inc., 21 USPQ2d 1637 (TTAB 1991). But, these cases are not on point.
Applicant’s word combination "GREEN CLEAN" is suggestive, and not equivalent to the highly
descriptive or generic terms "CIGAR COMPANY," "APPAREL" and "AIRLINES" in the cited cases, all
of which were disclaimed in their respective file histories. /n re JT Tobacconists, 59 USPQ2d 1080, fn.
1; File hist. of Ser. No. 74658141; and, File hist. of Ser. No. 73807082 Applicant does not disclaim
"GREEN CLEAN."

The E.A. argues the showings of suggestiveness from third-party registrations without disclaimer

are irrelevant. Scholastic Testing Serv., Inc., 196 USPQ 517. However, third-party registrations may be
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relcvant to show the mark or a portion is descriptive or suggestive, and are therefore similar to
dictionaries. TMEP § 1207.01(d)(iii). Scholastic Testing Serv. is misapplied. Applicant’s mark is not
"registrable simply because other similar marks appear on the register." Applicant offered register
records, prior applications and common law uses showing "GREEN CLEAN" may be a term in transitior.
from suggestive to descriptive with respect to cleaning services, but that on the Dec. 3, 2007 filing date,
the term remained at least highly suggestive and had not yet completed any "slide" to descriptiveness.

“GREEN CLEAN?” here is also a word combination which stands in a position similar to the
word *TECHNOLOGY?™ in /n re Hutchinson Technology, Inc. 7 USPQ 2d 1490. Therein, the CAFC
said the Board mistakenly relied on a concession that "technology" is used on many similar goods and
concluded that made the term descriptive. But, all that could properly be concluded was that the term is a
weak mark for the goods. The court also said a conceded common usage does not support finding
descriptiveness. Clearly, the E.A. submitted a great number of new Nexis and web references with the
May 19. 2009 action in order to avoid a Hutchinson Tech. problem from applicant’s own prior showings
of wide use of "GREEN CLEAN." Reliance on such duplicative references does not remove the
Hutchinson Tech. problem. Applicant has not conceded that "GREEN CLEAN" is descriptive.

With the May 19, 2009 action, the E.A. also attached approximately 32 Nexis references
including the word combination “GREEN CLEAN.” However, only four are from the critical period
between July 9, 2007 and applicant’s December 3, 2007 filing date! And, only a single one of these is
from before the July 9, 2007 filing date for the registered mark GREEN CLEAN CERTIFIED (Ser. no.
77224431, residential cleaning) disclaiming only "CERTIFIED."

Also with the May 19, 2009 action were some 68 pages of web references, a mere three of which
date from 2007 or earlier. Further, none of the approximately 58 pages of web references with the Dec.

16, 2009 action is dated before applicant’s December 3, 2007 filing date. Such is not the record of a
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word combination which, as of applicant’s filing date, had definitively completed a slide from
suggestiveness into descriptiveness.

In addition to the scarcity of pre-December 3, 2007 references, the E.A.’s padding the file with
numerous later, irrelevant references makes it clear that any purported slide toward descriptiveness was
not complete as of applicant’s December 3, 2007 filing date.

The Dec. 16, 2009 Office action further padded the file with some sixteen additional undated and
post-Dec. 3, 2007 references using various combinations of "GREEN" and "CLEAN" for cleaning.
These just make it clearer that if indeed a slide occurred, it occurred after applicant’s filing date.

Merriam-webster.com/dictionary printouts for "green" and "clean" were shown with the Dec. 16,
2009 action. But, the E.A. failed to mention that no listing exists therein for the word combination
"GREEN CLEAN" -- a powerful indicator of its continuing non-descriptivness.

The E.A. argues "green way to clean" and "green cleaning," on applicant’s web site a year ago,
out of thousands and thousands of words, indicate descriptiveness. This was anomalous, temporary, de
minimus, and was corrected. It is not relevant to the question of whether the word combination "GREEN
CLEAN" was suggestive or descriptive on Dec. 3, 2007, or that it is so now.

Even if "GREEN CLEAN" was descriptive as of the filing date as to do-it-yourself home
cleaners, that does not necessarily mean the word combination was descriptive as to consumers of maid
and janitorial services at that time. The early references submitted by applicant with the Apr. 20, 2009
response show that the great majority of printed and web-based information before 2007 was directed to
do-it-yourself home cleaners. The E.A. has not shown that consumers of maid and janitorial services and
do-it-yourselfers comprise the same group.

But, perhaps the best evidence that "GREEN CLEAN" had not completed any arguable "slide"

into descriptiveness by the filing date is the E.A.’s failure to allege this until the third Office action, on
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May 19. 2009, a year and a half after applicant’s Dec. 3, 2007 filing date.

Thus, the E.A.’s statement that "[t]he evidence of record firmly establishes that the wording
"GREEN CLEAN" is commonly used and highly descriptive" is simply incorrect.

D. TMEP § 1210.01(a)(2) - Origination Of Services

Part 2 of the three-part test must be applied to the whole mark, as dissection is improper.
Applicant’s services do not and cannot originate in a place called CALIFORNIA GREEN CLEAN, as
there is no such named place. A result of this test based on anything other than the whole mark cannot
support prima facie geographic descriptiveness.

As to where applicant’s services originate, the E.A. misquotes applicant and misstates applicant’s
arguments. Applicant argued that the services are of a unique type that originate in multiple places; that
in this application which remains in Sect. 1(b) status, no claim to interstate commerce use has yet been
entered; and, that to conduct the Part 2 analysis only taking into account applicant’s pre-interstate use
forces a prejudicial outcome of the three-part test for geographic descriptiveness.

Applicant argues that just as Part 1 evidence standards are raised to satisfy Part 3 by
presumption, faimess and reason demand greater scrutiny than exercised by the E.A. in deciding where
the services originate for Part 2. "A wide variety of factors must be considered in determining the origin
of a product or service." TMEP § 1210.03. Case law beyond that permissible in the limited volume of
this brief supports more thorough inquiry and consideration of the unique particulars of applicant’s
industry and the early stage of applicant’s business’ growth in evaluating Part 2.

E. TMEP § 1210.01(a)(3) -- Services-place Association Not Shown

The E.A.’s arguments suggest Part 3 is satisfied by a presumption, and also that direct evidence
exists for finding a services-place association in consumers’ minds.

Arguing for the presumption, the E.A. states: "as ‘California’ is neither obscure nor remotc a
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services/place association is presumed.” Applicant agrees that California is neither obscure nor remote,
but rejects the tacit conclusion. The primary significance of the mark is not geographic, thus the
presumption is not carried.

Case law such as In re Cal. Pizza Kitchen Inc., 10 USPQ2d 1704 would permit a presumption of
a services-place association were there no genuine issue that the geographical significance of
"CALIFORNIA" in the mark is its primary significance. Applicant shows above that the primary
significance of "CALIFORNIA" in the mark is not geographical. Rather, "CALIFORNIA" in the mark is
nebulous, suggestive and nuanced. Also, when properly examined as an undissected whole, it is clear
that CALIFORNIA GREEN CLEAN is not a place and has no geographical significance. Finally,
addition of "GREEN CLEAN" to "CALIFORNIA" would rescue it from primary geographic significance
as "GREEN CLEAN" has separate suggestive significance,

Reliance on a presumption for Part 3 would also require a finding that the services originate in
California. Applicant shows above that any such finding is premature.

Thus, attempting to satisfy Part 3 by a presumption rather than direct evidence, the E.A. draws an
incorrect conclusion from the first part of TMEP § 1210.01(a), couples it with a premature assumption
from the second part, and combines them to support a presumption of a public services-place association
to satisfy the third. On this basis, applicant argues that, despite California being neither obscure nor
remote, the presumption is not warranted and the three-part test fails.

Attempting to satisfy Part 3 with direct evidence, the E.A. stated that California is home to a
great variety of maid and janitorial service providers, and then simply printed out new lists of maid and
janitorial service providers located in California. Printouts of directory listings for maid and janitorial
services in any city or state in the country would include a similar multitude of listings. Just as in

California, listings elsewhere include both local providers, and local and franchised outlets of nation-
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wide companies. The E.A. has not, along with that irrelevant printout, shown that California has any
greater number of maid or janitorial service providers than anywhere else. California is not as France
may be to maids, or England may be to butlers. Thus, the E.A.’s "evidence" does not support and has no
tendency to prove that California is specially known for maid and janitorial services such that consumers
would make a services-place association with "CALIFORNIA" in applicant’s mark.

The E.A. finally argues that applicant’s showing that "CALIFORNIA" has a "green mcaning"
supports a services-place association. Although there is cross-suggestiveness of those terms within the
mark supporting unitary character, the question is not whether consumers associate applicant’s scrvices
with a place called "GREEN," the question is whether there is a services-place association with
"CALIFORNIA."

The record does not show there is a services-place association between "CALIFORNIA" and
maid and janitorial services. The record shows an association between "CALIFORNIA" and cleanliness
and environmental awareness. As no such showing has been made, Part 3 is not satisfied.

The restaurant, airline and broadcast network cases cited by the E.A. give little support to finding
consumers of maid and janitorial services would make an association between "CALIFORNIA" and
applicant’s services. Unlike any of those, maid and janitorial services are ordered from afar by phone or
internet, with little regard to where headquarters or dispatchers are located, and then rendered on the
consumer’s own premises. Applicant’s franchised outlets will be around the country, in many states, just
as all those of applicant’s nation-wide future competitors shown in the E.A.’s recent printouts.
(Applicant’s headquarters and dispatching need not even remain in California.) A consumer in a foreign
locale, having called a local number for cleaning services, will likely have no more than the vaguest
notion or expectation that anything tangible relating to the person mopping their floor on their home or

business premises is concretely connected to California. Rather, the notion and expectation will be that,
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when complete, the floor will be to the highest standards of cleanliness and environmental safety --
standards suggested by CALIFORNIA GREEN CLEAN.

As the presumption is faultily-drawn for its elements not having been met, and no relevant or
persuasive direct evidence has been offered, no burden has been shifted to applicant. The threc-part test
has not been met and there is nothing for applicant to overcome.

IV. CONCLUSION

Applicant has shown its mark is unitary and suggestive, and in the alternative has shown that the
mark’s components are suggestive, as well. The E.A. has not successfully argued and produced evidence
that the three-part test of TMEP § 1210.01(a) is met; thus, no prima facie case for refusal under Sect.
2(e)(2) for geographic descriptiveness has been made. The presumption of registrability of the mark
stands. as it does even in cases of some doubt. Thus, the mark should be passed to allowance on the
Principal Register.

In the alternative, applicant argues that even if the mark is found not to be unitary, and/or that
either "CALIFORNIA" or "GREEN CLEAN" is descriptive, the mark is still, at least, a suggestive
geographic composite, registrable on the Principal Register with a disclaimer. If the Board so finds,
applicant requests the opportunity to enter such disclaimer. Per TBMP § 1215, applicant informs the
Board that it is not willing to accept registration with a disclaimer unless the Board rules that the mark is
unregistrable without a disclaimer.

In the alternative, applicant argues that even if the mark is found unregistrable on the Principal
Register, the mark is still, at least, a descriptive mark registrable on the Supplemental Register. If the
Board so finds, applicant requests the opportunity to amend the application to seek registration on the
Supplemental Register. Per TBMP § 1215, applicant informs the Board that it is not willing to accept

registration on the Supplemental Register unless the Board rules that the mark is unregistrable on the
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Principal Register.
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