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UNITED STATES PATENT AND TRADEMARK OFFICE 
 

    SERIAL NO: 77/320814 
 
    MARK: AMAZING PET CALLER  
 

 
          

*77320814*  
    CORRESPONDENT ADDRESS: 
          Steven J. Miller, Esq.  
          The Miller Law Offices, PLC  
          Suite 900 
          801 Brickell Avenue  
          Miami FL 33131  

  
GENERAL TRADEMARK INFORMATION: 
http://www.uspto.gov/main/trademarks.htm 
 
TTAB INFORMATION: 
http://www.uspto.gov/web/offices/dcom/ttab/index.html  

    APPLICANT:   AMAZING PRODUCTS, INC.
  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          Amazing 1 -          
    CORRESPONDENT E-MAIL ADDRESS:   
           sjmilleresq@bellsouth.net 

 

 
 

EXAMINING ATTORNEY'S APPEAL BRIEF 
 
 

The applicant, Amazing Products, Inc., has appealed the final refusal of 

registration under Section 2(d) of the Trademark Act of 1946, as amended, 15 U.S.C. 

Section 1052(d) on the basis of a likelihood of confusion between its mark, AMAZING 

PET CALLER, for electronic wireless communication devices comprised of an electronic 

audio voice transmitter attached to a human in any manner and an electronic audio voice 

receiver attached to a pet in any manner that allows said human to communicate remotely 

with a pet animal, in International Class 9,  and the mark, CAT CALLER, in U.S. 

Registration No. 3,366,307, for electronic animal location units comprising of 

transmitters and receiver collars, in International Class 9.   

 

 
FACTS 



 

 On November 3, 2007, the applicant applied to register the mark AMAZING PET 

CALLER for electronic wireless communication devices allowing for a human to 

communicate remotely with a pet animal.   On February 15, 2008, the examining attorney 

initially refused registration under Section 2(d) of the Trademark Act because of a 

likelihood of confusion with the mark in Registration No. 3,366,307, CAT CALLER, for 

electronic animal location units comprising of transmitters and receiver collars, and 

required an amended identification of goods, an explanation as to what, if any, industry 

meaning there may be for the word CALLER in the mark, and a disclaimer of the word 

PET.   

 

 In its August 15, 2008 response, the applicant amended the identification of goods 

to the current identification, included a disclaimer of PET and stated for the record that it 

is not aware of any industry significance for the word CALLER.  The applicant also 

presented arguments against the Section 2(d) refusal. 

 

 The examining attorney issued a final refusal on August 26, 2008 under Section 

2(d).  The applicant filed a request for reconsideration of the Section 2(d) refusal on 

February 26, 2009, arguing that the goods of the applicant and registrant are different and 

that CALLER is weak in association with these goods.  On March 13, 2009, the examiner 

denied reconsideration, maintaining that the goods of the applicant and registrant are the 

same under Section 2(d) and that the applicant failed to prove that CALLER is 

sufficiently weak as to the stated goods. 



 

 The appeal was resumed on April 1, 2009 and the applicant filed its appeal brief 

on June 1, 2009. 

 

ARGUMENT 

 

The goods of the parties perform the same function and are marketed to 

the same consumer classes.  The marks are highly similar.  The dominant portions of the 

marks are identical.  Any visual and aural differences are insufficient to overcome the 

Section 2(d) refusal.  Therefore, the Section 2(d) refusal must be maintained. 

 
 
 I.  Consumer Sophistication Among Different Models and Features of a Product 

Does Not Translate to Consumer Sophistication Among Trademarked Brands  

  

The applicant asserts that simply because consumers can distinguish 

among different features offered by different competing products they are also immune 

from confusion as to the product sources.    There is no basis in fact or in law for this 

position. 

 

 The fact that purchasers are sophisticated or knowledgeable in a particular field 

does not necessarily mean that they are sophisticated or knowledgeable in the field of 

trademarks or immune from source confusion.  TMEP §1207.01(d)(vii); see In re 



Decombe, 9 USPQ2d 1812 (TTAB 1988); In re Pellerin Milnor Corp., 221 USPQ 558 

(TTAB 1983). 

 

Moreover, when the relevant consumer includes both professionals and 

the general public, the standard of care for purchasing the goods is that of the least 

sophisticated purchaser.  Alfacell Corp. v. Anticancer, Inc., 71 USPQ2d 1301, 1306 

(TTAB 2004).  As noted above, the targeted class of consumers is pet owners who want 

to track or locate their pets when their pets are not immediately in sight.  It is common for 

people of all economic strata to own pets, to love their pets and to want to keep track of 

them. Therefore, the sophistication level expected of consumers who purchase electronic 

pet location devices is that of the general purchasing public. 

 

The registrant’s goods and the applicant’s goods target the same class of 

consumers:  pet owners.  The applicant asserts that pet owners are sophisticated enough 

to discern among the different features of electronic pet location devices, much the same 

way that the “electronic device purchasing public” is “able to differentiate between the 

differing electronic functionality of cell phones” and other electronic communication 

devices.  Brief at 2.   The mere fact that pet owners would be able to distinguish among 

different features offered by different electronic pet location devices has no bearing on 

whether they are likely to be confused as to the source of different versions or models or 

pet location devices that are marketed under the same or highly similar marks. 

 

 In support of its analogy, the applicant states that: 



 

The applicant asserts, for comparison purposes that in general, pet 

owners who are in the market to purchase electronic devices for their 

pets are at least as sophisticated as the general electronic device 

purchasing public, said electronic device purchasing public currently 

being able to differentiate between the differing electronic functionality 

of cell phones, personal digital assistants, Blackberry’s , laptops, Ipods, 

Iphones, etc.”  

 

Brief at 2. 

 

 The statement above illustrates the flaw in this reasoning.  The applicant has listed 

BLACKBERRY’S [tm], IPOD’S [tm] and IPHONE[tm] as generic names for options 

within the genus of personal communication devices, such as cell phones and personal 

digital assistants (“PDA’s”).  While BLACKBERRY’S [tm], IPHONES[tm] and IPODS 

[tm] may be electronic communication device choices, among a variety of other brands 

and models of cell phones and PDA’s, they are registered (and pending) trademarks1, and 

therefore indicate the sole source of those products, and not simply the genus of the 

goods.   While consumers are able to distinguish among the various features of different 

cell phone and MP3 models, that capacity has no bearing on the confusion that would 

result if the different brands had very similar trademarks. 

 

                                                 
1 The examining attorney has attached copies of sample registrations and pending applications associated 
with the marks BLACKBERRY, IPHONE and IPOD referenced in the applicant’s brief. 



 The fact that the goods or services of the parties differ is not controlling in 

determining likelihood of confusion.  The issue is not likelihood of confusion between 

particular goods or services, but likelihood of confusion as to the source of those goods or 

services.  In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 

1993); Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 

480 (C.C.P.A. 1975); TMEP §1207.01. 

 

 

 2.  The Applicant and Registrant Market the Same Genus of Goods  

 

The applicant’s goods and the registrant’s goods belong to the same 

genus of goods, i.e., electronic pet location devices.  The applicant maintains that its 

goods function differently from the registrant’s goods in that its goods enable the user to 

“communicate remotely with a pet animal.”  Request for Reconsideration.  The applicant 

further maintains that the user’s ability to “communicate” with the pet animal enables an 

exchange of information, such as the animal performing a behavioral task in response to 

its owner’s voice command, while the registrant’s goods only enable the animal to hear a 

beep and not respond to the owner’s command.  Id. 

 

The fact that the applicant’s electronic pet location devices have more 

bells and whistles than the registrant’s electronic pet location devices does not make the 

goods sufficiently different for purposes of Section 2(d).    The examining attorney has 

made of record sample website excerpts found using www.google.com that show various 



types of electronic pet tracking devices.  These devices all serve the same function—to 

track and/or locate lost or remotely located pets.  See evidence attached to August 26, 

2008 Office action. 

 

The registrant’s goods consist of transmitters “attached” to the human 

pet owner, and audio receivers “attached” to the pet that allow pet owners to use 

electronic communication means to locate, track and/or communicate with their pets. The 

applicant’s goods include transmitters and receivers that allow users to communicate with 

their pets, presumably with the intent of locating and/or retrieving their pets.  The goods 

of both parties feature a transmitting device used by the pet owner and a receiving device 

on or about the pet.  Contrary to the applicant’s argument, these goods are not “entirely 

different products” with “completely different functions.”  The applicant’s product 

performs essentially the same function as the registrant’s product, only with added 

capabilities, such as a broader geographic range, or the ability to communicate using 

voice rather than beeps.  Both products are targeted toward pet owners to allow them to 

electronically locate, call and/or communicate with their lost pets in an effort to retrieve 

them.   

 

  

 

  
 

 
3. The Applicant has Failed to Show Weakness or Dilution 

 
 



 The applicant has failed to show that the registered mark is weak as to the stated 

goods because its evidence does not pertain to the goods at issue.    

 

 In its August 15, 2008 response to an Office action, the applicant stated for the 

record:   

 

The applicant is not aware of any significance in the word “CALLER” in 

the applicant’s trade or industry. 

 

In that same response, the applicant alleged that the registered mark is “a 

‘weak’ mark, since it has only been in use for 10 months.”  The applicant provided no 

evidence that CALLER was weak as to the stated goods based on use of the term by 

others.  The applicant also provided no legal support for its argument that the registered 

mark is weak simply because it had only been in use for ten months, even though it had 

registered with no disclaimer for the word CALLER. 

 

In  its brief,  despite its earlier statement that it was aware of no industry 

meaning for CALLER, the applicant alleges that “the term ‘CALLER’ is a descriptive 

term.”  Brief at 2.   There is no evidence in the record that the word CALLER is 

descriptive of the stated goods. Moreover, neither the applicant nor the registrant has 

disclaimed this allegedly descriptive term. 

 



The Court of Appeals for the Federal Circuit and the Trademark Trial 

and Appeal Board have recognized that marks deemed “weak” or merely descriptive are 

still entitled to protection against the registration by a subsequent user of a similar mark 

for closely related goods and/or services.  This protection extends to marks registered on 

the Supplemental Register.  TMEP §1207.01(b)(ix); see, e.g., In re Clorox Co., 578 F.2d 

305, 18 USPQ 337 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 USPQ 188 (TTAB 

1975).  Therefore, the applicant’s allegation that the registered mark is weak because it 

“has not been in use in commerce for a very long time” is insufficient to overcome this 

refusal.  Brief at 1. 

 

 In its February 26, 2009 request for reconsideration, the applicant argued that the 

word CALLER is weak because it is used to refer to “many animal/game electronic caller 

devices.”  All of the applicant’s evidence refers to deer and other hunted animal calling 

devices used by hunters to call  their prey. The applicant failed to present evidence that 

electronic pet location devices are called “callers.”  The genera of goods are distinct.  

Hunters use animal callers to lure prey by replicating animal sounds. The deer and other 

target animals do not wear receivers.  Pet owners would use the applicant’s goods or the 

registrant’s goods to locate their pets that are not currently with them.  Even though both 

genera of goods are used to somehow communicate with animals, their functions and 

target consumers are different. The applicant has thus failed to show that CALLER is 

weak as to the stated goods. 

  

 4. The Marks are Highly Similar 



 

 Since the goods of the parties are identical for purposes of Section 2(d), the marks 

are similar enough to result in consumer confusion as to source if these marks were 

permitted to coexist.  

 

 If the goods and/or services of the respective parties are “similar in kind 

and/or closely related,” the degree of similarity between the marks required to support a 

finding of likelihood of confusion is not as great as would be required with diverse goods 

and/or services.  In re J.M. Originals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987); see Shen 

Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1242, 73 USPQ2d 1350, 1354 (Fed. Cir. 

2004); TMEP §1207.01(b). 

 

 
 The marks of the applicant  and registrant share CALLER as the dominant portion 

of their respective marks.  The  applicant’s mark also includes the highly descriptive term 

PET, as well as the purely laudatory term AMAZING.  The applicant has disclaimed PET 

accordingly. 

 

Marks may be confusingly similar in appearance where there are similar 

terms or phrases or similar parts of terms or phrases appearing in both applicant’s and 

registrant’s mark.  See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce, 228 

USPQ 689 (TTAB 1986), aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells 

Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987) 

(COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Corp., 228 USPQ 



949 (TTAB 1986) (21 CLUB and “21” CLUB (stylized)); In re Corning Glass Works, 

229 USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); In re Collegian 

Sportswear Inc., 224 USPQ 174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and 

COLLEGIENNE); In re Pellerin Milnor Corp., 221 USPQ 558 (TTAB 1983) 

(MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975) 

(LUTEXAL and LUTEX); TMEP §1207.01(b)(ii)-(iii). 

 

The fact that the applicant’s mark contains the word PET and the 

registrant’s mark contains the word CAT does not obviate this refusal.  Cats are common 

pets.  The goods serve essentially the same function for each pet.  Items for cats and other 

pets are typically sold in pet stores, which carry products for many types of pets.  The 

registrant’s identification of goods is broad enough to include such devices used to 

communicate with any pet, including cats or dogs, because the identification of goods 

uses the word “pet.”  The presence of the laudatory term AMAZING simply implies that 

the goods are of high quality or perform their functions well. 

 

Given that the goods of the applicant and registrant are identical, the 

marks are sufficiently similar under the Section 2(d) analysis. 

 

CONCLUSION 
 

The examining attorney respectfully requests that the Board affirm the 

final refusal to register the mark on the basis of a likelihood of confusion with the mark 

in U.S. Registration No. 3,366,307, under Trademark Act Section 2(d). 



 
 
 
  Respectfully submitted, 
 
 
 

/Elissa Garber Kon/ 
Examining Attorney, Law Office 106 
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