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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of:

Jan T. Hornbacher

Serial No. 76/591,635

Filed: May 11, 2004

Trademark: BARCODE APPAREL & Design

Law Office 114

Trademark Attorney:
David H. Stine
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Commissioner for Trademarks

BOX TTAB

2900 Crystal Drive

Arlington, Virginia 22202-3513 October 27, 2007

S i r:
APPELLANT'S BRIEF

I. INTRODUCTION

Jan T. Hornbacher, (Appellant), has appealed the
examining attorney's final refusal to register the mark "BARCODE
APPAREL AND DESIGN" and respectfully requests the Trademark Trial

and Appeal Board to reverse the examining attorney's decision.

IT. APPELLANT'S TRADEMARK

Appellant seeks registration of his trademark "BARCODE
APPAREL AND DESIGN" on the Principle Register for clothing,
namely, shirts, trousers, coats and hats in International Class

25. The term "APPAREL" has been disclaimed.

ITI. PRIOR REGISTRATIONS CITED BY THE EXAMINING ATTORNEY

U.S. Registration No. 3,064,983 to Joseph Limited for a design
mark.

IV. INDEX OF CASES

In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563

(C.C.P.A. 1973)
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V. GROUNDS OF REFUSAL

A, Registration was refused under Trademark Act

Section 2(d), 15 U.S.C. §1052(d) on the ground that the mark for

which registration is sought so resembles the mark shown in the
U.S. Registration No. 3,064,983 as to be likely, when used on the
identified goods/services, to cause confusion, or to cause
mistake, or to deceive. Appellant respectfully traverses the

refusal to register appellant's mark.

B. The final refusal was based on several
conclusions. The first conclusion was that Appellant’s mark and
the Registered Joseph Limited mark may both be viewed as
identifying the “Barcode” brand. The second conclusion was that
both parties’ goods must be presumed to move in the same trade
channels. It was also stated that the three most relative
factors for determining likelihood of confusion in this case are:
similarity of the marks, similarity of the goods/services, and

similarity of trade channels of the goods/services.
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VI. ARGUMENTS

Appellant asserts that there is no likelihood of
confusion between its BARCODE APPARREL mark and Joseph Limited’s
design mark. Appellant agrees with the Examining Attorney that
certain factors from In re E.I. DuPont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (C.C.P.A. 1973) are more relevant than others
in determining whether there is a likelihood of confusion, but

nonetheless includes discussion of all thirteen factors.

1. SIMILARITY OR DISSIMILARITY OF THE MARKS
Appellant asserts that its mark is quite dissimilar to the

registered Joseph Limited design mark.

A. Appellant’s trademark is applied to appellant’s goods by a
mechanical embroidery machine employing a needle and black thread
and a standard embroidery font. The embroidery machine is
controlled by a computer that provides the font. The black
thread forms a series of vertical lines with variable line
widths. There is an upper series of the vertical lines and a
lower series of the vertical lines that form two barcodes. A
horizontal space is formed in the center of and between the upper
barcode and the lower barcode by shortening the lower ends of
some of the vertical upper bars and by shortening the upper ends
of some of the vertical lower bars. This horizontal space

contains embroidered black thread letters that form the words
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“BARCODE APPAREL”. The upper vertical bars, the lower vertical
bars and the words “BARCODE APPAREL” are applied directly to
Appellant’s goods by an embroidery machine.

The striped in the Joseph Limited mark are printed crisp,
clean lines. There i1s no cutaway space with printed text in the
middle of the design. The Joseph Limited mark is not applied to
directly to the clothing fabric.

B. Appellant’s mark is not a black and white design. The design
is embroidered over a background color such as gray, red, dJreen,
or blue fabric. White thread is not used. The stripes that
consequently form on the design are color-dependent on the
background color of the fabric. Appellant’s trademark has not

been applied to goods with white material.
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The Joseph Limited mark is described as a “pattern of black
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and white stripes of wvarious sizes.” The thick black and white
stripes give a different commercial impression than the thinner

lines of Appellant’s mark.
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C. Appellant’s mark is placed on goods in a manner that there is
always background color around the design. In other words, the
design i1is not employed all the way up to the edges of the fabric.
The stripes of the Joseph Limited mark extend the entire

width of the material all the way to the edges. There is no
white or void space around the edges of the design. This creates
a very different commercial impression. This 1is evidenced in the
shopping bag and hang tag specimens that have printing up to the

edges.
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D. The dominance of the text in the middle of Appellant’s mark
is reinforced by the Opinion of the Trademark Trial and Appeal
Board dated June 26, 2003 concerning Appellant’s earlier
Application Serial No. 76/179,384. 1In that decision, the Board
stated on page 3, line 3 that Appellant’s mark is “dominated by
the word ‘Bar Code.’” Appellant’s mark with the text “Barcode
RApparel” in between the upper and lower barcodes creates a very
different commercial impression than Joseph Limited’s horizontal
stripe design. The employment of an upper barcode and a lower
barcode on Appellant’s mark is unusual and distinctive.

The average purchaser sees multiple barcodes every day and
would not confuse the trademark of the Joseph Limited
registration as being a barcode. The size and orientation of
the stripes are very different than a bar code. The Joseph
Limited design has thicker stripes than a bar code would have.
The stripes are horizontal rather than vertical. There are not
enough stripes to comprise a bar code. The Joseph Limited mark
is never described as a bar code in the application for
registration. The black stripes and the white stripes on
shopping bags, store signage, banners and displays are large and

would not appear to an average purchaser to be a barcode.
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2. SIMILARITY OR DISSIMILARITY AND NATURE OF GOODS

Appellant’s goods are marked with the name of a schoocl or a
sports team for youths. Joseph Limited is an upscale clothing
company with retail outlets at three locations in New York City.
These stores are the only Joseph Limited outlets in North
America. The goods include suits, evening gowns and tuxedos.

Appellant places its mark directly on the goods. Joseph
Limited places its mark on shopping bags, hang tags, store

signage, banners, displays and promotional materials.

3. SIMILARITY OR DISSIMILARITY OF ESTABLISHED, LIKELY TO-
CONTINUE TRADE CHANNELS

Appellant sells to school districts and summer sports
leagues for young people. Appellant will not start selling high
fashion items and formal wear. Joseph Limited is highly unlikely
to start selling clothing to public or private schools with a
school name or logo prominently displayed and visible. The trade

channels are substantially different and unlikely to change.

4. IMPULSE VS. CAREFUL, SOPHISTICATED PURCHASING

The buyers of Appellant’s goods are school districts or
school associations. Appellant sells directly to the buyers for
school districts and school related associations. These school
district and school association purchasers are careful

sophisticated purchasers who have often made such purchases for

- 7 -
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several years. They often spend months deciding what purchase to

make. They would not have a budget to even consider a purchase

from Joseph Limited. Joseph Limited does not sell goods that

Appellant’s customers could consider. Joseph Limited customers

may spend a high price for a single garment on impulse, but would

not look at a durable shirt with a school name displayed on its

outer surface. The goods sold by the two companies are not

likely to ever be confused.

5. FAME OF REGISTERED MARK

The Joseph Limited mark is most likely known by a small
number of Americans outside of New York. There may be a few
individuals in Michigan and Ohio that have been to a Joseph

Limited store in New York City.

6. NUMBER AND NATURE OF SIMILAR MARKS

Barcodes are found on almost everything that people purchase

today. ©No live registrations for “Barcode Apparel” are known.

7. NATURE AND EXTENT OF ACTUAL CONFUSION

Appellant is not aware of any actual confusion between his

mark and the Joseph Limited mark.
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8. LENGTH OF CONCURRENT USE WITHOUT ACTUAL CONFUSION

Appellant has used his mark continuously since at least
November 15, 2000. Appellant has continuously been using his
mark for approximately seven years. U.S. Registration No.
3,064,983, owned by Joseph Limited states that the date of First
Use in the U.S. 1is unknown. The filing date of the Joseph

Limited U.S. Registration is July 26, 2002.

9. VARIETY OF GOODS ON WHICH A MARK IS OR IS NOT USED
Appellant places his mark on clothing, namely shirts,

trousers, coats and hats. Joseph Limited uses its mark on

shopping bags, hang tags, store signage, banners, displays and

promotional materials.

10. MARKET INTERFACE BETWEEN APPELLANT AND JOSEPH LIMITED
Appellant has no known market interface with Joseph

Limited.

11. APPELLANT’S RIGHT TO EXCLUDE OTHERS
Appellant has the right to exclude others from using

his mark on goods specified in his application.
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12. EXTENT OF POTENTIAL CONFUSION

The extent of potential confusion between Appellant’s
trademark and the registered trademark of Joseph Limited is
deminimus. The marks are substantially different. Joseph
Limited does not embroider its mark onto clothing. The trade

channels of the two companies are very different

13. OTHER PROBATIVE FACTS

The Joseph Limited registration has a limitation written
into the description of its Mark. The description of the mark of
U.S. Registration Number 3064983 set forth in the application is:
“The mark consists of a pattern of black and white stripes of
various sizes used on shopping bags, hang tags, store signage,
banners, displays and promotional material.” Because Appellant
places its mark directly on the clothing items, there is no

likelihood of confusion.

VII. CONCLUSION

There is no likelihood of confusion between Appellant’s mark
and the Joseph Limited mark. Appellant’s design is not a black
and white design with thick and crisp horizontal stripes. The
overall commercial impression of an embroidered upper and lower
barcode dominated by text in the middle clearly distinguishes

itself over the other mark. There is always background color
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around Applicant’s mark, and there are no white stripes. For
these reasons and reasons set forth above, it is respectfully
submitted that the examining attorney’s refusal to register

appellant's trademark on the Principal Register is contrary to

law and the refusal should be withdrawn.

Respectfully submitted,
Jan T. Hornbacher
By his attorney,

/Robert L Farris/
Robert L. Farris
Registration No. 25,112
5291 Colony Drive North
Saginaw, Michigan 48603
989-799-8787



