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EXAMINING ATTORNEY'S APPEAL BRIEF

Applicant has appealed the Trademark Attorney's refusal to register the mark ISOLATOR for “dental
face masks.” Registration has been refused under Section 2(d) of the Trademark Act, 15 U.S.C.
Section 1052(d), on the ground that the mark, when used in connection with the goods of the
applicant so resembles the mark ISOLATOR for “dental device for use in a patient’s mouth to hold

cotton rolls” as to be likely to cause mistake or to deceive.

STATEMENT OF FACTS

Application has been made for the registration of the mark ISOLATOR in typed form for “dental face
masks.” In the first Office action dated January 30, 2003, the examining attorney refused registration
under Section 2(d) of the Trademark Act on the ground of likelihood of confusion with the mark in
U.S. Registration No. 1,502,931 ISOLATOR in typed form for “dental device for use in a patient’s
mouth to hold cotton rolls.” Inits amendment of May 8, 2003, applicant argued for a withdrawal of
the refusal to register. Applicant's arguments were considered but were not found to be persuasive.
Accordingly, the refusal was maintained and made FINAL on October 31, 2003. Applicant then filed
a notice of appeal. The only issue on appeal is whether a likelihood of confusion exists between

applicant's mark and the mark in U.S. Registration No. 1,502,931.




ARGUMENT

Applicant's mark and the mark of the cited registrations are confusingly similar in overall commercial
impression and the goods are closely related such that a likelihood of confusion exists under Section

2(d) of the Trademark Act.

CONFUSING SIMILARITY OF THE MARKS

In determining whether there is a likelihood of confusion, the examining attorney must consider all
circumstances surrounding the sale of the services. Industrial Nucleonic Corp. v. Hinde Engineering
Co., 475 F.2d 1197, 177 USPQ 386 (CCPA 1973). These circumstances include the marketing
channels, the identity of the prospective purchasers and the degree of similarity between the marks
and between the services. In comparing the marks, similarity in any one of the elements of sound,
appearance or meaning is sufficient to find a likelihood of confusion. If the services of the parties
differ, it is necessary to show that they are related in some manner. In re Mack, 197 USPQ 755

(TTAB 1977).

The marks being compared here are identical. Applicant seeks to register the mark ISOLATOR in
typed form. The mark ISOLATOR in typed form is already the subject of Registration No.

1,502,931.




In deciding whether there is a likelihood of confusion, an important consideration is whether the
registered trademark is “strong” or “weak.” The J.B. Williams Co., Inc., v. Le Comte Cosmetics,
Inc., 186 USPQ 317, 320 (CA 9th Cir. 1975). A “strong” mark is one which is used only in a
“fictitious, arbitrary and fanciful manner;” see National Lead Co., v. Wolfe, 223 F.2d 195, at 199, 105
USPQ 462, at 465 (9th Cir. 1975); whereas a “weak” mark is a mark that is “descriptive.” See
Majestic Mfg. Co., v. Majestic Electric Appliance Co., Inc., 127 F.2d 862 (6th Cir. 1949). The
strength of a mark depends on its “origin-indicating” quality and a mark is entitled to greater
protection the further it lies towards the arbitrary end of the spectrum and the farther it gets away
from the generic end. McGregor-Doniger Inc., v. Drizzle, Inc., 599 F.2d 1126, 1131 202 USPQ 81
(2d Cir. 1979). Whether a particular term can be classified as a nondistinctive/weak or
arbitrary/strong mark must be determined only in connection with the class of goods or services with
which it has been used. Humble Oil & Refining Co., v. Allied Chemical Corp., 165 USPQ 280

(TTAB 1971).

Applicant’s argument that the mark ISOLATOR is “highly descriptive” of these goods is not well
taken. Registrant’s mark ISOLATOR is, at worst, mildly suggestive of healthcare products. Thereis
no evidence that the term “isolator” is used or has ever been used in connection with dental products
other than as the registered trademark of the registrant. In the absence of such evidence, it must be
concluded that the mark ISOLATOR is a strong mark without any relevant meaning of any kind in
relation to registrant’s goods. Words that may be in common linguistic use but which, when used

with products or services they represent, neither suggest nor describe any characteristic of those




goods or services, are entitled to protection from the registration of confusingly similar marks. Exxon
Corporation v. Humble Exploration Co., Inc., 214 USPQ 451, 459 (DC NDTex 1981). “Strong
marks are given protection over a wide range of related products or services and variations on the

appearance of a mark.” Estate of Elvis Presley v. Russen, 211 USPQ 415 (D.C. D.N.J. 1981).

Based on the foregoing, registrant’s mark ISOLATOR must be considered to be a “strong” mark

which is entitled to a “wide range” of protection from the registration of confusingly similar marks.
RELATED NATURE OF THE GOODS AND CHANNELS OF TRADE

It is well established that if the marks of the respective parties are identical, the relationship
between the goods or services of the respective parties need not be as close to support a finding
of likelihood of confusion as might apply where differences exist between the marks. Amcor, Inc.

v. Amcor Industries, Inc., 210 USPQ 70 (TTAB 1981).

Applicant's goods are “dental face masks.” Registrant's goods are “dental device for use in a patient’s
mouth to hold cotton rolls.” These are closely related goods which, contrary to applicant's assurances,

are marketed and sold in the same channels of trade.

Applicant argues that because dental face masks and dental devices for holding cotton rolls in a
patient’s mouth are different goods and that, notwithstanding the fact that these goods are offered

under the identical mark, customers will not expect them to emanate from the same source. The fact




that the goods or services of the parties differ is not controlling in determining likelihood of
confusion. The issue is not likelihood of confusion between particular goods or services, but
likelihood of confusion as to the source of those goods or services. See In re Rexel Inc., 223 USPQ
830, 831, (TTAB 1984). The question to be answered is not whether applicant’s dental face masks
and registrant’s dental devices for use in a patient’s mouth to hold cotton rolls are the same but

rather, whether these goods are closely related to one another.

The fact that purchasers are sophisticated or knowledgeable in a particular field does not necessarily
mean that they are sophisticated or knowledgeable in the field of trademarks or immune from source
conquion. See In re Decombe, 9 USPQ2d 1812 (TTAB 1988); In re Pellerin Milnor Corp., 221
USPQ 558 (TTAB 1983). It is submitted that the “sophisticated purchasers” who are applicant’s
customers may also be customers of the registrant. These customers, upon seeing the identical mark,
will be likely to conclude that applicant’s ISOLATOR brand dental face masks are associated with or

originate from the same source as Crosstex International’s ISOLATOR brand dental devices.

The evidentiary record consists of copies of federal trademark registrations which show that the same
business entities provide both dental face masks and a wide variety of other dental devices under the
same trademark. Accordingly, customers for these particular goods are accustomed to seeing them

offered for sale under the same goods marks by the same companies.




CONCLUSION

Based on the foregoing reasons, the refusal of registration under Section 2(d) of the Trademark Act
should be affirmed, especially since any doubt as to the issue of likelihood of confusion should be
resolved in favor of the prior registrant and against the applicant who has a legal duty to select a mark
which is totally dissimilar to trademarks already being used. Burroughs Wellcome Co. v. Warner-

Lambert Co., 203 USPQ 191 (TTAB 1971).
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