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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/416811

APPLICANT: Mental Health Center of Boulder County, -
ETC.

CORRESPONDENT ADDRESS: RETURN ADDRESS:
ANDREW HARTMAN, ESQ. Commissioner for Trademarks
COOLEY GODWARD LLP 2900 Crystal Drive
380 INTERLOCKEN CRESCENT SUITE 900 Ardington, VA 22202-3514

BROOMFIELD, CO 80021-8023

If no fees we enclosed, the address should

indude the words "Box Responses - No Fee.”

MARK: CANINE CLASSIC

CORRESPONDENT’S REFERENCE/DOCKET NO: 301731-801 Please providc in ail correspondence:
1. Filing date, serial number, mark and

CORRESPONDENT EMAIL ADDRESS: applicant's name.

2. Date of this Office Action.

3. Examining Attorney's name and
Law Office number.

4. Your telephone number and e-mail
address..

Serial Number 76/416811

This letter responds to the applicant's Request for Reconsideration of the 2(f) claim filed on August 9,
2004. The applicant originally requested reconsideration of the Final refusal to register the mark under
Section 2(e)(1) of the Trademark Act and filed therewith a Notice of Appeal with the Trademark Trial
and Appeal Board. The mailing date of the examining attorney’s Final Refusal was May 28, 2003. The
action on the appeal was suspended and the file remanded to the examining attorney for consideration of
applicant’s arguments and evidence. The Request for Reconsideration of the Final refusal was denied.
In the Request for Reconsideration of the Final refusal, the applicant raised a 2(f) claim, which was
denied. Now, the applicant requests reconsideration of the denial of the 2(f) claim. However, a
“Request for Reconsideration” of the denial of the 2(f) claim is inappropriate because a Final refusal was
not given on that issue. The examining attorney has considered the 2(f) claim and has found it to be
insufficient. All previous arguments and evidence are incorporated by reference. The applicant is
advised as follows:

Descriptiveness of the Mark — Sufficiency of 2(f) Claim

Registration was refused under Trademark Act Section 2(e)(1), 15 U.S.C. Section 1052(e)(1), because
the subject matter for which registration is sought is merely descriptive of the identified services. The
mailing date of the examining attorney’s Final Refusal was May 28, 2003.

The examining attorney has considered the applicant's arguments and the claim of 2(f) carefully but has
found them unpersuasive. If the examining attorney is not persuaded that the applicant has established a
prima facie case of acquired distinctiveness, and the application is otherwise in condition for final
refusal, the cxamining attorney will issue a final refusal pursuant to the appropriatc section of the Act
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(§2(e)(1)), with a finding that the applicant’s evidence of acquired distinctiveness is insufficient to
overcome the stated refusal. See In re Capital Formation Counselors, Inc., 219 USPQ 916,917 n.2

(TTAB 1983) (“Section 2(f) is not a provision on which registration can be refused....”). TMEP 1212.02
(h)

The examining attorney refused registration on the Principal Register because the proposed mark merely
describes the services. Trademark Act Section 2(e)(1), 15 U.S.C. Section 1052(e)(1); TMEP section
1209 et seq.

A mark is merely descriptive under Trademark Act Section 2(e)(1), 15 U.S.C. 1052(e)(1), if it describes
an ingredient, quality, characteristic, function, feature, purpose or use of the relevant goods or service.
In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987); Inre Bed & Breakfast Registry, 791
F.2d 157, 229 USPQ 818 (Fed. Cir. 1986); In re MetPath Inc., 223 USPQ 88 (TTAB 1984); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979); TMEP section 1209.01(b).

The applicant has applied to register the mark CANINE CLASSIC for “Charitable fund raising
services, namely, organizing races and walks to benefit not-for-profit organizations™ A CANINE is “a
dog.” The definition of a CLASSIC is “a traditional event, especially a major sporting event that is held
annually.” The applicant’s specimen states that the services offer an opportunity to run or walk in a 10K
or 5K event “with your favorite canine.” The mark immediately describes and names the characteristics
and features of the services; namely, it refers to a race in which people may run or walk with their dogs.
As evidence that this Office has found the term CLASSIC to be descriptive in relation to the applicant’s
services, note the sixteen (16) enclosed U.S. Registrations with the term disclaimed in relation to
charitable services.

The applicant previously argued that the mark is suggestive because “it requires a great deal of
imagination to determine the services the applicant provides under the mark.” The examining attorney
is not persuaded. The applicant previously argued that this Office has registered the terms CANINE and
CLASSIC(S) for use in connection with dog-related products and sporting events. While this is true, the
applicant should note that the terms have been disclaimed in relation to goods and services. In the two

service marks the applicant noted, 2019244 and 2473400111, the applicant should note that this Office
has found the term CLASSIC to be descriptive, requiring a disclaimer of the term in each instance. In
the registrations cited by the applicant which use the term CANINF, the term is disclaimed in each. The
applicant’s mark is merely a combination of two descriptive terms.

Sufficiency of 2(f) Claim

The applicant’s has failed to demonstrate the mark has acquired distinctiveness in the marketplace. The
applicant argues that “consumers and media continue to associate the mark with the unique services of
the applicant” and that the applicant is “approaching 5 years of use.” The applicant’s date of first use
anywhere was December 26, 2000, with a date of first use in commerce of March 7, 2001. While
secondary meaning may be achieved in less than the statutory suggestion of five years, the applicant’s
mere continuous use does not demonstrate that potential purchasers associate the services with the
applicant.

The applicant’s marketing efforts do not demonstrate that potential purchasers perceive the terms
CANINE CLASSIC as a trademark. The additional evidence submitted by the applicant does not
demonstrate that “consumers and media” recognize the terms CANINE CLASSIC as a mark. In fact,
not one piece of evidence shows use of the TM symbol in connection with the mark. A large part of the
evidence is taken from the applicant’s own website and the MES A website, which is part of the Mental
Health Center of Boulder County. This does not demonstrate that potential consumers would perccive
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the terms as a trademark. None of the instances appear to show use of the terms as a trademark. The
mark appears in an informational way, typically embedded in other text and is not set out as a mark.

Based upon the foregoing, the FINAL refusal under Section 2(e)(1) is maintained and continued with a
finding that the 2(f) claim is not sufficient to overcome the Final refusal pursuant to Trademark Act
Section 2(e)(1), 15 U.S.C. Section 1052(e)(1).

Please note that the only appropriate responses to a final action are either (1) compliance with the
outstanding requirements, if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal
Board. 37 C.F.R. Section 2.64(a). If the applicant fails to respond within six months of the mailing date
of this refusal, this Office will declare the application abandoned. 37 C.T'.R. Section 2.65(a).

Supplemental Register
Although the examining attorney has refused registration on the Principal Register, the applicant may

amend the application to seek registration on the Supplemental Register. ‘Irademark Act Section 23,
15 U.S.C. Section 1091; 37 C.F.R. Sections 2.47 and 2.75(a); TMEP sections 202.02(b) and 1115.

NOTICE: TRADEMARK OPERATION RELOCATING OCTOBER AND NOVEMBER 2004

The Trademark Operation is relocating to Alexandria, Virginia, in October and November 2004.
Effective October 4, 2004, all Trademark-related paper mail (except documents sent to the Assignment
Services Division for recordation, certain documents filed under the Madrid Protocol, and requests for
copies of trademark documents) must be sent to:

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Applicants, registration owners, attorneys and other Trademark customers are strongly encouraged to
correspond with the USPTO online via the Trademark Electronic Application System (TEAS), at
www.uspto.gov. My Law Office will move on October 27, 2004. To reach me by phone after that date
call (571) 272-9191. To submit a fax response to this Office action after that date, send your response to
the Law Office fax number, namely (571) 273-9191.

If the applicant has any questions regarding this Office action, please telephone the assigned examining
attorney.

/Paula Mahoney/
Examining Attorney

Law Office 113
paula.mahoney@uspto.gov
703-308-9113 x 279
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ca-nine

ca-nine (ki'nin) adjective
1. Of, relating to, or characteristic of the canids.
2. Of relating to, or being one of the pointed conical teeth located between the incisors and the first bicuspids.

noun
1. An animal of the family Canidae, especially a dog.
2. One of the pointed, conical teeth located between the incisors and the first bicuspids. In this sense, also called cuspid.

[Latin caninus, from canis, dog.}[2]

clas-sic

clas-sic (klas'ik) adjective
1. a. Belonging to the highest rank or class. b. Serving as the established model or standard: a classic example of colonial
architecture. ¢. Having lasting significance or worth; enduring.

2. a, Adhering or conforming to established standards and principles: a classic piece of research. h. Of a well-known type;
typical: a classic mistake.

3. Abbr class. Of or characteristic of the literature, art, and culture of ancient Greece and Rome; classical.

4. a. Formal, refined, and restrained in style. b. Simple and harmonious; elegant: the classic cut of a suit; the classic lines
of a clipper ship.

5. Having historical or literary associations: classic battlefields of the Civil War.

noun

1. An artist, author, or work generally considered to be of the highest rank or excellence, especially one of enduring
significance.

2. Awork recognized as definitive in its field.

3. a. Aliterary work of ancient Greece or Rome. b. classics. The languages and literature of ancient Greece and Rome.

Used with the. ¢. One that is of the highest rank or class. The car was a classic of automotive design.

A typical or traditional example.

Informal. A superior or unusual example of its kind: The reason he gave for being late was a classic.

S

6. A traditional event, especially a major sporting event that is held annually: a golf classic 3]

108B8C
Print Request: Selected Document(s): 1-3

Time of Request: May 27, 2003 02:28 PM EDT

Number ¢f Lines: 38
Job Number: 1821:0:1687376

Client ID/Project Name:
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Research Information:

US Newspapers and Wires
"canine classic” & charity or charitable

1. Rocky Mountain News (Denver, CO), April 7, 2003 Monday Final Edition,
LIFESTYLES/SPOTLIGHT; Pg. 4D, 740 words, CANINES TO ADD SOME PADDING TO
CHARITIES' COFFERS; DOG WALKS, CARNIVALS AMONG FUND-RAISERS PLANNED FOR
SPRING, Rebecca Jones, ROCKY MOUNTAIN NEWS
... Taising circuit this spring. Charity dog walks and dog ...
... organized events available to the charity-minded dog and its owner ...
... activities: April 19, the Canine Classic - This is the third year for this ..
... same format as other charity dog walks - registration

. Scurry, the country's largest charity dog walk, raised .
CHARITIES (90%), FUNDRATISING (90%),
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2. Rocky Mountain News (Denver, CO), April 8, 2002 Monday Final Edition,
LIFESTYLES/SPOTLIGHT; Pg. 7D, 1214 words, PAWS ON PARADE, Rebecca Jones, News Staff
Writer

... animal-related organizations. Charity dog walks have become ...

... stay home. Here's how charitable dog walks typically ...

... Humane Society sponsors the Canine Classic, a 5K run/ ..

.. For competitive runners, the Canine Classic is a qualifier for the ...

... May 8, or at the Canine Classic Race on April ...

... 90%); PETS (90%), CHARITIES (78%);

3. Rockford Register Star (Rockford, IL), January 28, 2002 Monday, LOCAL STATE, Pg. 10A, 785
words, AROUND THE VALLEY, RRS Staff;Corina Curry, Staff

... in so many charitable events, such as the Canine Classic Walk or CROP hunger ...
GOVERNORS (78%), CHARITIES (68%); EDUCATION (67%). ...
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US Newspapers and Wires
"charity dog walk"
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TRADEMARK LAW LIBRARY
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2. News and Observer (Raleigh, NC), September 13, 2002 Friday,, FINAL EDITION, NEWS;, Pg. B2,
319 words, Getting Involved - Wake, Joyce Sykes,
... annual Pet Trek charity dog walk at Lake Crabtree ...

3. Chicago Daily Herald, May 8, 2002, Wednesday DuPage, NEIGHBOR;, Pg. 1, 474 words, Dog walk
to showcase canine units, Kathryn Grondin Daily Herald Staff Writer
... Association is holding a charity dog walk Saturday at the Oak ...

6. Wilkes Barre Times Leader, October 8, 2000 Sunday MAIN EDITION, NEWS; Pg. 3A, 389 words,
PEOPLE AND THEIR FURRY FRIENDS JOIN IN ANNUAL WALK TO RAISE $8,300 FOR
LUZERNE COUNTY SPCA PETS PUT BEST FEET FORWARD, DONNA THOMAS
donnat(@leader.net

... take a break from the charity dog walk Saturday.

7. Ventura County Star (California), July 29, 2000, Saturday, News; Pg. b06, 687 words, Briefs:
Soroptimists will donate to Interface Breast cancer focus of event/Gypsies to stage 'Back to
Oz'/Prospective literacy tutors meeting set/Dog walk, pet expo planned Sunday , Staff reports
.. organization, is having its third annual charity Dog Walk and Pet Expo on ...

9. South Bend Tribune (Indiana), October 27, 1999, Wednesday, MICHIGAN, Pg. d7, 42 words,
Charity dog walk benefits Shrine club van fund, 4-H BRIEFS

10. Ventura County Star (California), June 07, 1999, Monday, News, Pg. B04, 289 words, Briefs:
Humane League plans pet activities/Ojai Playwrights Conference slated/School to present Spring
Concert/

... Ventura County, is having a charity dog walk and pet fair on ...

11. Arkansas Democrat-Gazette (Little Rock, AR), October 29, 1997, Wednesday, 65 words, Dog event
to benefit the TAILS charity

ROGERS -- The first annual Charity Dog Walk-A-Thon will be ...

CHARITY DOG WALK (90%),

12. Press Enterprise (Riverside, CA), October 18, 1997 Saturday, DESERT & PASS;SAN
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BERNARDINO COUNTY; RIVERSIDE, Pg. B03, 111 words, Dog walk to focus on pets' plight, The
Press-Enterprise

... Animal Rescue Team's charity dog walk to raise funds and awareness of the ...

13. Ventura County Star (California), October 17, 1997, Friday, News; Pg. A18, 433 words, Dogs take
to HART walk on Saturday/Benefit offers good reason for styling/Mobile police unit celebrates opening/
... will conduct a charity dog walk at 9 am. ...

17. The Denver Post, September 13, 1995 Wednesday, 2D EDITION, Pg. B-02, 758 words,
SUBURBAN DIGEST

... repairs could be made. BOULDER Charity dog walk Sunday The Boulder Valley ...
... Society's sixth annual charity dog walk will be held Sunday. ...
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18. Orange County Register (California), May 6, 1993 Thursday, MORNING EDITION, Pg. B03, 2747
words, COUNTY SCAN, The Orange County Register
... charging for a charity dog walk Saturday around Lake

How to respond to this Office Action:

To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.html and follow the instructions.

To respond formally via E-mail, visit http://www.uspto.goviweb/trademarks/tmelecresp.htm and
follow the instructions.

To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right
corner of each page of your response.

To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s web
site at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.

[2]1The American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by
Houghton Miffin Company. Electronic version licensed from INSO Corporation; further reproduction and
distribution restricted in accordance with the Copyright Law of the United States. All rights reserved.

Bl
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