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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Trad k Applicati f: ’
In Re Trademark Application o (A A AT
02-20-2003

U.S. Patent & TMOfc/TM Mail Rept, Dt. #40

Philippe Cousteau Foundation
Serial No.: 76-363,125
Filed: January 25, 2002

Mark: PHILLIPE COUSTEAU and Design

SECOND REQUEST FOR EXTENSION OF TIME TO FILE NOTICE OF OPPOSITION

and

REQUEST FOR SUSPENSION OF EXTENSION OF TIME TO FILE NOTICE OF
OPPOSITION PENDING DETERMINATION OF LETTER OF PROTEST

Box TTAB NO FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

Attention: Trademark Trial and Appeal Board

Sir/Madam:

1. Request for Extension of Time to File Notice of Opposition

The Cousteau Society, Inc., by and through its attorneys, hereby requests that the time for

filing an opposition against the above-referenced application of Philippe Cousteau Foundation
(the “PCF Application”) to register the mark PHILLIPE COUSTEAU and Design, which was

published for opposition in the Official Gazette dated December 31, 2002, under Serial No. 76-
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363,125, be extended for a period of an additional sixty (60) days. The requested e;(tensiom
would extend the period for filing an opposition from March 1, 2003 to April 30, 2003.

Petitioner has been using a trademark that features a design that is in all meaningful
respects identical to the design set forth in the above-referenced PCF Application since as far
back as 1976, as evidenced by Petitioner’s cancelled registration for this design mark (Reg. No.
1,106,850) and its currently pending application for this design mark (Serial No. 76-360,060).
Consequently, Petitioner believes that it may be damaged if the mark set forth in application
Serial No. 76-363,125 is allowed registration by the USPTO.

Petitioner is in the process of investigating whether this matter may be resolved without
the filing of a Notice of Opposition. Petitioner requests this extension of time in order to allow it
to complete its investigation so as to determine if it will be necessary to prepare and file a Notice
of Opposition. Additionally (and as discussed further below), Petitioner filed a Letter of Protest
against the above-referenced application on January 24, 2003. As of the date hereof, Petitioner
has not received any determination of this Letter of Protest from the USPTO.

It is respectively submitted that the foregoing reasons constitute good cause within the
meaning of 15 U.S.C. 1063 and Rule 2.102(c) of the Trademark Rules of Practice for requesting
the additional extension of time.

2. Request for Suspension of Extension of Time to File Notice of Opposition

Petitioner, The Cousteau Society, Inc., by and through its attorneys, further requests
pursuant to TBMP § 215 that the Extension of Time to File Notice of Opposition requested
herein, which would extend such time through April 30, 2003, be suspended pending the
determination of a Letter of Protest filed by Petitioner on January 24, 2003 concerning the PCF

Application. Said suspension would toll the running of the period within which Petitioner would
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be able to file a Notice of Opposition pending the determination of the above-described Letter of
Protest.

Petitioner duly filed a Letter of Protest concerning the above-referenced application on
January 24, 2003, a copy of which is attached hereto as Exhibit A. As of the date hereof, there
is no evidence to indicate that the USPTO has acted upon this Letter of Protest, and Petitioner
has not received any written determination of this Letter of Protest from the USPTO. Petitioner
respectfully submits that the foregoing constitutes sufficient grounds pursuant to TBMP § 215
for the Board to grant the Request for Suspension of Extension of Time to File Notice of

Opposition set forth herein, and Petitioner hereby requests such action by the Board.

Respectfully submitted

The Cousteau Society, Inc.

Dated: February 20, 2003 By: ff/ wnngs 2. W

J amcs(@/ Guerette
Petitioner’s Attorney

Loeb & Loeb LLP

345 Park Avenue, 18" Floor
New York, N.Y. 10154
(212) 407-4000

CERTIFICATE OF EXPRESS MAILING

I hereby certify that Zh Zcorrespondence is bei 2de£;)sjted with the United States Postal Service
as EXPRESS MAIL, Receipt No. -7 SROSS J postage pre-paid, in an envelope
addressed to: Assistant Commissioner for Trademarks 2900 Crystal Drive, Box TTAB NO FEE, Arlington, VA

22202-3513 on this 20th day of February, 2003.
I

Vera Foley

NY270348.1
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N , February 20, 2003

VIA EXPRESS MAIL

Assistant Commissioner for Trademarks
2900 Crystal Drive
Box TTAB- NO FEE

"’ Arlington, VA 22202-3513

Re: Combined 1) Second Request for Extension of Time to File Notice of
Opposition and 2) Request for Suspension of Extension of Time to File
2 Notice of Opposition Pending Determination of Letter of Protest
for “PHILLIPE COUSTEAU" and Design, Serial No. 76-363,125

Dear Sir/Madam:

Enclosed for filing please find three copies (an original and two copies) of a
Second Request for Extension of Time to File Notice of Opposition and Request for
Suspension of Extension of Time to File Notice of Opposition Pending Determination
of Letter of Protest with regard to the above-referenced trademark application.

Once the enclosed Second Request for Extension of Time to File Notice of
Opposition and Request for Suspension of Extension of Time to File Notice of
Opposition Pending Determination of Letter of Protest has been received, kindly return
the enclosed self-addressed, postage-paid postcard confirming your receipt of these

materials.
Sincerely,
James R. Guerette
01581508521
2703571
Enclosures

cc: Mr. Robert Steele
Malcolm I. Lewin, Esq.
NEW YORK

LOS ANGELES
NASHVILLE
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Office of the Assistant Commissioner for Trademarks
January 24, 2003

Page 2

Another of the currently pending federal trademark applications owned by The
Cousteau Society (Serial No. 76-360,066) is for a mark that consists of a stylized fish
design featuring a large eye and a pair of arms and hands stretched out and around the
tail of the fish design (the “TCS Design Application”). This Application is for
“educational services relating to the environment, namely the distribution of printed
materials and publications related thereto, and the conducting of workshops, lectures,
and showing of films on said subject.” The TCS Design Application was filed with the
United States Patent and Trademark Office on January 18, 2002. (A printout from the
USPTO TESS database showing the record of this Application is enclosed with this
Letter of Protest.) The Cousteau Society originally registered this mark with the
USPTO in 1978 (Reg. No. 1,106,850) but, for various reasons, the registration was
cancelled in May of 1985. (A copy of the original Certificate of Registration is
enclosed.) The TCS Design Application represents The Cousteau Society’s initiative
to again have this mark registered with the USPTO.

We are writing on behalf of The Cousteau Society to protest the above-
referenced PHILLIPE COUSTEAU Design mark application (Serial No. 76-363,125)
(the “Protested Application”) that was filed with the USPTO a week after the TCS
Design Application on January 25, 2002 by the Philippe Cousteau Foundation of Ft.
Pierce, Florida (sometimes hereinafter referred to as “Applicant” or “PCF”). As you
will see from the enclosed USPTO TESS printout for the Protested Application, it is
for the goods and services, among others, of “supporting and promoting research in
oceanography,” “promoting public awareness of the need for restoration and
conservation of our planet’s resources” and “printed materials.” Even more
importantly, the Protested Application is for the identical design mark that is also the
subject of the TCS Design Application, as evidenced by the enclosed TESS printouts
for both applications, and is otherwise for a mark that is confusingly similar to the
marks set forth in the Cousteau Registrations and Applications. In addition to the fact
that the TCS Design Application and the Protested Application are for the same design
and are for similar services and goods, the fact that the TCS Design Application was
filed prior to the Protested Application, and the fact that the Cousteau Registrations
and Applications and the Protested Application are for confusingly similar word
marks, The Cousteau Society would also like to bring to the attention of the Office of
the Assistant Commissioner for Trademarks (the “Office”) the fact that PCF (ie.,
Applicant) is not affiliated with or authorized by The Cousteau Society.

It appears clear from the foregoing that the TCS Design Application along with
the Cousteau Registrations and Applications should have been cited as a bar to
registration of the Protested Application pursuant to section 2(d) of the Trademark Act.




LOEB&LOEB. e

Office of the Assistant Commissioner for Trademarks
January 24, 2003

Page 3

Nevertheless, The Cousteau Society has learned that an Office Action issued on May
20, 2002 in connection with the Protested Application has indicated that no conflicting
marks have been found. The fact that the TCS Design Application was not cited
against the Protested Application seems to have been clear error on the part of the
Examining Attorney who reviewed the application, and it appears that the Protested
Application should be returned to the jurisdiction of said Examining Attorney along
with information regarding the facts set forth above.

Based upon the foregoing, The Cousteau Society believes that the mark set
forth in the Protested Application should be refused registration under Trademark Act
Section 2(d), 15 U.S.C. § 1052(d) because Applicant’s mark, when used on or in
connection with the identified goods and services, so resembles The Cousteau
Society’s above-described design trademark set forth in the earlier-filed TCS Design
Application (and the word marks set forth in the Cousteau Registrations and
Applications) as to be likely to cause confusion, or to cause mistake, or to deceive in
the mind of the public. Additionally, any failure to refuse the Protested Application on
the grounds that the mark is confusingly similar to the mark set forth in the TCS
Design Application (and the word marks set forth in the Cousteau Registrations and
Applications) would result in an injustice and potentially burdensome expense to The
Cousteau Society for the reason that The Cousteau Society would be placed in the
unfair and unnecessary position of having to engage in an expensive opposition
proceeding. The purpose of the earlier-filed TCS Design Application (and the
Cousteau Registrations and Applications) was precisely to prevent The Cousteau
Society from being placed in this position.

Thank you very much for your consideration of this matter. If you have any
questions or require any further information, please do not hesitate to contact me at the

above telephone number.

Sincerely,

James R. Guerétte

01581508521
NY267149.1

Enclosure
cc:  Mr. Robert Steele
John Huncke, Esq.
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TESS was last updated on Fri Jan 24 04:31:15 EST 2003

Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

;W(TARR confains current status, correspondence address and attorney of record for this mark. Use the "Back” button

of the Internet Browser to return to TESS)

Goods and
Services

Mark Drawing
Code

Design Search
Code

Serial Number
Filing Date
Filed ITU

Published for
Opposition

Owner

Attorney of
Record

Type of Mark
Register

Live/Dead
Indicator

IC 041. US 100 101 107. G & S: Educational services relating to the environment, namely, the distribution of printed
materials and publications related thereto, and the conducting of workshops, lectures, and showing of films on said

subject

(2) DESIGN ONLY

020133 021102 021125 031925

76360066
January 18, 2002
FILED AS ITU

July 16, 2002

(APPLICANT) Cousteau Society, Inc., The CORPORATION NEW YORK 870 Greenbrier Circle, Suite 402
Chesapeake VIRGINIA 23320

Raymond P. Mulry

SERVICE MARK
PRINCIPAL

LIVE

http://tess.uspto.gov/bin/gate.exe f=doc&state=2vo83c.2.1

1/24/03
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Please logout when you are done to release system resources allocated for you.
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-( TARR contains current status, correspondence address and attorney of record for this mark. Use the "Bacl:" button

Word Mark

Goods and
Services

Mark Drawing
Code

Design Search
Code

Serial Number
Filing Date
Published for
Opposition
Owner

Attorney of
Record

Description of
Mark

Type of Mark

http://tess.uspto.gov/bin/gate.exe f=doc&state=2vo83c.3.1

of the Internet Browser to return to TESS)

g

PHILLIPE COUSTEAU
IC 016. US 002 005 022 023 029 037 038 050. G & S: PRINTED MATERIALS, NAMELY POSTERS AND

CALENDARS. FIRST USE: 20011130. FIRST USE IN COMMERCE: 20011130

IC 025. US 022 039. G & S: CLOTHING, NAMELY, T-SHIRTS, POLO SHIRTS, AND HATS. FIRST USE:
20010930. FIRST USE IN COMMERCE: 20010930

IC 041. US 100 101 107. G & S: SUPPORTING AND PROMOTING RESEARCH IN OCEANOGRAPHY,
DEVELOPMENT OF AQUCULTURE AND OTHER TECHNOLOGIES AND THE PRESERVATION OF MARINE

SEA LIFE. FIRST USE: 20010601. FIRST USE IN COMMERCE: 20010601

IC 035. US 100 101 102. G & S: PROMOTING PUBLIC AWARENESS OF THE NEED FOR, RESTORATION AND
CONSERVATION OF QUR PLANET'S RESOURCES. FIRST USE: 20010601. FIRST USE IN COMMERCE: .

20010601
(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

020133 031925 260302 260321

76363125
January 25, 2002

December 31, 2002

(APPLICANT) Philippe Cousteau Foundation CORPORATION CALIFORNIA 5600 U.S. 1 North Ft. Pierce
FLORIDA 34946

Stephen P. McNamara

The mark consists of the signature of Mr. Phillipe Cousteau, who is deceased.

TRADEMARK. SERVICE MARK

1/24/03
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Register PRINCIPAL
Live/Dead
Indicator LIVE

http://tess.uspto.gov/bin/gate.exe 7f=doc&state=2v083c.3.1 1/24/03
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THE UNITED STATES OF AMERICA

CERTIFICATE OF REGISTRATION

This is to cectify that the records of the Patent and Trademark Office show that an application
- was filed in said Office ot registration of the Mark shown berein, a copy of said Mark and
pertincat data from the Application being annexed hereto aod made a part hereof,

And there having been due compliance with the requirements of the law and with the
regulations prescribed by the Commissioncr of Patents end Trademarks,

Upon exarnination, it appeared that the applicant was entitled to have said Mark registered
under the Trademark Act of 1946, and the said Mark has been duly registered this day in the

Patent and Trademark Office on the

PRINCIPAL REGISTER

to the registrant named herein.

This registration shall remain in fosce for Twenty Years unless sooner terminated as

provided by law.

- In Testimony Wheteof I have hercuuto sct
my hand and caused the seal of the Patent
and Trademark Office to be affixed this
twenty-first day of November, 1978.

(Dmasz.g G, ’gc.«.....\

COMMISSIONER OF PATENTS AND TRADEMARKS
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Certificate of Correction
Registored November 21, 1978 ! Registration No. 1,106,850
The Coustean Secicty, Inc.
It is horeby certified that the above identified registration is in crror requiring
correction as follows:
In the statement, columna 2, line 3, “June 4, 1976" both occurrences should be
 deleted and March 28, 1976 should be inserted.
The said registration should be rcad as corrected above,
Signed and sealed this 25th day of August 1981.

GERALD J. MOSSINGHOFF.
Atlesting Officer. Commissianer of Patents and Trademarks.

NOTICE

This Regisivation will be canceled by the Commissioner of Patents and
Tradomarks «t the ond of six years following the date of regisiration,
unless within one year nexi preceding the expirasion of such six years,
the registrant files in the Patent and Trademark Office an affidavit
showing that said mark is séiil in use or sbowing that #s nonwse is due

yo special circumstances which excuse such powuse and is not due 1o any

—_——

intcrtion to abeudon the msrk. A fee of $10.00 for cach class must

accampany the affidavit.
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Jut. Cl.: 41

Prior U.S. Cl.s 107

United States Patentand Trademark Ofhce

FAX NO. p

Reg. No. 1 ,106,850
Registered Novs 21, 1978

SERVICE MARK
Princips) Register

The Coustcau Sosiety, Ino. (New Yoik not-for-profit
corporation) ¢
777 3td Ave.
New York, N.Y. 10017
For! EDUCATIONAL AND ENTERTA!NMENT
SERVICES IN THE FIELD OF BNVIRONMBNT—-
NAMELY, THE DIST‘RI.BUTION OF PRINTED MAT-
TER AND I’UBLICA‘I‘IONS RELATED THERETO,;
AND THE CONDUCTING OF LECTURES AND

WORKSHOPS ANP ‘
CLASS 41 (US, CL. 107).

SHOWING OF FILMS ON THE

SAID SUB! ECT—in
First use Jan. 4, 1976; i1l cOmMeEsee Yon. 4, 1976,
The mark consists of o loge consisting of @ stylized

fish.
Ser. No. 87,652, filed May 18, 1376.

MARCS. BERGSMAN, Exnminer
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