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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL & APPEAL BOARD
Applicant: Homeland Vinyl Products, Inc.
Serial No. 76/361,399 Law Office: 114
Filed: January 18, 2002 Examining Attorney: David Stine
Mark: Miscellaneous Design

REPLY BRIEF OF APPLICANT

This Reply Brief is submitted in response to the Examining Attorney’s Appeal Brief

dated December 12, 2005.
APPLICANT’S REPLY

In his Appeal Brief, the Examining Attorney asserts that Applicant’s mark is substantially
similar to the previously-registered mark in overall commercial impression, stating that the
marks are considered strikingly similar in overall commercial impression. In supporting this
argument, the Examining Attorney asserts that the broken lines of the Registration are analogous
to disclaimed subject matter and that consumers are unlikely to be able to distinguish the subject
matter of the registration with any other shapes. In response, Applicant wishes to clarify the
breadth of the subject matter of the cited Registration, which will further demonstrate that
consumers will be able to distinguish the goods based on the designs illustrated in the
Registration and the Application.

First, the Examining Attorney states that prospective consumers will view the respective
goods in their entireties and asserts that the likelihood of confusion analysis should be deemed
analogous to a comparison of marks incorporating disclaimed matter. In this regard, the

Examining Attorney asserts that any matter illustrated in broken lines should not be disregarded



in determining whether two marks are confusingly similar since prospective purchasers are not
aware of such disclaimers. In supporting these assertions that broken lines simply identify
disclaimed matter, the Examining Attorney relies on multiple cases that do not involve trade
dress, but rather involve simple word trademarks. See In re National Data Corp., 753 F.2d
1056, 224 U.S.P.Q. 749 (Fed. Cir. 1985)(the marks in consideration were “Cash Management
Account” and “The Cash Management Exchange™); Specialty Brands, Inc. v. Coffee Bean
Distributors, Inc., 748 F.2d 669, 223 U.S.P.Q. 1281 (Fed. Cir. 1984) (the marks in constderation
were “Spice Island” and “Spice Valley”); In re Infinity Broadcasting Corp. of Dallas, 60
U.S.P.Q.2d 1214 (TTAB 2001) (the marks in consideration were “KYNG” and “KING-TV™); In
re MCI Communications Corp., 21 US.P.Q2d 1534 (Comm’r Pats. 1991)(the mark in
consideration was “America’s Business Card”).

As a result, the Examining Attorney’s analysis of the Registration in comparison with
Applicant’s mark is broader than appropriate with respect to trade dress of three-dimensional
figures. In particular, the Trademark Manual of Examining Procedure, in describing the drawing
and description of a mark in trade dress applications, specifically notes that “if the mark
comprises the design of only a portion of a product or container, broken lines should be used in
the drawing to indicate that portion of the product or container that is not claimed as part of the
mark.” T.M.E.P. § 1202.02(d). More importantly, “the matter that is shown in broken (dotted)

lines does not have to be disclaimed, because it does not form part of the mark.” Id., emphasis

added.

The assertion that the broken lines of the Registrant’s mark for trade dress are analogous

to disclaimed matter of word marks is therefore improper. Rather, the matter in broken lines

does not form any part of the mark. This point is further revealed in the Registrant’s own



Description of the Mark, providing that “The mark consists of a configuration of the bottom
portion of a fence rail bearing the exterior rounded shoulders and the recessed edges. ... The
broken lines indicate the placement of the mark on the goods and are not features of the mark.”
Thus, from the Registrant’s statement and the Trademark Manual of Examining Procedure, the
“exterior rounded shoulders and the recessed edges” are the only portion of the trade dress
protected by the present registration, and the remaining aspects of the fence rail do not form any
part of the mark. This is further confirmed by the Declarations of Steve Bennett and James
Spaulding submitted by the Registrant in arguing the distinctiveness of the mark, wherein the
Declarants assert that the “specific configuration resides in a fence rail having a rounded and
recessed edge on both exterior sides of the rail near the channel opening, the recessed edges
appearing as though they could have been formed by being routed out in a milled fashion by a
router, to create the recess or groove on opposing sides of the fence rail.” These Declarations
simply describe what a purchaser sees and recognizes as the Registrant’s trade dress, and what
the average customer will recall as the specific impression of the mark. Thus, the comparative
analysis of the marks in determining if the marks are confusingly similar should be focused
solely on the claimed portion recited in the Registration; that is, the shape of the upper portion of
the fence rails present on opposite sides of the fence rail channel that will hold and support fence
planks.

Applicant submits that this understanding of the scope of the registration is necessary in
order to accurately analyze the marks for a likelihood of confusion. Contrary to the Examining
Attorney’s broad analysis extending the claimed design of the Registration to incorporate the
entire rail, the elements of the mark that the Registrant asserts that consumers will be able to

recognize are simply the exterior rounded shoulders and the recessed edges on opposite sides of



the channels of the fence rail rather than the overall fence rail itself. By stating that consumers
will not be able to recognize this element as the trade dress claimed by the Registrant, which the
Registrant specifically indicates is exactly what consumers will recognize as the source of the
product, the Examining Attorney indicts the validity of the Registration, which Applicant agrees
is inappropriate in this ex parte examination.

Consequently, since it is clear that the scope of the trade dress is limited to the “rounded
and recessed edge” illustrated and described in the Registration, the Examining Attorney
improperly asserts that the Applicant’s mark is a subtle, easily-overlooked difference of the
overall fence rail design. Rather, the Applicant’s mark has substantial distinguishing aspects as
previously recited in the Applicant’s Appeal Brief. To determine that the marks have subtle
differences would be against the precautionary measures set by the Supreme Court against the
misuse or over-extension of trade dress. That is, such an interpretation would provide the
Registrant with an exclusive fence rail design which would put Applicant and other competitors

at a significant non-reputation-related disadvantage, which is akin to trade dress of functional

designs that is specifically not permitted. See Traffix Devices, Inc. V. Marketing Displays, Inc.,
532 U.S. 23 (2001). With such an analysis, the Examining Attorney is broadening the trade
dress by adding functional aspects of the product contrary to the Supreme Court’s admonition in
Traffix, in that the Lanham Act “does not exist to reward manufacturers for their innovation in
creating a particular device; that is the purpose of the patent law and its period of exclusivity.”
Id. at 34. To uphold a finding of a likelihood of confusion between the present mark and the
Registrant’s mark on the basis of a comparison of the overall commercial impression of the
functional products rather than the features of the product which both Registrant and Applicant

assert as their respective distinctive marks will have a chilling effect not only on Applicant's



ability to compete in the sale of such functional products, but also on third parties who wish to
compete in the market for such products.

Although the Examining Attorney asserts that Applicant is making a collateral attack in
asserting that trade dress protection should not be extended beyond the scope of the Registrant’s
mark, Applicant’s argument is simply to define the limited scope of protection afforded the
registered mark. That is, Applicant’s assertions do not question the validity of the Registration;
rather, Applicant clarifies what is protected by the Registration and the scope of the question of
the scope of the mark. As with mainstream trademark infringement analysis, one must consider
the relative strength of the claimed trade dress in determining a likelihood of confusion. See
McCarthy on Trademarks and Unfair Competition, 4™ Ed., § 8:15. Where the features shared by
the conflicting trade dresses are unprotectable because functional, that dictates against a finding
of a likelihood of confusion. See Motorola Inc. V. Qualcomm Inc., 45 U.S.P.Q.2d 1558 (S.D.
Cal. 1997), aff’d without op., 135 F.3d 776 (Fed. Cir. 1998).

Applicant also wishes to address the Examining Attorney’s assertion that the Applicant’s
statement that no actual confusion has occurred has little impact on the present matter. While
Applicant understands that such evidence may not receive the weight as other factors in the
likelihood of confusion analysis, “the nature and extent of any actual confusion” is nonetheless
one of the specifically enumerated DuPont factors to be considered. In re E.I DuPont
DeNemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973). Given the limited strength afforded to
the Registration as trade dress for a product configuration, Applicant submits that this evidence

further demonstrates that there is no likelihood of confusion.



CONCLUSION

Applicant maintains that the refusal to register the present mark in view of the cited
Registration is improper and should be reversed. As the proposed mark is entitled to registration
on the Supplemental Register, it is respectfully requested that the application be approved for
such registration.

Respectfully submitted,
/cholland/
By:  Christopher A. Holland

Robert J. Veal
Attorneys for Applicant
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