**Please place on Upper Right Corper* *

‘ = - **of Response to Office Action ONLY **
o Examining Attorney: PIGNATELLO, ELIZABETH
s Serial Number: 76/262555 1495.00001

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

in re Application of: ) :
) Service Mark: justbclicks
INMA, INC. )
) Law Office 105
Serial No. 76/262,555 )
) Examining Atty: Elizabeth Pignatello
Filed May 24, 2001 )

AMENDMENT "B”

c ~
Box RESPONSES - FEE v
Commissioner for Trademarks Z
2900 Crystal Drive s
Arlington, VA 22202-3513 .
Sir: e

This is in response to the Office Action dated July 11, 2002. itis
recognized that the Office Action itself does not specify a date but that the date
of the Office Action was provided to counsel by the Examining Attorney Eliza-

beth Pignatello.
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Please amend the recitation of the services to read:

BUSINESS MANAGEMENT CONSULTATION, ANALY-
SIS AND PLANNING in International Class 35: and

CONSULTING SERVICES IN THE FIELD OF DESIGN,

SELECTION, IMPLEMENTATION AND USE OF COM-

PUTER HARDWARE AND SOFTWARE SYSTEMS FOR

OTHERS in International Class 42.

Inasmuch as the application was filed specifying services thought
to fall in only one international class, and the new description of goods involves
two international classes, a check in the amount of $335.00 for the additional
class is enclosed herewith. To the extent that any additional fees are required,
or that any credits are available to Applicant, please take appropriate action
with our Deposit Account No. 23-0785.

| Reconsideration of the refusal to register on the ground of pur-
ported descriptiveness is requested.

The Applicant repeats the arguments previously advanced with
respect to the matter of descriptiveness. It is particularly noted that even by
the Examiner’s contorted reasoning, justbclicks is not descriptive of Applicant’s
services. Rather, the "clicks" are something that is performed by the user of
the services; and that is a completely different thing. There is no basis for
refusal based on what the user of the services might do as opposed to the
Applicant’s services.

Moreover, the Examiner's contorted logic was based oh the use of

the phrase "on-line reporting and analysis of business performance data . . ." as
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stated on page 2 of the outstanding Office Action. The Examiner went on to
state that the mark "conveys to the consumer a particular feature of the appli-
cant’s services, e.g., it is an on-line service, which is apparently quick and easy
.". The above change to the description of the services completely deletes

any reference to on-line services with the consequence that the Examiner’'s
basis, though clearly erroneous, for the refusal to register has been removed‘
from the case. Accordingly, it is believed that the application is now in condi-
tion to be passed for publication.

It is further noted that the Applicant is approximately concurrently
herewith filing a Notice of Appeal from the decision refusing registration.

In view of the foregoing, it is believed that the application is in
condition for publication and notification to that effect is solicited.

Respectfully submitted,

WOOD, PHILLIPS, KATZ,
CLARK & MORTIMER
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Wm. A. VanSanten

January 2, 2003
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