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APPLICANT’S APPEAL BRIEF

Applicant appeals from the Examiner’s final decision, refusing to register the
MISCELLANEOUS DESIGN trademark for Applicant’s external nasal dilator products
contending that the mark fails to function as a mark under Sections 1,2 and 45 of the Trademark
Act and that Applicant failed to demonstrate that the proposed mark has acquired distinctiveness
as a source indicator of the goods under Section 2(e)(1). Applicant respectfully submits that
these refusals are based on principles of functionality, which are not relevant in this matter, and
the Examiner’s apparent personal bias against the registrability of pictorial representations of
product configurations, rather than current law, judicial decision or T.M.E.P. provisions

regarding product shapes and trademark significance.
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FACTS

1. Applicant, CNS, Inc. markets and sells the BREATHE RIGHT® external nasal strip
and related products. Applicant pioneered this industry when it introduced its BREATHE
RIGHT® nasal strip in 1993.

2. Applicant owns various patents regarding the process of opening nasal passages.
None of the claims within these patents cover Applicant’s unique product shape. (See
Applicant’s responses dated October 28, 2002 and February 24, 2003.)

3. Applicant chose an unusual and unique product design, and immediately used this
product design as a prominent element within its advertising, packaging and other promotional
materials. Applicant employed this strategy to maximize the competitive advantage of being
first in the marketplace. Since the product design itself had no utility to protect via patent law,
Applicant determined that a strong product name and a uniquely recognizable product design
was the best manner for building and maintaining a marketplace advantage.

4. Since 1993, Applicant spent hundreds of millions of dollars in promoting the unique
shape of its product to aid in consumer recognition. (See Applicant’s evidence of Secondary
Meaning in its October 28, 2002 response).

5. Applicant filed trademark applications for straight and bent pictorial representations of
its product shape in classes 5 and 10 in May 2001.

6. The Examiner issued refusals of all four applications based on functionality, non-
distinctive configuration of goods and pictorial representation of goods.

7. Applicant filed a series of responses to address the Examiner’s concerns, specifically
involving the acquired distinctiveness of the MISCELLANEOUS DESIGN mark and utility

patents owned by Applicant. Applicant provided evidence that no claims in these patents cover
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the unique shape of the product design in Applicant’s MISCELLANEOUS DESIGN mark.

8. The Examiner withdrew the functionality and non-distinctive configuration refusals
and added a new refusal for failure to function as a mark, following Applicant’s clarification that
its MISCELLANEOUS DESIGN represented a pictorial representation of the mark.

9. Applicant’s attorneys and the Examiner had phone discussions regarding the above
issues, in which the Examiner indicated that no amount of evidence, including consumer
affidavits and survey results, could convince the Examiner that the MISCELLANEOUS
DESIGN had acquired distinctiveness due to the existence of utility patent 5533503, despite the
fact that functionality and utility patents are not relevant to this matter.

10. Applicant appealed the Examiner’s final refusals of the above application based on

insufficient showing of acquired distinctiveness and failure to function as a mark.

ARGUMENTS
In the original Office Action dated December 18, 2001, the Examiner cited a
functionality refusal. This functionality refusal has been withdrawn. In this Appeal, Applicant
focuses its arguments on only those refusals cited as FINAL in the Examiner’s Office Action
mailed May 20, 2004. However, Applicant reserves the right, and would welcome the

opportunity, to address any functionality questions or concerns the Board may have.

1. Applicant’s MISCELLANEOUS DESIGN functions as a trademark in identifying Applicant
as the source of its products and distinguishing Applicant’s product from competitive products.

In his Office Action of May 20, 2004, the Examiner refused registration of Applicant’s

mark, because the Examiner does not believe the mark functions as a trademark. The Examiner
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stated that Applicant’s use of its mark in countless advertising executions and on product
packaging simply functions to show consumers what the product looks like, rather than indicate
source. The Examiner further stated “[t]he mere fact that consumefs can distinguish between the
appearances of different products [based on recognition of Applicant’s product shape] does not
signify recognition of the product as a source indicator.” (May 20, 2004 Office Action)

There is no prohibition against registering product configurations in the Lanham Act. In
fact, Section 23 of the Lanham Act expressly provides for registration of “configurations of
goods.” 15 U.S.C. §1091. Section 2 of the Lanham Act states “no trademark by which goods of
the Applicant may be distinguished from the goods of others shall be refused registration on the
principal register” unless it falls into certain categories, none of which cover product
configurations. 15 U.S.C. §1052.

Contrary to the Examiner’s Office Action, the Lanham Act states that distinguishing
goods is the function of a trademark, even if that mark is a pictorial representation of a product
shape. (emphasis added) The fact Applicant’s MISCELLANEOUS DESIGN allows its products
to be distinguished from the goods of others, a fact which has never been disputed by the
Examiner, indicates that the MISCELLANEOUS DESIGN is a fully functioning trademark
which deserves protection on the principal register.

A marketer has the right to protect product features which distinguish it from its

competitors and serve as a source identifier. Morton-Norwich at 1340. See also Haig & Haig,

Ltd. 118 USPQ 229 (Comm’r 1958)(distinctively shaped whiskey bottle that was “pinched” to

aid the consumer in holding the bottle is registrable); Application of Minnesota Mining & Mfg.

Co., 335 F.2d 836 (C.C.P.A. 1964)(overall configuration of a triangular shaped cake of chemical

useful for metal plating purposes is protectable); Bauer Lamp Co. v. Shaffer, 941 F.2d 1165 "
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Cir. 1991) (product configuration of a lamp design was protectable under the Lanham Act.); In

re Zippo Mfg. Co., S0 USPQ2d 1852 (TTAB 1999) (pictorial representation of a product shape is

registrable as a trademark); Black & Decker, Inc. v. Hoover Service Ctr., 886 F.2d 1285 (Fed

Cir. 1989) (Examiner erroneously relied on the existence of a utility patent to deny registration
to a product configuration which functioned as a trademark in the marketplace).

Applicant respectfully submits that the Examiner’s statement that Applicant’s
MISCELLANEOUS DESIGN does not function as a trademark, despite it’s effect in
distinguishing Applicant’s products from competitive products, conflicts with the black letter of
the Lanham Act and a history of case law and TTAB decisions. Furthermore, the conclusory
nature and lack of legal substantiation in the Examiner’s refusal indicates that this Examiner
relies on subjective belief rather than legal principles in his Office Action, just like the examiners
in such cases as Zippo and Black & Decker.

Applicant’s mark functions as a trademark to distinguish Applicant’s goods from those of
its competitors. Applicant attaches herewith a sample of a specimen previously submitted in
connection with this Application as visual reinforcement of the Applicant’s use of its
MISCELLANEOUS DESIGN as a trademark. Based on the above, Applicant believes this mark

is a fully functioning trademark which should be granted registration on the principal register.

2. Applicant’s MISCELLANEOUS DESIGN mark has acquired distinctiveness from over 10
vears of exclusive and continuous use and hundreds of millions of dollars of advertising and
promotional materials which specifically focused on the unique shape of Applicant’s product.

In his Office Action of May 20, 2004, the Examiner refused registration of Applicant’s
mark, because the Examiner does not believe the mark has acquired distinctiveness. The

Examiner stated that the Applicant uses the mark as merely a pictorial representation of the
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goods, rather than a trademark, and consumer recognition of what a product looks like does not
equate into recognition of that product as a trademark for the product itself. (May 20, 2004
Office Action). In a phone conversation, the Examiner indicated that there was absolutely no
amount or type of evidence that could prove to him that Applicant’s pictorial representation of its
product had acquired distinctiveness. (Applicant’s January 28, 2004 response). Applicant
respectfully submits that the Examiner’s bias against the trademark significance of trademarks
consisting of product designs prevented an objective review of its substantial evidence of
acquired distinctiveness.

The United States Supreme Court held that a configuration of a product is registrable on

the Principal Register with a showing of acquired distinctiveness. Wal-Mart Stores, Inc. v.

Samara Brothers, Inc., 529 U.S. 205, 54 USPQ2d 1065 (2000).

Five Years of Exclusive and Continuous Use

Section 2(f) of the Trademark Act, 15 U.S.C. §1052(f) provides that proof of
substantially exclusive and continuous use of a designation by the Applicant in commerce for the
five years before the date on which the claim of distinctiveness is made may be accepted as
prima facie evidence that the mark has acquired distinctiveness as used with the Applicant’s
goods in commerce.

In accordance with Section 2(f), Applicant submits that its MISCELLANEOUS DESIGN
mark has become distinctive of its goods through the Applicant’s exclusive and continuous use
in commerce for at least the five years immediately before the date of this statement. This claim
of five years of use is supported in the record by the proper Declaration in accordance with 37

C.FR. §2.20.




Advertising/Promotional Efforts

Along with five years of continuous use, secondary meaning may be shown by direct
and/or circumstantial evidence, such as advertising spending, media schedules, long use,
extensive sales, geographic coverage, sample advertising messages, trade show promotions,
extent of copying by defendant and any similar evidence showing wide exposure of the mark to

consumers. See Sugar Busters I.I.C v. Brennan, 177 F.3d 258 (5th Cir. 1999); Stuart Hall v.

Ampad Corp., 51 F.3d 780 (8" Cir. 1995).

Applicant submits Exhibits C, D, E, F and G from its October 28, 2002 response as
evidence of such secondary meaning, exhibiting extremely wide exposure of the mark to
consumers. As the originator of the external nasal dilator product, Applicant anticipated the
flood of copycat products that would enter the market. (See Exhibits A and I from Applicant’s
October 28, 2002 response). As a result, Applicant chose an advertising strategy of emphasizing
its unique product shape in order to maintain its advantage in the marketplace and maintain
strong brand awareness.

Exhibit C shows Applicant spent over $59 million in media advertising between 1996
and 2001 alone and has sold over $425 million in product during that period in the United States
alone. These advertising and packaging materials all prominently displayed Applicant’s unique
product shape.

Exhibits D and E show that the media budget was spent in conjunction with creative
messages that prominently emphasized the product configuration. Applicant consistently
focused its creative messages on promoting its distinctive shape, so consumers could
differentiate Applicant’s product from competitors’ product. Applicant submits that consumers

remember an advertiser that irreverently places its distinctively-shaped product on such famous
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faces as Alfred Hitchcock, Stan Laurel, Marlene Dietrich, the Mona Lisa and the Statue of
Liberty, as a mechanism for leveraging the uniqueness of that product shape. (see Exhibit D)

The widespread consumer recognition of the product’s configuration in connection with
the source is chronicled in the Spring 1996 Team Training, A Newsletter for Athletic Trainers
included in Exhibit D. This newsletter recaps the rapid commercial success of the Breathe
Right® nasal strip, due largely to highly visible promotion of the highly distinctive product
configuration during Super Bowl XXIX. The only thing more noticeable than Jerry Rice’s
outstanding performance in the 1995 Super Bowl was the distinctively shaped BREATHE
RIGHT® nasal strip he wore on his nose.

Over 100 million consumers, along with the majority of media outlets took note, as
“hundreds of newspaper articles, television news reports and radio interviews” reinforced that
the Breathe Right® nasal strip was the distinctive shaped nasal dilator favored by Jerry Rice and
other athletes. (see attached newsletter Team Training, cover story, in Exhibit D).

After seeing Jerry Rice prominently wearing the distinctively shaped nasal strip
throughout his Super Bowl performance, hearing commentators talk about it, reading news
accounts of it and viewing television commercials, all connecting the Applicant with the
uniquely-shaped product design, consumers became aware that the distinctive shape comes from
a single source.

Applicant capitalized on its sales and public visibility by retaining high-profile
professional athletes in a variety of sports such as tennis, skiing, soccer, running, hockey and
football to keep its distinctive product configuration highly visible. (see Exhibit D).

Applicant also leveraged its distinctive product shape through ads emphasizing the

product configuration through a variety of creative techniques, such as reversing it out against
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noticeable backgrounds such as bar codes, and through ads with white backgrounds featuring the
product configuration as the primary visual, thus reinforcing in the minds of consumers that the
distinctive design is associated only with Applicant. (see Exhibit D).

This approach has been so successful in building consumer recognition of Applicant’s
product that Applicant continues the strategy today. Its current print ads continue the technique
of using simple visuals that place a strong and prominent emphasis on the product configuration
to reinforce the distinctiveness of its product shape. (see generally Exhibit D).

Applicant employs this same strategy in its television commercials. The television spots
in Exhibit E (“Saw/Lift/Rev.”, “Crash/New”, “Love Me”, “Satellite”, “UFO”, “Aromatherapy”,
“Kinda Weird”, “Howling”, etc.) utilize very deliberate product close-ups in which the actor
holds the Breathe Right® nasal strip directly in front of the camera prior to affixing it to his or
her nose. Again, this strategy is used to feature the product’s distinctive configuration. (See
Exhibit E).

The television commercial entitled “Doors” demonstrates the importance which
Applicant places on consumer recognition of its distinctive product shape. Applicant created a
transparent nasal strip product for use by its more self-conscious consumers. Even so, the
transparent alternative retained the well-known distinctive outline and lines. The “Doors” spot
features a close-up of the distinctive configuration to ensure that the strip will still be recognized
as Applicant’s nasal strip product, rather than a competitor’s product.

Applicant’s competitors have recognized and specifically acknowledged the marketplace
power and consumer recognition of Applicant’s distinctive MISCELLANEOUS DESIGN.
Exhibit F, a television commercial for Afrin® brand nasal strips, serves as a powerful

competitive testament to the substantial consumer recognition of Applicant’s distinctive product
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configuration. This commercial targets consumer recognition of the distinctive shape of
Applicant’s nasal strip in directing consumers to look for the Afrin® nasal strip’s
“ergonomically advanced” design that includes a contoured product configuration for better fit
and a centering bump. Afrin’s commercial expressly acknowledges the goodwill and recognition
Applicant has generated in its distinctive product configuration by pointing out differences
between Afrin’s product shape and Applicant’s distinctive design.

Unsolicited Publicity

Along with advertising and promotional materials, direct evidence of secondary meaning
includes unsolicited publicity such as editorial commentary or news articles, licenses or requests
for licenses, consumer correspondence, testimony by consumers and survey evidence. Am.

Footwear v. Gen. Footwear Co., 609 F.2d 655 (2d Cir. 1979), cert denied, 445 U.S. 951 (1980).

Applicant’s nasal strips have been the subject of considerable unsolicited publicity. This
publicity has effectively taught consumers that the uniquely shaped nasal dilators prominently
worn by America’s athletes are Breathe Right® nasal strips. The 1995 Super Bowl alone
generated hundreds of news and feature articles. (see generally Exhibit G).

Exhibit G is a sampling of the unsolicited media attention which Applicant’s product
generates each year. This publicity reinforces that the distinctive-shaped nasal strip worn by
Wayne Gretzky, Jerry Rice and hundreds of other professional athletes are specifically Breathe
Right® nasal strips. (see generally Exhibit G).

Many of the articles in Exhibit G include consumer testimonials that show child and adult
consumers alike recognize the “silly” looking nasal strips as emanating from Breathe Right®.
(see generally Exhibit G).

Young consumers are fully aware that “pro athletes often sport” Breathe Right® nasal
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strips. (The Washington Post, A Breathe Right Field Test, November 10, 2000, see Exhibit G).

As a result of this widespread product exposure, Applicant’s products had already

“achieved very high recognition of product” by 1997, according to independent financial analyst

Paul Laufer of Principal Financial Securities. (emphasis added) (Medical Industry Today, CNS
Lifted on Advertising Success of Breathe Right Strips, January 31, 1997, attached Exhibit G).

Applicant has also received considerable unsolicited news coverage of new product
extensions introduced by Applicant which all conspicuously maintain the valuable and
recognizable product shape. This includes such products as Stars & Stripes, colorful stars, kids
sizes and Vick’s® Mentholated strips. (see generally Exhibit G). Coverage by mainstream
publications like The Washington Post and the Chicago Sun-Times displays the widespread
appeal and familiarity of Applicant’s product shape. (see Exhibit G). This continued media
coverage shows that consumers are quite fond of, and well-acquainted with, Applicant’s specific
nasal strip and subsequently the MISCELLANEOUS DESIGN mark which embodies the unique
shape of this nasal strip.

Licenses and requests for licenses are also direct evidence of secondary meaning. Am.
Footwear, at 655. Companies like Vick’s Vapors® and Procter & Gamble® have already struck
licensing and cooperative deals to exploit the secondary meaning associated with Applicant’s
product, and utilize Applicant’s brand name and MISCELLANEOUS DESIGN mark. (Drug
Store News, interview with Kirk Hodgdon, July 23, 2001, Exhibit G).

Applicant submits that these business ventures, along with the other Exhibit G evidence
of unsolicited editorial comments, news articles and consumer testimonials, firmly establish that

Applicant’s unique product shape has achieved secondary meaning in the minds of consumers.
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Prior Registration

In addition, Applicant has leveraged the distinctive shape of its nasal strips by actually
incorporating that shape with the name “BREATHE RIGHT®” into a registered trademark. (see
generally Exhibit D). Applicant submits its Registration No. 1,993,530 as evidence of acquired
distinctiveness.

The examining attorney may accept, as prima facie evidence of acquired distinctiveness,
Applicant’s ownership of one or more prior registrations of the same mark on the Principal
Register. Trademark Rule 2.41(b), 37 C.F.R. §2.41(b). The “same mark” does not have to be the
exact same mark, just close enough so that persons exposed to Applicant’s registered mark
would be likely to accept the new mark as an inconsequential modification or modernization

thereof. T.M.E.P.. §1212.04(b), quoting In re Flex-O-Glass, Inc., 194 USPQ 203, 205-06 (TTAB

1977).

Like the current mark, the outline in the registered mark pictorially depicts the product
shape. But, unlike the current mark, the brand name “BREATHE RIGHT®” appears inside the
outline in the registered mark, rather than the lines that appear within the outline in the current
design mark.

Applicant submits that consumers exposed to both marks would be likely to accept the
new mark as a streamlined modernization of the registered mark. Applicant feels its product
design has become so recognizable as a source identifier that Applicant no longer needs to
incorporate the brand name into the design mark, similar to the evolution of the Nike “swoosh”
design, which no longer needs to be accompanied by the mark “NIKE” to function as a source
identifier. Thus, Applicant respectfully submits that Registration No. 1,993,530 serves as

additional evidence of secondary meaning under Section 2(f).
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Acquired Distinctiveness Conclusion

In a similar case, an examiner refused registration of a trademark consisting of a pictorial
representation of a gnome used in connection with a line of products either shaped liked a gnome

or bearing a picture of the same gnome used as the mark. In re Harry N. Abrams, Inc., 223 USPQ

832, 834 (TTAB 1984). The examiner believed, much like this Examiner, that a pictorial
representation of the goods is necessarily too descriptive to be granted registration on the
principal register. The court in Abrams cautioned against such a black letter rule, stating that
“while it may be a valid position insofar as articles which have a fairly definite pictorial
representation such as a giraffe, a book, a canoe or other, it should not be indiscriminately
applied.” Id. The court overturned the examining attorney’s refusal to register the gnome
pictorial mark in four of the five classes of goods, stating that this “particular figure (gnome) has
been extensively promoted over a six year period with regard to its relationship to a best selling
book . . .”, thus establishing secondary meaning. Id. at 835.

Similarly, Applicant has used its source identifying product configuration in commerce
since 1993, consistently and extensively used it in advertising since 1993 (see Exhibits D and E)
and used a pictorial representation of this product configuration as an element in a registered
trademark since 1995 (see Registration No. 1,993,530). The duration and extent of use of
Applicant’s mark greatly exceeds the six years of use that the Abrams court found sufficient to
establish secondary meaning. Also, unlike a picture of a gnome, which has a well understood
general meaning, Applicant’s distinctive product shape has no inherent meaning, making its
product configuration even more distinctive.

Applicant believes the aforementioned materials provide substantial evidence that the

MISCELLANEOUS DESIGN has acquired distinctiveness as a trademark in connection with
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Applicant’s goods. Total brand awareness for Applicant’s brand was approximately 80% in the

U.S. as of July 2001. (Drug Store News, interview with Kirk Hodgdon, July 23, 2001, Exhibit

G). Due to Applicant’s extensive promotion of its product design, these people have been
exposed to the MISCELLANEOUS DESIGN in conjunction with all promotional and packaging
materials emanating from Applicant, as well as a vast amount of unsolicited media coverage.
This means at least 80% of the U.S. public is aware of Applicant’s brand and the vast majority of
those people have been repeatedly exposed to the MISCELLANEOUS DESIGN mark in
connection with that brand. Applicant believes that this overwhelming segment of the U.S.
public has had no choice but to associate Applicant’s mark as an indicator of source for
Applicant’s goods.

Applicant’s continuous and exclusive use of the mark as a trademark has far surpassed
the five year statutory presumption. More importantly, the vast consumer exposure to the
MISCELLANEOUS DESIGN mark discussed above has created an easily recognizable symbol
which consumers recognize as a means of differentiating Applicant’s products from its
competitors’ products. Therefore, Applicant believes its mark has attained Secondary Meaning

and is suitable for registration on the Principal Register.

CONCLUSION
External nasal dilators come in many different shapes and sizes. From the introduction of
its product in 1993, Applicant has leveraged the distinctiveness of its unique product shape to
build and maintain the strength of its products in a competitive marketplace. As outlined above,
Applicant has been successful in utilizing this product shape to ensure consumers differentiate

and choose Applicant’s products instead of the products of its competitors. The effective use of

-14 -




the MISCELLANEOUS DESIGN to differentiate Applicant’s products was never disputed by
the Examiner. Applicant believes the above relationship between the product design and
consumer recognition of source is the hallmark of a fully functioning trademark, making
Applicant’s MISCELLANEOUS DESIGN mark suitable for registration.

Furthermore, evidence showing wide exposure of the mark to consumers is proof of
secondary meaning. Applicant submitted extensive evidence proving that total awareness of
Applicant’s brand has reached 80% of U.S. consumers and that the vast majority of these
consumers were exposed to the brand in connection with Applicant’s MISCELLANEOUS
DESIGN mark. Applicant submits that such wide exposure of the mark to the public has
allowed the MISCELLANEOUS DESIGN mark to acquire distinctiveness as a source indicator
of Applicant’s products. The Examiner’s reliance on functionality doctrine and his belief that no
amount of evidence can prove that Applicant’s pictorial representation of its goods has acquired
distinctiveness indicates that Applicant’s materials showing acquired distinctiveness were never
objectively evaluated. The effective result of the Examiner’s treatment of this application is that
trademarks embodying product configurations may never acquire distinctiveness, an outcome
which contradicts the law. Applicant believes an objective evaluation of the evidence proves
that the MISCELLANEOUS DESIGN mark has acquired distinctiveness and thus, deserves

registration on the principal register.
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Applicant respectfully requests that the Board overturn the Examiner’s determination and
that registration for the Applicant’s MISCELLANEOUS DESIGN mark be granted to Applicant.

Res ecﬁfully submitted,

Dated: \/ il /;Fg— | Q -

Joha Pickerill, Esq.

jt¢phen R. Bergerson, Esq.
ttorneys for Applicant

FREDRIKSON & BYRON, P.A

4000 Pillsbury Center

200 South Sixth Street

Minneapolis, MN 55402-1425

Phone: (612) 492-7043

Fax: (612) 492-7077

#3068955\1
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