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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 75/542527
MARK: ELAN
CORRESPONDENT ADDRESS:

Raymond I. Geraldson, Jr.
PATTISHALL, MCAULIFFE, NEWBURY,
GENERAL TRADEMARK INFORMATION:

HILLIARD
311 SOUTH WACKER DRIVE, SUITE 5000 http://www.uspte.gov/main/trademarks.htm

CHICAGO IL 60606

APPLICANT: Advanced Micro Devices, |
Inc.

CORRESPONDENT’S REFERENCE/DOCKET

NO:
AUSTMO180
CORRESPONDENT E-MAIL ADDRESS:

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE:
Applicant is requesting reconsideration of a final refusal issued/mailed 02/16/06.

After careful consideration of the law and facts of the case, the examining attorney must deny the
request for reconsideration and adhere to the final action as written since no new facts or reasons have

been presented that are significant and compelling with regard to the point at issue.

In addition, the applicant has not provided a Consent Agreement as referenced in the request for

reconsideration.

Finally, the examining attorney attaches additional evidence to further demonstrate that semiconductor
devices and printed circuits routinely emanate from a single source.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date

the final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If applicant
has already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and

Appeal Board (TTAB).

Scott Baldwin /sb/
Trademark Attorney
Law Office: 117
571-272-9398

STATUS CHECK: Check the status of the application at least once every six months from the initial
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filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at htip://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.
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Print: Jul 14, 2007 75901223

DESIGN MARK

Serial Number
75001223

Status
REGISTERED

Word Mark
DRACO

Standard Character Mark
No

Registration Number
2579658

Date Registered
2002/06/11

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{1) TYPED DRAWING

Owner
FARADAY TECHNOLOGY CORP. CORPORATION TAIWAN 7F-3, 9, Prosperity First

Road Science-Based Industry Park Hsinchu TAIWAN

Goods/Services -
Clasg Status -- ACTIVE. IC 00%9. US (21 023 026 036 038. G & 8:
circuit boards; printed circuit boards; integrated circuits;

semiconductor devices; blank magnetic optical dlscs; computer
memories; computer hardware memory cards for digital cameras; optical
disks:; blank floppy disks for computers; hard disks for computers:
blank CD ROMS; blank DVDs; blank magnetic computer tapes; computer
software for general ledger data entry and performing financlal
calculations in the field of accounting; computer software for
electrical engineering circuits design; central processing units;
computer hardware microprocessors:; embedded central processing units,
namely, an electrical controller within a central processing unit.
Firet Use: 2000/07/12. First Use In Commerce: 2000/07/12.

Filing Date
2000/01/20

Examining Attorney
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JACOBI, WILLIAM

Attorney of Record
CHARLES C.H. WU

759801223



DRACO
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DESIGN MARK

Serial Number
75001254

Status
REGISTERED

Registration Number
2845173

Date Registered
2004/05/25

Type of Mark
TRADEMARK

Register
'PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

Owner
FARADAY TECHNOLOGY CORP. CORPORATION TAIWAN 7F=-3, 9, Prosperity First

Road Science-Based Industry Park Hsinchu, Taiwan CHINA

Goods/Services
Class Status -- ACTIVE. IC 009. U8 021 023 026 036 038, G & 8S:

Circuit boards, printed circuit boards, integrated circuits,
semiconductor devices, magnetic optical dises, embedded memory IC,
optical disks, blank floppy disks for computers, blank hard disks for
computers, blank magnetic tapes for computers, computer operating
systems, system development tools, specifically compilers, assemblers,
and linkers, computer software for use in customizing integrated
circuits and in manufacturing customized integrated circults,
integrated circuits and integrated circuit layouts, central processing
units, microprocessor units, and embedded central processing units.
First Use: 2000/02/01. Firset Use In Commerce: 2000/02/01.

Filing Date
2000701720

Examining Attormey
O8SLICK, 8COTT

Attomey of Record
CHARLES C.H. WU

A-
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DESIGN MARK

Serial Number
76174435

Status
CANCELLATION TERMINATED - SEE TTAB RECORDS

Word Mark
MICRON

Standard Character Mark
No

Registration Number
2660429

Date Registered
2002/12/10

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Ovmer
Micron Technology, Inc. CORPORATION DELAWARE 8000 South Federal Way

Boise IDAHO 837169632

Goods/Services
Class Status -- ACTIVE. IC 009. US 021 023 026 036 038. G & S:

semiconductor devices and printed circuit boards incorporating such
semiconductor devices. First Use: 2000/12/01. First Use In Commerce:

2000/12/01.

Prior Registration(s)
21426703 2276067

Filing Date
2000/11/29

Examining Attorney
CHISOLM, KEVON

Attorney of Record
I.ori Hickman
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DESIGN MARK

Serial Number
76174498

Status
REGISTERED

Word Mark
MICRON

Standard Character Mark
No

Registration Number
2132782

Date Registered
2003/07/01

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{1) TYPED DRAWING

Owner
Micron Technology, Inc. CORPORATION DELAWARE 8000 South Federal Way

Boise IDAHO 837169632

Goods/Services
Class Status -- ACTIVE. IC 009. US @21 023 026 036 038. G & 8:

printed circuit boards incorporating semiconductor devices. First
Use: 1987/01/15. First Use In Commerce: 1887/01/185.

Prior Registration(s)
2142670;2276067

Filing Date
2000/12/01

Examining Attorney
CHISOLM, KEVON

Attorney of Record
Gregg G. Brandon



'MICRON
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DESIGN MARK

Serial Number
761905982

Status
REGISTERED

Word Mark
CLOCK RACER

Standard Character Mark
No

Registration Number
2504389

Date Registered
2001/11/06

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{1) TYPED DRAWING

Ovmer
Winbond Electronics Corp. CORPORATION TAIWAN No. 4, Creation Rd. III
Science-Based Industrial Park Hsinchu TAIWAN

Goods/Services

Clase Status -- ACTIVE. IC 008. US 021 023 026 036 038. G & S:
COMPUTER CHIPS; SILICON CHIPS; INTEGRATED CIRCUITS: ELECTRICAL
CIRCUITS: PRINTED CIRCUITS: SILICON WAFERS: SEMICONDUCTORS:
SEMICONDUCTOR DEVICES:; COMPUTER PROGRAMS FCOR USE IN DATA BASE
MANAGEMENT FOR GENERAL USE; COMPUTER SOFTWARE FOR USE IN DATA BASE
MANAGEMENT FOR GENERAL USE; BLANK FLOPPY DISKS FOR COMPUTERS. First
Use: 2000/037/01. Flrst Use In Commerce: 2000/03/01.

Filing Date
2001/01/08

Examining Atftorney
GILBERT, REBECCA

Attorney of Record
Morton J Rosenberg

-



CLOCK RACER
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DESIGN MARK

Serial Number
76284879

Status
REGISTERED

Registration Number
2732999

Date Registered
2003/07/01

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

Owner
Astute Networks, Inc. CORPORATION CALIFORNIA 16868 Via Del Campo
Court, Suite 200 San Diego CALTIFORNIA 82127

Goods/Services

Class Status -- ACTIVE. IC 00%. U8 021 023 026 036 038. G & 8:
computer hardware, nhamely, semiconductors and semiconductor devices;
printed circuit boards, integrated circuits and microprocessors.
First Use: 2002/11/22. First Use In Commerce: 2002/11/22.

Filing Date
2001/07/13

Examining Attomey
MICHELI, ANGELA M.

Attomey of Record
John A. Mizhir, Jr.







€
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DESIGN MARK

Serial Number
76321382

Status
REGISTERED

Word Mark
FLOWTHROUGH

Standard Character Mark
No

Registration Number
3101063

Date Registered
2008/06/06

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{1) TYPED DRAWING

Ovwner
HI/FN,
CALIFORNIA 95302

Goods/Services

Clase Status -- ACTIVE. IC 008. Us 021
Computer hardware, semiconductor devices,
circult boards; computer firmware rfor the
voice, video, and data; computer software
and data; electronic encryption units for
voice, video, and data. First Use:
Commerce: 2004/04/30.

Filing Date

_2001/10/04

Examining Attorney
LAMOTHE, LESLEY

Attorney of Record
AARON HENDELMAN

.

2004/04/30.

76321382

INC. CORPORATION DELAWARE 750 UNIVERSITY AVENUE LOS GATOS

023 026 036 (038. G & S:
integrated circuits, printed
secure transmission of

for encrypting voice, video,
the secure transmission of
First Use In




FLOWTHROUGH
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DESIGN MARK

Kerial Number
76385072

Status
REGISTERED

Word Mark
HELIC

Standard Character Mark
No

Registration Number
23860088

Date Registered
2005/06/07

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Owner
Heliec S.A. CORPORATION GREECE 5 Chiou Street Athens, GR-16452 GREECE

Goods/Services

Clags Status =-- ACTIVE. IC 009. US 021 023 026 036 038. G & 8:
Integrated circuits; integrated circuits containing transistors and
other active and passive semiconductor devices; integrated inductors;
integrated communication systems and architectures comprising a
combination of the following, namely, transmitter, receiver,
modulator, de-modulator, mixer, down-converter, up-converter, powar
amplifier, low-noise amplifier, and filter; integrated circuits for
use in radio frequencles and wireless local area networks; integrated
circuite for use in cellular wireless mobile devices; chipsets;
multi-chip modules:; systems-on-a-chip and systems-in-package
comprising integrated circuits; semiconductors; printed circuit
boards; evaluation boards:; microelectronic components, namely
integrated circuits, semiconductors, microchips, inductors,
transformers, capacitors, amplifiers, oscillators, mixers, and
electronic filters; radio-frequency receivers; radio frequency
transmitters, receivers and transceivers; integrated amplifiers;
integrated filters; integrated modulators; analog-to-digital and
digital-to-analog converters; phase-locked loops; integrated

A
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oscillators; integrated switches:; integrated up-converters and
down~converters; radio frequency integrated antennas; integrated radio
frequency front-ends; programmable integrated receivers; radio chips
and packaged modules comprising one or more integrated clircuits.

First Use: 2003/01/00. First Use In Commerce: 2003/06/00.

Filing Date
2002703/ 20

Examining Attormey
WAHLBERG, STACY

Attomey of Record

Rogemary S. Tarlton




ThHlic
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DESIGN MARK

Serial Number
76464855

Status
REGISTERED

Word Mark
VIRTIUM

Standard Character Mark
No

Registration Number
2842376

Date Registered
2004/05/18

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{1) TYPED DRAWING

Ovwner

Virtium Technology, Inc. CORPORATION CALIFORNIA 51 Parker Irvine
CALIFORNIA 82618

Goods/Services :

Class Status -- ACTIVE. IC 008. US 021 023 026 036 038. G & S:
Semiconductor devices and modules, namely, memory cards, memory
modules, stacked memory devices, namely, cards, packages and printed
circuit boards having stacked devices. First Use: 1997/07/01. First
Use In Commerce: 1987/07/01.

Fliing Date
2002/11/06

Examining Attorney
CATALDO, CAROLYN

Attomey of Record
Thinh V. Nguyen



VIRTIUM
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DESIGN MARK

Serial Number
76474063

Status
REGISTERED

Registration Number
3036198 .

Date Registered
- 2005/12/27

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

Owner

GENES8YS8 LOGIC, INC. CORPORATION TAIWAN 10F., No. 11, Lane 155 Peishen
Road Section 3 Shenkeng, Talpeli TAIWAN

Goods/Services
Class 8S8tatus -- ACTIVE. IC 009,

COMPUTER INTERFACE BOARDS; COMPUTER CHIPS; SILICON CHIPS;

CIRCUIT BOARDS; PRINTED CIRCUIT BOARDS; CIRCUIT BOARDS; ELECTRICAL
CIRCUITS; INTEGRATED CIRCUITS; PRINTED CIRCUITS;

COMPUTER FIRMWARE FOR
USE IN OPERATION AND MAINTENANCE OF A COMPUTER 8YSTEM OR A COMPUTER
PERIPHERAL; COMPUTER GAME EQUIPMENT CONTAINING MEMORY DEVICES, NAMELY,
DISCS8; COMPUTER GAME PROGRAMS; COMPUTER HARDWARE; COMPUTER
PERIPHERALS; COMPUTER SOFTWARE FOR CONFIGURING A COMPUTER SYSTEM OR A
COMPUTER PERIPHERAL; COMPUTER SOFPTWARE FOR OPERATING A COMPUTER S8YSTEM
OR COMPUTER PERIPHERAL; COMPUTER PROGRAMS FOR DEVELOPING SOFTWARE
APPLICATIONS;

COMPUTER UTILITY PROGRAMS; MEMORY CARDS;
MICRO-PROCESS8ORS; MICROCHIPS?

U8 021 023 026 036 038, G & 8:

ELECTRICAL

SEMI-CONDUCTOR DEVICES; SEMICONDUCTORS;
AND VIDEO GAME INTERACTIVE REMOTE CONTROL UNIT8. Flrst Use:
2005/03/21. Flrst Use In Commerce: 2005/03/21.

Filing Date

2002/12/11

Examining Attorney

VANSTON, KATHLEEN M.

Attorney of Record
Morton J. Rosenberg, Esq.
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DESIGN MARK

Serial Number
765177775

Status
REGISTERED

Word Mark
CARRYON

Standard Character Mark
No

Registration Number
2873757

Date Registered
2004/08/17

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code

76817778

(3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Owner

CARRY COMPUTER ENG. INC. CORPORATION TAIWAN Fl. 5, No. 1, Lane 45
Pao-8hing Rd. Hsin-Dian City, Taipel County TAIWAN

Goods/Services
Class Status -- ACTIVE.

IC 009. US

021 023 026 036 038. G & S:
Computer printers, computer memory hardware, blank read-only memory

compact discs, mainframe computers, blank tapes for storage of

computer data, blank magnetic data carrier, blank read-only computer

discs for storage, data processors, Mobll data receivers, digital

video recorders, random access memory cards and chips, programmable

data processors, optical disc players, 1nk-jet printer, household
computers, notebook computers, computer software for data storage,

handheld personal computers, random access memory cards, random access

memory hardware, video game software, flash memory cards, drawable
hard discs for computers,

language compiler
software, electronic compiler software, notebock computers, personal

flash card readers,

digital assistants, black smart cards, electronic dictionaries
recorded on computer media, digital video storage racks, graphical
user interface software, ready-only memory chips, photographic
cameras, motion picture cameras, miniature photographic cameras for
medical use, photographic color film processors, photo enlargement

-
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processors, miniature film readers, movlie projectors, photographic
projector, slide projectors, miniature cameras,
projectors,

color monitoring cameras, cinematographic cameras,
intruder detection and monitoring video cameras, digital cameras,
closed circult tslevision cameras, photographic cameras, photographic
flashbulbs, cinematographic film, circuit boards, semiconductors,
semiconductor circuit base boards, computer interface boards, silicon
translistors, integrated circuits, semiconductor chips, semiconductor
devices, microprocessors, printed circuit boards, integrated circuit
boards,

silicon chips, silicon wafers, computer main boards,
large~type integrated circuits.

and
Firgst Use: 1885/12/01. First Use In
Commerce: 189%6/12/01.
Filing Date
2003/05/28
Examining Attomey

-MCMORROW, RONALD

Attomey of Record
Bruce H. Troxell

2.

liquid crystal display







Print: Jul 14, 2007 78198761

DESIGN MARK

Serial Number
781688761

Status
REGISTERED

Word Mark
INTEL INSIDE

Standard Character Mark
No

Registration Number
2842936

Date Registered
2005/04/18

Type of Mark
TRADEMARK: SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(3) DESIGN PLUS WORDS, LETTERS AND/OR NUMBERS

Owner

Intel Corporation CORPORATION DELAWARE 2200 Mission College Boulevard
Santa Clara CALIFORNIA 950528119

Goods/Services »

Class Status -- ACTIVE. IC 00S. US 021 023 026 036 038. G & S:
Computer operating system software; computer operating programs;
computer system extensions, tools and utlilities 1n the field of
application software for connecting personal computers, networks,
telecommunications apparatus and global computer network applications:
audio and video graphics for real time information and image transfer,
transmigsion, receptlon, processing and digitizing: computer hardware:;
integrated circuite; integrated circuit chips; semiconductor
processors; semiconductor processor chips; computer hardware, namely
microprocessors; printed circult boards; electronic circuit boards;
computer memory hardware; semiconductor memory hardware:; video circuit
boardes; audio circuit boards; audio=-video circuit boards; video
graphic accelerators; multimedia accelerators; video processors;
modems; computer hardware and software for the transmission and
receipt of facsimiles; computer hardware and software for the
development, maintenance, and use of local and wide area computer
networks; computer hardware and software for the development,

-
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maintenance, and use of interactive audio-video computer conference
systems; computer hardware and software for the receipt, display, and
use of broadcast video, audio, and digital data signals; computer
network routers; hubs; servers; switches; computer firmware, namely
computer operating systems software; computer hardware, namely f£ixed
function servers; computer networking hardware; semiconductor devices;
computer hardware and software for creating, facilitating, and
managing remote access to and communication with local area networks,
virtual private networks, wide area networks and global computer
networks; router, switch, hub and server operating software; computer
software for use in providing multiple user access to a global
computer information network for searching, retrieving, transferring,
manipulating and disseminating a wide range of information; computer
software tools for the facilitation of third party software
appllcatlons; computer hardware and software for wireless network
communicaticons; and manuals sold ag a unit and downloadable from a
global computer network. First Use: 2003/03/00. First Use In
Commerce: 2003/03/00.

Qoods/Services

Class Status -- ACTIVE. IC 038, U©US 100 101 104. G & 8:
Telecommunications via a global network of computers with the
exception of gatellite communications:; multimedia communications and
digital communications services, namely, broadcast, transmission, and
receipt of interactive and non-interactive audio, video, and digital
signals; eslectronic transmission and receipt of interactive and
non-interactlive volce, data, images, paging messages, facsimiles, and
information; teleconferencing services; videoconferencing services;
chat room and instant messaging services. First Use: 2003/03/00.
First Use In Commerce: 2003/03/00.

Filing Date
2002/12/30

Examining Attorney
DEFORD, JEFF

Attormey of Record
Bobby A. Ghajar







Print: Jul 14, 2007 78694986

DESIGN MARK

Serial Number
78694958

Status
REGISTERED

Word Mark
BITEK IC

Standard Character Mark
No

Registration Number
3240677

Date Registered
2007/05/08

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code

{5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM
Owner

Beyond Innovation Technology Co., Ltd. LTD LIAB CO TAIWAN 5F, No. 136,
Sec. 3 Nanjing E. Road Taipei TAIWAN

Goods/Services

Class Status -- ACTIVE.

IC 008. US 021 023 026 036
COMPUTER CHIPS:;

038. G & S:
SILICON CHIPS; SEMICONDUCTOR CHIPS, SEMICONDUCTOR CHIP
SETS8 COMPRISED PRIMARILY OF SEMICONDUCTOR CHIPS, AND CIRCUIT BOARD
ASSEMBLIES; SEMICONDUCTORS AND SEMICONDUCTOR DEVICES; INTEGRATED
CIRCUITS:

PRINTED CIRCUITS; ELECTRONIC CIRCUITS FOR PROCESSING DATA
AND ELECTRICAL SIGNALS; PRINTED CIRCUIT BOARDS; COMPUTERS, NAMELY,
MICROCOMPUTERS, COMPUTER CENTRAL PROCESSORS, COMPUTER MONITORS,
COMPUTER KEYBOARDS, COMPUTER TERMINALS, COMPUTER MEMORIES, COMPUTER
LASER PRINTERS, COMPUTER IMPACT PRINTERS, COMPUTER DOT MATRIX
PRINTERS,

COMPUTERS AND INSTRUCTIONAL MANUALS S8OLD AS A UNIT. First
Use: 2005/08/20. First Use In Commerce: 2005/08/20.
Description of Mark

The mark consists of the word BITEK, in which the letters IC are
incorporated into the letter B.

Filing Date
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2005/08/17

Examining Attorney
WEBSTER, MICHAEL

Attorney of Record
Nelson A. Quintero

78694956
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DESIGN MARK

Serial Number
78770725

Status
REGISTERED

Word Mark
3AAA

Standard Character Mark
No

Registration Number
3232752

Date Registered
2007/04/24

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
{5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM
Owner

HUA, YANG JIAN INDIVIDUAL CHINA ROOM 302, BLDGB. 3, YAORONG GARDEN
QIAOCHENG EAST ROAD, FUTIAN DISTRICT SHENZHEN, GUANGDONG PROVINCE
CHINA

Goods/Services
Class 8tatus -- ACTIVE., IC 009, U8 021 023 026 036 038, G & &:
Circulit boards: printed circults:

circult boards provided with
integrated circuite; integrated cilrcuit modules; integrated circults;

semiconductor devices; transformers: electrical transformers:; electric
voltage transformers; rectifiers; current rectifiers; rectifier
modules; electric converters; instruments and apparatus for
controlling electric current, namely, electrical controllers for
magnetic bearing control; electric illumination regulators; electric
light dimmers; light switches; fluorescent lamp ballast for electric
lights; lighting ballasts:; electric igniters used in connection with
ballasts to start discharge lamps; ballasts for halogen lights;
mechanical remote controls for motors:; computer programs for searching

the contents of computers and computer networks by remote control:
radio transmitters and receivers for remote controls,

radio controls:
remote controls for radio; remote controls for televiesions; remote
controls for light; remote control telemetering machines and

4
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apparatus; remote controls for gas stoves and fireplaces; remote
cursor controls for computer video games; interactive remote control
units for video game; interactive remote control units for radioj
interactive remote control unite for televisions;

interactive remote
control units for light; video game interactive hand held remote
controls for playing electronic games.

First Use: 1992/08/14. First
Use In Commerce: 1982/08/14.

Description of Mark
The mark consists of THE NUMBER "3" ADJACENT OVERLAPPING LETTERS
"AAAY .

Filing Date
2005/12/10

Examining Attorney
JENKINS, CHARLES L.

Attorney of Record
MORTON J. ROSENBERG
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DESIGN MARK

Serial Number
787083835

Status
REGISTERED

Registration Number
3236475

Date Registered
2007/05/01

Type of Mark
TRADEMARK

Register
PRINCIPAL

Mark Drawing Code
(2) DESIGN ONLY

Oowner

S8hanghai Nouya Technology Group Co., Ltd. CORPORATION CHINA No. 158
Changxiang Rd. Nanxiang Shanghai CHINA 201802

Goods/Services

Class Status =-- ACTIVE. IC 009, US 021 023 026 036 038. G & 8:

integrated circuits; semiconductor components and elements, nhamely
semiconductor chips, semiconductor devices,

and semiconductor power
elements; semi~conductors:;

structured semi-conductor wafers:;

micro-processing silicon wafers; electronic integrated circuilts:
printed circuit boards.

First Use: 2001/03/31. PFirst Use In
Commerce: 2001/03/31.

Colors Claimed
The color{s} red and blue is/are claimed as a feature of the mark.
Part of Mark in Color

The color red appears as lower shape on the left, and the color blue
appears ag the shape on the upper right.

Filing Date
2006/01/18

Examining Attomey
HAIMEN, KATHERINE E.

Attorney of Record
Lesia ©O. Skrypoczka
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UNITED STATES PATENT AND TRADEMARK OFFICE
SERIAL NO: 76/277821

MARK: FOX THEATRE

CORRESPONDENT ADDRESS:

BRIAN D. ANDERSON

OBLON SPIVAK MCCLELLAND MAIER &
NEUSTADT

1940 DUKE ST

GENERAL TRADEMARK INFORMATION:
ALEXANDRIA VA 22314

http://www.uspto.gov/main/trademarks.htm

APPLICANT: Olympia Entertainment,
Inc.

CORRESPONDENT’S REFERENCE/DOCKET
NO:

210360US13
CORRESPONDENT E-MAIL ADDRESS:

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE.:

Applicant is requesting reconsideration of a final refusal issued/mailed December 7, 2006. The

applicant (1) argued against the refusal to registration under Section 2(d) of the Trademark Act and (2)
provided a new declaration. Only No. 2 is fully acceptable.

Section 2(d) - Likelihood of Confusion Refusal -- Final Refusal Maintained

The examining attorney refused registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d),
because the applicant’s mark, when used on or in connection with the identified goods/services, so

resembles the marks in U.S. Registration Nos. 1,485,074, 1,485,075, 1,783,915, 1,784,507, 1,808,084,

2,087,047, 2,513,019, and 2,482,846 as to be likely to cause confusion, or to cause mistake, or to
deceive. TMEP §§1207.01 ef seq.

Trademark Act Section 2(d) bars registration where an applied-for mark so resembles a registered mark
that it is likely, when applied to the goods and/or services, to cause confusion, mistake or to deceive the
potential consumer as to the source of the goods and/or services. TMEP §1207.01. The Court in /n re
E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973), listed the principal
factors to consider in determining whether there is a likelihood of confusion. Among these factors are
the similarity of the marks as to appearance, sound, meaning and commercial impression, and the
relatedness of the goods and/or services. The overriding concern is to prevent buyer confusion as to the
source of the goods and/or services. In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690
(Fed. Cir. 1993). Therefore, any doubt as to the existence of a likelihood of confusion must be resolved

in favor of the registrant. n re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir.

1988); Lone Star Mfg. Co. v. Bill Beasley, Inc., 498 F.2d 906, 182 USPQ 368 (C.C.P.A. 1974).
Comparison of the Marks

file:/A\ticrs-ais-01\ticrsexport\HtmlI To TiffInput\REC00012007_07_23_16_06_35_TTABO... 7/23/2007
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The marks are compared for similarities in sound, appearance, meaning or connotation. /nre E .1 du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973). Similarity in any one of these
elements may be sufficient to find a likelihood of confusion. In re White Swan Ltd., 8 USPQ2d 1534,

1536 (TTAB 1988); In re Lamson Oil Co., 6 USPQ2d 1041, 1043 (TTAB 1987); In re Mack, 197 USPQ
755 (TTAB 1977); TMEP §1207.01(b).

Regarding the issue of likelihood of confusion, the question is not whether people will confuse the
marks, but whether the marks will confuse people into believing that the goods they identify come from
the same source. [n re West Point-Pepperell, Inc., 468 F.2d 200, 175 USPQ 558 (C.C.P.A. 1972). For
that reason, the test of likelihood of confusion is not whether the marks can be distinguished when
subjected to a side-by-side comparison. The question is whether the marks create the same overall
impression. Recot, Inc. v. M.C. Becton, 214 F.2d 1322, 54 USPQ2d 1894, 1890 (Fed. Cir. 2000); Visual
Information Inst., Inc. v. Vicon Indus. Inc., 209 USPQ 179 (TTAB 1980). The focus is on the
recollection of the average purchaser who normally retains a general rather than specific impression of
trademarks. Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537 (TTAB 1979); Sealed
Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975); TMEP §1207.01(b).

The applicant’s mark consists of the wording “FOX THEATRE”. The registrant’s marks are “FOX
TELEVISION STATIONS” (‘074 registration), “FOX” (‘075), “FOXVIDEO” (‘915),

“FOXVIDEO” (‘507), “FOX” (‘084), “FOX SEARCHLIGHT PICTURES” (‘047), “FOX

FAMILY” (019) and “FOX FAMILY CHANNEL” (‘846). The applicant argues the fact that all of the

marks contain the term “FOX” is insufficient for a finding of similarity. The examining attorney agrees

that the marks must be considered as a whole, but an element of a mark may be more dominant than

other terms. One feature of a mark may be recognized as more significant in creating a commercial

impression. Greater weight is given to that dominant feature in determining whether there is a

likelihood of confusion. In re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985),

Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976). In re JM. Originals
Inc., 6 USPQ2d 1393 (TTAB 1987); TMEP §1207.01(b)(viii).

In its request for reconsideration, the applicant argues that extensive use of the term “FOX” for similar
services obviates a finding of similarity. Third-party registrations, by themselves, are entitled to little
weight on the question of likelihood of confusion. /n re Melville Corp., 18 USPQ2d 1386, 1388 (TTAB
1991); In re Hub Distributing, Inc., 218 USPQ 284 (TTAB 1983). Third-party registrations are not
evidence of what happens in the marketplace or that the public is familiar with the use of those marks.
In re Comexa Ltda, 60 USPQ2d 1118 (TTAB 2001); National Aeronautics and Space Admin. v. Record
Chem. Co., 185 USPQ 563 (TTAB 1975); TMEP §1207.01(d)(iii). Further, existence on the register of
other confusingly similar marks would not assist applicant in registering yet another mark which so

resembles the cited registered mark that confusion is likely. In re Total Quality Group Inc., 51 USPQ2d
1474 (TTAB 1999).

The applicant also submits evidence in the form of copies of web pages of companies that have the term
“FOX” in its name and who provide related services. The examining attorney is not persuaded by this
evidence. The names of these seven businesses gencrally use the term “FOX” as part of a unitary
expression with another term i.e. “GREYFOX,” “FOXMIND,” “FOX FORCE 005,” AND
“FOXWOODS.” The remaining three names, “FOX PAINTBALL,” “FOXES” and “FOX

PHOTOGRAPHY” project entirely different commercial impressions — especially when those marks are
considered with their services.

As a general rule, consumers are more inclined to focus on the first word, prefix or syllable in any

trademark or service mark. See Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En
1772,396 F. 3d 1369, 1372, 73 USPQ2d 1689, 1692 (Fed. Cir. 2005); see also Presto Prods., Inc. v.
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Nice-Pak Prods., Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“it is often the first part of a mark which is ;
most likely to be impressed upon the mind of a purchaser and remembered” when making purchasing 'r,
decisions). Here, the first term in both the applicant’s mark and the registrant’s marks is “FOX” and this ",
is the term consumers are likely to focus on when developing a commercial impression. The applicant '
argues that its use of the additional term “THEATRE” emphasizes to consumers its services of live |
theatrical events. The examining attorney is not persuaded by this argument. As previously noted, the
term “THEATRE” is defined as “A building, room, or outdoor structure for the presentation of plays,
films, or other dramatic performances.”[1] Consumers readily understand that “theatres” provide a |
venue for viewing of some type of entertainment, be it live or prerecorded motion pictures.

Comparison of the Goods/Services

The goods and/or services of the parties need not be identical or directly competitive to find a likelihood
of confusion. Instead, they need only be related in some manner, or the conditions surrounding their
marketing are such that they would be encountered by the same purchasers under circumstances that 1
would give rise to the mistaken belief that the goods and/or services come from a common source. On- \
line Careline Inc. v. America Online Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000); In re
Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 15635, 223 USPQ 1289 (Fed. Cir. 1984); In re Melville :‘
Corp., 18 USPQ2d 1386, 1388 (TTAB 1991); In re Corning Glass Works, 229 USPQ 65 (TTAB 1985);
In re Rexel Inc., 223 USPQ 830 (TTAB 1984); Guardian Prods. Co., Inc. v. Scott Paper Co., 200 USPQ
738 (TTAB 1978); Inre Int’l Tel. & Tel. Corp., 197 USPQ 910 (TTAB 1978); TMEP §1207.01(a)(i).
The applicant’s services are identified as “entertainment services, namely, the presentation and
production of live plays, musicals, live music concerts, educational events, and theater presentations of
speakers.” The goods and services in the ‘074 and ‘075 registrations are identified as “cinematographic
films; pre-recorded video tapes, cassettes [ and discs; phonographic records; and pre-recorded audio
tapes and cassettes | in Class 9, “television and cable broadcasting services™ in class 38 and
“entertainment services, namely production and distribution of motion pictures and video tapes; and
providing film and tape entertainment for viewing through the media of television, cinema and other
media” in class 41; the services in the ‘915 registration are identified as “motion picture films; pre-
recorded video tapes, videocassettes, videodiscs, tapes and cassettes for reproducing audio/visual
material on a variety of subjects” in Class 41; the services of the 507 registration are identified as
“entertainment services in the form of production and distribution of pre-recorded videocassettes of
motion picture films and television programs” in Class 41; the ‘084 services are identified as
“entertainment services; namely, production and distribution of theatrical motion picture films and
television programs; production and distribution for others in the field of filmed and tape entertainment
for viewing through television, cinema and other media” in Class 41; the ‘047 services are “production
and distribution of motion picture films; production of pre-recorded video tapes, pre-recorded video
cassettes, pre-recorded videodiscs, all featuring live-action and animated entertainment” in Class 41; and
the services in the ‘019 and ‘846 registrations are identified as “Entertainment services in the nature of
production and distribution of children's television programs and motion picture films, production of
pre-recorded video tapes, video cassettes, video discs, audio tapes, audio cassettes, audio discs and CD-
ROMS; Entertainment services in the nature of production and distribution of children's television
programs and motion picture films, production of pre-recorded video tapes, video cassettes, video discs,
audio tapes, audio cassettes, audio discs and CD-ROMS; entertainment services in the nature of live
musical, dramatic and comedic performances; providing on-line information in the field of motion
picture film, television, video, games, contests and children's entertainment via a global communications
network; providing on-line information in the field of motion picture film, television, video, games,
contests and children's entertainment via a global communications network™ in Class 41.

The parties clearly provide a range of entertainment goods and services. The services in the ‘019 and

‘846 registrations include “entertainment services in the nature of live musical, dramatic and comedic
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performances” which is exactly what the applicant provides. Consumers are well aware that many live
entertainment performances are frequently recorded and made into movies, CDs, DVDs and the like. It
is hardly a stretch for consumers to believe that live performances from the applicant are not somehow
made by or sponsored by the registrant.

The applicant also argued against the refusal by stating the registrant is “legally barred” from being the
source of the services provided by the applicant. The examining attorney is not persuaded by this
assertion. The average consumer is not going to be aware of 80-year old Supreme Court cases or its
implications related to being the source of goods and services. There is every reason to believe that
‘consumers might attend performances at the applicant’s theater thinking it is affiliated or sponsored by
the registrant. The issue in this 2(d) analysis is whether or not there is confusion as to the source of the
goods and services, not competition between the parties. In addition to the previously submitted
evidence showing that production companies often provide live entertainment, the examining attorney
includes additional evidence supporting this. Paramount®, Universal® and Warner Brothers® all
operate live performance venues for various types of entertainment. See attachments. As with MGM
and Walt Disney, these companies are certainly well known for making movies and other forms of

entertainment ranging from movies, television programs, pre-recorded tapes and discs and live
entertainment.

The fame of the registrant, 20th Century Fox, is a factor to consider in the 2(d) analysis. The fame of a
registered mark is a factor to be considered in determining likelihood of confusion. In re E. I. du Pont de
Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973). Famous marks enjoy a
wide latitude of legal protection because they are more likely to be remembered and associated in the
public mind than a weaker mark. Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee
en 1772,396 F.3d 1369, 1374, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005); Bose Corp. v. OSC Audio
Products Inc., 293 F.3d 1367, 63 USPQ2d 1303 (Fed. Cir. 2002) (Trademark Trial and Appeal Board
erred in discounting the fame of opposer's marks ACOUSTIC WAVE and WAVE); Recot, Inc. v. M.C.
Becton, 214 F.3d 1322, 1327, 54 USPQ2d 1894, 1897 (Fed. Cir. 2000) (Board erred in limiting the
weight accorded to the fame of opposer's FRITO-LAY mark), Kenner Parker Toys Inc. v. Rose Art
Industries, Inc., 963 F.2d 350, 352, 22 USPQ2d 1453, 1456 (Fed. Cir. 1992), cert. denied, 506 U.S. 862
(1992) (Board erred in discounting the fame of opposer's mark PLAY-DOH). Given the fame of the
registrant and its history with the provision of entertainment, it should be granted a broader range of
protection than less well known parties/marks.
The evidence shows that the dominant element of the marks is the term “FOX”. The applicant’s mark
and the registrant’s mark all begin with this term. The services of the parties clearly overlap, both
providing live entertainment. Consumers would also have every reason to believe that the applicant’s
services are somehow affiliated with the registrant and emanate from the same source.
Afier careful consideration of the law and facts of the case, the examining attorney must deny the
request for reconsideration and adhere to the final action as written since no new facts or reasons have
been presented that are significant and compelling with regard to the point at issue.

Accordingly, applicant’s request for reconsideration is denied. The time for appeal runs from the date
the final action was issued/mailed. 37 C.F.R. Section 2.64(b); TMEP Section 715.03(c). If applicant

has already filed a timely notice of appeal, the application will be forwarded to the Trademark Trial and
Appeal Board (TTAB).

If applicant has questions about its application or,needs assistance in responding to this Office action,
please telephone the assigned trademark examining attorney directly at the number below.
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/Karen Bracey/
Examining Attorney
Law Office 116
571-272-9132

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http:/Atarr.uspto.gov. When conducting an online status check, print and maintain a copy of the

complete TARR screen. If the status of your application has not changed for more than six months,
please contact the assigned examining attorney.

[1]7he American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by
Houghton Mifflin Company. Electronic version licensed from INSO Corporation; further reproduction and
distribution restricted in accordance with the Copyright Law of the United States. All rights reserved.
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