Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA260477

Filing date: 01/14/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 75542527

Applicant Advanced Micro Devices, Inc.

Applied for Mark ELAN

Correspondence BELINDA J. SCRIMENTI

Address PATTISHALL, MCAULIFFE, NEWBURY

HILLIARD & GERALDSON LLP, 311 SOUTH WACKER DRIVE
CHICAGO, IL 60606

UNITED STATES

rgeraldson@pattishall.com, bscrimenti@pattishall.com

Submission Applicants Request for Remand and Amendment

Attachments Request for Remand and Suspension AMD Elan.PDF ( 3 pages )(21661 bytes )
Supplemental Response on Remand re Consent AMD Elan.PDF ( 2 pages
)(22735 bytes )

AMD Elan Consent Agreement.PDF ( 2 pages )(64460 bytes )

Filer's Name Belinda J. Scrimenti
Filer's e-mail bscrimenti@pattishall.com, rgeraldson@pattishall.com
Signature /Belinda J. Scrimenti/

Date 01/14/2009



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Applicant: Advanced Micro Devices, Inc.
Mark: ELAN
Serial No: 75/542,527

REQUEST FOR SUSPENSION AND REMAND

Pursuant to 37 C.F.R. §2.142(d) and the Trademark Trial and Appeal Board Manual of
Procedure (TBMP) §1207.02 Applicant respectfully requests that the appeal be suspended and
this application be remanded to the Examining Attorney to consider the accompanying
Supplemental Response On Remand With Accompanying Additional Evidence.

The proposed additional evidence consists of a Consent Agreement from the registrant
("Registrant") whose marks had been previously cited as the basis for refusal under Section 2(d)
of the Trademark Act. The remand is sought because, as set forth herein, the Applicant
respectfully believes the Consent Agreement should address the sole remaining basis for refusal
by the Examining Attorney.

A. Background

Applicant has previously obtained several extensions of time to file its appeal brief or file
a request for remand, pending efforts to obtain a consent agreement from the Registrant, Elan
Schaltelemente GmbH & Co., whose marks had been cited against Applicant's referenced
application. Based on a record of Registrant's prior consent to a similarly-situated entity,
Applicant and its counsel strongly believed there was a reasonable likelihood that Registrant

would consent to Applicant's registration.



During this period, counsel for Applicant had engaged in numerous communications with
U.S. counsel for the Registrant. He was taking instructions through his German foreign
associate, who was then communicating with his German client. As a result of the three levels of
contacts, the communications were quite delayed. Although the communications took a
considerable period, the consent was granted initially in principle, document drafts were
exchanged by counsel and reviewed by the parties, and finally, the Consent Agreement was only
recently executed by the parties.

Accordingly, in support of its Request for Remand and request for further consideration
by the Examining Attorney, Applicant is filing herewith its accompanying Supplemental
Response On Remand With Accompanying Additional Evidence. A copy of the Consent

Agreement is attached thereto.

B. Grounds for Remand.

Applicant respectfully submits that good cause exists for the remand in light of the
provision of the new, additional evidence, namely the Consent Agreement.1 With the benefit of
the Consent Agreement, it is respectfully submitted that the concerns of the Examining Attorney
should be addressed. Although considerable time has passed, now that the Consent Agreement

has been obtained, judicial economy would best be served by allowing the remand for the

Should the Board not grant the Request for Remand, Applicant respectfully requests that it be granted 60
additional days to file its Appeal Brief herein.



Examining Attorney's consideration. It is respectfully requested that the suspension and remand

be granted.

Respectfully submitted,

PATTISHALL, McAULIFFE, NEWBURY,
HILLIARD & GERALDSON LLP

January 14, 2009
By: _ /Belinda J. Scrimenti/
Raymond I. Geraldson, Jr.
Belinda J. Scrimenti
311 South Wacker Drive, Suite 5000
Chicago, Illinois 60606
Telephone: (312) 554-8000
Facsimile: (312) 554-8015

Attorneys for Applicant



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK EXAMINING OPERATION

Mark : ELAN

Serial No. : 75/542,527

Applicant : Advanced Micro Devices, Inc.
Class : 9

SUPPLEMENTAL RESPONSE ON REMAND
WITH ACCOMPANYING ADDITIONAL EVIDENCE

Applicant Advanced Micro Devices, Inc. respectfully submits this additional evidence on
remand, specifically, a Consent Agreement entered into between Applicant, and the registrant
("Registrant") of the cited marks, Registration Nos. 2,038,634 ("ELAN") and 2,038,633 ("ELAN
& Design"), Elan Schaltelemente GmbH & Co., KG. With this Consent, Applicant respectfully
requests that the refusal under Section 2(d) be withdrawn, and that the application be passed to
publication.

THERE IS NO LIKELIHOOD OF CONFUSION
BETWEEN APPLICANT AND REGISTRANT'S MARKS

The Examining Attorney originally refused registration on the ground that both the
Applicant's and the Registrant's marks were for the same term "ELAN" and both were in the
same class for similar goods. However, following several office actions and responses, the
Examining Attorney's ground for refusal was limited to the identification of goods language in
the Registrant's registrations that read "printed circuits." See Office Action, February 16, 2006,
and Denial of Request for Reconsideration, July 16, 2007.

Further, these parties have agreed that there is no likelihood of confusion between their

respective marks and any of their listed goods. The Registrant has consented to Applicant's use



and registration of the ELAN mark for "semiconductor devices" as reflected by the attached

Consent Agreement ("Consent"). Registrant consented, having reviewed and considered:

1) The differences in the parties' goods, channels of trade, and purchasers (Consent,
1 La);
2) The coexistence of the Applicant and Registrant's marks for over 12 years without

any known instance of confusion (Consent, | 1b); and

3) The reference to "printed circuits" in the Registrant's identification of goods,
which relate to component parts of industrial switchgear and control devices that
are sold to sophisticated purchasers in industrial markets. (Consent, {1c).

Finally, Registrant expressly consented to Applicant's registration for the goods as

applied for. (Consent, ]2).

CONCLUSION

For these reasons, Applicant respectfully requests that the refusal under Section 2(d) be

withdrawn, and that the application be passed to publication.

Dated: January 14, 2009 Respectfully submitted,

PATTISHALL, McAULIFFE, NEWBURY,
HILLIARD & GERALDSON LLP

By: /Belinda J. Scrimenti/
Raymond I. Geraldson, Jr.
Belinda J. Scrimenti
311 South Wacker Drive
Suite 5000
Chicago, Illinois 60606
Telephone: (312) 554-8000
Facsimile: (312) 554-8015

Attorneys for Applicant
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CONSENT AGREFMENT

s
This sgreement, made this 4] b, day of Jauttiy 4 20;;,5?):' Advanced Micro
Dsvicas, Ino, ("AMD"), 2 Delowars sorpotation, having a principal place of business at One
AMD Place, F.O. Box 3453, Sunnyvale, California 94088; and Elaa Schaltelements Gmbl &
Co. KG,, & German limited partnowship, with a principal place of business at 97 Hauptstrasse D.
35435, Wettenberg, Gemmany ("ESGC™);

WHERHAS, AMD is the owner of Application Seriai No, 741342527, for ELAN for
"semiconductor dovices™ (hereinafier "the Applicant's Mark"), claiming first uss as early 53
January 1996;

WHEREAS, ESGC iy the reglstrant of U.S. Tradamark Registration Nos. 2,038,634 for
ELAN and 2,038,633 for ELAN & Design (hereinafier the "Cited Registrations”), both
registered February 18, 1997 for "electrical and slectronic spparatys and instruments, namely,
control and limt switches for machine tools and conveyers, emergency stop switches, safety
dooe intedock switches, foot switches, positon and proximity owitches, indicator lights,
iluminated pushbuttens, failssfe relays; indysteia) safety ywitchgenr, safety bumper switches,
raifs and mats {for driverless transpott sysiems] position sensets for mobile and rotating
mackines, wansducers, slecttlcal power supplies, and printed oircofs,” based on claimed first use
since 1985,

WHEREAS, the examining sttomey for the Applieant's Mirk has <fted against Applicant
only the portion of goods identified in the Clied Registrations that reads "orinted cireuits;”

WHEREAS, the parties sgree 85 follows:

1. AMD and ESGC mutuslly egree that there is no conflict or likelihood of sonfusion
betwesn their respeetive marks based on the partics' mutal raview and consideration ofs

3, The nature of the parties’ gocds, chunnels of trade, and putchasers;

b, The eoexistenis of the parties’ murks for over 12 years without Ay known
instance of confusion; and

z. The reference to “pritted ciruits” in ESGCYy identification of goods,

which relstes 10 component parts of Industrial switchgear snd control
devicss that are s0ld 10 sophisticated purchssers in Industrial markess.
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2. As pwner of Registration Nos. 2,038,634 and 2,038,633 for the marks "ELAN"
" LAN" md
"ELAN"& D:sign{u ESGC conmeats tg the worldwide :‘egish;ﬁaa by AMD of the tradernark
l'm m;“ tff’ft;:ﬂ\'ll3si iﬁ?s, namf zfggemécgnd&ctor devices," and specifically including, b not
imy Q, HIC ogia ag o s 1.8, A ]ieaﬁoﬁ Serial No. 15/54359°7
"ELAN" for "semiconductor devicey PP 2527 for the mark

ADVANCED MICRO DEVICES, INC.
N&ma:éigf a‘-:;g-' . ?*é& wleer ig%&"
Title; Asst, (rernued Gouased
Daw:_f & Jes Al 1o

g5
7
ELAN SCHALTELEMENTE GumbHE & Co, K.G.

By:
Name: Thomas BOhl

Tite; Manager Design & Dovelopmens

Dare: January 3, 2009
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