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Opi ni on by Rogers, Adm nistrative Trademark Judge:

Reed El sevier Properties Inc. [applicant] initially
applied to register LAWERS. COM in standard character
form as a mark for services identified as "providing
access to an online interactive database featuring
i nformati on exchange in the fields of |aw, |awers, |egal
news and | egal services,” in Cass 42. The application

sought registration on the Principal Register and was based
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on applicant's claimof use of the designation in conmerce,
with July 30, 1998 asserted as the date of first use and

first use in comerce.

Exam nati on Hi story/ Evi dence

The exam ning attorney refused registration, asserting
that the designation is nerely descriptive for the
identified services, because it signifies only that
applicant provides information about |awers via the
Internet.! See Lanham Act Section 2(e)(1), § 15 U.S.C.
1052(e)(1). In addition, the exam ning attorney provided
applicant wth informati on about a prior-filed application
whi ch, the exam ning attorney reported, m ght present a bar
to registration of LAWERS.COMif the prior-filed
application resulted in issuance of a registration. 1In a
subsequent action, however, the exam ning attorney stated
that no such refusal woul d be issued.

In response to the initial refusal under Section
2(e)(1), applicant refused to concede that either LAWERS
or .COMis descriptive of its services and further argued
t hat the conbi nati on LAWERS. COM "considered as a whole ...

does not inmmedi ately convey an idea of the ingredients,

! As an alternative basis for refusal under Section 2(e)(1), the
exam ning attorney stated that the designation night be
deceptively nisdescriptive. That refusal, however, was
subsequently withdrawn and is not a subject of this appeal.
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qualities and characteristics of these identified
services." Applicant explained that information "about

| awyers is not necessarily the whole or even the primary
enphasis of Applicant's service," and that the conposite
designation "is vague, at best, in terns of conveying any
specific information.”

Not wi t hst andi ng applicant's argunent, the exam ning
attorney nmade the refusal under Section 2(e)(1) final.
Appl i cant then anmended its application to seek registration
on the Principal Register under Section 2(f) of the Lanham
Act, 15 U S. C. 81052(f), but specifically stated that it
was not waiving its right to argue the Section 2(e)(1)
refusal on appeal. The exam ning attorney naintained the
refusal under Section 2(e)(1l) and rejected applicant's
evi dence of acquired distinctiveness as insufficient, but
of fered to consider any further evidence of distinctiveness
applicant night later submt.?

Applicant then submtted a declaration from Caro
Cooper, the Publisher and Senior Vice President of
Marti ndal e- Hubbel I, a division of Reed Elsevier Inc., which

is licensed to use LAWERS. COM by applicant. This

2 Applicant had subnmitted the declaration of its president and
results of certain searches of the Internet by its counsel. The
exam ni ng attorney suggested applicant subnit information about
the type of and expenditures for advertising, sanples of
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decl aration provides specific figures regarding adverti sing
and sal es, anobng other statenents, and reports that
"Ni el sen has conducted an i ndependent survey chronicling
t he consuner use of the mark." The decl arant asserted that
rel evant portions of the survey were attached to the
decl aration, but they do not appear in the record.

W thout nentioning the apparently m ssing survey
evi dence, the exam ning attorney issued another office
action maintaining the refusal of registration under
Section 2(e)(1). The exam ning attorney asserted that
LAWYERS. COM i s generic for the identified services and that
applicant's evidence of acquired distinctiveness was
therefore insufficient to overcone the refusal.

Applicant then anended the application to seek
regi stration on the Supplenental Register. Applicant also
anended the description of services to delete the word
"l awyers," so that the resulting identification was
"providing access to an online interactive database
featuring information exchange in the fields of |law, | egal
news, and |legal services.” (In a subsequent exam ner's
amendnment, the words "access to" also were deleted fromthe

identification.) Applicant explained that its anmendnent of

advertising, the level of sales of applicant's services, and
consuner or other statenments of recognition
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the application to seek registration on the Suppl enent al
Regi ster was nade "[w]ithout waiving its right to argue” on
appeal against the exam ning attorney's refusal that
LAWYERS. COM i s descri pti ve.

The exam ning attorney refused registration on the
Suppl ement al Regi ster, referencing argunents and evi dence
fromthe previous office action. In addition, the
exam ning attorney asserted that applicant's del etion of
the word "l awers" fromits identification of services was
a "transparent effort"” to avoid Board precedent supporting
the refusal and that it was clear fromreference to
applicant's speci nens of use (reprints of nunerous web
pages accessi bl e through the LAWERS. COM web site) "that
provi ding informati on about |awers is one of the primary
pur poses of the website.™

Appl i cant responded by arguing that while a term may
be descriptive or generic for certain services, that does
not preclude its registration for other goods or services.
Al so, applicant asserted that deletion of the term
"l awyers” fromits identification was not, as the exam ning
attorney had contended, disingenuous, and applicant
explained that it "never argued that its services didn't
extend to providing information about |awers, only that

t he services now covered by the application don't cover
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such activity.” In this response, applicant referenced its
earlier amendnent of the application "to seek registration
on the Suppl enental Register,” stated that the application
"seeks registration of LAWERS. COM on the Suppl enent al

Regi ster,"” and concluded its remarks by stating "this
application is in condition for registration on the

Suppl emental Register.”™ Nowhere in the response does
applicant reference an alternative position that
LAWYERS. COM i s regi strable on the Principal Register, with
or without resort to Section 2(f).

The exam ning attorney then issued a final refusal to
register the mark on the Suppl enental Register, on the
basis that applicant's mark is generic and incapabl e of
identifying the source of applicant's services. Applicant
filed a notice of appeal. The exam ning attorney and
applicant have filed briefs, and an oral hearing was held.

Inits reply brief, applicant affirmatively states
that it "does not now di spute that LAWERS. COM i s
descriptive" in connection with its services, and notes
that it had subm tted evidence under Section 2(f) and an
amendnent to the Suppl enental Register in acknow edgnent of

t he descriptiveness of the designation.® Wile neither the

3 Pursuit of registration under Section 2(f) is a concession that
the proposed mark is not inherently distinctive. See Yanaha
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appl i cant nor the exam ning attorney has specifically

di scussed applicant's proffer of evidence under Section
2(f), applicant concluded both its main brief and reply
brief by requesting that its proposed mark be allowed to
regi ster "on the Supplenental Register or under Section
2(f)." W find that the question of registrability on a
claimof acquired distinctiveness has been preserved for
appeal . Accordingly, we nust determne in the first

i nstance, whether LAWERS. COM i s generic or otherw se

i ncapabl e of designating source. In making such

determ nation, we have considered the entire record,

i ncluding the two declarations offered by applicant to show
acquired distinctiveness. |If we hold the designation not
to be generic and instead capable of registration, then we
may specifically discuss the argunents and the quantity of

evi dence of acquired distinctiveness.

International Corp. v. Hoshino Gakki Co., 840 F.2d 1571, 6 USPQd
1001, 1005 (Fed. Cir. 1988). A proposed anendnent to seek

regi stration on the Suppl enental Register, however, is not an
admi ssion that the proposed mark has not acquired

di stinctiveness. See 15 U S.C. 81095. Thus, an applicant nay
argue in the alternative that a non-distinctive designation has
acquired distinctiveness and is registrable on the Principal

Regi ster or at |east is capable of acquiring distinctiveness and
is registrable on the Supplenmental Register. See Tradenark
Manual of Exani ning Procedure 8816.04 and Tradenmark Trial and
Appeal Board Manual of Procedure 81215.
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The Record

The record on which we nust decide the question of
whet her the proposed mark is generic includes a dictionary
definition submtted by the exam ning attorney of "lawer"
as "one whose profession is to conduct lawsuits for clients
or to advise as to legal rights and obligations in other

n4

matters. The exam ning attorney also has included a

definition of "domain nane,"” which explains that a "domain
name"” is an Internet address "in al phabetic form" "nmnust
have at |least two parts,” and "the part on the right
identifies the highest subdomain, such as the country (fr
for France, uk for United Kingdon) or the type of

organi zation (comfor comercial, edu for educational,

etc.)."®

In addition, the exam ning attorney submtted a
reprint of a web page showing the result of a search for

"cont on searchWbServi ces.com which reads "On the

Internet, 'com is one of the top-level domain nanes that

can be used when choosing a domain nane. It generally

* The definition appears on a reprint of a web page titled
Merriam Webster Online Dictionary. The exam ning attorney, in
the office action that introduced this definition into the
record, referenced it as having been retrieved from

www. your di ctionary.com Applicant did not object to the source
of the definition and, inits brief, stated that it "does not
di spute that this is one definition of the word | awyer."

> From www. conmput er user . cond r esour ces/ di cti onary/ definition.




Ser No. 75530795

describes the entity owning the domain nane as a commer ci al
organi zation.” Finally, we take judicial notice of the
following definition of "TLD': “(Top-Level-Domain) The
hi ghest | evel domain category in the Internet domain nam ng
system There are two types: the generic top-level donmains,

such as .com .org, and .net..” McGaw Hi |l Conputer

Deskt op Encycl opedia 977 (9th ed. 2001) (enphasis added).

To gauge the likely significance of LAWERS. COMto
prospective consuners or users of applicant's services, the
exam ning attorney relies on the numerous pages from
applicant's web site that applicant submtted as speci nens.
The exam ning attorney also relies on reprints of various
web pages fromother entities that the exam ning attorney
views as "evidence denonstrating that web sites devoted to
| aw, |l egal news, and | egal services al so provide
i nformati on about and/or databases of |awers."” (May 18,
2004 office action, the last action prior to this appeal)

Also in the record are reprints of web pages submtted
by the exam ning attorney to show use, by entities other
than applicant, of the follow ng domai n nanes:

wwmv. massachusetts-1 awers. com (" Massachusetts- Lawyers. com

is a Service of the Law Ofices of K WIlliamKyros, PCin
Bost on, Massachusetts. The law firm helping [sic] | awers

and their clients use the internet to find qualified |egal
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counsel ."); ww truckerl awers.com (" Trucker Lawyers Lega

Services for Truckers Nation Wde"); ww. newjersey-

| awyers.com ("Qur database covers the entire state of New

Jersey. Search to find a |awer in your |ocal area and to

suit your specific |egal needs."); ww. connecti cut -

| awyers. com (" Connecticut-Lawers.comis a service that

| ocates Connecticut Attorneys specific to your needs.");

ww. | ep- |l awyers. com ("Wel cone to the Wb site of Levy,

Ehrlich & Petriello. This site is designed to provide

i nformation about our firmand the services we offer. ..The
information you obtain at this site is not, nor is it
intended to be, |egal advice. You should consult an
attorney for individual advice regarding your own

situation."); collectionlawers.com ("W have been

collection attorneys for over 20 years. Find out why our

clients return again and again."); ww. nedi al awyer.com

("International Entertainnment, Miultinedia & Intellectual
Property Law and Busi ness Network Sponsored by Harris

Tul chin & Associ ates"); and www. w ongf ul deat h-1 awyers. com

("Wongful Death Lawyers is intended to provide up to date
references and resources for Wongful Death Lawyers. The
i nks and resources are provided as a public service for

attorneys and consuners.").®

® The exami ning attorney also submitted a reprint of a web site

10
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In essence, the exam ning attorney contends that these
domai n nanes establish the need of conpetitors of applicant
to use a generic term LAWERS.COM in their domai n nanes
for their respective web sites.

As for the evidence applicant has submtted, there are
various subm ssions intended to establish acquired
di stinctiveness of LAWERS. COM specifically, the two
previ ously-referenced declarations and certain results of
an internet search by counsel. In addition, applicant has
proffered i nformati on about various registered marks
"conposed of terns that can be considered generic in sone
contexts, but have still been allowed to register in
connection with a narrower description of goods." Brief,

p. 15. This evidence was obtained fromthe USPTO TARR
dat abase’, which includes infornmation about pending and

regi stered tradenmarKks.

Anal ysi s
When a proposed mark is refused registration as

generic, the exam ning attorney has the burden of proving

from wwv. personal i njuryl awers.com au but, because the site
appears to aid those searching for personal injury |Iawers
|ocated in Australia, it is of little, if any, relevance to the
guestion of how United States Internet users woul d perceive the
desi gnati on LAWYERS. COM

" TARR stands for Trademark Applications and Registrations
Retri eval

11
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genericness by "clear evidence" thereof. See Inre Merrill

Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 4

UsP2d 1141, 1143 (Fed. Cir. 1987); see also Inre Gould

Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Cr

1987). The critical issue to determne is whether the
record shows that nenbers of the relevant public primarily
use or understand the term sought to be registered to refer
to the genus of goods or services in question. H Mrvin

G nn Corp. v. International Ass’'n of Fire Chiefs, Inc., 782

F.2d 987, 228 USPQ 528, 530 (Fed. GCir. 1986); In re Wnen's

Publishing Co. Inc., 23 USPQRd 1876, 1877 (TTAB 1992).

Maki ng this determ nation “involves a two-step inquiry:
First, what is the genus of goods or services at issue?
Second, is the termsought to be registered ... understood
by the relevant public primarily to refer to that genus of
goods or services?” Gnn, supra, 228 USPQ at 530.

Evi dence of the public’s understanding of a term may be
obt ai ned from any conpetent source, including testinony,
surveys, dictionaries, trade journals, newspapers and ot her

publications. See Merrill Lynch, supra, 4 USPQ2d at 1143

(Fed. Cir. 1987), and In re Northland Al um num Products,

Inc., 777 F.2d 1556, 227 USPQ 961, 963 (Fed. G r. 1985).

12
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1. The Genus of Services

As for the genus of services involved in this appeal,
t he exam ning attorney focuses on applicant's
identification of services but argues that "providing
i nformati on about |aw, |egal news and | egal services
i ncl udes providing informati on about | awyers. Accordingly,
t he genus of services at issue includes providing
i nformati on about |awers.” Brief, p. 6. Applicant, on
t he other hand, focuses |less on the identification and
asserts, "the genus for its services may be nore accurately
described as 'interactive database services focusing on a
variety of types of lawrelated information.'" Brief, p.
6. Neither is quite right, for neither acknow edges the
"online" nature of the identified services® and applicant's
focus on only "lawrelated information" does not adequately
account for the identified information services related to
| egal services.

In the Magi ¢ WAnd case, the Federal Circuit stated, “a

proper genericness inquiry focuses on the description of

services set forth in the [application or] certificate of

8 W take judicial notice of the follow ng definition of

"online": ".(2) Said of a person who is actively conmrunicating
over a network. 'Online' in this sense means your conputer is
connected to a network host or service and you can participate in
Internet activities such as discussion groups or interactive talk
sessions."” net.speak the internet dictionary p. 138 (1994).

13



Ser No. 75530795

registration.” Magic Wand Inc. v. RDB Inc., 940 F. 2d 638,

19 UsSP@d 1551, 1552 (Fed. Gir. 1991). Applicant also

rem nds us of the Allen Electric case, in which the Court

of Custons and Patent Appeals stated that "trademark cases
must be decided on the basis of the identification of goods

as set forth in the application.” Inre Allen Electric and

Equi prent Co., 458 F.2d 1404, 173 USPQ 689, 690 (CCPA

1972). Finally, applicant also rem nds us of two Board
cases that focus on the significance of witten

identifications: |In re Vehicle Information Network Inc.,

32 USPQ2d 1542, 1544 (TTAB 1994) ("the question of
registrability nmust be determi ned ...on the basis of the
goods or services as set forth in the application") and In

re Datatine Corporation, 203 USPQ 878, 879 (TTAB 1979) ("it

is the goods as set forth in the application papers that
are determ native of the issue").

The Magi ¢ Wand case involved a petition to cancel the

mar k TOUCHLESS, on the ground that it was generic for
services identified as "autonobile washing services." The
petitioner in that case attenpted to focus on a "rel evant
public" unwarranted by the description of services,
specifically, "operators and manufacturers of car wash
equi pnent," rather than purchasers of autonobile washing

services. Thus, the Federal Crcuit's statenent that "a

14
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proper genericness inquiry focuses on the description of
services set forth in the certificate of registration” mnust
be read in that context, i.e., as an explanation of the
error in petitioner's attenpt to have the Board and, |ater,
the Federal G rcuit focus on a relevant public not
warranted by the description of services. Further, the

guoted reference fromthe Magi c WAnd case i s preceded by

the Federal G rcuit's observation that "[t]he description
inthe registration certificate identifies the services in
connection with which the registrant uses the mark." Magic
Wand, 19 USPQ2d at 1552. The Federal Crcuit also
observed, "According to the registration, the mark
TOUCHLESS is used in connection with autonobile washing
services." |d. (enphasis added). Thus, it is clear that
the anal ytical focus on the description of services is
based on the premise that the description reflects actua

conditions of use of a mark. See also, In re Anmerican

Fertility Society, 188 F3d 1341, 51 USPQRd 1832, 1836 (Fed.

Cr. 1999) ("The PTO must prove: (1) what the genus of the
services the Society provides is..."), and In re Wb

Communi cati ons, 49 USPQd 1478, 1479 (TTAB 1998) ("W agree

with applicant that its services in the broadest sense
woul d be considered 'consulting services.' But there are

many varieties of consulting services and each woul d

15
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necessarily be further identified as to the particul ar
subj ect or focus of the services being offered. Here
appl i cant has described a major focus of its services in

t he speci nens of record as 'publication and comuni cati on
via the Wrld Wde Wb...' Applicant's services enable its
custonmers to achieve this communication by assisting them
in setting up their own Wb sites.") (enphasis added).

We do not view any of the other three decisions on
whi ch applicant relies as stating precepts that run counter
to the premise that an identification is rooted in the
reality of use. Again, those decisions nust be read in
cont ext .

In both Allen Electric and Datatinme, each applicant

was arguing that its goods were of a nore specific type

t han woul d be apparent fromthe identification. As the
Board explained in Datatinme, because Section 7(b) of the
Lanham Act bestows upon the owner of a registration the
presunption of use of a mark for all goods or services
identified in a registration, the question of
registrability nmust be determ ned by considering any goods
or services falling within the literal scope of an
identification, and not nmerely the particul ar goods or
services an applicant nmay be marketing at the tinme when

registrability is determ ned. These decisions do not run

16
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counter to the presunption that an identification of goods
or services is rooted in the reality of use but, rather,
explain that the presunption extends to all goods or

servi ces enconpassed by an identification.

In the Vehicle Information case, the applicant was

essentially arguing that the rel evant public would perceive
its services as sonewhat different fromwhat they actually
were, given the likely connotation of its mark for that
public. The Board then focused on the identification in
its discussion of possible neanings consunmers mght find in
the mark. This is nothing nore than an exanple of the

well -settled rule that likely perception of a mark i s not
eval uated as an abstract matter but in connection with the
identified goods or services.

In accordance with this analytical framework, while we
consider applicant's identification as largely defining the
genus of services involved in this case, we do so on the
prem se that the identification is a required elenent of an
application precisely because it is expected to identify
t he goods or services in connection with which an applicant
uses its mark and for which it therefore seeks registration
of the mark. W also note that in the recent

St eel bui | di ng. com deci si on, which involved a genericness

refusal, the Federal Circuit began its analysis of the

17
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genus by focusing on applicant’s anended recitation of
services [“conputerized on-line retail services in the
field of pre-engineered netal buildings and roofing

systens”], but interpreted the neaning of "conputerize
line retail services" in |light of the actual use being

by the applicant on its web site. See Inre

St eel bui | di ng. com 415 F. 3d 1293, 75 USPQ2d 1420, 1422

(Fed. Cr. 2005):
The applicant defined its goods and
services, in its anended application, as
“conputerized on-line retail services in the
field of pre-engineered netal buildings and
roofing systens.” Although the definitions
of the applicant and of the Board appear
nearly identical, the parties understand the
phrase “conputerized on-line retai
services” differently. Applicant sells
steel buildings on line, but the record
indicates it provides services beyond nere
sal es.

I d. at 1422.
In the case at hand, we have interpreted the natu

applicant's "online interactive database featuring

i nformation exchange in the fields of |law, |egal news

| egal services" in light of what the record shows the

dat abase to i nclude and, therefore, what type of

i nformati on about "law, |egal news and | egal services”

exchanged between applicant and consuners or users of

websi t e.

18
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As noted earlier, the specinens of use which applicant
subnitted are copies of web pages fromits web site.® The
first such page appears to be applicant's "home" page

[ ww. | awyers. confsite/default] and bears at the top the

exhortation "Locate a Lawer with |awers.com"™ The
headline for the page portrays, in large print,
"l awyers. cont and adjacent thereto, in smaller print, "Your
connection to legal information & resources.” Lower on the
page are links to other web pages, titled, respectively,
"About The Law," "Ask A Lawyer," "Hiring A Lawer"” and "Law
Today. "

The "About The Law' page presents a list of areas of
| aw that the viewer can click on to view "informative
articles about the nost common consuner areas of |aw, as
wel | as background on the judicial system inportant |aws
and cases, and the U S. Constitution.” The page al so
explains to the viewer "After a quick review of the
[ sel ected] article, you'll be better prepared to choose a
| awyer by searchi ng our database.™

The "Ask A Lawyer" page explains "This area of
| awyers.comis designed to provide you with a unique forum

in which to ask general questions of our hosting

° W note, too, that the Cooper declaration, in paragraph 3,
attests to use of "LAWERS.COMin commerce in connection with an

19
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attorneys." The page al so explains that the hosting
attorneys are practicing |awers that maintain l[istings in
t he Martindal e-Hubbell Law Directory, that the information
provi ded through the page is for educational purposes, and
that the viewer in need of specific |legal advice "should
obtain the services of a qualified attorney such as those
listed in the Law Directory."

The "Hiring A Lawer" page contains information on
such topics as "Do | Really Need an Attorney?" "Thinking
Thi ngs Through,"” "Starting the Process,"” "Eval uating Your
Candi dates,"” "What WIIl it Cost?" "Your Attorney's
Responsibilities to You, the dient,"” "Wien Things Don't Go
As You Expected,"” and "Legal Resources."

Finally, the "Law Today" page contains links to
specific articles defining areas of the law, to cases in
the news or fanbus cases, and to | egal headli nes.

We agree with the exam ning attorney's concl usion that
t he speci mnen web pages applicant submtted denonstrate
"that applicant's information about the | aw i ncl udes
providing information about |awyers and, in fact, is
of fered for the express purpose of assisting the individual

in selecting a lawer." Brief, p. 4; enphasis added. The

"online interactive database featuring infornati on exchange in
the fields of law, |awers, |egal news, and |legal services.'"

20
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exam ni ng attorney argues, too, that providing information
about |egal news or |egal services, particularly as
denonstrated by applicant's web site, involves providing

i nformati on about | awyers.

Appl i cant argues, however, that its deletion of the
word "l awyers” fromits identification of services "limted
its covered services" by excising "online services relating
to informati on exchange in the field of 'l awers.'" Brief,
p. 3. In addition, applicant argues that it "is not
seeking federal registration of its mark in connection with
all of the different types of content or services avail able
on Applicant's web site" and its mark "is capabl e of
di stinguishing its narrower description of services."

Under the circunstances we find the genus of services
to be providing a web site!® with a database of information
covering the identified topics of |law, | egal news and | egal
services and that a central and inextricably intertw ned
el ement of that genus is information about |awers and
information from | awers.

2. What WIIl the Relevant Public Understand?

The next question is: who are the nenbers of the

rel evant public for such services, and what will they

0 The phrase "online interactive database" in the identification
is an apt synonymfor "web site."

21
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under st and when confronted wi th LAWERS. COM? W concl ude
that nmenbers of the relevant public include |awers who may
be seeking legal information or who nmay be seeking ot her

| awers to whomthey may refer clients. The rel evant
public also includes | aypersons that nay be seeking | egal
information, |egal representation, or referrals.

As noted earlier, the examning attorney has nade of
record a dictionary definition of "lawer" that applicant
concedes is accurate as one definition of the word. In
addition, the exam ning attorney has put into the record
reprints of numerous web pages fromweb sites that include
information on the law, the nature of |egal services and
i nformati on about obtaining a |lawer. These include nmany
of the previously-referenced web sites that utilize
"l awyers.cont in their web site domain nanes, and the web

site thel aw. com

The rel evant public, including both | awers and non-
| awyers, when they consider LAWERS. COMin conjunction with
the class of involved services, would readily understand
the termto identify a commercial web site providing access
to and information about |awers. Sonme nenbers of the
rel evant public would think of a web site that would
provide information about |awers, including their

specialties, contact information, and the like, which is

22
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part of what applicant's web site does. It is also likely
t hat sonme nenbers of the relevant public would think of a
web site that allows site visitors to actually contact

ot her lawers, as exenplified by applicant's "Ask a Lawer"
web page.

A | awyer nenber of the relevant public m ght
understand, better than a non-lawer, that the web site
woul d have limtations, for exanple, that it would include
di scl ai mers and would not present information fromlawers
accessible via the site as "legal advice." This, however,
does not alter the |ikelihood that either type of nenber of
the relevant public would think of the web site in the ways
we have di scussed.

In addition, the |ikelihood that sonme nenbers of the
rel evant public would think of a web site providing online
access to lawers while others mght think of a web site
providing online information about | awyers does not render
LAWYERS. COM non-generic. Either understanding of the term
woul d be generic and the fact that a term nay have two
generic nmeani ngs when considered in connection with a
particul ar class of services does not nean it is not

generic. Conpare Steel buil ding.com supra, 75 USPQ2d at

1422-23 (the Federal Circuit found neither of two possible

nmeani ngs for the mark STEELBUI LDING COMto be generic) with
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Abercronbie & Fitch Conpany v. Hunting World, Inc., 537 F

2d 4, 189 USPQ 759, 766 (2d GCir. 1976) (stating "a word may
have nore than one generic use,” the Second Circuit found
"safari" to be generic in nultiple contexts, although not

in all contexts). See also Northland Alum num supra (the

Federal Circuit found BUNDT generic for cakes and cake

m xes); and Cear Inc. v. L.A Cear California Inc., 670

F. Supp. 508, 4 USPQ2d 1192, 1197 (S.D.N. Y. 1987) ("A word
may have nore than one generic use, and it is protected in
each of its generic uses from appropriation by any one
merchant."), vacated in part, dismssed, 13 USPQ2d 1655
(S.D.N Y. 1989) (disposition of sone clainms by sunmary
j udgnment vacated by a settlenment agreenent of the parties
and all clains dismssed).

Appl i cant has argued that a termthat "nmay be
consi dered descriptive or generic for sonme goods or
services may still function as a mark in connection with
ot her goods or services or to other markets" and that it
"I's not seeking to register its mark LAWERS. COM f or
selling lawers or offering the services of |awers, but
for the nore limted services now covered by its
application.” Brief, pp. 8 and 15, respectively.

Reference to the decision of In re Seats, Inc., 757 F.2d

274, 225 USPQ 364 (Fed. Cir. 1985), is helpful in assessing
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this argunment. That case involved an application to
regi ster SEATS as a mark for "ticket reservation and
i ssuing services for various events by neans of a

conputer,” and the Federal Crcuit stated: "The term
'seats' may be generic in relation to chairs or couches or
bl eachers. It is clearly not generic to reservation
services. Contrary to the Board' s statenments, Seats is not
selling seats, as would for exanple a furniture nerchant,
but is selling a reservation service..." |d. at 367-68.

Just as Seats, Inc. was not selling seats, applicant here
is not selling lawers,! but it is there that the
simlarity ends. Though the Federal Crcuit noted the
Board's concern with "a need of others to use SEATS in
describing the present services," there is no indication in
the Seats decision that the Board actually had before it

evi dence of use of the term by other purveyors of ticket
reservation and i ssuance services. |In contrast, the record
in this case evidences use of "lawers.com' as part of the
domai n names of nunmerous hosts of web sites; and those web
sites provide information to | awers and | aypersons that is

the sane as or very simlar to that provided by applicant's

1 The record does not reveal whether applicant is actually
"selling" anything, i.e., charging visitors to its web site.
Thus, the revenue figures reported in the Cooper declaration are
wi t hout context and the declarant does tie the figures to
particul ar services or activities of applicant.
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web site. In short, this case does not involve a perceived
need for others to use a term but involves a denonstrated
use of the termby others. The relevant public wll,
therefore, perceive use of "lawers.cont as indicating a
web site (an "online interactive database featuring

i nformati on exchange") focused on | awers, |egal services,
and the areas of the lawin which | awyers practice or
render their services.

Applicant argues that its web site is different from
the sites of others that also enploy the term"Ilawers. cont
in their domain nanmes. Specifically, applicant argues that
t he other names and web sites are different, because the
ot her nanmes add nore specific ternms to "l awers.com' and
thus nore i medi ately reveal the nature of the sites, as
wel | as because the | awer "search or directory feature" of
applicant's site is not the site's "primary function, or
even the nost promnent feature." Brief, p. 7.

I nsofar as the first of these two argunents inplies
t hat LAWYERS. COM cannot be generic for applicant's site
because it is nore general and vague conpared to such nanes
as truckerl awers. com and nmassachusetts-|l awers.com we do
not find the argunent persuasive. The nane for applicant's
site is sinply broad in scope, and the content of its web

site appears to match that breadth. As for applicant's
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argunent that its |awer search or directory feature is not
a primary or promnent feature of its web site, we note the
exhortation "Locate a Lawer with | awers.conl™ on
applicant's main web page; and even |inked pages, such as
its "About the Law' page, explains "After a quick review of
the [selected] article, you'll be better prepared to choose
a |l awyer by searching our database.”™ |In short, we agree
wth the exam ning attorney that applicant's web site is
all about the law, obtaining information on the |aw from
| awyers, and finding |awers that can help one with a |egal
pr obl em

Anot her argunent advanced by applicant is that its
LAWYERS. COM nane is no less distinctive than many "arguably
generic terns” that the USPTO has approved for registration
on the Principal or Supplenental Registers. |n support of
this argunent, applicant relies on TARR printouts of
information on various registrations, many of which are
".com' marks. There can be no doubt, however, that "the
Board ...nust assess each mark on the record of public

perception submtted with the application.”™ 1In re Nett

Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed.

Cr. 2001). Accordingly, there is "little persuasive val ue
in the registrations" applicant has submtted. 1d. See

also, Inre First Draft, Inc., 76 USPQ2d 1183 (TTAB 2005)
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(even when the applicant submtted copies of entire files
fromother registrations, the Board did not find the
evi dence persuasive).

The final argunent applicant advances in its main
brief is that under the Federal G rcuit's Oppedahl

decision, In re OQppedahl & Larson LLP, 373 F.3d 1171, 71

UusP@2d 1370 (Fed. G r. 2004), the ".COM portion of
LAWYERS. COM can only be consi dered descriptive, not
generic. By inplication, then, applicant is arguing that
LAWYERS. COM cannot be generic if any portion of it is not.
As the Board noted in its decision in the Eddie Z's

case, Inre Eddie Z's Blinds and Drapery Inc., 74 USPQd

1037 (TTAB 2005), we are cogni zant of the Federal Circuit's

ruling in Oppedahl, which cautions that while the "addition

of a TLD such as '.comi or '.org' to an otherw se

unregi strable mark will typically not add any source-
identifying significance,” this "is not a bright-Iine, per
se rule" and that "exceptional circunstances" mght yield a
different result. Qppedahl, 71 USPQ2d 1374. As the Board
also noted in Eddie Z's, it does not view Qppedahl as
creating a per se rule that addition of a TLD to an

unregi strable termalways results in at | east a potenti al

mark, i.e., a non-generic conpound and, instead, views the

Oppedahl deci sion as | eaving the door open for registration
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of conbinations of unregistrable terns and TLDs in the
exceptional circunmstances whereby the conbination results
in a whole greater than the sumof its parts. Eddie Z's,
74 USPQR2d at 1042. Wiile the Federal Circuit determned in

the Steel buil di ng.comcase that STEELBU LDl NG COM had a

non- generic meaning and was therefore registrable, we do
not find the designation now before us to present such
exceptional circunstances.

Because we find LAWERS. COM generic, we do not address
applicant's argunents that the designation is nerely
descriptive and that there is sufficient acquired
distinctiveness to allow registration under Section 2(f).

Deci sion: The refusal of registration on the ground

of genericness is affirned.
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