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Box: TTAB

NO FEE

Commissioner of Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

Sir:
Applicant appeals from the Examining Attorney's May 28, 2003 final refusal to
register its beverage can configuration.

I THE RECORD

Applicant filed the instant application on February 20, 1998.

The Examining Attorney finally refused registration in an Office Action dated
May 28, 2003. The final refusal was based on the proposed mark being a product
design which is not inherently distinctive.

The record consists of the following communications between applicant and the

Examining Attorney:
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Application filed February 20, 1998;

First Office Action dated December 8, 1998;

Applicant's Response dated June 8, 1999;

Second Office Action dated June 12, 2002;

Applicant's Response dated December 12, 2002;

Third Office Action finally refusing registration dated May 28, 2003;
Applicant's Notice of Appeal dated November 26, 2003;

T Q3 m o awy

Applicant's Request for Extension of Time for Filing Applicant-
Appellant's Brief;
L. Trademark Office's approval of extension of time.

II. EXAMINING ATTORNEY'S POSITION

The Examining Attorney has refused registration on the Principal Register
because the proposed mark is deemed a product design which is not inherently

distinctive. The Examining Attorney cites Wal-Mart Stores, Inc. v. Samara Brothers,

Inc., 529 U.S. 205, 212, 54 USPQ2d 1065, 1069 (2000) for the proposition that a
product design trademark can never be inherently distinctive and is registerable only
upon a showing of secondary meaning. Since the application is based on an intent to
use and no evidence of acquired distinctiveness has been submitted, the Examining
Attorney refused registration on the Principal Register stating that the proposed mark
consists of a non-distinctive product design under Trademark §§ 1, 2 and 45, 15
U.S.C. §§ 1051, 1052 and 1127.

III. SUMMARY OF THE APPLICANT'S POSITION

Applicant seeks reversal of the refusal to register its mark.

The Examining Attorney has taken the position that the product design trademark

can never be inherently distinctive. However, a portion of the goods listed by the

applicant reads as follows:
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"Non-alcoholic beverages, namely, mineral water, carbonated water; and other
alcohol-free beverages, namely, fruit juice beverages, fruit flavored soft drinks,
sport drinks, sport drinks with electrolytes; fruit juice beverages, fruit flavored
soft drinks, sport drinks, sport drinks with electrolytes; concentrates, syrups and
powders for the preparation of soft drinks, and all the aforesaid with the addition
of mineral aggregates and vitamins in Class 32."

This, with this listing of goods, the applicant's mark is merely a container or the
trade dress for the goods and not the "product design."

IV.  ARGUMENT

The Examining Attorney has cited Wal-Mart Stores, Inc. v. Samara Brothers,

Inc., 529 U.S. 205, 212, 54 USPQ2d 1065, 1069 (2000) for the proposition that a

product design trademark can never be inherently distinctive and is registerable only

upon a showing of secondary meaning. However, in Wal-Mart Stores, Inc., supra., the

Supreme Court held that a line of children's clothing required a showing of secondary
meaning before it could be afforded protection. Obviously, in that situation, the
product itself, rather than the packaging, was at the heart of the dispute.

In that applicant's proposed mark is a container for the listed goods, it is the
packaging or trade dress for the goods, rather than the goods themselves.

The Supreme Court has addressed such a situation in Two Pesos, Inc. v. Taco

Cabana, Inc., 505 U.S. 763, 112 S.Ct. 2753, 120 L.Ed. 615 (1992). In this case, the

Court held that the trade dress of a Mexican-American restaurant embodied in the décor
and ambiance of the restaurant could be inherently distinctive and that proof of
secondary meaning was not required to prevail on a claim under § 43(a) of the Lanham
Act. The Court noted that where secondary meaning does not appear in the Statute 15
U.S.C. § 1052 (1982), it is a requirement that only applies to merely descriptive marks

and not to inherently distinctive ones. The Court saw no basis for requiring secondary
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meaning for inherently distinctive trade dress protection under § 43(a), but not for other
distinctive words, symbols or devices capable of identifying a producer's product.

In this case, applicant's unique "hand grenade" design for a beverage container
is indeed inherently distinctive and, as such, should be protectable and registerable
without a showing of secondary meaning.

V.  CONCLUSION

In that applicant's mark constitutes inherently distinctive trade dress, it should be

protectable and registerable without a showing of secondary meaning.
Therefore, the Examining Attorney's final rejection should be reversed and the
application to register this mark should be passed to publication.

Respectfully submitted,
BOMBA ENERGIA
GETRANKEVERTRIEBES GMBH

A

Gary Essmann
Reg 0. 29,376

Andrus, Sceales, Starke & Sawall, LLP
100 East Wisconsin Avenue, Suite 1100
Milwaukee, WI 53202

414-271-7590
Attorney Docket No. 825-00120



