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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
MORRO CASTLE CORPORATION  § 

§ 
Petitioner, § 

 § Concurrent Use No. 94002580 
V. § Regarding App. No. 85/405169 

§ 
MORRO CASTLE CAFETERIA  § 
RESTAURANT CORP. dba  § 
MORRO CASTLE  § 

§ 
Common Law User.  § 

 
 

PETITIONER’S BRIEF SHOWING ITS ENTITLEMENT TO THE REGISTRATION 
OF ITS CONCURRENT USE APPLICATION   

 
 Pursuant to TBMP § 1107 and in response to the Board’s order dated August 27, 2014, 

Petitioner, Morro Castle Corporation (“Petitioner”) hereby submits this brief showing its 

entitlement to the registration for its concurrent use application (i.e. U.S. Trademark Application 

Serial No. 85/405169). For the reasons set forth herein, Petitioner is entitled to a concurrent use 

registration because there is no likelihood of confusion between Petitioner and the Concurrent 

User.  

PROCEDURAL BACKGROUND  

 On August 23, 2011, Petitioner filed an application for concurrent use registration of 

“MORRO CASTLE and design” mark for “restaurant services” in International Class 43. The 

application names common law user Morro Castle Cafeteria Restaurant Corp. dba Morro Castle 

(“Concurrent User”) as the exception to the Petitioner’s claim of exclusive right to use the mark 

in commerce.1 Petitioner has claimed the exclusive right to use the mark in the area comprising 

                                                 
1 Morro Castle Cafeteria Restaurant Corp. dba Morro Castle was added to this proceeding as a common law user in 
view of the abandonment of its application Serial No. 85/312784 on March 14, 2012. 
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the United States and all territories under its jurisdiction and control, with the exception of the 

limited territory of Hialeah, Florida, which comprises the corporate boundaries of the cities of 

Hialeah, Florida and Miami Lakes, Florida.  

 On October 6, 2013, the Board issued a Notice of the Concurrent Use Proceeding. Given 

that the Concurrent User failed to file an answer to the Notice of the Concurrent Use Proceeding 

(as required by 37 C.F. R. § 2.99(d)(2)), the Board issued a Notice of Default on February 24, 

2014 against the Concurrent User. The Board also afforded Concurrent User thirty days from the 

mailing date of the order to show cause why judgment by default should not be entered in 

accordance with Fed. R. Civ. P. 55(b). No response to the notice of default was filed by 

Concurrent User. On April 28, 2014, the Board entered a default judgment against the 

Concurrent User. Pursuant to Trademark Rule 2.99(d)(3), if an answer, when required, is not 

filed, judgment will be entered precluding the specified user(s) from claiming any right more 

extensive than that acknowledged in the application for concurrent use registration. 

ARGUMENT  

 Under 37 C.F.R. § 2.99(d)(2), an “applicant for concurrent use registration has the burden 

of proving entitlement thereto.” Even if there is a default by the concurrent user, “each 

concurrent use application still will have the burden of proving its entitlement to the 

registration(s) sought as against every party specified in its application(s), including any party 

against which default judgment for failure to answer has been entered.” TBMP § 1107. 

 Where a concurrent use proceeding involves one or more specified common law 

concurrent users that do not have an involved application or registration, such as in the instant 

case, and default judgment for failure to answer is entered against every specified user, and 

applicant may prove its entitlement to registration as against the defaulting user by an “ex parte” 
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type of showing, that is, by submitting evidence in affidavit form. See Precision Tune Inc., v. 

Precision Auto-Tune Inc., 4 USPQ2d 1095 (TTAB 1987) TBMP § 1107. That is, “applicant may 

prove its entitlement to registration by less formal procedures (such as by the submission of 

affidavit evidence) than those (such as depositions upon oral examination) normally required for 

the introduction of evidence in an inter partes proceeding.” TBMP § 1107. 

 The TBMP points to Precision Tune Inc., v. Precision Auto-Tune Inc., 4 USPQ2d 1095 

(TTAB 1987) as an example of sufficient proof of entitlement in cases, such as the instant case, 

involving concurrent users that have defaulted. TBMP § 1107, at 1100-34 n. 99; see also Mid-

Atlantic Car Wash Technology, Inc. v. Carwash Tech, 2006 TTAB LEXIS 8 (TTAB Jan. 6, 

2006). 

 Consistent with TBMP § 1107 and the Board’s decision in Precision Tune, the attached 

Declaration of Alberto Villalobos (“Villalobos Declaration”) contains precisely the type of proof 

that the TBMP and the Board have recognized as sufficient to satisfy an applicant’s burden of 

showing entitlement to a concurrent use registration. Mr. Villalobos, the President of Petitioner, 

has knowledge concerning Petitioner and general knowledge concerning the Concurrent User. 

Villalobos Declaration, at ¶ 7. Since at least as early as 1964, Petitioner has used the “MORRO 

CASTLE and design” mark (which is subject of U.S. Trademark Application Serial No. 

85/405169) continuously in connection with restaurant services in Miami, Florida. Villalobos 

Declaration, at ¶4. 

 To the best of Mr. Villalobos’ knowledge, Petitioner operates and provides restaurant 

services only in Miami, Florida. Villalobos Declaration, at ¶5. Similarly, to the best of Mr. 

Villalobos’ knowledge, Concurrent User operates and provides restaurant services only in 

Hialeah, Florida. Villalobos Declaration, at ¶6. 
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 Importantly, Petitioner has not operated, and will not operate, any restaurant using the 

“MORRO CASTLE and design” mark in Hialeah, Florida as long as the Concurrent User 

continues to use the “MORRO CASTLE” mark in connection with restaurant services in 

Hialeah. Villalobos Declaration, at ¶12. 

 Petitioner has not advertised, and will not advertise, its services in Hialeah, Florida as 

long as the Concurrent User continues to use the “MORRO CASTLE” mark in connection with 

restaurant services in that city. Villalobos Declaration, at ¶11. Even if there were some instance 

of overlapping advertising, which Petitioner does not believe to be the case, the Board 

nevertheless has held that “overlapping advertising and customer solicitation does not require a 

determination that there is a likelihood of confusion.” CDS, Inc. v. IC.E.D. Management, Inc., 80 

USPQ2d 1572, 2006 TTAB LEXIS 243, *34 (2006). 

 In addition, the parties entered into a Concurrent Use Agreement in 1994 and agreed that 

Petitioner would have to the right to use and register the mark MORRO CASTLE throughout the 

United States.  Further the parties have agreed to cooperate and consult with one another, in good 

faith, to ensure that no likelihood of confusion occurs.  See EXHIBIT A attached to the 

Villalobos Declaration.    

To the extent Petitioner encounters any actual confusion in the future, the parties will 

cooperate reasonably with each other to avoid such confusion in the future.  

 

CONCLUSION 

 Based on all of the foregoing reasons, Petitioner has met its burden of showing 

entitlement to a concurrent use registration. See TBMP § 1107, at 1100-34 n.99; Precision Tune 

Inc., v. Precision Auto-Tune Inc., 4 USPQ2d 1095 (TTAB 1987). For the foregoing reasons, 
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Petitioner respectfully requests that the Board register Petitioner’s mark and the concurrent use 

application.  

 
Respectfully submitted, 

 
GARDERE WYNNE SEWELL LLP 

 
 

By:    /Lisa R. Hemphill/  
       Lisa R. Hemphill 

 
Date: 10/27/2014  
 
3000 Thanksgiving Tower 
1601 Elm Street 
Dallas, Texas  75201 
(214) 999-4682 
(214) 999-4623 (FAX) 
Email: ip@gardere.com, lhemphill@gardere.com 
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