
 
 
 
 
 
 
 
      Mailed: November 25, 2013 
 
      Concurrent Use No. 94002566 
       

John W. Hill, III 
 
       v. 
 

Jamat, LLC d/b/a Mattress 
Source 
 
Concurrent Use No. 94002567  

 
John W. Hill, III 

 
       v. 
 

The Mattress Source, Inc. 
 
 
Before Kuhlke, Wellington, and Hightower, Administrative 
Trademark Judges. 
 
By the Board: 
 

John W. Hill, III (Hill) filed an application for the 

mark MATTRESS SOURCE in standard character form based on 

acquired distinctiveness under Section 2(f) of the Trademark 

Act and with the word “mattress” disclaimed for “retail 

stores featuring mattresses, box springs, bedding 

foundations, and bedding products; online retail stores 

featuring mattresses, box springs, bedding foundations, and 

bedding products; mail order retail services featuring 

mattresses, box springs, bedding foundations, and bedding 
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products,” in International Class 35.1  Upon publication, 

two separate entities, Jamat, LLC d/b/a/ Mattress Source 

(Jamat) and The Mattress Source, Inc. (MSI) filed individual 

oppositions against the application, each asserting their 

respective common law rights in the mark MATTRESS SOURCE.  

See, Opp. No. 91205101 (Jamat v. Hill) and Opp. No. 91205104 

(MSI v. Hill).   

Subsequently, pursuant to a settlement agreement 

entered into by Hill, Jamat and MSI, Hill amended its 

application to seek registration subject to concurrent use 

with each of the opposers and added the following concurrent 

use statement: 

Applicant claims the exclusive right to use the 
mark in the area comprising the entire United 
States, except for the states Missouri, Illinois, 
and Michigan for the services: Retail stores 
featuring mattresses, box springs, bedding 
foundations, and bedding products; online retail 
stores featuring mattresses, box springs, bedding 
foundations, and bedding products; mail order 
retail services featuring mattresses, box springs, 
bedding foundations, and bedding products in 
International Class 35.   

 
The Board accepted Hill’s amendment, dismissed the 

oppositions and instituted these concurrent use proceedings.  

These proceedings now come up for consideration of the 

                     
1 Application Serial No. 85352473, filed June 22, 2011, and 
alleging July 20, 2002 as the date of first use anywhere and date 
of first use in commerce.  Applicant also claims ownership of 
prior Registration No. 2722773.  Inasmuch as the prior 
registration is registered on the Supplemental Register it may 
not be subject to a concurrent use proceeding.  Trademark Rule § 
2.99.  See also TBMP § 1103 (2013). 
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parties’ settlement agreement.  Because issuance of Hill’s 

concurrent use application into a registration is dependent 

upon resolution with both excepted users we have 

consolidated these proceedings. 

The settlement agreement provides, inter alia, that (1) 

Hill cites Missouri, Illinois and Michigan “as exceptions” 

to its use;2 (2) the parties’ use of their respective marks 

is restricted to their respective geographic territories, 

subject to specific exceptions whereby other measures insure 

confusion is not likely,3 and (3) the parties’ “Internet 

Website[s]” will not “state or suggest” they “conduct 

business” outside of their respective territories.  

The Board is persuaded that the measures set forth in 

the agreement are sufficient to insure that such concurrent 

use by the parties will not, in fact, be likely to cause 

confusion.4  However, as part of the settlement agreement, 

the parties agree that in the event Jamat or MSI pursue 

                                                             
 
2 In general, the limitations as to place of use are expressed as 
the “geographic restrictions” and we interpret the agreement as 
such.  The word “exceptions” typically would refer to the other 
users, in this case, Jamat and MSI.  
 
3 Specifically, each party may process orders from individuals or 
entities located outside of their respective locations or ship 
orders outside of their territories, but they may not make “any 
express or implied representation that they operate outside” of 
their respective territories. 
 
4 While it is preferable for parties to include in their 
agreements that they “will do whatever is reasonably necessary to 
prevent public confusion,” its absence is not fatal to this 
agreement. 
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their respective concurrent use applications, Application 

Serial No. 856208075 and Application Serial No. 85622222,6 

they agree to “execute a joint request to consolidate” those 

applications “into the Settlement Concurrent Use 

Proceeding.”  A review of our records indicates that Jamat’s 

Application Serial No. 85620807 stands abandoned; however, 

MSI’s Application Serial No. 85622222 is still pending in 

examination. 

In view thereof, the parties are allowed until THIRTY 

DAYS from the mailing date of this order to inform the Board 

if they wish to suspend proceedings until concurrent use 

Application Serial No. 85622222 either is abandoned or 

clears the publication period to allow it to be added to 

this proceeding, or to conclude this proceeding and allow 

application Serial No. 85352473 to issue into a concurrent 

use registration.    

Proceedings are otherwise suspended. 

*   *   * 

                                                             
 
5 Jamat filed this application on May 9, 2012 for the mark 
MATTRESS SOURCE in standard characters for “retail store services 
featuring mattresses, box springs, bedding foundations, and 
bedding products; online retail stores featuring mattresses, box 
springs, bedding foundations and bedding products,” alleging 
April 9, 2008 as the dates of first use and use in commerce. 
 
6 MSI filed this application on May 10, 2012 for the mark THE 
MATTRESS SOURCE stylized with a banner background design for “bed 
frames; bed headboards; bed pillows; beds; beds, mattresses, 
pillows and bolsters; bunk beds,” alleging August 1, 1994 as its 
date of first use and first use in commerce. 


