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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Concurrent Use Applicant:
Application Serial Number:
Application Filing Date:
Mark:

Registrant

Current Owner:

Registrant's Application Serial Number:

Registrant's Application Filing Date:

Yes Yes, Inc.

76621541

November 22, 2004

YES YES

24/7 Service Corporation

American Residential Services, L.L.C.
78367862

February 13, 2004

Registrant's Mark YES!

Registrant's Registration Number: 3573896

Concurrent Use No. 94002382
RESPONSE

In response to the request by the TTAB dated April 30, 2009, Yes Yes, Inc., 2

Cedar Lane, Stafford, VA 22554, 24/7 Service Corporation, 5075 S. Cameron, Suite D,

Las Vegas, NV 89118, and American Residential Services, L.L.C. (DBA ARS/Rescue

Rooter Limited Liability Company), 965 Ridge Lake Blvd., Ste. 201, Memphis, TN

38120 respectfully submit an Addendum to Agreement attached hereto and executed by

all parties.



It is noted that American Residential Services, L.L.C. is the current owner of
Registration Number 3573896 (Serial No. 78367862) assigned during this proceeding
from 24/7 Service Corporation to American Residential Services, L.L.C. on February 17,
20009.

Respectfully submitted,
/William L. Klima/
09/30/2009
William L. Klima, Esq.
Klima Law Offices, PLLC
25 Winsome Lane
Fredericksburg, VA 22406
UNITED STATES
klima@midatlanticbb.com
540-657-9344

; and

/Ira M. Schwartz/

09/30/2009

Ira M. Schwartz, Esq.

DeConcini McDonald Yetwin & Lacy

7310 N. 16th St., Suite330

Phoenix, AZ 85020

UNITED STATES

trademarks@dmylphx.com, ischwartz@dmylphx.com
602-282-0500



(Final Revisions - YYI)
AddendumVO08
09-28-09 9:5%a.m.

Date:

Pariies:

17, 2005, the following additional terms and conditions are agreed to by the parties.

Addendum, ARS agrees to be bound by the terms and conditions of the earlier Settiement

Agreement dated August 17, 2005, as revised by this Addendum. ARS agrees that all

Settlement Agreement (Addendum})

September 28, 2009.

American Residential Services, L.L.C.

(DBA ARS/Rescue Rooter Limited Liability Company)
965 Ridge Lake Blvd,, Ste. 201

Memphis, TN 38120

(ﬂARSII)

24/7 Service Corporation
5075 S. Cameron, Suite D
Las Vegas, NV 89118
(|I24/711)

Yes Yes, Inc.

2 Cedar Lane
Stafford, VA 22554
(IIY’Y‘IH)

Further to the Settlement Agreement by and between 24/7 and YYT dated August

ARS is the assignee of 24/7's rights in the trademark YES! By entering this

references in the Settlement Agreement shall apply to ARS.

U.S. Trademark Registration No. 3573896 (Serial No. 78367862, filed February

13, 2004) was assigned from 24/7 to ARS on February 17, 2009.



(Final Revisions - YYT)
AddendumV08
09-28-09 9:5%a.m.

ARS, 24/7, and YY1 agree that the Settlement Agreement dated August 17, 2003,
and this Settlement Agreement (Addendum) will apply to all licensees and related
companies of the parties, and the parties agree to notify all licensees and related
companies of the parties to inform these licensees and related companies of the
Settlement Agreement and Settlement Agreement (Addendum), and will take appropriate

steps to ensure that such licensees and related companies comply with the terms and

conditions of the Settlement Agreement and this Addendum.
Additional Limitations on the Use of the Mark (original Paragraph #2)

h) ARS and 24/7 shall not advertise the YES! mark or use the YES! mark in
connection with the ARS and 24/7 Services in the YYI Service Area, YY1 shall
not advertise or use the YES YES mark in connection with the YY1 Services in

the ARS and 24/7 Service Area.

i) ARS and 24/7 agree that it will take commercially reasonable steps to ensure that
any spillover advertising using the YES! mark, in particular any national, internet,
and/or website advertising or operations of ARS and 24/7 Services using the
YES! mark into the YYI Service Area will specifically indicate ARS and 24/7
Services and service areas using the Yes! mark are only available in Florida and
states or territories West of the Mississippi River, namely Alaska, Arizona, |
Arkansas, California, Colorado, Hawaii, Idaho, Iowa, Kansas, Louisiana,

Minnesota, Missouri, Montana, Nebraska, Nevada, New Mexico, North Dakota,



(Final Revisions - YY)
AddendumV08
09-28-09 9:59a.m.

i)

Oklahoma, Oregon, South Dakota, Texas, Utah, Washington, and Wyoming.

YYT agrees that it will take commercially reasonable steps to ensure that any
spillover advertising using the YES YES mark, in particular any national, internet,
and/or website advertising or operations of YYI Services using the YES YES
mark into the ARS and 24/7 Service Area, will specifically indicate YYT Services
and service areas are only available in states or territories East of the Mississippi
River, namely, Alabama, Connecticut, Delaware, Florida, Georgia, {llinois,
Indiana, Kentucky, Maine, Maryland, Massachusetts, Michigan, Mississippi, New
Hampshire, New Jersey, New York, North Carolina, Ohio, Pennsylvania, Rhode
Island, South Carolina, Tennessee, Vérmont, Virginia, Washington DD.C., West

Virginia, and Wisconsin.

ARS and 24/7 agree that they will take commercially reasonable steps to ensure

that any spillover advertising of ARS and 24/7 Services using the Yes! mark into the YY1

Service Area will prominently indicate and display a disclaimer substantially in the

following form: American Residential Services, L.L.C. (ARS) owner of the mark YES!

and 24/7 Service Corporation, its licensee of the mark YES!, are not affiliated with Yes

Yes, Inc., owner of the mark YES YES. YYI agrees that it will take commercially

reasonable steps to ensure that any spillover advertising of YYT Services into the 24/7

Service Area will prominently indicate and display a disclaimer in substantially the

following form: Yes Yes, Inc. owner of the mark YES YES is not affiliated with

American Residential Services (ARS) owner of the mark YES! or 24/7 Service



(Final Revisions - YYI)

AddendumV08

09-28-09 9:5%a.m.

Corporation, its licensee. Spillover advertising as used in this agreement is limited to

Internet advertising, website advertising, national television and radio advertising.

k) The parties agree to take commercially reasonable steps to prevent actual

confusion among their respective services.

1} The parties acknowledge and agree that they have each continuously used their
respective marks in their respective service areas at the same time for over four
(4) years and neither party is aware of any instances of actual confusion in that
time. The parties respectively acknowledge that such period of time of
simultaneous use without any instances of actual confusion demonstrated a lack

of a likelihood of confusion.

m) The mark YES! owned by ARS differs from the mark YES YES owned by YYT,
in particular the mark YES! is the combination of the single word YES followed
by an exclamation mark with no space in between compared with the mark YES
YES, which is the combination of the word YES repeated twice and separated by

a space.

1) The mark YES! owned by ARS is for "plumbing services, namely, installation,
maintenance, and repair and air conditioning services, namely installation,

maintenance", and repair in Class 37, and the mark YES YES owned by YYTis



{Final Revisions - YYT)
AddendumV08
09-28-09 9:5%a.m.

P

q)

for "air conditioning contractor services, and installation, repair, and maintenance

of air conditioning apparatus” in Class 37.

The parties agree to use distinctly different packaging, labeling, signs, or other
marks in association with their marks to distinguish the marks apart and different

from each other to avoid likelihood of confusion between the marks.

The mark YES! owned by ARS has been used beginning on March 18, 2005, and
the mark YES YES owned by YY1 has been used beginning on May 1, 1990, and
such use has not resulted in any actual confusion. The mark YES! owned by ARS
is currently used mainly in the geographic area of the south-western states and
western states, and the mark YES YES owned by YY1 is currently used mainly in

the geographic area of the central eastern states.

The parties agree that the obligations under the Settlement Agreement and this
Addendum shall remain in effect as long as both parties continue using the YES!

mark and the YES YES mark respectively.

In the event of any alleged violation of this agreement, the non-defaulting party
shall give written notice of the alleged violation to the non-performing party. The
non-performing party shall then have 30 days afier receipt of such notice to cure
the alleged default. If the default is cured within such time period this agreement

shall remain in force and no breach of this agreement shall have occurred.



(Final Revisions - YYTI)

AddendumV08

09-28-09 9:59a.m.

This Agreement is made on the date first set forth above,

American Residential Services L1L.C

By (ehn~

Bob von Gruben
Sr. Vice President, General Counsel

24/7 Serv;c Corporatmn

By /]
eth D Goodmch
Pr sident

Yes Yes, Inec.

By

Thomas Eli Sablon, Jr.
President



(Final Revisions - Y'YT)

AddendumV08

09-28-09 9:5%a.m.

This Agreement is made on the date first set forth above,

American Residential Services LLC

By

Bob von Gruben
Sr. Vice President, General Counsel

24/7 Service Corporation

By

Kenneth D. Goodrich
President

Yes Yes, Inc.




