Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA164738

Filing date: 09/25/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 94002102
Party Applicant
Easy Cash, Inc.
Correspondence DENNIS B. HAASE
Address 320 Quachita Ave, Ste 313
POST OFFICE BOX 6206
Hot Springs, AR 71902
UNITED STATES
dbhaase@sbcglobal.net
Submission Other Motions/Papers
Filer's Name Dennis B. Haase
Filer's e-mail dbhaase@sbcglobal.net, maagool0@sbcglobal.net
Signature /sl Dennis B. Haase
Date 09/25/2007
Attachments Notice092507.pdf ( 6 pages )(323483 bytes )



http://estta.uspto.gov

UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Concurrent Use No. 94002102

Easy Cash, Inc.
V.

Advantage Rent-A-Car, Inc.
V.

American International Investment
NOTICE OF AGREEMENT OF THE PARTIES

This Concurrent Use proceeding was instituted by action of the Board
mailed on April 13, 2007, with regard régistrations to Advantage Rent-A-Car, Inc.
and American International Investment for EASY CASH in different classifications
from that of Applicant, Easy Cash, Inc.

The Board's notice forwarded to American International Investment
was returned by the Postal Service as undeliverable.

On July 25, 2007, Applicant filed a Response and Motion to Amend
wherein evidence was presented showing that American International Investment
was apparently no longer in business. On the basis of the notification from the

Board that the registration to American International Investment had been cancelled
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to failure to file the required documents under Section 8, Applicant requested that
this proceeding be amended to remove American International Investment from the
concurrent proceeding.

Thereafter, Applicant entered into discussions with counsel for
Advantage Rent-A-Car, Inc. with regard to concurrent use of the mark in question.
An agreement has been reached between the parties and attached hereto is a true
copy of the Agreement Regarding Use of Trademarks, duly executed by Advantage
Rent-A-Car, Inc. and Easy Cash, Inc. Under the terms of this agreement, the parties
have agreed neither will use the mark EASY CASH for the services of the other.

In view of this executed Agreement Regarding Use of Trademarks
between the two remaining parties, it is respectfully submitted that this proceeding
should now be terminated and that the application of Easy Cash, Inc. should passed
to registration.

Dated: 4-RS-@ 7

Respectfully submitted,

D
Registration No. 22,037

Attorney for Applicant
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AGREEMENT REGARDING USE OF TRADEMARKS

This Agreement is made and entered between Advantage Rent-A-Car, Inc, a Texas
corporation having an address of P.O. Box 310001, San Antonio, TX 78213
(“Advantage”) and Easy Cash, Inc., an Arkansas corporation having an address of 8601
West Markham, Little Rock, Arkansas 72205 (“ECI™). :

BACKGROUND

1.1 Advantage uses the mark EASY CASH for automobile rental services and related
services, including automobile rental and leasing reservation services; travel
agency services in the nature of making reservations and booking for temporary
iodging; and providing an incentive commission program for travel agents with
respect to leasing and rental of automobiles (collectively the “Advantage
Services™).

1.2 ECI uses the mark EASY CASH for secured lending services and deferred
payment check cashing services (collectively the “ECI Services”).

1.3 Consistent with its use of the mark, EASY CASH, ECI has applied to register the
mark EASY CASH in a design format for the ECI Services, U.S. Application
Serial No. 76/363,248.

1.4 Consistent with its use of the mark, EASY CASH, Advantage has registered the
mark EASY CASH for the Advantage Services, U.S. Reg. No. 2,655,325.

1.5 Advaniage’s registration has been cited against ECI’s application, which has
resulted in the filing by ECI of Concurrent Use Proceeding No. 94002102, After
reviewing the facts surrounding the respective uses of the parties, the parties do
not believe that there is a present likelihood of confusion caused by their current
respective uses. The uses appear to be directed to differing consumers with
differing pnrchasing motivations. The parties therefore believe that entry into the
present agreement can minimize or eliminate the possibility for confusion in the
future. The parties desire to settle and compromise any issues relating to their
respective uses in the United States pursuant to the terms of this agreement.

UNDERTAKINGS OF THE PARTIES

2.1 The parties therefore agree to the following terms for good and valuabie
consideration, the receipt and sufficiency of which are hereby acknowledged.
2.2 Advantage agrees that it will not use the mark EASY CASH for the ECI services

m the United States.
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2.5

2.6

2.8

2.10

ECI agrees not to use the mark EASY CASH for the Advantage Services in the
United States.

ECI agrees to restrict its use of EASY CASH for the ECI Services to the territory
described as the state of Arkansas, the approximately eastern half of the state of
Oklahoma (including specifically the cities of Tulsa and Oklahoma City), and the
approximately western half of the state of Mississippi for so long as Advantage is
using the mark EASY CASH or, if use has ceased, lacks an intent not to resume
use of the mark EASY CASH.

The parties agree to reasonably cooperate with each other to minimize the
possibility of confusion in the future. In the unlikely event that an instance of
confusion occurs, the parties will cooperate with each other to address any such
Instance. o

Advantage agrees that neither it, nor anyone acting in concert with it, will contest
the use of the mark EASY CASH by ECI that is consistent with the terms of this
agreement, or seek to oppose or cancel any application or registration by ECI
relating to use consistent with the terms of this agreement of a mark that is
comprised of the words EASY CASH or of a mark that consists solely of the
words EASY CASH with an associated design, provided that such use,
application, or registration is for the ECI services and provided that the associated
design is not likely to be confused with any pre-existing design marks that
Advantage may own. In particular, Advantage will not oppose registration by ECI
of the mark EASY CASH for the ECI Services without geographic restriction in
the United States so long as the terms of Paragraphs 2.3 and 2.4 are met.

ECT agrees that neither it, nor anyone acting in concert with it, will contest the use
by Advantage or seek to oppose or cancel any application or registration by
Advantage relating to a mark that is comprised of the word EASY CASH or of a
mark that consists solely of the word EASY CASH with an associated design,
provided that such use, application, or registration is for the Advantage services
and provided that the associated design is not likely to be confused with any pre-
existing design marks that ECI may own.

This Agreement is entered with the purpose of minimizing or precluding any
likelihood of confusion in the future.

ECT agrees to take all reasonable steps to dismiss Advantage from Concurrent Use
Proceeding No. 94002102 and to cooperate with Advantage to secure such
dismissal.

The parties agree, without further consideration, to execute, acknowledge and
deliver such further documents that may be required to effectuate the intent of this
Agreement.



The erms of this Agreement shall be binding on and inure 1o the henefit of the
herrs, successors, assigns. emplovees, olficers, attornevs and subsidiaries of the
arnies.

This Agreement has been executed by the duly avthorized officers of the Parties
on the dates indicated below and shall be deemed effective as of the last date of

CARCCULHION.

S
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CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited with the
United States Postal Service with sufficient postage as first class mail, in an envelope
addressed to:

William D. Raman, Esg.

Wong, Cabello, Lutsch, Rutherford & Brucculeri, LLP
Post Office Box 685108

Austin, Texas 78768

and by email to William D. Raman, Esqg. at wctrademarkaustin@counselip.com on
September 25, 2007.

6 B

Margaref|Haase



