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EXPRESS MAIL No EL 849 002 057 US

Attorney Docket No. 50440US01

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

tn the matter of the Application: T

Service Mark Prime Advantage

Serial No.: 75/803,859 04-27-2004

Filed September 20, 1999 U.$. Patnt & TMOTe/TM Mail Rept Dt. #22
Applicant Sisters of Saint Francis Health Services, Inc.

Mishawaka, Indiana

Sisters of Saint Francis Health Services, Inc.,
assignee of Saint Margaret Mercy Health
Centers, Inc. Concurrent Use No. 1212

V.

R i S

Prime Advantage, Inc,

SISTERS OF SAINT FRANCIS’ MOTION TO ABANDON APPLICATION SERIAL NO.
75/460,711 AND TO TERMINATE CONCURRENT USE PROCEEDINGS

BOX TTAB

NO FEE

Assistant Commaissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

Dear Sir:
This Motion to Abandon Application Serial No. 75/460,711 and to Terminate Concurrent
Use Proceedings responds to a letter from the Trademark Trial and Appeal Board mailed on

March 30, 2004 (the “Letter”). The Interlocutory Attorney, Peter Cataldo, stated that the
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“applicant [did] not indicate its intentions for the disposition of concurrent use application Serial
No. 75460711, acquired from excepted user by assignment,” and that “applicant is allowed thirty
days from the mailing date hereof in which to either abandon application Serial No. 75460711 or
file a motion to seek a geographically unrestricted registration thereof.” See Letter at pages 2-3.

Sisters of Saint Francis Health Services, Inc. (“Sisters of St. Francis™) hereby moves to
abandon Application Serial No. 75/460,711, and to terminate the pending concurrent use
proceeding. As set forth in Sisters of Saint Francis’ previous Motion filed on March 26, 2003,

(1) Prime Advantage, Inc. (“Prime Advantage™) sold, assigned and transferred to Sisters of

St. Francis the service mark PRIME ADVANTAGE EXPERIENCE HAS ITS

REWARDS and Application Serial No. 75/460,711, and all rights, title and interest in

and to that mark, together with all goodwill associated therewith, all rights title and

interest in and to Application Serial No. 75/460,711, and any and all registration(s) that
may issu¢ therefrom; and
(2) Sisters of St. Francis and Prime Advantage (the “Parties™) entered into a Settlement

Agreement, a copy of which is enclosed herewith, which fully and finally resolves the

present concurrent use proceeding.

As noted above, Sisters of Saint Francis owns Application Serial No. 75/460,711 due to
the assignment from Prime Advantage. As such, Sisters of Saint Francis expressly abandons
Application Serial No. 75/460,711. Sisters of Saint Francis notes that it previously moved to
amend its Application Serial No. 75/803,859 to seck a geographically unrestricted registration
and to terminate the pending concurrent use proceeding. Thus, in conjunction with its Motion

filed on March 26, 2003, Sisters of Saint Francis respectfully moves to: (1) abandon Application
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Serial No. 75/460,711; (2) terminate the pending concurrent use proceeding; and (3) amend its

Application Serial No. 75/803,859 to seek a geographically unrestricted registration.

Dated: April 27, 2004

Respectfully submitted,

SISTERS OF SAINT FRANCIS HEALTH
SERVICES, INC,,

W Pur

Robert W. Fieséler
Dean A. Pelletier
Joseph M. Butscher
ttorneys for Applicant
McANDREWS, HELD & MALLQY, LTD.
500 W. Madison St., 34" Floor
Chicago, IL 60661
(312)775-8000 (phone)
(312)775-8100 (fax)
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CERTIFICATE OF EXPRESS MAILING

Express Mail No.:  EL 849 002 057 US

I hereby certify that this SISTERS OF SAINT FRANCIS’ MOTION TQ ABANDON
APPLICATION SERIAL NO. 75/460,711 AND TO TERMINATE CONCURRENT USE
PROCEEDINGS is being deposited with the United States Postal Service’s “EXPRESS MAIL
POST OFFICE TO ADDRESSEE” service in an envelope addressed to BOX TTAB, NO FEE,
Assistant Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202-3513 on
April 27, 2004,

mh

i gnature

\_)og_(ph M . FBU{S(.L;Cf'

Name




EXPRESS MAIL No. EL 849 002 057 US

CERTIFICATE OF SERVICE

[ hereby certify that a copy of SISTERS OF SAINT FRANCIS’ MOTION TO TO
ABANDON APPLICATION SERIAL NO. 75/460,711 AND TO TERMINATE
CONCURRENT USE PROCEEDINGS was served on

B. Hume Morris 11, Esq.
Attorney at Law
1387 South 4th Street
Louisville, Kentucky 40208

C7Z’M-£¢M

by first class mail on April 27, 2004.




