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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA772173
09/21/2016

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Logan, UT 84321
UNITED STATES

Name ICON Health & Fitness, Inc.
Entity Corporation Citizenship Delware
Address 1500 S 1000 W

LaShel Shaw

Parr Brown Gee & Loveless
101 South 200 East, Suite 700
Salt Lake City, UT 84111
UNITED STATES

Attorney informa-
tion

Ishaw@parrbrown.com, ghess@parrbrown.com Phone:8015327840

Registration Subject to Cancellation

Registration No 4985021 | Registration date

06/21/2016

PForm LLC

4153 N Major Ave
Chicago, IL 60634
UNITED STATES

Registrant

Goods/Services Subject to Cancellation

Class 028. First Use: 2015/09/15 First Use In Commerce: 2015/09/15

All goods and services in the class are cancelled, namely: Manually-operated exercise equipment;
Personal exercise mats; Exercise equipment in the nature of an exercise mat that serves as a cus-
tomizable base to add additional exercise equipment for purposes of assembling a portable unit

Grounds for Cancellation

| Priority and likelihood of confusion

| Trademark Act Sections 14(1) and 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 1346441 Application Date 08/25/1983

No.

Registration Date | 07/02/1985 Foreign Priority NONE
Date

Word Mark PRO FORM

Design Mark

Description of NONE

Mark



http://estta.uspto.gov

Goods/Services

Class 028. First use: First Use: 1982/12/22 First Use In Commerce: 1983/01/10
Exercising Apparatus-Namely, Rowing Machines and Multiple Purpose Exer-

cising Machines

U.S. Registration | 1525754 Application Date 01/14/1985

No.

Registration Date | 02/21/1989 Foreign Priority NONE
Date

Word Mark PRO FORM

Design Mark

ProForm

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1984/11/26 First Use In Commerce: 1984/11/26
CLOTHING, NAMELY SHORTS, PANTS, SHIRTS,TOPS, SWEAT PANTS AND
JACKETS

U.S. Registration | 1718385 Application Date 01/21/1992

No.

Registration Date | 09/22/1992 Foreign Priority NONE

Date

Word Mark PRO FORM

Design Mark

Description of NONE

Mark

Goods/Services

Class 028. First use: First Use: 1988/02/00 First Use In Commerce: 1988/02/00

exercising apparatus; namely, stepping machines, treadmills, striding machines,[
multigyms ] and stationary cycles

U.S. Registration | 2944885 Application Date 01/02/2003

No.

Registration Date | 04/26/2005 Foreign Priority NONE
Date

Word Mark PRO FORM

Design Mark

PRO-FORM

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2003/01/02 First Use In Commerce: 2003/01/02

[Shoes and] clothing, namely, t-shirts,long sleeve t-shirts, tank tops,[ sweat-
shirts, hooded sweat shirts,] jackets, [hooded jackets,] shorts, [pants, long pants,
capri pants, sport bras,] sport tops, [ socks, ] [hats, caps, and gloves]




U.S. Registration | 4665905 Application Date 12/04/2013
No.

Registration Date | 01/06/2015 Foreign Priority NONE
Date

Word Mark PRO-FORM

Design Mark

PRO-FORM

Description of NONE
Mark

Goods/Services Class 028. First use: First Use: 2004/02/07 First Use In Commerce: 2004/02/07

Elliptical exercise machines; Exercise balls; Exercise doorway gym bars; Exer-
cise machines; Exercise weights; Manually-operated exercise equipment; Phys-
ical fitness equipment, namely, treadmills, ellipticals, stationary exercise bi-
cycles, stepping machines; Vibrating apparatus used in fitness and exercise pro-
grams to stimulate muscles and increase strength and physical performance;
Wrist and ankle weights for exercise; Yoga mats

Attachments 73517585#TMSN.png( bytes )
78199571#TMSN.png( bytes )
86135165#TMSN.png( bytes )
Petition of Cancellation PForm w Exhibits.pdf(311078 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /LaShel Shaw/
Name LaShel Shaw
Date 09/21/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 4985021
For the mark: PFORM
Registered: June 21, 2016

ICON HEALTH & FITNESS, INC,, )
)
Petitioner, )
)
v ) PETITION FOR

) CANCELLATION
)
PFORM, LLC )
)
Respondent. )

Petitioner ICON Health and Fitness, Inc. (“ICON”), a corporation organized and existing
under the laws of Delaware with a place of business at 1500 South 1000 West, Logan, Utah 84321,
believes that it has been and will continue to be damaged by United States Trademark Registration
No. 4985021 for the mark PFORM, and hereby petitions for cancellation of the same pursuant to
Section 14(1) of the Lanham Trademark Act of 1946 (“Lanham Act”), 15 U.S.C. § 1064(1).

As grounds for cancellation, ICON alleges as follows:

1. ICON is one of the world’s largest manufacturers of exercise and fitness equipment
and sells exercise and fitness products and services throughout Asia, Europe, and North and South
America, including throughout the United States.

2. ICON owns the following five relevant valid and subsisting U.S. Trademark

Registrations on the Principal Register in the U.S. Patent and Trademark Office (“PTO”):



Mark No. Date Issued Goods & Services

PRO FORM | 1,346,441 | 7/2/1985 Exercising Apparatus-Namely, Rowing Machines and
Multiple Purpose Exercising Machines.

PRO FORM | 1,525,754 | 2/21/1989 Clothing, namely shorts, pants, shirts, tops, sweat pants
and jackets.

PRO FORM | 1,718,385 | 9/22/1992 Exercising apparatus; namely, stepping machines,
striding machines, and stationary cycles.

PRO FORM | 2,944,885 | 4/26/2005 Clothing, namely, t-shirts, long sleeve t-shirts, tank tops,
jackets, shorts, sport tops.

PRO-FORM | 4,665,905 | 1/6/2015 Elliptical exercise machines; Exercise balls; Exercise
doorway gym bars; Exercise machines; Exercise weights;
Manually-operated exercise equipment; Physical fitness
equipment, namely, treadmills, ellipticals, stationary
exercise bicycles, stepping machines; Vibrating apparatus
used in fitness and exercise programs to stimulate
muscles and increase strength and physical performance;
Wrist and ankle weights for exercise; Yoga mats.

Collectively these five marks shall be referred to herein as the “PRO FORM Marks” and the
associated registrations shall be referred to herein as the “PRO FORM Registrations.”

3. ICON and its predecessors in interest first used the mark protected by U.S.
Trademark Registration No. 1,346,441 in the United States at least as early as December 22, 1982
and first used the mark in interstate commerce in the United States at least as early as January 10,
1983 in connection with the manufacture, distribution, provision, offering for sale, sale, marketing,
advertising, and promotion of exercising equipment, namely, rowing machines and multiple
purpose exercise machines. Attached as Exhibit A is a true and correct printout of the PTO’s
information about U.S. Trademark Registration No. 1,346,441, which was issued by the PTO on
July 2, 1985. ICON and its predecessors in interest have used the mark continually in interstate
commerce in the United States since that time.

4. ICON and its predecessors in interest have used the mark protected by U.S.
Trademark Registration No. 1,525,754 in interstate commerce in the United States continuously

since at least November 26, 1984 in connection with the manufacture, distribution, provision,



offering for sale, sale, marketing, advertising, and promotion of clothing. Attached as Exhibit B is
a true and correct printout of the PTO’s information about U.S. Trademark Registration No.
1,525,754, which was issued by the PTO on February 21, 1989.

5. ICON and its predecessors in interest have used the mark protected by U.S.
Trademark Registration No. 1,718,385 in interstate commerce in the United States continuously
since at least February, 1988 in connection with the manufacture, distribution, provision, offering
for sale, sale, marketing, advertising, and promotion of exercising apparatus. Attached as Exhibit
C is a true and correct printout of the PTO’s information about U.S. Trademark Registration No.
1,718,385, which was issued by the PTO on September 22, 1992.

6. ICON has used the mark protected by U.S. Trademark Registration No. 2,944,885
in interstate commerce in the United States continuously since at least January 2, 2003 in
connection with the manufacture, distribution, provision, offering for sale, sale, marketing,
advertising, and promotion of clothing. Attached as Exhibit D is a true and correct printout of the
PTO’s information about U.S. Trademark Registration No. 2,944,885, which was issued by the
PTO on April 26, 2005.

7. ICON has used the mark protected by U.S. Trademark Registration No. 4,665,905 in
interstate commerce in the United States continuously since at least February 7, 2004 in connection
with the provision, sale, marketing, advertising, and promotion of exercise equipment, machines,
balls, bars, apparatus, weights, and mats. Attached as Exhibit E is a true and correct printout of the
PTO’s information about U.S. Trademark Registration No. 4,665,905, which was issued by the PTO

on January 6, 2015.



8. As a result of its widespread, continuous, and exclusive use of the PRO FORM
Marks to identify its goods and services with ICON as their source, ICON owns valid and
subsisting federal statutory and common law rights to the PRO FORM Marks.

9. ICON has expended substantial time, money, and resources in marketing,
advertising, and promoting the goods and services offered under the PRO FORM Marks, including,
among other things, television, radio, newspaper, magazine, internet, social media, and other media.

10.  ICON’s promotional efforts have led to ICON’s patrons, potential patrons, and the
general public coming to know and recognize the PRO FORM Marks and associate them with
ICON and its goods and services. ICON has therefore built up extensive, valuable goodwill in the
PRO FORM Marks. As a result of their distinctiveness and widespread use and promotion
throughout the United States, the PRO FORM Marks are famous trademarks within the meaning
of 15 U.S.C. 1125(c).

11. Upon information and belief, Respondent PForm, LL.C (“Respondent”), with an
address at 4153 North Major Avenue, Chicago, Illinois 60634, is the current listed owner of
Registration No. 4985021 for the mark PFORM in connection with the following goods and services
in International Class 028: Manually-operated exercise equipment; Personal exercise mats; Exercise
equipment in the nature of an exercise mat that serves as a customizable base to add additional
exercise equipment for purposes of assembling a portable unit. That trademark registration, based on
an application filed on May 28, 2015, was issued on June 21, 2016 and has a claimed first use date of
September 15, 2015.

12. ICON’s PRO FORM Registrations have priority over Respondent’s mark because

ICON’s first-use and registration dates for the PRO FORM Marks predate the filing date of



Respondent’s application for Registration No. 4985021 or any other date on which Respondent may
rely for purposes of priority.

13. Respondent’s mark PFORM is confusingly similar to the PRO FORM Marks, as it
appears to be an abbreviation for the PRO FORM Marks, distinguished only by the omission of the
two characters “R” and “O”. As a result, Respondent’s mark is substantially similar to the PRO
FORM Marks in appearance, sound, and connotation, and creates a similar commercial impression.

14. The likelihood of confusion is heightened because the goods covered by Respondent’s
Trademark Registration No. 4985021 are exercise mats and equipment, while the goods promoted by
ICON under the PRO FORM marks include a wide variety of exercise equipment and fitness-related
accessories.

15. Respondent’s Trademark Registration No. 4985021 is unrestricted as to consumers
and trade channels. As such, it is presumed that Respondent’s goods identified in the challenged
registration are sold to all ordinary consumers of shoes and apparel, including consumers of ICON’s
goods, and travel in all ordinary trade channels, including those trade channels through which ICON
sells its goods under the PRO FORM Marks.

FIRST GROUND FOR CANCELLATION - LIKELIHOOD OF CONFUSION

16.  Respondent’s registration should be cancelled because it consists of or
compromises a mark which so resembles ICON’s previously used and registered PRO FORM
Marks as to be likely, when used in connection with Respondent’s goods, to cause confusion,
mistake, or deception within the meaning of 15 U.S.C. § 1052(d), and to cause damage to ICON
thereby.

WHEREFORE, ICON respectfully prays that its cancellation be sustained and that

Respondent’s Registration No. 4985021 be cancelled.



Dated: September 21, 2016

Respectfully submitted,
PARR BROWN GEE & LOVELESS

/LaShel Shaw/

Gregory M. Hess

LaShel Shaw

PARR BROWN GEE & LOVELESS, P.C.
101 South 200 East, Suite 700

Salt Lake City, Utah 84111

801-532-7840

ghess(@parrbrown.com

Ishaw @parrbrown.com

Attorneys for ICON Health and Fitness, Inc.
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Typed Drawing

Word Mark

Goods and
Services

Mark Drawing
Code

Serial Number

Filing Date
Current Basis

Original Filing

Basis
Published for
Opposition

Registration
Number

Registration
Date

Owner

Assignment
Recorded

Attorney of
Record

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

PRO FORM

IC 028. US 022. G & S: Exercising Apparatus-Namely, Rowing Machines and Multiple Purpose Exercising
Machines. FIRST USE: 19821222. FIRST USE IN COMMERCE: 19830110

(1) TYPED DRAWING

73440886
August 25, 1983
1A

1A
April 23, 1985
1346441

July 2, 1985

(REGISTRANT) Pro Form Industries, Inc. CORPORATION OREGON 459 SW. 9th St. Dundee OREGON
97115

(LAST LISTED OWNER) ICON Health & Fitness, Inc. CORPORATION DELAWARE 1500 SOUTH 1000
WEST LOGAN UTAH 84321

ASSIGNMENT RECORDED

Richard K.C. Chang I

TRADEMARK

PRINCIPAL

SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20150819.
2ND RENEWAL 20150819
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rofForm

Word Mark PRO FORM

Goods and IC 025. US 039. G & S: CLOTHING, NAMELY SHORTS, PANTS, SHIRTS, TOPS, SWEAT PANTS AND
Services JACKETS. FIRST USE: 19841126. FIRST USE IN COMMERCE: 19841126

Mark Drawing
Code

Design Search 26.17.13 - Letters or words underlined and/or overlined by one or more strokes or lines; Overlined words or
Code letters; Underlined words or letters

Serial Number 73517585
Filing Date January 14, 1985
Current Basis 1A

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Original Filing 1A

Basis

Published for ) . .; 57 1985

Opposition

Changeln — o\NGE IN REGISTRATION HAS OCCURRED
Registration

Registration 1525754

Number

Registration

Date February 21, 1989

Owner (REGISTRANT) PRO FORM FITNESS PRODUCTS, INC. CORPORATION UTAH P.O. BOX 10 875 SOUTH

MAIN LOGAN UTAH 843210270

(LAST LISTED OWNER) ICON HEALTH & FITNESS, INC. CORPORATION BY MERGER WITH
DELAWARE 1500 SOUTH 1000 WEST LOGAN UTAH 84321

Assignment
Recorded

Attorney of
Record

Type of Mark TRADEMARK

ASSIGNMENT RECORDED

Richard K.C. Chang Il
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Live/Dead

Indicator LIVE

s viowe] New e ] srucrne [rnes Fom ove e JoEARGH 06 | ror ] veir |

| HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4803:yt2teq.3.1

22


http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4803:yt2teq.3.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4803:yt2teq.3.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4803:yt2teq.3.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4803:yt2teq.3.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4803:yt2teq.3.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4803:yt2teq.3.1
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4803:yt2teq.3.1
http://www.uspto.gov/
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/web/menu/search.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/privact.jsp

EXHIBIT C



9/21/2016

Trademark Electronic Search System (TESS)

United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts eBusiness eBiz alerts News Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Sep 21 03:21:45 EDT 2016

ress Homs] New User J srucruren JFee Formf arowss o JSEARCH 0G | sorrow | _weLe |

Logout | Please logout when you are done to release system resources allocated for you.

Record 1 out of 1

m ( Use the "Back" button of the Internet Browser to return to

TESS)

Typed Drawing

Word Mark

Goods and
Services

Mark
Drawing
Code

Serial
Number

Filing Date

Current
Basis
Original
Filing Basis
Published
for
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Registration
Number

Registration
Date

Owner

Assignment
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Attorney of
Record
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PRO FORM

IC 028. US 022 023 038 050. G & S: exercising apparatus; namely, stepping machines, treadmills, striding
machines, [ multigyms ] and stationary cycles. FIRST USE: 19880200. FIRST USE IN COMMERCE: 19880200

(1) TYPED DRAWING

74239191

January 21, 1992
1A

1A
June 30, 1992

1718385

September 22, 1992

(REGISTRANT) PROFORM FITNESS PRODUCTS, INC. CORPORATION UTAH 1550 South 1000 West Logan
UTAH 84321

(LAST LISTED OWNER) ICON HEALTH & FITNESS, INC. CORPORATION By merger with DELAWARE 1500
South 1000 West Logan UTAH 84321

ASSIGNMENT RECORDED
Richard K.C. Chang Il

1346441

Type of Mark TRADEMARK

Register

PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20130208.

Renewal
Live/Dead
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ress Howe | New Usen | sructuneo JFnee Formf arowsr oicr SEARCH G | oo | _ eLp |

Logout | Please logout when you are done to release system resources allocated for you.

Record 1 out of 1
m ( Use the "Back" button of the Internet Browser to return to

TESS)

PRO-FORM

Word Mark PRO FORM

Goods and IC 025. US 022 039. G & S: [Shoes and] clothing, namely, t-shirts, long sleeve t-shirts, tank tops,[ sweat shirts,
Services hooded sweat shirts,] jackets, [hooded jackets,] shorts, [pants, long pants, capri pants, sport bras,] sport tops, [
socks, ] [hats, caps, and gloves]. FIRST USE: 20030102. FIRST USE IN COMMERCE: 20030102

Mark

Drawing (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Code

Design 26.01.21 - Circles that are totally or partially shaded.

Search Code 27.03.01 - Geometric figures forming letters, numerals or punctuation

Serial

Number 78199571

Filing Date  January 2, 2003

Current

Basis 1A

Original 1B

Filing Basis

Published

for August 26, 2003

Opposition

Registration 2044885

Number

Registration )

Date April 26, 2005

Owner (REGISTRANT) ICON IP, INC. CORPORATION DELAWARE 1500 South 1000 West Logan UTAH 84321
(LAST LISTED OWNER) ICON Health & Fitness, INC. CORPORATION DELAWARE 1500 South 1000 West
Logan UTAH 84321

Assignment o GNMENT RECORDED

Recorded

Attorney of .

Record Richard Chang

Prior

- . 1346441;1525754;1718385
Registrations
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Description Color is not claimed as a feature of the mark.
of Mark
Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20150905.

Renewal 1ST RENEWAL 20150905
Liv_eIDead LIVE
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Logout | Please logout when you are done to release system resources allocated for you.

Record 1 out of 1
m ( Use the "Back" button of the Internet Browser to return to

TESS)

PRO-FORM

Word Mark

Goods and
Services

Standard
Characters
Claimed

Mark
Drawing
Code

Serial
Number
Filing Date
Current
Basis
Original
Filing Basis
Published
for
Opposition
Registration
Number

Registration
Date

Owner

Assignment
Recorded

Attorney of

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4803:yt2teq.6.1

PRO-FORM

IC 028. US 022 023 038 050. G & S: Elliptical exercise machines; Exercise balls; Exercise doorway gym bars;
Exercise machines; Exercise weights; Manually-operated exercise equipment; Physical fitness equipment,
namely, treadmills, ellipticals, stationary exercise bicycles, stepping machines; Vibrating apparatus used in fitness
and exercise programs to stimulate muscles and increase strength and physical performance; Wrist and ankle
weights for exercise; Yoga mats. FIRST USE: 20040207. FIRST USE IN COMMERCE: 20040207

(4) STANDARD CHARACTER MARK

86135165
December 4, 2013
1A

1A
October 21, 2014

4665905

January 6, 2015

(REGISTRANT) ICON Health & Fitness, Inc. CORPORATION DELAWARE Legal Department 1500 South 1000
West Logan UTAH 84321

ASSIGNMENT RECORDED

Richard K. C. Chang Il
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CERTIFICATE OF SERVICE

I hereby certify that on September 21, 2016, I caused a true and correct copy of the
foregoing Petition for Cancellation was served by U. S. Mail, first-class postage prepaid, on the

following attorney of record for applicant:
Lema A. Khorshid
FUKSA KHORSHID, LLC

70 West Erie, 2nd Floor
Chicago, Illinois 60654

/LaShel Shaw/
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