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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Swiff-Train Company, LLC

Entity LLC Citizenship Texas

Address 2500 Agnes Street
Corpus Christi, TX 78469
UNITED STATES

Attorney informa-
tion

Joseph W. Berenato, III
Berenato & White, LLC
6550 Rock Spring Drive, Ste. 240
Bethesda, MD 20817
UNITED STATES
jberenato@bw-iplaw.com, uspto.filings@bw-iplaw.com Phone:2403304520

Registration Subject to Cancellation

Registration No 3980003 Registration date 06/21/2011

International Re-
gistration No.

NONE International Re-
gistration Date

NONE

Registrant Norbord Industries Inc.
1 Toronto Street, Suite 600
Toronto, Ontario, M5C2W4
CANADA

Goods/Services Subject to Cancellation

Class 019. First Use: 2009/06/01 First Use In Commerce: 2009/06/01
All goods and services in the class are cancelled, namely: Structural wood floor panels, namely, ori-
ented strand board

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Application
No.

86810832 Application Date 11/05/2015

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PINNACLE FLOORING

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 019. First use: First Use: 0 First Use In Commerce: 0

Flooring not of metal; engineered flooring not of metal; hardwood flooring;
wholesale distributorship featuring flooring not of metal, engineered flooring not
of metal and hardwood flooring; retail store services featuring flooring not of
metal, engineered flooring not of metal and hardwood flooring

U.S. Application
No.

86810840 Application Date 11/05/2015

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PINNACLE

Design Mark

Description of
Mark

NONE

Goods/Services Class 019. First use: First Use: 0 First Use In Commerce: 0

Flooring not of metal; engineered flooring not of metal; hardwood flooring;
wholesale distributorship featuring flooring not of metal, engineered flooring not
of metal and hardwood flooring; retail store services featuring flooring not of
metal, engineered flooring not of metal and hardwood flooring

Attachments 86810832#TMSN.png( bytes )
86810840#TMSN.png( bytes )
Petition.pdf(241737 bytes )
Exhibit 1.pdf(2188738 bytes )
Exhibit 2.pdf(137748 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature /s/

Name Joseph W. Berenato, III

Date 06/20/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

  

 

 

SWIFF-TRAIN CO., LLC : 

  : 

Petitioner, : Cancellation No.    

: 

v. : Registration No. 3980003 

: 

NORBORD INDUSTRIES INC.,    : 

: 

Registrant. : 

  : 

 

PETITION FOR CANCELLATION 
 

Box TTAB - FEE 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, Virginia 22313-1451 
 

 

Swiff-Train Company, LLC, a limited liability company legally organized under the laws 

of Texas, having an address at 2500 Agnes Street, Corpus Christi, TX 78469 (“Petitioner”) 

believes it is and will continue to be damaged by registration of the mark PINNACLE, 

Registration No. 3980003 (“‘003 Registration”), for “structural wood floor panels, namely, 

oriented strand board” in International Class 019, which is believed to be owned by Norbord 

Industries Inc., a Canadian corporation, having an address at 1 Toronto Street, Suite 600, 

Toronto, Ontario, CANADA M5C 2W4 (“Respondent”). 

Petitioner seeks cancellation of the ‘003 Registration, pursuant to the Trademark Act of 

1946 (“Trademark Act”). 

The grounds for cancellation are as follows: 

1. Petitioner filed on November 5, 2015 in the U.S. Patent and Trademark Office an 

application to register the mark PINNACLE, Serial No. 86/810,840 (“‘840 Application”) for 
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“flooring not of metal; engineered flooring not of metal; hardwood flooring; wholesale 

distributorship featuring flooring not of metal, engineered flooring not of metal and hardwood 

flooring; retail store services featuring flooring not of metal, engineered flooring not of metal 

and hardwood flooring” in International Class 019. 

2. Petitioner filed on November 5, 2015 in the U.S. Patent and Trademark Office an 

application to register the mark PINNACLE FLOORING, Serial No. 86/810,832 (“‘832 

Application”) for “flooring not of metal; engineered flooring not of metal; hardwood flooring; 

wholesale distributorship featuring flooring not of metal, engineered flooring not of metal and 

hardwood flooring; retail store services featuring flooring not of metal, engineered flooring not 

of metal and hardwood flooring” in International Class 019. 

3. Petitioner's ‘840 and ‘832 Applications were refused registration by the United States 

Patent and Trademark Office (the “Trademark Office”) on the grounds of likelihood of confusion 

with the ‘003 Registration for PINNACLE pursuant to Section 2(d) of the Trademark Act, 15 

U.S.C. § 1052(d), as set forth in Office Actions issued on March 3, 2016. 

4. Petitioner is involved in the business of distributing and selling flooring, such as carpet 

and padding, cork flooring, hardwood flooring, engineered wood flooring, laminate flooring, and 

tile, throughout the U.S. and internationally, including in Canada. 

5. On October 30, 2015, Petitioner acquired all intellectual property assets, and the 

associated good will, of Pinnacle Interior Elements, Ltd., including all registered and 

unregistered trademarks and service marks, domain names, web sites, and the like.  Pinnacle 

Interior Elements, Ltd. was founded in 1999, was located at 1434 Patton Place, Carrollton, Texas 

750.07, and distributed and sold hardwood flooring products to the North American market, 

including in the United States and Canada, under the brand and marks PINNACLE INTERIOR 
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ELEMENTS, PINNACLE FLOORING, and PINNACLE.  Pinnacle Interior Elements, Ltd. and 

Petitioner have continuously used the marks PINNACLE INTERIOR ELEMENTS, PINNACLE 

FLOORING, and PINNACLE on or in association with hardwood and engineered wooden 

flooring since 1999 and at least since 2004.  See Exhibit 1. 

6. As a result of the acquisition, Petitioner distributes and sells wooden flooring, including 

solid wood flooring and engineered wood flooring, under the marks PINNACLE INTERIOR 

ELEMENTS, PINNACLE FLOORING, and PINNACLE.  In addition, Petitioner and its 

predecessor-in-interest maintains and has maintained a website at 

http://www.pinnacleinteriorelements.net, where consumers can view products, product 

specifications, product information and locate dealers for the wood flooring products sold 

under the marks PINNACLE INTERIOR ELEMENTS, PINNACLE FLOORING, PINNACLE 

(see Exhibits 1, 2).   

7. To the best of Petitioner's knowledge, the ‘003 Registration is owned by Respondent. 

8. Upon information and belief, Respondent is a Canadian corporation, with an address at 1 

Toronto Street, Suite 600, Toronto, Ontario, CANADA M5C2W4. 

9. Upon information and belief, Respondent is a manufacturer of oriented strand board sold 

under the mark PINNACLE. 

10. The ‘003 Registration was granted June 21, 2011, on application Serial No. 77/847,854 

(‘854 Application) filed October 13, 2009. 

11. The ‘003 Registration is not incontestable under Section 15. 

12. The ‘854 Application claims priority of Canadian Registration No. TMA781,019. 

http://www.pinnacleinteriorelements.net/
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13. Respondent has alleged June 1, 2009, as the date of first use in commerce of the mark of 

the ‘003 Registration. Upon information and belief, Registrant made no use of the mark of the 

‘003 Registration prior to June 1, 2009. 

 

COUNT I – PRIORITY AND LIKELIHOOD OF CONFUSION 

14. The allegations of paragraphs 1-13 are incorporated herein. 

15. Petitioner’s and its predecessor-in-interest’s use of the PINNACLE, PINNACLE 

FLOORING and PINNACLE INTERIOR ELEMENTS marks predates the filing date of the 

‘854 Application that resulted in the ‘003 Registration. 

16. Petitioner has priority in the marks PINNACLE, PINNACLE FLOORING and 

PINNACLE INTERIOR ELEMENTS as applied to wooden flooring products in International 

Class 19. 

17. Petitioner’s a n d  i t s  p r e d e c e s s o r - i n - i n t e r e s t ’ s  proprietary rights in the 

PINNACLE, PINNACLE FLOORING and PINNACLE INTERIOR ELEMENTS marks are 

superior to Respondent’s rights in the ‘003 Registration, as evidenced by Petitioner’s and its 

predecessor’s prior use of t he  PINNACLE, PINNACLE FLOORING and PINNACLE 

INTERIOR ELEMENTS marks on or in association with wooden flooring products. 

18. Upon information and belief, Petitioner has been or will be damaged by Respondent’s 

use of the mark of the ‘003 Registration, because such use will support and assist 

Respondent in the confusing and misleading use of its mark, and will give color of 

exclusive statutory rights in Respondent in violation and derogation of the prior superior rights 

of Petitioner. 
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19. In view of the similarity of the respective marks, channels of trade, and goods offered for 

sale by the respective parties, Respondent's ‘003 Registration so resembles Petitioner's 

PINNACLE, PINNACLE FLOORING and PINNACLE INTERIOR ELEMENTS marks, 

previously used in the United States, and not abandoned, as to be likely to cause confusion, or to 

cause mistake, or to deceive as to source by suggesting that Respondent's goods are associated 

with or approved, endorsed, affiliated, authorized or sponsored by Petitioner. 

WHEREFORE, Petitioner requests that its Petition for Cancellation be granted and that 

the ‘003 Registration be stricken from the Principal Register. 

Please charge any additional fees incurred by Petitioner in conjunction with this 

proceeding to Deposit Account No. 504717. 

Respectfully submitted, 

 

/Joseph W. Berenato, III/ 

Joseph W. Berenato, III 

                                                                        Attorney for Petitioner 
 

 

 

Berenato & White, LLC 
6550 Rock Spring Drive 

Suite 240 

Bethesda, Maryland 20817 

Direct: (240) 330-4520 

Telephone: (301) 896-0600 

Facsimile: (301) 896-0607 
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CERTIFICATE OF SERVICE 
 

I hereby certify that I served a copy of the foregoing Petition For Cancellation upon 

Registrant by depositing one copy thereof in first-class postage prepaid on June 20, 2016, 

addressed as follows: 

 

 

 

Ms. PARNA A. MEHRBANI 

LANE POWELL PC 

601 SW 2ND AVE STE 2100 

PORTLAND, OREGON UNITED STATES 97204-3158 

 

/Joseph W. Berenato, III/ 

   Joseph W. Berenato, III 

Berenato & White, LLC 

6550 Rock Spring Drive, Suite 240 

Bethesda, Maryland 20817 

Direct: (240) 330-4520 

Tel: (301) 896-0600 

Fax: (301) 896-0607 

Attorneys for Petitioner 
 

 

 
























