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IN THE UNITED STATES PATENT AND TRADE MARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CONSUELO ONGPAUCO-CAUTON, Cancellation No. 92063674

Petitioner,

In the Matter of Registration No. 4,034,365
V. Mark: BARRIO FIESTA EXPRESS

Date Issued: October 4, 2011
JUNE FRANCIS RONO, ASHLEY KRISTEN

C. RONO AND JUSTIN CHRISTIAN C.

[Motion for Summary Judgment; Separate
RONO,

Statement of Undisputed facts; Request for Judicial
Notice; Declaration of Melvin N.A. Avanzado filed
Registrants. concurrently herewith]

EXHIBITS II THROUGH MM OF EXHIBIT 3 TO

DECLARATION OF MELVIN N.A. AVANZADO
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Trademark Trial and Appeal Board Electronic Filing System. hitp//estta. uspto.goy
ESTTA Tracking number: ESTTAb54748

Filing date: 07/09/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Consuelo Ongpauco Cauton
Entity Individual | Citizenship PHILIPPINES
Address 10252 Hadley Avenue
Northridge, CA 91324
UNITED STATES
Attorney Thomas T. Chan
information Fox Rothschild LLP
1055 West 7th Street Suite 1880
Los Angeles, CA 90017
UNITED STATES
ipdocket@foxrothschild.com,tchan@foxrothschild.com Phone:2136246560

Registration Subject to Cancellation

Registration No 1712454 | Registration date | 09/01/1992

Registrant Barrio Fiesta International, Inc.
PO Box 301569

WALNUT CREEK, CA 94598
UNITED STATES

Goods/Services Subject to Cancellation

Class 042. First Use: 1990/08/01 First Use In Commerce: 1990/08/01
All goods and services in the class are cancelled, namely: restaurant services

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Abandonment Trademark Act section 14
The registration is being used by, or with the Trademark Act section 14

permission of, the registrant so as to
misrepresent the source of the goods or services
on or in connection with which the mark is used.

Attachments Petition to Cancel.pdf(391575 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

i
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Signature /Tina Wang/
Name Tina Wang
Date 07/09/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Registration No. 1,712,454
For the mark BF THE ORIGINAL BARRIO FIESTA OF MANILA and Design
Date Registered: September 1, 1992

)
CONSUELO ONGPAUCO CAUTON )
)
Petitioner, )
)

v. ) Cancellation No.
)
BARRIO FIESTA INTERNATIONAL, )
INC. )
)
Registrant. )
)

PETITION TO CANCEL

CONSUELO ONGPAUCO CAUTON (“Petitioner”) is an individual having an address
at 10252 Hadley Avenue, Northridge, California 91324. To the best of Petitioner’s knowledge,
BARRIO FIESTA INTERNATIONAL, INC. (“Registrant”) is the current owner of Registration
No. 1,712,454 for BF THE ORIGINAL BARRIO FIESTA OF MANILA and Design. Registrant
is listed in the United States Patent and Trademark Office (“USPTO”) Trademark Electronic
Search System as a California corporation having its business address at P.O. Box 30159,
Walnut Creek, California 94598.

Petitioner believes that it is and/or will be damaged by the above-identified registration,
and hereby petitions to cancel same.

The grounds for cancellation are as follows:

1. Registrant obtained a registration for BF THE ORIGINAL BARRIO FIESTA OF

MANILA and Design for “restaurant services[,]” in International Class 042. The registration
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was obtained pursuant to Section 1(a) of the Trademark Act with a first use in commerce date of
August 1, 1990. The mark was registered on the Principal Register on September 1, 1992 under
Registration No. 1,712,454,

2. Petitioner uses the mark THE ORIGINAL BARRIO FIESTA OF MANILA and
Design for “Restaurant services[,]” in International Class 043. Petitioner has used this mark
continuously since at least as early as August 15, 1987. An application for the registration of this
mark was filed with the USPTO on June 5, 2013 under Application Serial No. 85/951,658. A
printout of the status information for this application, downloaded from the USPTO Trademark
Status and Document Retrieval system, is attached hereto as Exhibit A.

3 Petitioner uses the mark THE ORIGINAL BARRIO FIESTA OF MANILA for
“Restaurant” services in International Class 042. Petitioner has used this mark continuously
since at least as early as 1987 in California. This mark was registered with the State of
California Secretary of State on October 3, 2001 under Registration No. 55,400. A copy of the
State of California registration with the Secretary of State is attached hereto as Exhibit B.

4. Petitioner’s marks are symbolic of the good will and consumer recognition built
up by Petitioner through time and effort in advertising and promotion.

5. Petitioner is the owner of the foregoing application and registered mark for THE

ORIGINAL BARRIO FIESTA OF MANILA, Application Serial No. 85/951,658 and State

Registration No. 55,400, respectively.
6. Petitioner has developed extensive goodwill with respect to Petitioner’s Marks.
7. Petitioner has spent signiﬁcan\t sums in the advertisment and promotion of the

\
services sold in connection with Petitioner’s Marks.
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8. As a result of the advertisement and promotion of Petitioner’s Marks, along with
the high quality of the services sold in connection with Petitioner’s Marks, Petitioner has
acquired a valuable reputation for Petitioner’s Marks.

9. Petitioner has been and will continue to be damaged by the issuance and existence
of Registration No. 1,712,454 in that such registration is being used by, or with the permission
of, the Registrant so as to misrepresent the source of the services on or in connection with which
the mark is used.

10.  Upon information and belief, Registrant has abandoned use of the BF THE
ORIGINAL BARRIO FIESTA OF MANILA and Design mark in association with restaurant
services by failing to use said mark for a period of three or more consecutive years, and/or by
failing to use said mark for a period of less than three years coupled with an intent not to resume
use of said mark in association with said services.

11.  Upon information and belief, ?egistrant’s BF THE ORIGINAL BARRIO
FIESTA OF MANILA and Design mark has lost all capacity as a source indicator for
Registrant’s services.

12. On February 16, 2012, Petitiofler’s counsel mailed a letter to Registrant’s counsel

in response to the latter’s January 13, 2012 c%ase and desist letter to Petitioner over the Barrio
Fiesta Restaurant. The letter requested in pe#tinent part that Registrant provide credible evidence
that it had used the BF THE ORIGINAL BARRIO FIESTA OF MANILA and Design mark
continuously for the past five years. Petitioner’s counsel, however, has not received a response

from Registrant’s counsel to date as to Registrant’s continuous use of the BF THE ORIGINAL

BARRIO FIESTA OF MANILA and Design mark.
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13. Upon information and belief, Registrant does not have a website showing use of
BF THE ORIGINAL BARRIO FIESTA OF MANILA and Design mark in association with
restaurant services, as a result of Petitioner’s counsel’s exhaustive Internet search of Registrant
and its mark conducted through Google on or about July 5, 2013.

14.  Upon information and belief, Registrant commited fraud in connection with its
renewal of Registration No. 1,712,454 in 2011 with the USPTO.

15.  Upon information and belief, Registrant’s counsel on behalf of Registrant
knowingly made a false, material representation with the intent to deceive the USPTO in the
renewal of Registration No. 1,712,454 on or about September 9, 2011 when Registrant’s counsel
signed Registrant’s “Combined Declaration of Use and/or Excusable Nonuse/Application for
Renewal of Registration of a Mark under Sections 8 & 9 under oath that Registrant’s mark is in
use in commerce on or in connection with all goods or services listed in the existing registration
for this specific class (restaurant services), when said mark is not in such use with the listed
services.

16.  Upon information and belief, Registrant does not have a website showing use of
BF THE ORIGINAL BARRIO FIESTA OF MANILA and Design mark in association with
restaurant services, as a result of Petitioner’s counsel’s exhaustive Internet search of Registrant
and its mark conducted through Google on or about July 5, 2013.

17.  If Registrant is permitted to retain the registration sought to be cancelied, a cloud
will be placed on Petitioner’s title in and to Petitioner’s Marks, and on its right to enjoy the free
and exclusive use thereof in connection with the sale of its services, all to the great injury of

Petitioner.
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WHEREFORE, Petitioner prays that said Registration No. 1,712,454 be cancelled and

that this Petition to Cancel be sustained in favor of Petitioner.

Petitioner hereby appoints Thomas T. Chan, Lisa A. Karczewski (Reg. No. 53,096), and
Lena Bacani, attorneys of FOX ROTHSCHILD LLP, with offices at 1055 W. 7t Street, Suite 1880,
Los Angeles, California 90017, as its attorneys to prosecute this cancellation proceeding and to
transact all business in and before the United States Patent and Trademark Office in connection
herewith.
Respectfully submitted,

FOX ROTHSCHILD LLP

Dated: July 9, 2013 By:

Thomas T. Chan
Lisa A. Karczewski

Attorneys for Petitioner
CONSUELO ONGPAUCO CAUTON

FOox ROTHSCHILD LLP

1055 W. 7™ Street, Suite 1880

Los Angeles, CA 90017

Tel: (213) 624-6560

Fax: (310) 556-9828

E-mail: IPDocket@FoxRothschild.com

NF000045



Case 4:15-cv-02669-JSW Document 50-17 Filed 09/09/16 Page 9 of 23

CERTIFICATE OF SERVICE

I hereby certify that on July 9, 2013, I served a true copy of the foregoing PETITION

TO CANCEL upon Registrant via U.S. First Class mail, addressed as follows:

Barrio Fiesta International, Inc.
P.O. Box 30159
Walnut Creek, CA 94598

/Tina Wang/

Tina Wang

FOX ROTHSCHILD LLP

1055 W. Seventh Street, Suite 1880
Los Angeles, CA 90017

Tel: (213) 624-6560

Fax: (310) 556-9828

Email: twang@foxrothschild.com
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EXHIBIT A
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Generated on:

Mark:

US Serial Number:
Filed as TEAS Plus:
Register:

Mark Type:

Status:

Status Date:

This page was generated by TSDR on 2013-07-05 16:13:08 EDT
THE ORIGINAL BARRIO FIESTA OF MANILA

B Bgund @

Bawlo FIESTA,.
85551658 Application Filing Date: Jun. 05, 2013
Yas Currently TEAS Plus: Yes
Pringipal

Service Mark
New application will be assigned to an examining allorney approximalely 3 months after filing date.
Jun. 14, 2013

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:
Description of Mark:
Color(s) Claimed:
Translation:

Design Search Code(s):

THE ORIGINAL BARRIO FIESTA OF MANILA

No

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)YNUMBER(S)

The mark consists of a design of a pot, with a lid, over lames and the stylized words The Original Barrio Fiesta of Manila.
Color is not claimed as a feature of the mark.

The English translation of Barrio Fiesta in the mark is Village Feast.

01.01.05 - Stars - one or more stars with severn or more points

11.03.13 - Frying pans, non-electric; Pans, frying, non-electric; Pots, cooking; Sauce pans (non-electric); Skillets, non-electric;
Cookers, pressure; Pressure cookers

27.03.05 - Objects forming letters or numerals

Goods and Services

Note: The following symbols indicate thal the registranVowner has amended lhe goods/services;

= Brackets [..] indicate deleted goods/services;
¢ Double parenthesis ((..)) identify any goodsiservices not claimad in a Seclian 15 affidavit of
® Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):

Restaurant services

043 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE
Basis: 1(a)
First Use: Aug. 15, 1987 Use in Commerce: Aug, 15, 1987
Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

CONSUELO ONGPAUCO CAUTON

10252 HADLEY AVENUE
NORTHRIDGE, CALIFORNIA 91324
UNITED STATES

INDIVIDUAL Citizenship: PHILIPPINES

Attorney/Correspondence Information

Attorney of Record
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Attorney Name: Thomas T. Chan Docket Number: 105624.00002
Attorney Primary Email |Pdocket@foxrothschild.com Attorney Email Yes
Address: Authorized:
Correspondent

Correspondent THOMAS T. CHAN
Name/Address: FOX ROTHSCHILD LLP
1055 W 7TH ST STE 1880
LOS ANGELES, CALIFORNIA 90017-2529

UNITED STATES
Phone: 213.624.6560 Fax: 310.556.9828
Correspondent e-mail: |Pdocket@foxrothschild.com tchan@foxrothschild. Correspondent e-mail Yes
com |karczewski@foxrothschild.com jlubensky@f Authorized:

oxrothschild.com

Domestic Representative - Not Found

Prosecution History

o Proceeding
Date Description Number

Jun. 15, 2013 NOTICE OF DESIGN SEARCH CODE E-MAILED
Jun. 14, 2013 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Jun. 08, 2013 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None
File Location
Current Location: NEW APPLICATION PROCESSING Date in Location: Jun. 14, 2013
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EXHIBIT B
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State of California
Secretary of State

CERTIFICATE OF RENEWAL OF SERVICE MARK

I, DEBRA BOWEN, Secretary of State of the State of California, hereby certify:

Service Mark Reg. No.: 55400

Renewal No.: 8869

Name of Registrant: Consuelo Ongpauco Cauton

Business Address: 818 N. Pacific Ave. #KLM, Glendale, Ca 91203
Date First Used in California: 1987

Date First Used Anywhere: 1959

Description of Service Mark: THE ORIGINAL BARRIO FIESTA OF MANILA
Description of Services with
which the Service Mark is Used: Restaurant

Class Number(s): 42

Date of Registration: October 3, 2001
Term of Registration Extends

to and Includes: October 2, 2016

In accordance with the application for renewal filed in this office, the Service Mark described
above has been duly renewed.

IN WITNESS WHEREOF, | execute
this certificate and affix the Great
Seal of the State of California this
26th day of May 2011

Netree Brrea

DEBRA BOWEN
Secretary of State

NF-EBIREV 1/2007) 28 0SP 06 99731
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State of California
Secretary of State

RENEWAL OF TRADEMARK OR SERVICE MARK

Pursuant to Business and Professions Code section 14217

IMPORTANT - Read instructions before completing this form.

RENEWAL APPLICATION FOR (Check Ona): [0 TRADEMARK ' SERVICE MARK

1. NAME OF OWNER OF MARK (REGISTRANT) CDr)SUEIO ng’m yco .Cat,d‘o)/)
Q_N-_ Pacific “Ae. # KM

2. BUSINESS ADDRESS OF REGlSTRANT

oY en dﬂ’e | STATE ch R ZIP cog'el_abs

3. BUSINESS STRUGTURE OF REGISTRANT (Check One and Complate)

CORPORATION )

[ (state of Incorporation) [ SsOLE PROPRIETOR
LIMITED LIABILITY COMPANY i

[0 (state of Organization) [d sPOUSES, AS COMMUNITY PROPERTY
LIMITED PARTNERSHIP _

O (state of Organization) [0 DOMESTIC PARTNERS, AS COMMUNITY PROPERTY
GENERAL PARTNERSHIP OTHER

{3 (state of Organization) [J (Describe) -

4. NAMES OF GENERAL PARTNERS, IF REGISTRANT IS A PARTNERSHIP

N/ B

5. NAME AND/OR DESCRIPTION OF TRADEMARK OR SERVICE MARK

™ qumaf Barriv _FieSta of Manila (The Em/mlo franclahioy of

the words * Barriv Fecka * i 4wn f£ohval.)

6. TRADEMARK-OR SERVICE MARK REGISTRATION NUMBE!? : 7. DATE OF REGISTRATION

0S540D | Dctober . 3, 200]

8. The mark has been and is still in use within the State of California by the registrant In the form and manner specified in the present
registration, | cerify under penalty of perjury under the laws of the state of Californla that the foregoing statement is true and correct.

Mau l(o 201) »
DATE -

Comsuelo Ongpauco Cauby - Dwner
QGNAT,URE ﬂF AUTHORIZED PERSON TYPE OR PRINT NAME AND TITLE

THIS SPACE FOR FILING OFFIGER USE
9. RETURN ACKNOWLEDGMENT TO: (Type or Print) TRADEMARK OR SERVICE MARK

| REG. NO. SSL{CO
NAME [Consuels On Pau(,b T RENEWAL NO. _ % 8(#]

ADDRESS 10353 ftadley Ave- n the DF‘E.G {g!?lgge?al;fa rynoaf e
Novthri 4 g6
cirvistateze LNovhr 36 . S al gg"”l : MAY 2 6 201!
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

General Contact Number: 571-272-8500

DUNN Mailed: April 12, 2015

Cancellation No. 92057510

Consuelo Ongpauco Cauton
v.

$arrio Fiesta International, Inc.

Before Bucher, Zervas, and Hightower, Administrative Trademark Judges:
By the Board:

This case comes up on Petitioner's motion, filed October 21, 2014, for judgment
as a discovery sanction. The motion has been fully briefed.

On September 1, 1992, Reg. No. 1712454 issued to Barrio Fiesta International,

Inc. for the mark for the mark shown at right |meorem ) -
BanigFESTA C

for restaurant services. OF MANIA %

IJ

On July 9, 2013, Consuelo Ongpauco Cauton filed a petition to cancel

Registration No. 1712454 on the ground that the mark was abandoned, and
Respondent committed fraud in its 2011 trademark maintenance filing with its

averment of continued use. On August 26, 2013, Respondent filed an answer
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Cancellation No. 92057510

denying the saiient allegations of the petition to cancel and pleading various
affirmative defenses.

On February 7, 2014, Petitioner served discovery requests. On March 10, 2014,
Respondent served objections to the number of interrogatories, and responses to the
document requests and requests for admission, but produced no responsive
documents. On March 21, 2014, Petitioner sent a discovery deficiencies letter to
Respondent in which Petitioner WithJirew a number of its interrogatories to meet

Respondent’s objection, and requesﬁ;;ed supplemental responses and document
‘

production. On March 28, 2014, Resp#ndent stated the requested documents would

be produced in the next few weeks. Thereafter, no documents having been received,

Petitioner filed a motion to compel.

On August 25, 2014, the Board granted Petitioner’s motion to compel, and
ordered Respondent, within thirty days, to serve (i) written responses to
Interrogatory Nos. 1-14, without obje?tion; (ii) responsive documents or to provide
supplemental written responses indic#ting no responsive documents exist pursuant
to Request for Production Nos. 1-2, 6-11, 13, 15, 17- 23, 25-89, and 91-93; and (iii)
responsive documents or to provide supplemental written responses indicating no
responsive documents exist “to the extent that Petitioner seeks documents sufficient
to show Reynaldo Ongpauco’s, Cecilia Ongpauco’s and Nelson Reyes’ interest to

registrant or companies related to registrant,” pursuant to Request for Production

Nos. 3-5. The order reset discovery‘ to close December 19, 2014, and advised
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Cancellation No. 92057510

Respondent that the failure to comply with the order could result in discovery
sanctions.

There is no dispute that, as of the October 21, 2014 filing date of the motion for
sanctions, almost four weeks after the Board’s deadline for serving the compelled
discovery responses, Respondent had not complied with the Board order.
Respondent served neither the compelled responses, nor the compelled responsive
documents. Petitioner contends that entry of judgment is appropriate because
Respondent has delayed this proceeding, and has made Petitioner’s attempts to
obtain discovery “an expensive, damaging, and futile exercise,” and Respondent’s
deleterious actions are now compounded by Respondent’s deliberate disregard for
the Board’s order.

Respondent opposes entry of judgment, and submits the November 10, 2014
sworn statement of attorney Christopher Shiplett averring that, in the good faith
belief that an imminent change of Respondent’s ownership would change the
discovery responses, and to avoid la‘ er supplementation of discovery responses,
Attorney Shiplett withheld responses to the discovery requests until the change of
Respondent’s ownership was completed on November 7, 2014; that Respondent “was
acting on the good faith advice of counsel,” and that Respondent “is providing a full
set of discovery responses, including p\rior and current ownership documents today,

and is withholding no documents on fgrounds of objections.”! Respondent contends

1 Respondent’s opposition uses a case titJle for this proceeding which lists Respondent as
“101 Domain, Inc.” in lieu of “Barrio Fiest*g International, Inc.” This is improper, as only the
Board can order the substitution or joinder of parties to its proceedings. See Life Zone Inc.
v. Middleman Group Inc., 87 USPQ2d 1953, 1955 n.1 (TTAB 2008) (Board will not add or
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Cancellation No. 92057510

that any prejudice to Petitioner caused by the delay could be remedied by an
extension of discovery.

Petitioner filed a reply brief on its motion, including the November 24, 2014
declaration of attorney Albert Wu. The Wu declaration denies that Petitioner was
served with any responses. More érpecifically, attorney Wu avers that as of
November 24, 2014, the date the replj brief was filed, two months after the Board’s
deadline for serving compelled discovéery responses and documents, Petitioner has
yet to receive any documents or supplementary responses from Respondent.

Petitioner also argues that, despite the averment of “good faith” by counsel for
Respondent, Respondent provides no explanation how the failure to produce
responses to avoid later supplementation was permissible; how any necessary
supplementation regarding the change in ownership would alter the necessity of
providing the responses already ordered; or why, if Respondent believed
supplementation would be burdensome and its alleged postponement was
warranted by the change in ownership, it did not seek an extension or communicate
with Petitioner in any way.

Finally, Petitioner submits website printouts indicating that the purported new

owner of the subject registration is not a restaurant, but a business for registering

substitute an applicant as party to an opposition without motion and submission of either
proof of name change or assignment, or proof of recordation of same with the USPTO).
Notwithstanding counsel’'s statement that ownership of the subject registration has
changed, no proof of assignment was submitted with the opposition or recorded with the
USPTO Assignment Branch. Absent proof of the change, the owner of the mark at the time
the petition to cancel was filed remains party defendant. Moreover, if proof of the
ownership change had been submitted or recorded, the Board’s general practice would be to
join (and not substitute) the new owner of the mark, to facilitate discovery. See Trademark
Trial and Appeal Board Manual of Procedure (TBMP) § 512 (2014).
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Cancellation No. 92057510

domain names, and contends that Respondent’s unilateral attempt to substitute the
purported new owner of the registration as a party is a plain effort to avoid
producing discovery entirely, and Respondent’s prolonged waste of the time of
Petitioner and the Board should end with entry of judgment as a discovery sanction.

Trademark Rule 2.120(g)(1) permits sanctions provided under Fed. R. Civ. P.
37(b)(2). Rule 37(b)(2) allows entry 0{ a variety of sanctions including “dismissing
the action or proceeding in whole or in part.” Fed. R. Civ. P. 37(b)(2)(A)(v).
“Moreover, the Board has the authority to control the disposition of cases, which
necessarily includes the inherent power to enter sanctions.” Patagonia, Inc. v.
Azzolini, 109 USPQ2d 1859, 1861 n.8 (TTAB 2014) (citing Carrini Inc. v. Carla
Carini S.R.L., 57 USPQ2d 1067, 1071 (TTAB 2000)). Client and counsel share the
duty to advance prosecution of the case before the Board, and counsel’s failures are
imputed to the party which counsel represents. See CTRL Systems, Inc. v.
Ultraphonics of North America, 52 USPQ2d 1300, 1302 (TTAB 1999) (citing Pioneer
Inv. Servs. v. Brunswick Assocs. Ltd. Partnership, 507 U.S. 380, 392 (1993) (“clients
must be held accountable for the acts and omissions of their attorneys”)). See also
Caymus Vineyards v. Caymus Medical Inc., 107 USPQ2d 1519, 1523 n. 5 (TTAB
2013); DeLorme Publishing Co. v. Eartha’s Inc., 60 USPQ2d 1222, 1223 n.3. (TTAB
2000); and Gaylord Entertainment &0. v. Caluvin Gilmore Productions Inc., 59
USPQ2d 1369, 1372 (TTAB 2000).

| . . .
After careful consideration of the parties’ arguments and explanations, and in

light of Respondent’s admission that ilt did not comply with the Board’s September

NFO000058
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deadline to produce the compelled discovery responses and documents; the paucity
of convincing detail or corroborating evidence for Respondent’s explanation for its
failure to timely comply with the Board’s order; Petitioner’s sworn statement that
Respondent has never complied with the Board’s order; and the absence of any
evidence that Respondent ever served Petitioner with any compelled responses, we
conclude Respondent’s conduct deserves sanction. Any sanction short of judgment
would be futile and unfair to Petitioner. See Benedict v. Super Bakery Inc., 665 F.3d
1263, 101 USPQ2d 1089, 1093 (Fed. Cir. 2011) (“The possession of a trademark
registration places a routine obligation on the possessor to participate in reasonable
procedures concerning rights or interests affected by that registration. ... The
remedy of default judgment was within the Board’s discretion in view of Mr.
Benedict’s repeated failures to comply with established and reasonable procedures
orders.”); Patagonia, Inc., 109 USPQ2d at 1862 (“[G]iven the continuing nature of
respondent’s violations despite multiple prior admonitions from the Board, we
conclude that any sanction short of judgment would be futile and unfair to
petitioner, which brought this case well over a year ago and has been unable,
despite diligent efforts, to move it forward, due to respondent's intransigence.”);
MySpace Inc. v. Mitchell, 91 USPQ2d 1060, 1061-62 (TTAB 2009) (“In view of our
previous warning that we would enter judgment unless he complied with our order
and his continued blatant non-compli#‘nce, the sanction of entry of judgment is now

warranted.”). 1
|

NF000059



Case 4:15-cv-02669-JSW Document 50-17 Filed 09/09/16 Page 23 of 23

Cancellation No. 92057510

We have previously warned Respondent that it would be subject to sanctions if it
did not comply with our order granting Petitioner’s motion to compel. Therefore,
and in view of the foregoing, Petitioner’s motion for judgment as a discovery
sanction is GRANTED.

Accordingly, judgment is entered against Respondent, the petition to cancel is
granted, and Registration No. 1712454 will be cancelled in due course by the

Commissioner for Trademarks.

NF000060
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PTG Forem 1478 (Rey $/2004)
OMB No 06510008 {Exp 12/31/2011}

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85243004
Filing Date: 02/15/2011

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "'(if applicable)" appears
where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

~ Inpu  Entered
TEAS Plus YES
MARK INFORMATION
.! *MARK Barrio Fiesta Express
*STANDARD
| CHARACTERS YES

USPTO-GENERATED

IMAGE YES

LITERAL ELEMENT | Barrio Fiesta Express

The mark consists of standard characters, without claim to any particular font,

*MARK STATEMENT :
style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK | Rono, Justin Christian C.
{*STREET 1629 Wharton Road

*CITY San Jose

*STATE

(Required for U.S. California

applicants)

*COUNTRY United States

*ZIP/POSTAL CODE

(Required for U.S. 95132

applicants only)

An EXHIBI'ISQ_

Deponern

bl LN

WWW.DEPDROOK.COM
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PHONE 408-300-6630
FAX | 888-887-4977
EMAIL '_A_DDRES.S | jfrono@gmail.com
AUTHORIZED TO
COMMUNICATE VIA | Yes
EMAIL .
LEGAL ENTITY INFORMATION
STYPE  |INDIVIDUAL
* COUNTRY OF .
CITIZENSHIP Ammenia
APPLICANT INFORMATION
*OWNER OF MARK | Rono, Ashley Kirsten C.
*STREET 1629 Wharton Road
*CITY San Jose
;*STATE i
(Required for U.S. California
applicants) .
: *C(:)UNT'R_Y‘ 1 | United States
*ZIP/POSTAL CODE
(Required for U.S. 95132
' applicants only) '
PHONE | 408-300-6630
AR 888-887-4977
EMAIL Ai)PRE_SS jfrono@gmail.com
AUTHORIZED TO
COMMUNICATE VIA | Yes
EMAIL :
| LEGAL ENTITY INFORMATION
STYPE INDIVIDUAL
* COUNTRY OF ;
CITIZENSHIP United States

| GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL

s 043
IDENTIFICATION Fast-food restaurants
*FILING BASIS SECTION 1(a)

FIRST USE
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ANYWHERE DATE | At least as early as 01/03/2011
 FIRSTUSEIN
COMMERCE DATE At least as early as 01/03/2011
SPECIMEN FILE NAME{S}
g GINALPDE | opec-1709154-173031025 . Menu PDF_- Barrio_Fiesta_Express.pdf
CONVERTED PDF
FILES) - = - WTTICRS\EXPORT1INIMAGEOUT11\852\430\85243004\xm11\FTK0003.JPG
 (2pages)
WTICRS\EXPORTI1I\NIMAGEOUT11\852\430\85243004\xml1\FTK0004.JPG
DES?CPI]?::](I::II?(?: PDF version of Barrio Fiesta Express Food Menu for customers.

ADDITIONAL STATEMENTS SECTION

*TRANSLATION
(if applicable)

*TRANSLITERATION
(if applicable)

*CLAIMED PRIOR
REGISTRATION
(if applicable)

*CONSENT
(NAME/LIKENESS)
(if applicable)

*CONCURRENT USE
CLAIM . 1 i
(if applicable)

z:; The nature of the relationship of the applicants is that of Joint Applicants.

CORRESPONDENCE INFORMATION

“NAME Rono, Justin Christian C.

“STREET 1629 Wharton Road

*CITY San Jose

-}"STA”T:E s e

(Required for U.S." - ° | California

applicants)
COUNTRY United States T
+ZIP/POSTAL CODE | 95132 ‘
PHONE 408-300-6630

FAX 888-887-4977
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“EMAIL ADDRESS | jfrono@gmail.com
*AUTHORIZED TO

COMMUNICATE VIA | Yes

EMAIL |

FEE INFORMATION

NUMBEROF ||

CLASSES '

FEE PER CLASS 275

“TOTAL FEE PAID | 275
SIGNATURE INFORMATION

* SIGNATURE

i /Justin Christian C. Rono/

* SICNATORY'S -

| Justin Christian C. Rono

NAME
* SIGNATORY'S 5
POSITION BTk

* DATE SIGNED 02/15/2011

* SIGNATURE | /Ashley Kirsten C. Rono/
+SIGNATORY'S .

NAME Ashley Kirsten C. Rono
* SIGNATORY'S .

POSITION

* DATE SIGNED

[ 02/15/2011




Case 4:15-cv-02669-JSW Document 50-18 Filed 09/09/16 Page 6 of 26

PTC Farm 1478 (Rev $/2006)
COME No, 0651-0008 (Exp 12/3172011)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85243004
Filing Date: 02/15/2011

To the Commissioner for Trademarks:

MARK: Barrio Fiesta Express (Standard Characters, see mark)
The literal element of the mark consists of Barrio Fiesta Express.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicants, Justin Christian C. Rono, a citizen of Armenia, having an address of

1629 Wharton Road

San Jose, California 95132

United States Ashley Kirsten C. Rono, a citizen of United States, having an address of

1629 Wharton Road

San Jose, California 95132

United States
request registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.
International Class 043: Fast-food restaurants

In International Class 043, the mark was first used at least as early as 01/03/2011, and first used in
commerce at least as early as 01/03/2011, and is now in use in such commerce. The applicants are
submitting one specimen(s) showing the mark as used in commerce on or in connection with any item in
the class of listed goods and/or services, consisting of a(n) PDF version of Barrio Fiesta Express Food
Menu for customers..

Original PDF file:

spec-1709154-173031025 . Menu PDF - Barrio Fiesta Express.pdf
Converted PDF file(s) (2 pages)

Specimen Filel

Specimen File2

The nature of the relationship of the applicants is that of Joint Applicants.
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The applicant's current Correspondence Information:
Rono, Justin Christian C.
1629 Wharton Road
San Jose, California 95132
408-300-6630(phone)
888-887-4977(fax)
jfrono@gmail.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Signature: /Justin Christian C. Rono/ Date Signed: 02/15/2011
Signatory's Name: Justin Christian C. Rono
Signatory's Position: Owner

Signature: /Ashley Kirsten C. Rono/ Date Signed: 02/15/2011
Signatory's Name: Ashley Kirsten C. Rono
Signatory's Position: Owner

RAM Sale Number: 4611
RAM Accounting Date: 02/16/2011

Serial Number: 85243004

Internet Transmission Date: Tue Feb 15 17:54:39 EST 2011
TEAS Stamp: USPTO/FTK-170.91.5.4-2011021517543923321
9-85243004-480bdd7cda687610fab0a3 ffealed
cc5c-CC-4611-20110215173031025683
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PTO Form 1478 (Rev 8/2008)
OMB Nao. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 86490510
Filing Date: 12/24/2014 -

The table below presents the data as entered.

Input Field

SERIAL NUMBER 86490510

MARK INFORMATION

*MARK Barrio Fiesta Express
STANDARD CHARACTERS YES
USPTO-GENERATED IMAGE YES

LITERAL ELEMENT Barrio Fiesta Express
The mark consists of standard characters,

MARK STATEMENT without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK June F. Rono

*STREET 1629 Wharton Road

*CITY San Jose

:E;%Tr]id for U.S. applicants) California

*COUNTRY United States

;::::lii,r(:g ?i%g?z}ilicants only) 95132

LEGAL ENTITY INFORMATION

TYPE individual

COUNTRY OF CITIZENSHIP United States

APPLICANT INFORMATION

*OWNER OF MARK Ashley K. Rono

*STREET 1629 Wharton Road

A 7 EXHIBIES. )

Dep nent_%- Q
D{D\ \(gﬂp L./

WIWW.DEPOBOOK CONM
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*CITY San Jose

naTaTE s g California

(Required for U.S. applicants)

*COUNTRY United States

(Required for U5, spplicants only) 95132

LEGAL ENTITY INFORMATION

TYPE individual

COUNTRY OF CITIZENSHIP United States

APPLICANT INFORMATION

*OWNER OF MARK Justin C. Rono

*STREET 1629 Wharton Road

*CITY San Jose

SSTATE i California

(Required for U.S. applicants)

*COUNTRY United States

Reauicd o U pplicants any) osis2

LEGAL ENTITY INFORMATION

TYPE individual

COUNTRY OF CITIZENSHIP United States

GOODS AND/OR SERVICES AND BASIS INFORMATION

lNTERNATIONAL CLASS 029
Frozen meat, deserts, cooked packaged food,

s s e T
preserved and dried fruits,

FILING BASIS SECTION 1(a)

FIRST USE ANYWHERE DATE At least as early as 12/06/2014

FIRST USE IN COMMERCE DATE

At least as early as 12/06/2014

SPECIMEN WTICRS\EXPORT16\MMAGEQUT

FILE NAME(S) 16\864\905\86490510\xm11\ APP0003.JPG

SPECIMEN DESCRIPTION Frozen meat bearing trademark
INTERNATIONAL CLASS 030
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*IDENTIFICATION beverage, bread, pastry, sauces, spices.
FILING BASIS SECTION 1(b)

ATTORNEY INFORMATION

NAME James Cai

ATTORNEY DOCKET NUMBER RONO-05-2014

FIRM NAME SAC Attorneys LLP

INTERNAL ADDRESS 111 N. Market Street Suite 1020
STREET 111

CITY San Jose

STATE California

COUNTRY United States

ZIP/POSTAL CODE 95113

PHONE 4082109634

EMAIL ADDRESS jcai@sacattorneys.com

AUTHORIZED TO COMMUNICATE VIA EMAIL | Yes

CORRESPONDENCE INFORMATION

NAME James Cai

FIRM NAME SAC Attorneys LLP

INTERNAL ADDRESS 111 N. Market Street Suite 1020
STREET 111

CITY San Jose

STATE California

COUNTRY United States

ZIP/POSTAL CODE 95113

PHONE 4082109634

EMAIL ADDRESS jcai@sacattorneys.com

AUTHORIZED TO COMMUNICATE VIA EMAIL | Yes

FEE INFORMATION

NUMBER OF CLASSES 2

FEE PER CLASS 325
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*TOTAL FEE DUE 650
*TOTAL FEE PAID 650
SIGNATURE INFORMATION

SIGNATURE /James Cai/
SIGNATORY'S NAME James Cai
SIGNATORY'S POSITION Attorney
DATE SIGNED 12/24/2014
SIGNATURE /James Cai/
SIGNATORY'S NAME James Cai
SIGNATORY'S POSITION Attorney
DATE SIGNED 12/24/2014
SIGNATURE /James Cai/
SIGNATORY'S NAME James Cai
SIGNATORY'S POSITION Attorney
DATE SIGNED 12/24/2014
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PTO Form 1478 (Rev 9/2006)
OM8 No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 86490510
Filing Date: 12/24/2014

To the Commissioner for Trademarks:

MARK: Barrio Fiesta Express (Standard Characters, see mark)
The literal element of the mark consists of Barrio Fiesta Express.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicants, June F. Rono, a citizen of United States, having an address of
1629 Wharton Road
San Jose, California 95132
United States

Ashley K. Rono, a citizen of United States, having an address of
1629 Wharton Road
San Jose, California 95132
United States

Justin C. Rono, a citizen of United States, having an address of
1629 Wharton Road
San Jose, California 95132
United States

request registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

International Class 029: Frozen meat, deserts, cooked packaged food, mixes for marinades, candies,
frozen vegetables, frozen cooked vegetables, preserved and dried fruits,

In International Class 029, the mark was first used by the applicant or the applicant's related company or
licensee or predecessor in interest at least as early as 12/06/2014, and first used in commerce at least as
early as 12/06/2014, and is now in use in such commerce. The applicants are submitting one(or more)
specimen(s) showing the mark as used in commerce on or in connection with any item in the class of
listed goods and/or services, consisting of a(n) Frozen meat bearing trademark.

Specimen Filel

International Class 030: beverage, bread, pastry, sauces, spices.
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15

U.S.C. Section 1051(b)).



Case 4:15-cv-02669-JSW Document 50-18 Filed 09/09/16 Page 17 of 26

The applicant's current Attorney Information:
James Cai of SAC Attorneys LLP

111 N. Market Street Suite 1020
111
San Jose, California 95113
United States
The attorney docket/reference number is RONO-05-2014.

The applicant's current Correspondence Information:
James Cai
SAC Attorneys LLP

111 N. Market Street Suite 1020
111

San Jose, California 95113
4082109634(phone)
jcai@sacattorneys.com (authorized)

A fee payment in the amount of $650 has been submitted with the application, representing payment for 2
class(es).

Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. Section 1051(a), the
applicant is the owner of the trademark/service mark sought to be registered; the applicant or the
applicant's related company or licensee is using the mark in commerce on or in connection with the
goods/services in the application, and such use by the applicant's related company or licensee inures to the
benefit of the applicant; the specimen(s) shows the mark as used on or in connection with the
goods/services in the application; and/or if the applicant filed an application under 15 U.S.C. Section
1051(b), Section 1126(d), and/or Section 1126(e), the applicant is entitled to use the mark in commerce;
the applicant has a bona fide intention to use or use through the applicant's related company or licensee the
mark in commerce on or in connection with the goods/services in the application. The signatory believes
that to the best of the signatory's knowledge and belief, no other person has the right to use the mark in
commerce, either in the identical form or in such near resemblance as to be likely, when used on or in
connection with the goods/services of such other person, to cause confusion or mistake, or to deceive. The
signatory being warned that willful false statements and the like are punishable by fine or imprisonment,
or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like may jeopardize
the validity of the application or any registration resulting therefrom, declares that all statements made of
his/her own knowledge are true and all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /James Cai/ Date: 12/24/2014
Signatory's Name: James Cai

Signatory's Position: Attorney

Signature: /James Cai/ Date: 12/24/2014
Signatory's Name: James Cai



Case 4:15-cv-02669-JSW Document 50-18 Filed 09/09/16 Page 18 of 26

Signatory's Position: Attorney

Signature: /James Cai/ Date: 12/24/2014
Signatory's Name: James Cai

Signatory's Position: Attorney

RAM Sale Number: 86490510

RAM Accounting Date: 12/29/2014

Serial Number: 86490510

Internet Transmission Date: Wed Dec 24 21:46:53 EST 2014
TEAS Stamp: USPTO/BAS-107.3.161.179-2014122421465309
2998-86490510-500380362dc615ee487b5£14d3
657db81dd5ee3d036¢6760594ed69044366593-C
C-10799-20141224213040421617



Barrio Fiesta Express
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EXHIBIT “LL”
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EXHIBIT “MM”
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PROOF OF SERVICE

I hereby certify that a true and complete copy of the foregoing document:

EXHIBITS II THROUGH MM OF EXHIBIT 3 TO DECLARATION OF
MELVIN N.A. AVANZADO

has been served on Registrants by mailing said copy on date set forth below via priority
United States Mail, postage prepaid, to:

James Cai, Esq.

SAC Attorneys LLP

111 North Market Street, Suite 1020
San Jose, California 95113

Executed on March 10, 2017 at Los Angeles, California.

Kofo s —

Keiko Kawana



