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Docket No. 0XHD-205346

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In re Matter of Applcation Ser. No. 86/497,484 fg

the mark: PLATINUM SERIES Opposition No. 91-224081 (parent)
Cancellation No. 92-062356

=

In re Matter of RegNo. 4,726,130 for the mark: OPPOSER AND PETITIONER

PLATINUM SERIES MU-2 CONCORDE BATTERY
CORPORATION’S MOTION TO JOIN
MITSUBISHI HEAVY INDUSTRIES

Concorde Battery Corporation, AMERICA, INC. AS A PARTY
N DEFENDANT AND FOR LEAVE TO
OpposeandPetitioner, AMEND ITS NOTICE OF
OPPOSITION AND PETITION FOR
VS. CANCELLATION

Air 1% Aviation Companies, Inc.,

ApplicantandRegistrant.

Pursuant to TBMP § 512.01, Opposer antitidaer Concorde Battery Corporation
(“Opposer”) hereby moves the Board for an ojdeing Mitsubishi Heavy Industries America,
Inc. (“Mitsubishi”) as a party defendan®n October 16, 2015, assignment of Reg. No.
4,726,130 for the mark PLATINUM SERIES MU#dm Applicant and Registrant Air'l
Aviation Companies, Inc. (“Applicant”) to Mitsishi was recorded with the U.S. Patent &
Trademark Office (“PTO"). (Declaration of #aA. Bost (“Bost Decl.”) 1 2, Ex. A.)
Accordingly, Mitsubishi is the now record oer and registrant of PLATINUM SERIES MU-2,
which registration is the subject thie instant petition for cancellation.

Relatedly, and pursuant to TBMP 8§ 507.01 &ed. R. Civ. P. 15(a)(2), Opposer hereby
moves the Board for leave to amend its Notic®pposition and Petition faCancellation in the

consolidated proceedings. Applicant’'s putpdrassignment of its rights to PLATINUM
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SERIES MU-2 to Mitsubishi compromises b@pplicant’s and Mitsubishi’s claims to
ownership of the PLATINUM SERIES and PLATINUM SERIES MU-2 marks respectively.
Opposer seeks leave of the Board to file Eirst Amended Notice of Opposition and First
Amended Petition for Cancellation, enclosed hereixdmsbits B and C to the Bost
Declaration, respectively, to account for the foregding.

This motion is supported by the accompanyingfbthe Bost Declaration, Opposer’s
proposed First Amended Notice of Opposition &irdt Amended Petition for Cancellation, and
a redline reflecting Opposer’s proposed revrisito its original Notice of Opposition and

Petition for Cancellation, as well as any sudieofpapers and argument as may be presented to

the Board.

Respectfully submitted,

SHEPPARD MULLIN RICHTER & HAMPTON, LLP
Dated: January 13, 2016 By: /s/Paul A. Bost

Paul A. Bost

Attorneys for Opposer and Petitioner
Concorde Battgr Comoration

! Redlines reflecting changes to Opposerisal Notice of Qpposition and Petition for

Cancellation are attached heretdeabibits D and E to the Bost Declaration, respectively.
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BRIEF IN SUPPORT OF MOTION

FACTUAL BACKGROUND

Opposer owns trademark rights in PLATINUBERIES and ownsragistration of the
same for “aircraft batteries” in Class 9.

On April 16, 2013, Applicant filed its afipation for registréon of PLATINUM
SERIES MU-2 for “refurbished airplanes” @lass 12. On April 28, 2015, registration of
PLATINUM SERIES MU-2 (the “Regisation”) issued to Applicant.

On January 7, 2015, Applicant filed its dipation for registration of PLATINUM
SERIES for “refurbished aitanes” in Class 12 (the “Afipation”). On May 13, 2015, the
Application was published for opposition.

On September 28, 2015, Opposer filed a PetftoiCancellation against the Registration
on the following grounds: (1) likilood of confusion pursuant to 15 U.S.C. § 1052(d); and (2)
failure to use PLATINUM SERIES MU-2 astrademark. (Canc. No. 92-062356; Docket No.
1.) Also, on September 28, 2015, Opposer fddbtice of Opposition teegistration of the
Application based on a likelihood obnfusion pursuant to 15 8.C. § 1052(d). (Opp. No. 91-
224081; Docket No. 1.)

On November 5, 2015, Applicant filed answer®oth proceedings denying all material
allegations and asserting various affirmatdefenses. Then, on December 7, 2015, Opposer,
with the express consent opplicant, filed a motion to consolidate the proceedings, which
motion was granted by the Boardd.{ Docket Nos. 5-6.)

Subsequently, Opposer learned that an asgghof Applicant’s jhts and interest in

the PLATINUM SERIES MU-2 mark, includg the Registration, t¥litsubishi had been
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recorded with the PTO on October 16, 2015 (fh&signment”). The Assignment was executed
on March 1, 2015.

Discovery in this matter just recently opened on January 8, 20d.6 D¢cket No. 8.)
Neither party has served any discgveequests. (Bost Decl. § 4.)

I. MITSUBISHI SHOULD BE JOINED AS A PARTY DEFENDANT

“When there has been an assignment of a ieatkis the subject of, or relied upon in, an
inter partes proceeding before the Board, the assignee may be joined or substituted, as may be
appropriate, upon motion granted by the Boardypmn the Board’s own initiative.” TBMP §
512.01. “If the mark in an application or regagion which is the subject matter of an inter
partes proceeding before the Bib&s assigned, together with tapplication or registration, the
assignee may be joined as a party (agiy plefendant, in the case of an opposition or
cancellation proceeding; or as a junior or sepaty, as the case may be, in an interference or
concurrent use proceeding) upon the filing wita Board of a copy of the assignmend!

The Board should join Mitsubishi as a padigfendant in the consolidated proceedings,
specifically, as a defendant retyant in Opposer’s petition ttancel the Registration. The
Assignment of the PLATINUM SERIES MU-2 mia including the Registration, was recorded
with the PTO. Mitsubishi now purports to owre trademark rights that are the subject of
Opposer’s petition for cancellati. Additionally, because the Agament was recorded with the
PTO on a date subsequent to the filing of thdipetfor cancellation (bubefore the closing of
the discovery and testimony periods) and Applicamntains a viable entity, Mitsubishi should be
joined as party defendant, not substituted in for Applic&¢. NSV Res. Corp. v. Microsoft
Corp., 113 U.S.P.Q.2d 1029, 1031 (TTAB 2014) (“Wharmmark pleaded by a plaintiff is

assigned and such assignment is recorddédthe USPTO's Assignment Branch, the assignee
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ordinarily will be substituted for the originaltyamed party if the assignment occurred prior to
the commencement of the proceeding, if the disgoaad testimony periods have closed, if the
assignor is no longer in exista® or, at the Board's discretion, if the defendant raises no
objection to substitution. Otherwise, the asegwill be joined, rather than substitutedy;ve
Trademark Holdings LP v. Inofin, 83 U.S.P.Q.2d 1433, 1434 nI2TAB 2007) (“Applicant's
motion, filed February 26, 2006, to join Mark Waksha defendant to this proceeding is granted
in view of the assignment of Serial NkB445657, the subject application. The assignment was
recorded on February 22, 2006 (a date subsedqoi¢ime commencement of this proceeding).”)
[I. THE MOTION FOR LEAVE TO AMEND SHOULD BE GRANTED

A. The Liberal Standard for Granting Leave to Amend

Amendments to pleadings iinter partes proceedings before the Board are governed by
the Federal Rules of Civil Procedure. TBIgPB07.01 ("[P]leadings in an inter partes
proceeding before the Board may be amended in the same manner and to the same extent as in a
civil action in a United States digtt court.") Fed.R.Civ.P. 15)grovides that "[t]he [Board]
should freely give leave when justice so requir€ed also TBMP § 507.01. The Board
liberally grants leave to amend pleadingsdlay stage of the proceeding where necessary to
bring about a furtherance of jice unless it is shown that eptwf the amendment would violate
settled law or be prejudicial todhights of the opposing partyCommodore Electronics Ltd. v.
CBM Kabushiki Kaisha, 26 U.S.P.Q.2d 1503, 1505TAB 1993) (quotingAmerican Optical
Corp. v. American Olean Tile Co., Inc., 168 USPQ 471, 473 (TTAB 1971)).

Where the motion for leave to amend is fifgtbr to the close of the discovery period,
there typically is no prejudice to the non-mayiparty because that party will have an

opportunity to take discovery on the mattelised in the proposed amended pleadiSee
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Focus 21 International Inc. v. Pola Kasei Kogyo Kabushiki Kaisha, 22 U.S.P.Q.2d 1316, 1318
(TTAB 1992) (motion for leave to amend timely because it “was filed prior to opening of
petitioner's testimony period and thus the ov®sry period may be reopened without undue
prejudice to respondent.”) Furthermore, whasehere, the non-mag party is solely in
possession of the relevant information relevant to the added claim, any issues raised by the
moving party’s timing and resutiy prejudice to the non-moving padecrease in significance.
See TBMP § 507.02(a) (“Exercise of such discretion to reopen discovery, however, may not be
necessary when the proposeldiiional claim or allegation caerns a subject on which the non-
moving party can be expected torhaelevant information in handrhis is especially true when
the factual basis for the motion to amend wlhsined by the moving party through discovery
taken from the non-moving party.”)

Importantly, Opposer need not prove its case on this motion to amend nor prove a
likelihood of success on the merits. Rather, Oppasust merely satisfy the liberal pleading
standards of the Federal RutdsCivil Procedure and those of the Board, which Opposer has
done.

B. The Board Should Grant Opposer Leave to Amend

Here, there is no conceivable prejudice fipAcant — or Mitsubishi — should the Board
allow Opposer leave to file its amended pleadibiscovery in thisase only recently opened
on January 8, 2016 and is not scheduled to close until July 6, 2016. Even if discovery was closed
or near closing (which is ntite case), Opposer’s added claims do not require Applicant or
Mitsubishi to take any discovenf Opposer or any third partyAll documents and information
relevant to the added claims are within tipgissession, custody, and control. Thus, Opposer’s

amendment will not inject any inefficiencies intas matter. Finally, any delay in filing the
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motion to amend — which added claims argdabon the Assignment — is attributable to
Applicant, who never informed Opposer of thesignment. On the contya Applicant filed its
answer to the petition for cancellation in itsneeven after the Assignment had been executed
and recorded, and did not inform Opposethef Assignment at the parties’ discovery
conference. (Bost Decl. § 5Qpposer has moved to join Mitsubishi and amend its claims
expeditiously.

Also, Opposer’s proposed amended pleadirggally sufficient. Applicant’s purported
Assignment of its entire rightitle, and interest in PLATINUMBERIES MU-2 to Mitsubishi,
while purporting to retain all ght, title, and interest in tfeLATINUM SERIES mark, raises
guestions as to Applicant'sidd Mitsubishi’s claimed ownehngp rights in the PLATINUM
SERIES and PLATINUM SERIES MU-2 marksspectively. It is well established that a
trademark must identify a single source Crystal Entertainment & Filmworks, Inc. v. Jurado,
99 U.S.P.Q.2d 1197, 1203-05 (11th Cir. 2011) (“Theigsrecognize the bedrock principle of
trademark law that a mark can identify anstidiguish only a single comercial source” and
“[tirademark law ordinarily doesot permit two entities to steaa mark due to the consumer
confusion that would ensue.”) The validity of #esignment — that is, @ outright sale of all
rights in the PLATINUM SERIE®MU-2 mark — is undermineoly Applicant’s retention of
rights in the PLATINUM SERIE®nark. Accordingly, the Asgnment is invalid as a naked
assignment — because it does not transfer athgiloassociated witlthe PLATINUM SERIES
MU-2 mark — and/or the Assignment is more propeHaracterized as a license. In either case,
Mitsubishi is not the owner of the PLATINUBRERIES MU-2 mark and, thus, cannot own a
registration of the PLATINUM SEIES MU-2 mark. Likewise, ithe Assignment is, in fact, a

license to Mitsubishi to use the PLATINUSERIES MU-2 mark, it is a naked license by
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Applicant’s failure to retain any power tordool the use of the PLATINUM SERIES MU-2
mark and the goods offered thereunder. Swakted licensing constitutes an abandonment by
Applicant of the PLATINUM SERIES mark.
V. CONCLUSION

Based on the foregoing, Opposer respectfullypests that the Bod enter an order
joining Mitsubishi as a party fendant and granting Opposer leaw file its proposed amended
pleadings and that the Board detra pleadings filé and served.

Respectfully submitted,
SHEPPARD MULLIN RICHTER & HAMPTON, LLP

Dated: January 13, 2016 By: /s/Paul A. Bost
Paul A. Bost

Attorneys for Opposer and Petitioner
Concorde Battgr Cormporation
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DECLARATION OF PAUL A. BOST

|, Paul A. Bost, declare as follows:

1. | am an attorney duly licensed to praetin the State of Qfornia. | am an
associate in the law firm of Sheppard MulRichter & Hampton, LLP, counsel of record for
Opposer in this case. | have personal knowledgleeofacts set forth ithis declaration, and if
called to testify, | ould and would testify competently thereto.

2. Attached hereto a@sxhibit A is a true and correct copy of the March 1, 2015
assignment of Reg. No. 4,726,130 for the mark PINAOM SERIES MU-2 from Applicant to
Mitsubishi, which was recorded with the ®Bn October 16, 2015 and assigned Reel/Frame
005647/0320.

3. Attached hereto a@sxhibits B and C are true and correct copies of Opposer’s
proposed First Amended Notice of Oppositiod &irst Amended Petition for Cancellation,
respectively. Also attached heretoEadhibits D and E are redlines reflecting any differences
between Opposer’s initial and First Amendéatices of Opposition and initial and First
Amended Petitions for @aellation, respectively.

4, As of the date of this declaration, neclivery has been served in this matter.

5. On December 2, 2015, Charles C.bies, Il and Mitchell B. Snyder of
Warlick, Stebbins, Murray & Chew, LLP, counset fgpplicant, and | conducted the parties’
Fed.R.Civ.P. 26(f) conference. At the conferedggplicant’s counsel did not inform me of the
Assignment. Instead, Opposer learned othefAssignment on December 11, 2015 when it was
contacted directly by Mitsubishi. | teleph@h&pplicant’s counsel on December 16, 2015 to
inquire about the Assignment, and, inpesse, Mr. Snyder emailed me on December 22, 2015,

stating that, “[s]o far as Mitsughi owning the Platinum Series MU-2 mark, | am unaware that
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Mitsubishi owns that mark. However, Clay has spoken with their attorneys, and we will be sure
to let you know if anything changésA true and correct copy of that email is attached hereto as
Exhibit F.

| declare all of the foregoing under the peyailt perjury under ta laws of the United

States of America. Executed thisMday of January, 2016 in Los Angeles, California.

/s/Paul A. Bost
Paul A. Bost
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CERTIFICATE OF ELECTRONIC FILING

| hereby certify that thi©PPOSER AND PETITIONER CONCORDE BATTERY
CORPORATION’S MOTION TO JOIN MITSUBISHI HEAVY INDUSTRIES
AMERICA, INC. AS A PARTY DEFEND ANT AND FOR LEAVE TO AMEND ITS
NOTICE OF OPPOSITION AND PETITION FOR CANCELLATION is being submitted
electronically to the Commissioner for Tradmhks, Trademark Trial and Appeals, through
ESTTA, on this 13th day of January, 2016.

/s/Lynne Thompson
Lynne Thompson

CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoi@POSER AND PETITIONER
CONCORDE BATTERY CORPORATION’'S MOTION TO JOIN MITSUBISHI HEAVY
INDUSTRIES AMERICA, INC. AS A PARTY DEFENDANT AND FOR LEAVE TO
AMEND ITS NOTICE OF OPPOSITION AND PETITION FOR CANCELLATION is
being deposited as first class mail, postaggaid, in an envelope addressed to:

Charles C. Stebbins, 1l

Mitchell B. Snyder

WARLICK, STEBBINS, MURRAY & CHEW, LLP
P.O. Box 1495

Augusta, GA 30903-1495

on this 13th day of January, 2016.

[s/Lynne Thompson
Lynne Thompson

SMRH:224430989.1
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900341193 10/16/2015

TRADEMARK ASSIGNMENT COVER SHEET

Electronic Version v1.1 ETAS ID: TM358952
Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: ASSIGNMENT OF THE ENTIRE INTEREST AND THE GOODWILL

CONVEYING PARTY DATA
Name Formerly Execution Date Entity Type
Air 1st Aviation Companies 03/01/2015 CORPORATION: GEORGIA

RECEIVING PARTY DATA

Name: Mitsubishi Heavy Industries America, Inc.
Street Address: 4951 Airport Parkway

Internal Address: Suite 530

City: Addison

State/Country: TEXAS

Postal Code: 75001

Entity Type: CORPORATION: DELAWARE

PROPERTY NUMBERS Total: 1

Property Type Number Word Mark
Serial Number: 86089204 PLATINUM SERIES MU-2
<

CORRESPONDENCE DATA Q
Fax Number: 2149691751 2
Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent 8
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.
Phone: 2149691767 S
Email: usptodallas@tklaw.com =)
Correspondent Name: Deborah L. Lively, Thompson & Knight LLP hid
Address Line 1: 1722 Routh Street 5
Address Line 4: Dallas, TEXAS 75201

ATTORNEY DOCKET NUMBER: 056346.000012

NAME OF SUBMITTER: Deborah L. Lively

SIGNATURE: /deborah |. lively/

DATE SIGNED: 10/16/2015

Total Attachments: 1

source=assignment#page .tif

TRADEMARK
900341193 REEL: 005647 FRAME: 0319



RECORDED: 10/16/2015

TRADEMARK ASSIGNMENT

This Trademark Assignment 15 mads and enterad into by Air Ist Aviation Companies, inc. d/b/fa
Alr Ist ("&dr Ist”}, & Georgla corporation, whose address is 234 Air Park Blvd,, aiken, South Cargling
29805 {“ASSIGNOR"} in favor of Mitsubishi Heavy industries America, inc. {“MHI&”), a Delaware
corporation, whose address is 4851 Alrport Parkway, Suite 530, Addison, Texas 75001 {“ASSIGNEE"},

WHEREAS, ASSIGNDR is the owner of record of commaon law and statutory rights inand to UL.S.
Serial No. 86/082204 for PLATINUM SERIES MU-Z {the "#Mark”); and

WHEREAS, ASSIGNEE has obtained 2 license from Assignee to use the Mark in association with
Assignor's business; and

WHEREAS, in light of the foregoing, this Trademark Assignment is intended to effectuate & Tull
and complete assignment by ASSIGNOR 1o ASSIGNEE of all rights in and to the Trademarks.

NOW, THEREFUORE, for good and valuable consideration, the receipt and sufficiency of which are
hereby acknowledged, ASSIGNOR hereby assigns, conveys and transfers to ASSIGNEE, it successors,
assigns and legal representatives ASSIGNQR'S entire right, title and interast in and to the Mark, together
with the goodwill symbolized by the Mark, and any and all trademark applications and renewals and all
registrations or certificates that may be issved or granted for the Mark throughout the United States and
inany and all other countries of the wotld, as well as the right to sue for and recover damages for past,
present and future infringements and all rights of priority.

N TESTIMONY WHEREQF, Assignor has caused its duly suthorized representative to
execute this Trademark Assignment asof  Saeeh Isd | 7015,

Air 1st Aviation Companies, Inc.

N N

BT o S e N e
Name ‘\\ NS . o \\\\\*5\\ WA,
™

N
T N
Title: L U =i he ey &) A

TRADEMARK

REEL: 005647 FRAME: 0320
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Docket No. 0XHD-205346

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In re Matter of Applcation Ser. No. 86/497,484 fqr

the mark: PLATINUM SERIES Opposition No. 91-224081 (parent)

. OPPOSER CONCORDE BATTERY

NOTICE OF OPPOSITION
Opposer,

VS.
Air 1% Aviation Companies, Inc.,

Applicant.

In re Matter of RegNo. 4,726,130 for the mark:

PLATINUM SERIES MU-2 Cancellation No. 92-062356

Concorde Battery Corporation,
Petitioner,
VS.

Air 1% Aviation Companies, Inc. and Mitsubishi
Heavy Industries America, Inc.,

Registrants.

Opposer Concorde Battery Corporation, gpooation organized and existing under the
laws of the State of California, having apé of business at 2009 San Bernardino Road, West
Covina, California 97190 (“Opposer”), believes thatill be damaged by registration of the
mark PLATINUM SERIES for “rafirbished airplanes” in Inteational Class 12, as shown in

application Serial No. 86/497,484 (the “Applicet’), filed on September 26, 2013 by Applicant
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Air 1st Aviation Companies, Inc. AKA Air 1st @ooration, a corporatioorganized and existing
under the laws of the State of Georgia, hgwan address at 234 Arark Blvd, Aiken, South
Carolina 29805 (“Applicant”)and hereby opposes the same.

As grounds for opposition, Opposer alleges that:

1. Opposer is engaged, among other thimgshe business of manufacturing and
selling aircraft batteries undés mark PLATINUM SERIES.

2. Opposer is the owner of U.S. Registration No. 2,734,038 for the mark
PLATINUM SERIES, registered on July 8, 20@3connection with “acraft batteries” in
International Class 9.

3. Opposer’s Registration No. 2,734,038 is dasubsisting and in full force and
effect. Opposer’s registrationiiscontestable pursuant to 153JC. § 1065, and thus serves as
conclusive evidence of the validity of Oppos PLATINUM SERIES mark, pursuant to 15
U.S.C. § 1115(b).

4, Opposer has been using the PLATINUM SERIES mark continuously in
commerce, throughout the United States, for doted goods in International Class 9 since at
least as early as December 21, 2001 and intenctentinue so using the PLATINUM SERIES
mark in the future. A true, correct, and cutrpnintout of the TESS page reflecting Opposer’s
Registration No. 2,734,038 is attached heretxdsbit A. Opposer uses the mark PLATINUM
SERIES by applying it in ways customary in the trade.

5. On January 7, 2015, Applicant filed th@plication with the U.S. Patent and
Trademark Office to register PLATINUM SERIESdnnnection with “refurbished airplanes” in
International Class 12. The Application allegetate of first use anywhere and in commerce of

August 21, 2012.
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6. The Application was publishédr opposition on June 2, 2015.

First Ground for Opposition: Likelihood of Confusion

7. Opposer, through the use of its PLATINUM SERIES mark, from a time prior to
Applicant’s alleged date of firsise in commerce or the filirgf the Application, and by virtue
of the quality of Opposer’s goods, has builtaupaluable goodwill and reputation in connection
with its PLATINUM SERIES mark.

8. Applicant’s proposed mark PLATINUM SHES is identical in appearance,
sound, connotation, and commercial impressic@pposer's PLATINUM SERIES mark.
Applicant admitted as much in its applicatiorrégister PLATINUM SERIES MU-2. There, in
a response to an office action refusing redistneof PLATINUM SERIES MU-2 based, in part,
on Opposer’s registration of PLATINUM SERIEApplicant admitted that “[t]here are already
at least four (4) trademarks retgred using just the terms Ptatm Series” and “[tlhese marks|,
including Opposer’'s PLATINUM SERIES mark,jowld all appear veryanfusing to the general
consumer” but for Applicant’s addin of MU-2 to its mark.

0. Applicant’s goods and Opposer’s goodiemed under their respective marks are
related.

10.  Opposer believes that it will be dageal by the registration of Applicant’s
proposed mark PLATINUM SERIES and opposes the Application because Applicant’s
registration and use of its progasmark PLATINUM SERIES imonnection with the goods set
forth in the Application likely tacause confusion, to cause ralst, and to deceive customers,
potential customers and others, pursuant td BC. § 1052(d), thereby injuring Opposer and
the consuming public and jeopardizing the able goodwill and reputation Opposer has built

up in connection with itPLATINUM SERIES mark.
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Second Ground for Opposition: Abandonment by Naked Licensing

11.  Prior to filing the Applicatn, Applicant filed arapplication to register a version
or derivative of the PLATMUM SERIES mark, namely, thmark PLATINUM SERIES MU-2
for “refurbished airplanesh International Class 12h¢ “PLATINUM SERIES MU-2
Application”).

12.  On March 1, 2015, Applicant purported teig® all of its entire right, title, and
interest in the PLATINUM SERS MU-2 mark, and the goodwillleged thereto, to Mitsubishi
Heavy Industries America, Inc. (“Mitsubishyi'including its rightsand interest in the
PLATINUM SERIES MU-2 Application. A tre and correct copy of the Assignment as
recorded with the U.S. Patent & Tradem@ffice on or around October 16, 2015 is attached
hereto a€xhibit B.

13.  Applicant, however, purported to retaft right, title, and interest in the
PLATINUM SERIES mark for “refurbishedirplanes,” including the Application, which
Applicant did not assign to Mitsubishi.

14.  Accordingly, the Assignment is, iadt, a naked licend®y Applicant of its
purported trademark rights in the PLATINUM SHES mark to Mitsubishi. Applicant has not
retained any control over Mitsubishi’s usetloé PLATINUM SERIES MU2 mark or the goods
on which they are used. Based on its nakezhking, Applicant haabandoned any ownership
rights it had in the PLATINUM SERIES mark.

15.  Accordingly, for each and every reasonelabove, Opposer believes that it will
be damaged by the registration of Applit's PLATINUM SERIES mark and opposes

registration of Applicant's PLATINUMSERIES mark in the Application.
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WHEREFORE, Opposer prays that this oppositbe sustained and that the registration

of Applicant’'s PLATINUM SERIES marin the Application be refused.

Dated: January 13, 2016

SMRH:224433100.1

Respectfully submitted,
SHEPPARD MULLIN RICHTER & HAMPTON, LLP

By: /s/Paul A. Bost
Paul A. Bost

Attorneys for Opposer and Petitioner
Concorde Battgr Cormporation



CERTIFICATE OF ELECTRONIC FILING

| hereby certify that thi©PPOSER CONCORDE BATTERY CORPORATION'S
FIRST AMENDED NOTICE OF OPPOSITION is being submitted electronically to the
Commissioner for Trademarks, Trademark Taiadl Appeals, through ESTTA, on this 13th day
of January, 2016.

/s/Lynne Thompson
Lynne Thompson

CERTIFICATE OF SERVICE

| hereby certify that a copy of the forego @ POSER CONCORDE BATTERY
CORPORATION’S FIRST AMENDED NOTICE OF OPPOSITION is being deposited as
first class mail, postage prepaid,an envelope addressed to:

Charles C. Stebbins, 1l

Mitchell B. Snyder

WARLICK, STEBBINS, MURRAY & CHEW, LLP
P.O. Box 1495

Augusta, GA 30903-1495

on this 13th day of January, 2016.

[s/Lynne Thompson
Lynne Thompson

SMRH:224433100.1
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Trademark Electronic Search System (TESS) Page 1 of 2

United States Patent and Trademark Office

Home| Site Index|Search|FAQ| Glossary | Guides | Contacts | eBusiness | eBiz alerts | News | Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Tue Jan 12 03:21:01 EST 2016
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m Please Iogout when you are done to release system resources allocated for you.

| Start |ListAt: | |or[ yump |torecors:] | Record 51 out of 89

m ( Use the "Back"” button of the Internet Browser to

return to TESS)

PLATINUM SERIES

Word Mark PLATINUM SERIES

Goods and Services IC 009. US 021 023 026 036 038. G & S: AIRCRAFT BATTERIES. FIRST USE: 20011221.
FIRST USE IN COMMERCE: 20011221

Mark Drawing Code (1) TYPED DRAWING

Serial Number 76363901

Filing Date January 25, 2002
Current Basis 1A

Original Filing 1A

Basis

Published for April 15, 2003
Opposition

Registration 2734038
Number

Registration Date  July 8, 2003
Owner (REGISTRANT) Concorde Battery Corporation CORPORATION CALIFORNIA 2009 San

Bernardino Road West Covina CALIFORNIA 97190
Attorney of Record C. Robert Rhodes

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SERIES" APART FROM THE
MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20130629.

Renewal 1ST RENEWAL 20130629

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805:yy082m.3.51 1/12/2016
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900341193 10/16/2015

TRADEMARK ASSIGNMENT COVER SHEET

Electronic Version v1.1 ETAS ID: TM358952
Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: ASSIGNMENT OF THE ENTIRE INTEREST AND THE GOODWILL

CONVEYING PARTY DATA
Name Formerly Execution Date Entity Type
Air 1st Aviation Companies 03/01/2015 CORPORATION: GEORGIA

RECEIVING PARTY DATA

Name: Mitsubishi Heavy Industries America, Inc.
Street Address: 4951 Airport Parkway

Internal Address: Suite 530

City: Addison

State/Country: TEXAS

Postal Code: 75001

Entity Type: CORPORATION: DELAWARE

PROPERTY NUMBERS Total: 1

Property Type Number Word Mark
Serial Number: 86089204 PLATINUM SERIES MU-2
<

CORRESPONDENCE DATA Q
Fax Number: 2149691751 2
Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent 8
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.
Phone: 2149691767 S
Email: usptodallas@tklaw.com =)
Correspondent Name: Deborah L. Lively, Thompson & Knight LLP hid
Address Line 1: 1722 Routh Street 5
Address Line 4: Dallas, TEXAS 75201

ATTORNEY DOCKET NUMBER: 056346.000012

NAME OF SUBMITTER: Deborah L. Lively

SIGNATURE: /deborah |. lively/

DATE SIGNED: 10/16/2015

Total Attachments: 1

source=assignment#page .tif
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RECORDED: 10/16/2015

TRADEMARK ASSIGNMENT

This Trademark Assignment 15 mads and enterad into by Air Ist Aviation Companies, inc. d/b/fa
Alr Ist ("&dr Ist”}, & Georgla corporation, whose address is 234 Air Park Blvd,, aiken, South Cargling
29805 {“ASSIGNOR"} in favor of Mitsubishi Heavy industries America, inc. {“MHI&”), a Delaware
corporation, whose address is 4851 Alrport Parkway, Suite 530, Addison, Texas 75001 {“ASSIGNEE"},

WHEREAS, ASSIGNDR is the owner of record of commaon law and statutory rights inand to UL.S.
Serial No. 86/082204 for PLATINUM SERIES MU-Z {the "#Mark”); and

WHEREAS, ASSIGNEE has obtained 2 license from Assignee to use the Mark in association with
Assignor's business; and

WHEREAS, in light of the foregoing, this Trademark Assignment is intended to effectuate & Tull
and complete assignment by ASSIGNOR 1o ASSIGNEE of all rights in and to the Trademarks.

NOW, THEREFUORE, for good and valuable consideration, the receipt and sufficiency of which are
hereby acknowledged, ASSIGNOR hereby assigns, conveys and transfers to ASSIGNEE, it successors,
assigns and legal representatives ASSIGNQR'S entire right, title and interast in and to the Mark, together
with the goodwill symbolized by the Mark, and any and all trademark applications and renewals and all
registrations or certificates that may be issved or granted for the Mark throughout the United States and
inany and all other countries of the wotld, as well as the right to sue for and recover damages for past,
present and future infringements and all rights of priority.

N TESTIMONY WHEREQF, Assignor has caused its duly suthorized representative to
execute this Trademark Assignment asof  Saeeh Isd | 7015,

Air 1st Aviation Companies, Inc.

N N

BT o S e N e
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Docket No. 0XHD-205346

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In re Matter of Applcation Ser. No. 86/497,484 fqr

the mark: PLATINUM SERIES Opposition No. 91-224081 (parent)

OPPOSER CONCORDE BATTERY

PETITION FOR CANCELLATION
Opposer,

VS.
Air 1% Aviation Companies, Inc.,

Applicant.

In re Matter of RegNo. 4,726,130 for the mark:

PLATINUM SERIES MU-2 Cancellation No. 92-062356

Concorde Battery Corporation,
Petitioner,
VS.

Air 1% Aviation Companies, Inc. and Mitsubishi
Heavy Industries America, Inc.,

Registrants.

Petitioner, Concorde Battery Corporatiorgagporation organized and existing under the
laws of the State of California, having apé of business at 2009 San Bernardino Road, West
Covina, California 97190 (“Petitioner”), believestlit will be damaged by the existence on the

Principal Register of the mafkLATINUM SERIES MU-2 for‘refurbished airplanes” in

SMRH:224433101.1 1



International Class 12, as shown in Registratilo. 4,726,130 (the “Registian”), registered on
April 28, 2015, and hereby petiis to cancel the same.

As grounds for cancellation, Petitioner alleges that:

1. Petitioner is engaged, among other thimgshe business of manufacturing and
selling aircraft batteries undés mark PLATINUM SERIES.

2. Petitioner is the owner of U.Registration No. 2,734,038 for the mark
PLATINUM SERIES, registered on July 8, 20@3connection with “acraft batteries” in
International Class 9.

3. Petitioner’s Registration No. 2,734,038 idigdasubsisting and in full force and
effect. Petitioner’s registration iscontestable pursuant to 153JC. § 1065, and thus serves as
conclusive evidence of the validity of Petitioner Concorde Battery’s PLATINUM SERIES mark,
pursuant to 15 U.S.C. § 1115(b).

4. Petitioner has been using the PLATINUM SERIES mark continuously in
commerce, throughout the United States, for doted goods in International Class 9 since at
least as early as December 21, 2001 and intenctentinue so using the PLATINUM SERIES
mark in the future. A true, correct, and curnenibtout of the TESS page reflecting Petitioner’s
Registration No. 2,734,038 is attached heretxdmsbit A. Petitioner uses the mark
PLATINUM SERIES by applying it invays customary in the trade.

5. On October 11, 2013, Air 1st Aviation Coarpes, Inc. (“Air 1st”) filed an
application, Serial No. 86/089,204, with the UPatent and Trademark Office to register
PLATINUM SERIES MU-2 in conng®n with “refurbished airplanesh International Class 12.

The application alleges a date of firse@ywhere and in commerce of August 21, 2012.

SMRH:224433101.1 2



6. On March 1, 2015, Air 1st purported to @ssall of its entiraight, title, and
interest in the PLATINUM SERS MU-2 mark, and the goodwillleged thereto, to Mitsubishi
Heavy Industries America, Inc. (“Mitsubishj'including its rightsand interest in the
PLATINUM SERIES MU-2 application. A truend correct copy of the Assignment as recorded
with the U.S. Patent & Trademark Office onawound October 16, 2015 is attached hereto as
Exhibit B.

7. This application, Serial No. 86/089,204 nraw into the Registration on April 28,
2015.

First Ground for Opposition: Likelihood of Confusion

8. Petitioner, through the use of its PLAYUM SERIES mark, from a time prior to
the filing of the application underlying the Registration or the alleged date of first use therein,
and by virtue of the quality of Petitioner’s goptas built up a valuable goodwill and reputation
in connection with its PATINUM SERIES mark.

0. The mark PLATINUM SERIES MU-% similar in appearance, sound,
connotation, and commercial impressiorPtgditioner's PLATINUM SERIES mark.

10. The goods identified in the Registratiand Petitioner's goods offered under the
PLATINUM SERIES mark are related.

11.  Petitioner believes that it will be deaged by the continued registration of
PLATINUM SERIES MU-2 and petitions to neel the Registration because Registrant’s
registration and use of its mark PLATINUM REES MU-2 in connection with the goods set
forth in the Registration is likelo cause confusion, to cause raist, and to deceive customers,

potential customers and others, pursuant tt. BC. § 1052(d), thereby injuring Petitioner and

SMRH:224433101.1 3



the consuming public and jeopardizing the aale goodwill and reputation Petitioner has built
up in connection with itPLATINUM SERIES mark.

Second Ground for Opposition: Failure to Use as a Trademark

12.  Air 1st failed to demonstrate valid use in commerce of the registered mark
PLATINUM SERIES MU-2 in connection witthe recited goods because each specimen
submitted to the U.S. Patent & Trademark Office failed to demonstrate use of the mark
PLATINUM SERIES MU-2 “on the goods or thietontainers or the displays associated
therewith or on the tags or labels affixed #ter or if the nature of the goods makes such
placement impracticable, then on documents assakvaith the goods or their sale.” 15 U.S.
Code § 1127.

13.  On information and belief, Air 1st did not make valid use of the mark
PLATINUM SERIES MU-2 in connection with thecited goods prior to or at the time of the
filing of the applicatiorunderlying the Registration.

Third Ground for Opposition : Lack of Ownership

14.  Although Air 1st purports to have assigneceitsire right, title and interest in the
PLATINUM SERIES MU-2 mark to Mitsubiston March 1, 2015, Air 1st claims to have
retained its entire right, title, and inter@sthe PLATINUM SERIES mark, and related
application, Ser. No. 86/497,484, which seeks reggish of the PLATINUM SERIES mark for
“refurbished airplanes” ilnternational Class 12.

15.  Air 1st’'s assignment to Mitsubishi is @amvalid naked assignent. It did not
include all of Air 1st’s purported goodwill itthe PLATINUM SERIES MU2 mark because Air

1st retained all right, title, and interésthe PLATINUM SERIES mark. Because the

SMRH:224433101.1 4



assignment is invalid as naked, Mitsubishas the owner of the PLATINUM SERIES MU-2
mark.

16.  Air 1st’s purported assignment of rightsNttsubishi is, in fact, a license to
Mitsubishi to use the PLATINUM SERIES mankth Mitsubishi’'s MU-2 mark. Consequently,
Mitsubishi is not the owner of the PLANUM SERIES MU-2 mark, but a licensee.

17.  Accordingly, for each and every reasonetigdbove, Petitioner believes that it
will be damaged by the continued registratéthe PLATINUM SERIES MU-2 mark and
petitions to cancel the Registration.

WHEREFORE, Petitioner prays that this pen for cancellation be sustained and that

the Registration be canceled.

Respectfully submitted,
SHEPPARD MULLIN RICHTER & HAMPTON, LLP

Dated: January 13, 2016 By: /s/Paul A. Bost
Paul A. Bost

Attorneys for Opposer and Petitioner
Concorde Battgr Cormporation

SMRH:224433101.1 5



CERTIFICATE OF ELECTRONIC FILING

| hereby certify that thi©PPOSER CONCORDE BATTERY CORPORATION'S
FIRST AMENDED PETITION FOR CANCELLATION is being submitted electronically to
the Commissioner for Trademarks, TrademaiklTand Appeals, tlmugh ESTTA, on this 13th
day of January, 2016.

/s/Lynne Thompson
Lynne Thompson

CERTIFICATE OF SERVICE

| hereby certify that a copy of the forego @ POSER CONCORDE BATTERY
CORPORATION’S FIRST AMENDE D PETITION FOR CANCELLATION is being
deposited as first class mail, postage ar@pn an envelope addressed to:

Charles C. Stebbins, 1lI

Mitchell B. Snyder

WARLICK, STEBBINS, MURRAY & CHEW, LLP
P.O. Box 1495

Augusta, GA 30903-1495

on this 13th day of January, 2016.

[s/Lynne Thompson
Lynne Thompson

SMRH:224433101.1
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return to TESS)

PLATINUM SERIES

Word Mark PLATINUM SERIES

Goods and Services IC 009. US 021 023 026 036 038. G & S: AIRCRAFT BATTERIES. FIRST USE: 20011221.
FIRST USE IN COMMERCE: 20011221

Mark Drawing Code (1) TYPED DRAWING

Serial Number 76363901

Filing Date January 25, 2002
Current Basis 1A

Original Filing 1A

Basis

Published for April 15, 2003
Opposition

Registration 2734038
Number

Registration Date  July 8, 2003
Owner (REGISTRANT) Concorde Battery Corporation CORPORATION CALIFORNIA 2009 San

Bernardino Road West Covina CALIFORNIA 97190
Attorney of Record C. Robert Rhodes

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SERIES" APART FROM THE
MARK AS SHOWN

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20130629.

Renewal 1ST RENEWAL 20130629

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4805:yy082m.3.51 1/12/2016
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900341193 10/16/2015

TRADEMARK ASSIGNMENT COVER SHEET

Electronic Version v1.1 ETAS ID: TM358952
Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: ASSIGNMENT OF THE ENTIRE INTEREST AND THE GOODWILL

CONVEYING PARTY DATA
Name Formerly Execution Date Entity Type
Air 1st Aviation Companies 03/01/2015 CORPORATION: GEORGIA

RECEIVING PARTY DATA

Name: Mitsubishi Heavy Industries America, Inc.
Street Address: 4951 Airport Parkway

Internal Address: Suite 530

City: Addison

State/Country: TEXAS

Postal Code: 75001

Entity Type: CORPORATION: DELAWARE

PROPERTY NUMBERS Total: 1

Property Type Number Word Mark
Serial Number: 86089204 PLATINUM SERIES MU-2
<

CORRESPONDENCE DATA Q
Fax Number: 2149691751 2
Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent 8
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.
Phone: 2149691767 S
Email: usptodallas@tklaw.com =)
Correspondent Name: Deborah L. Lively, Thompson & Knight LLP hid
Address Line 1: 1722 Routh Street 5
Address Line 4: Dallas, TEXAS 75201

ATTORNEY DOCKET NUMBER: 056346.000012

NAME OF SUBMITTER: Deborah L. Lively

SIGNATURE: /deborah |. lively/

DATE SIGNED: 10/16/2015

Total Attachments: 1

source=assignment#page .tif
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RECORDED: 10/16/2015

TRADEMARK ASSIGNMENT

This Trademark Assignment 15 mads and enterad into by Air Ist Aviation Companies, inc. d/b/fa
Alr Ist ("&dr Ist”}, & Georgla corporation, whose address is 234 Air Park Blvd,, aiken, South Cargling
29805 {“ASSIGNOR"} in favor of Mitsubishi Heavy industries America, inc. {“MHI&”), a Delaware
corporation, whose address is 4851 Alrport Parkway, Suite 530, Addison, Texas 75001 {“ASSIGNEE"},

WHEREAS, ASSIGNDR is the owner of record of commaon law and statutory rights inand to UL.S.
Serial No. 86/082204 for PLATINUM SERIES MU-Z {the "#Mark”); and

WHEREAS, ASSIGNEE has obtained 2 license from Assignee to use the Mark in association with
Assignor's business; and

WHEREAS, in light of the foregoing, this Trademark Assignment is intended to effectuate & Tull
and complete assignment by ASSIGNOR 1o ASSIGNEE of all rights in and to the Trademarks.

NOW, THEREFUORE, for good and valuable consideration, the receipt and sufficiency of which are
hereby acknowledged, ASSIGNOR hereby assigns, conveys and transfers to ASSIGNEE, it successors,
assigns and legal representatives ASSIGNQR'S entire right, title and interast in and to the Mark, together
with the goodwill symbolized by the Mark, and any and all trademark applications and renewals and all
registrations or certificates that may be issved or granted for the Mark throughout the United States and
inany and all other countries of the wotld, as well as the right to sue for and recover damages for past,
present and future infringements and all rights of priority.

N TESTIMONY WHEREQF, Assignor has caused its duly suthorized representative to
execute this Trademark Assignment asof  Saeeh Isd | 7015,

Air 1st Aviation Companies, Inc.
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Docket No. 0XHD-205346

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Matter of Application Ser. No.
86/497,484 for the mark: PLATINUM
SERIES

Concorde Battery Corporatipn

Opposer,

N N NN N N NN N N

¥ VS.

Air 15t Aviation Companies, IneAKA-AH
1% Corporation,,

Applicant.

SerialOppositionNo. 86/497,48491-
224081 (parent)

ool apm 4o i D

Mark—PLAHNUM-SERIES
Published:-—June 2 20150PPOSER
CONCORDE BATTERY
CORPORATION'’S FIRST AMENDED
NOTICE OF OPPOSITION

In re Matter of Req. No. 4,726,130 for the mal
PLATINUM SERIES MU-2

Concorde Battery Corporation,

Petitioner,

VS.

Air 15t Aviation Companies, Inc. and Mitsubish
Heavy Industries America, Inc.,

Registrants.

Cancellation No. 92-062356

oo oo cbo e
- - F | |
P.O. Box 1451
SMRH204217829.224433100.1 -1-




e
Madame

Opposer Concorde Battery Corporation, a corporation organized and existing under
the laws of the State of California, having a place of business at 2009 San Bernardino Road,
West Covina, California 97190 (“Opposer”), believes that it will be damaged by registration
of the mark PLATINUM SERIES for “refurbished airplanes” in International Class 12, as
shown in application Serial No. 86/497,484 (the “Application”), filed on September 26, 2013
by Applicant Air 1st Aviation Companies, Inc. AKA Air 1st Corporation, a corporation
organized and existing under the laws of thatesbf Georgia, having an address at 234 Air
Park Blvd, Aiken, South Carolina 29805 (“Applicant”), and hereby opposes the same.

As grounds for opposition, Opposer alleges that:

1. Opposer is engaged, among other things, in the business of manufacturing and
selling aircraft batteries under its mark PLATINUM SERIES.

2. Opposer is the owner of U.S. Registration No. 2,734,038 for the mark
PLATINUM SERIES, registered on July 8, 2003 in connection with “aircraft batteries” in
International Class 9.

3. Opposer’s Registration No. 2,734,038 is valid, subsisting and in full force and
effect. Opposer’s registration is incontestable pursuant to 15 U.S.C. § 1065, and thus serves
as conclusive evidence of the validity of Opposer’'s PLATINUM SERIES mark, pursuant to
15 U.S.C. § 1115(b).

4, Opposer has been using the PLATINUM SERIES mark continuously in
commerce, throughout the United States, for the recited goods in International Class 9 since at

least as early as December 21, 2001 and intends to continue so using the PLATINUM

SMRH2204217829.224433100.1 -2-




SERIES mark in the future. A true, correct, and current printout of the TESS page reflecting
Opposer’s Registration No. 2,734,038 is attached herexlabit A. Opposer uses the
mark PLATINUM SERIES by applying it in ways customary in the trade.

5. On January 7, 2015, Applicant filed the Application with the U.S. Patent and
Trademark Office to register PLATINUM SERIEB connection with “refurbished airplanes”
in International Class 12. The Application alleges a date of first use anywhere and in
commerce of August 21, 2012.

6. The Application was published for opposition on June 2, 2015.

First Ground for Opposition: Likelihood of Confusion

7. Opposer, through the use of its PLATINUM SERIES mark, from a time prior
to Applicant’s alleged date of first use esommerce or the filing of the Application, and by
virtue of the quality of Opposer’s goods, has built up a valuable goodwill and reputation in
connection with its PLATINUM SERIES mark.

8. Applicant’s proposed mark PLATINUM SERIES is identical in appearance,
sound, connotation, and commercial impression to Opposer’s PLATINUM SERIES mark.

Applicant admitted as much in its application to register PLATINUM SERIES MU-2. There,

in a response to an office action refusing stgtion of PLATINUM SERIES MU-2 based, in

part, on Opposés reqgistration of PLATINUM SERIES, Applicant admitted thfthere are

already at least four (4) trademarks reqgistered using just the terms Platinum Series” and

“[tlhese mark§ including Opposes PLATINUM SERIES mark,] would all appear very

confusing to the general consuméxtit for Applicants addition of MU-2 to its mark.

9. Applicant’s goods and Opposer’s goods offered under their respective marks

are related.

SMRH2204217829.224433100.1 -3-




10. Opposer believes that it will be damaged by the registration of Applicant’s
proposed mark PLATINUM SERIES and opposes the Application because Applicant’s
registration and use of its proposed mark PLATINUM SERIES in connection with the goods
set forth in the Application likely to cause confusion, to cause mistake, and to deceive
customers, potential customers and others, pursuant to 15 U.S.C. § 1052(d), thereby injuring
Opposer and the consuming public and jeopardizing the valuable goodwill and reputation
Opposer has built up in connection with its PLATINUM SERIES mark.

Second Ground for Opposition: Abandonment by Naked Licensing

1. Prior to filing the Application, Applicanfiled an application to register a

version or derivative of the PLATINUMBERIES mark, namely, the mark PLATINUM

SERIES MU-2 for “refurbished airplanegi International Class 12 (the “PLATINUM

SERIES MU-2 Application”).

12. On March 1, 2015, Applicant purported to assign all of its entire right, title,

and interest in the PLATINUM SERIES MU-2 mark, and the goodwill related thereto, to

Mitsubishi Heavy Industries America, In¢Mitsubishi”), including its rights and interest in

the PLATINUM SERIES MU-2 Application. A true and correct copy of the Assignment as

recorded with the U.S. Patent & Trademark Office on or around October 16, 2015 is attached

hereto a€Exhibit B.

13.  Applicant, however, purported to retain all right, title, and interest in the

PLATINUM SERIES mark for “refurbished airplanes,” including the Applicatiwhich

Applicant did not assign to Mitsubishi.

14.  Accordingly, the Assignment is, in facd naked license by Applicant of its

purported trademark rights in the PLATINUM SERIES mark to Mitsubishi. Applicant has

SMRH2204217829.224433100.1 -4-




not retained any control over Mitsubishiuse of the PLATINUM SERIES MU-2 mark or the

goods on which they are used. Based on its naked licensing, Applicant has abandoned any

ownership rights it had in the PLATINUM SERIES mark.

15.  1i-Accordingly, for each and every reason stated above, Opposer believes that
it will be damaged by the registration of Applicant's PLATINUM SERIES mark and opposes
registration of Applicant's PLATINUM SERIES mark in the Application.

WHEREFORE, Opposer prays that this opposition be sustained and that the

registration of Applicant's PLATINUM SERIES mark in the Application be refused.

Respectfully submitted,

SHEPPARD MULLIN ; RICHTER & HAMPTON LLP

Dated: January 13, 2016 By: /s/Paul A. Bost

Paul A. Bost
Mo

oman/
orrrenTiy

TN

EBDWIN-KOMEN
SUSAN-HWANG
PAUL- BOST

Attorneys for Opposer and Petitioner
Concorde Battery Corporation
CONCORDE BATTERY- CORPORATION
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CERTIFICATE OF FRANSMISSIONELECTRONIC FILING

| hereby certify that thifdotice6f OpposiiocrROPPOSER CONCORDE
BATTERY CORPORATION 'S FIRST AMENDED NOTICE OF OPPOSITION is being

#&nsmﬁedsubmﬂtedelectromcallﬁh%%gh%h&%ﬂ—%éys&n#e%h%n%d

to the
Commissioner for Trademarks, Trademark Trial and Appeals, throuqh ESTTA, on this 13th
day of January, 2016

/[s/lLynne Thompson
Lynne Thompson

e B e s —
sbooa—=hwvang

CERTIFICATE OF SERVICE

| hereby certify thathis-Notice-of Oppeositiona copy of the foregoin@PPOSER
CONCORDE BATTERY CORPORATION 'S FIRST AMENDED NOTICE OF
OPPOSITION is being depositedith-the-United-States-Postal-Service,postage
prepaid;asfirst class majl postage prepajdn an envelope addressedapphicant—on-this
Sonimoalosnoar o 07 L

Charles C. Stebbins,

Mitchell B. Snyder

WARLICK, STEBBINS, MURRAY & CHEW, LLP
P.O. Box 1495

Augusta, GA 30903-1495

on this 13th day of January, 2016.

/[s/lLynne Thompson
Lynne Thompson
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Docket No. 0XHD-205346

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Matter of Application Ser. No.
86/497,484 for the mark: PLATINUM
SERIES

Concorde Battery Corporatipn

Petitioner Opposer

N N NN N N NN N N

¥ VS.

Air 1%t Aviation Companies, IneAKA-Al

ist-Corperation;,
Eooetent

Applicant.

Cancellationr No——M—M

Reg-OppositionNo. 4,7/26:130 91-
224081 (parent)

Eooielosnes Aol g DD
B e e

OPPOSER CONCORDE BATTERY
CORPORATION'S FIRST AMENDED
PETITION FOR CANCELLATION

In re Matter of Req. No. 4,726,130 for the mal
PLATINUM SERIES MU-2

Concorde Battery Corporation,

Petitioner,

VS.

Air 15t Aviation Companies, Inc. and Mitsubish
Heavy Industries America, Inc.,

Registrants.

Cancellation No. 92-062356

e e
- - F | |
P.O. Box 1451
SMRH204219820.824433101.1 -1-




e
Madame

Petitioner, Concorde Battery Corporation, a corporation organized and existing under
the laws of the State of California, having a place of business at 2009 San Bernardino Road,
West Covina, California 97190 (“Petitioner”), believes that it will be damaged by the

existence on the Principal Register of the mark PLATINUM SERIES MU-2 for “refurbished

airplanes” in International Class 12, as shown in Registration No. 4,726,130 (the

“Registration”), registered on April 28, 2048+ Registrant-Al1st-Aviation

Ailken—Seuth-Carchna-29805-(“Registrant’}, and hereby petitions to cancel the same.

As grounds for cancellation, Petitioner alleges that:

1. Petitioner is engaged, among other things, in the business of manufacturing and
selling aircraft batteries under its mark PLATINUM SERIES.

2. Petitioner is the owner of U.S. Registration No. 2,734,038 for the mark
PLATINUM SERIES, registered on July 8, 2003 in connection with “aircraft batteries” in
International Class 9.

3. Petitioner’'s Registration No. 2,734,038 is valid, subsisting and in full force and
effect. Petitioner’s registration is incontestable pursuant to 15 U.S.C. § 1065, and thus serves
as conclusive evidence of the validity of Petitioner Concorde Battery’'s PLATINUM SERIES

mark, pursuant to 15 U.S.C. § 1115(b).

SMRH2204219829.324433101.1 -2-




4. Petitioner has been using the PLATINUM SERIES mark continuously in
commerce, throughout the United States, for the recited goods in International Class 9 since at
least as early as December 21, 2001 and intends to continue so using the PLATINUM
SERIES mark in the future. A true, correct, and current printout of the TESS page reflecting
Petitioner's Registration No. 2,734,038 is attached herekxhibit A. Petitioner uses the
mark PLATINUM SERIES by applying it in ways customary in the trade.

5. On October 11, 201FRRegistrant-Air 1st Aviation Companies, In¢*Air 1st”)

filed an application, Serial No. 86/089,204, with the U.S. Patent and Trademark Office to
register PLATINUM SERIES MU-2 in connection with “refurbished airplanes” in

International Class 12. The application alleges a date of first use anywhere and in commerce
of August 21, 2012.

6. On March 1, 2015, Air 1st purported to assign all of its entire right, title, and

interest in the PLATINUM SERIES MU-2 mark, and the goodwill related thereto, to

Mitsubishi Heavy Industries America, Inc. (“Mitsubishi”), including its rights and interest in

the PLATINUM SERIES MU-2 application. A true and correct copy of the Assignment as

recorded with the U.S. Patent & Trademark Office on or around October 16, 2015 is attached

hereto a€Exhibit B.

7. 6-Registrant-Alr21st'sThis application, Serial No. 86/089,204 matured into

the Registration on April 28, 2015.

First Ground for Opposition: Likelihood of Confusion

8. +—Petitioner, through the use of its PLATINUM SERIES mark, from a time

prior to Registrant'sthe filing of the application underlying the Registration or aleged

date of first user-commerce-or-thefiling-of-its—applicationunderying-the

SMRH2204219829.324433101.1 -3-




Registrationtherein and by virtue of the quality of Petitioner's goods, has built up a

valuable goodwill and reputation in connection with its PLATINUM SERIES mark.

15T GROUND FOR CANCELLATION — LIKELIHOOD OF CONFUSION

9. 8-Registrant'sThe mark PLATINUM SERIES MU-2 is similar in

appearance, sound, connotation, and commercial impression to Petitioner's PLATINUM

SERIES mark.

10. Registrant’'sThe goodsidentified in the Registratioand Petitioner's goods

offered undetheirespective-marksthe PLATINUM SERIES marlare related.

11. Petitioner believes that it will be damaged by the continued registration of
Registrant's-mark-PLATINUM SERIES MU-2 and petitions to cancel the Registration
because Registrant’s registration and use of its mark PLATINUM SERIES MU-2 in
connection with the goods set forth in the Registration is likely to cause confusion, to cause
mistake, and to deceive customers, potential customers and others, pursuant to 15 U.S.C. 8
1052(d), thereby injuring Petitioner and the consuming public and jeopardizing the valuable
goodwill and reputation Petitioner has built up in connection with its PLATINUM SERIES

mark.
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27 GROUND-FOR CANGCELLATION —FAILURE TO USE AS A TRADEMARK

Second Ground for Opposition: Failure to Use as a Trademark

12. RegistrantAir 1st failed to demonstrate valid use in commerce of the

registered mark PLATINUM SERIES MU-2 in connection with the recited goods because
each specimen submitted to tHeS. Patentahe& Trademark Office failed to demonstrate
use of the mark PLATINUM SERIES MU-2 “on the goods or their containers or the displays
associated therewith or on the tags or labels affixed thereto, or if the nature of the goods
makes such placement impracticable, then on documents associated with the goods or their
salé.” 15 U.S. Code § 1127.

13.  On information and belieRegistrantAir 1st did not make valid use of the
registered-mark PLATINUM SERIES MU-2 in connection with the recited goods prior to
or at the time of the filing of the application underlying the Registration.

Third Ground for Opposition: Lack of Ownership

14.  Although Air 1st purports to have assigned its entire right, title, and interest in

the PLATINUM SERIES MU-2 mark to Mitsubishi on March 1, 2015, Air 1st claims to have

retained its entire right, title, and interest in the PLATINUM SERIES mark, and related

application, Ser. No. 86/497,484, which seeks reqistration of the PLATINUM SERIES mark

for “refurbished airplanes” in International Class 12.

15. Air 1st's assignment to Mitsubishi is an invalid naked assignment. It did not

include all of Air 1sts purported goodwill in the PLATINUM SERIES MU-2 mark because

Air 1st retained all right, title, and interest in the PLATINUM SERIES mark. Because the

SMRH2204219829.324433101.1 -5-




assignment is invalid as naked, Mitsubishi is not the owner of the PLATINUM SERIES MU-

2 mark.

16.  Air 1st's purported assignment of rights to Mitsubishi is, in fact, a license to

Mitsubishi to use the PLATINUM SERIES mark with MitsubishMU-2 mark.

Conseqguently, Mitsubishi is not the owner of the PLATINUM SERIES MU-2 mark, but a

licensee.
17.  *4-Accordingly, for each and every reason stated above, Petitioner believes

that it will be damaged by the continued registratiomRefjistrant'sthe PLATINUM

SERIES MU-2 mark and petitions to cancel the Registration.

WHEREFORE, Petitioner prays that this petition for cancellation be sustained and that

the Registration be cancele®etitioherreguests-thatthe Board-charge Deposit

Respectfully submitted,

SHEPPARD MULLIN ; RICHTER & HAMPTON LLP

Dated: January 13, 2016 By: /s/Paul A. Bost
Paul A Bost

By /EdwinKemen/l ———
EDVWIN-KOMEN
SUSAN HWANG
Ao

Attorneys for Opposer and Petitioner
T
CORPORATIONConcorde Battery Corporation
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CERTIFICATE OF FRANSMISSIONELECTRONIC FILING

| hereby certify that thifetitionfor-CancellationrOPPOSER CONCORDE
BATTERY CORPORATION 'S FIRST AMENDED PETITION FOR CANCELLATION

is bemgtransmrtieedsubmrttedelectronrcallythreugh—the—%ﬂA—F#mgéystem—te—the

the Comm|55|oner for Trademarks Trademark TrlaI and Appeals throuqh ESTTA on this
13th day of January, 2016

/s/lLynne Thompson
Lynne Thompson

s Lt —
sbooa—=hwvang

CERTIFICATE OF SERVICE

| hereby certify thathis-Petitionfor-Cancellationa copy of the foregoing
OPPOSER CONCORDE BATTERY CORPORATION’S FIRST AMENDED PETITION
FOR CANCELLATION is being depositednth-the-United-States-Postal-Service;
postage-prepaid;asfirst class majl postage prepaidn an envelope addressed to

7 7 7

Charles C. Stebbins,

Mitchell B. Snyder

WARLICK, STEBBINS, MURRAY & CHEW, LLP
P.O. Box 1495

Augusta, GA 30903-1495

on this 13th day of January, 2016.

/[s/lLynne Thompson
Lynne Thompson
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