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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AFAB INDUSTRIAL SERVICES, INC. | Cancellation No. 92062182

Petitioner, : Registration No. 4,187,497
i Mark: PWD

v. :
| Registration No. 1,112,095
PAC-WEST DISTRIBUTING NV LLC, Registration No. 4,541,507
: Mark: RUSH

Registrant.
| Registration No. 2,538,037

: Mark: POWER PAK PELLET

PETITIONER’S RESPONSE TO RESPONDENT’S MOTION TO DISMISS FOR
INSUFFICIENT SERVICE AND REQUEST FOR RESETTING OF TRIAL SCHEDULE

Respondent Pac-West Distributing NV LLC (“Respondent”) seeks dismissal of this
cancellation proceeding on the ground that Petitioner failed to serve a copy of its Petition to
Cancel directly on Respondent.

Petitioner AFAB Industrial Services, Inc. (“Petitioner”), through its undersigned counsel,
acknowledges that service was inadvertently made on the attorney of record for Respondent and
not on Respondent itself. Petitioner has corrected this error by serving Respondent via Federal
Express, Certified Mail, Return Receipt Requested and U.S. First Class Mail on October 16,
2015. A copy of the Petition to Cancel with attached Certificate of Service reflecting service on
Respondent is attached hereto as Exhibit “A.” The Petition to Cancel was received by
Respondent on October 19, 2015 as evidenced by the delivery receipt received from FedEx
attached hereto as Exhibit “B.” Accordingly, service on Respondent has been properly
effectuated.

Petitioner respectfully submits the error resulting in service to the Correspondent of

Record for Respondent was made in good faith.



Petitioner further submits Respondent cannot be said to be prejudiced from this excusable
error. Respondent’s Counsel in the instant Motion, Mark Borghese, clearly represents
Respondent on trademark matters generally (having sent Petitioner a cease-and-desist letter
involving the now challenged Registrations) and on behalf of Respondent in other matters before
the Trademark Office. See, e.g., Opposition Nos. 91224268 and 91224272 (which Oppositions
are currently pending and where Mr. Borghese signed the declarations for the opposed
Applications on behalf of Respondent).

Petitioner also notes that by filing the instant Motion, Respondent’s Counsel is now
officially of record in these proceedings. See Jacques Moret, Inc. v. Speedo Holdings B.V., 102
U.S.P.Q.2D 1212 (TTAB 2012) (“inasmuch as it filed the motion to dismiss, the firm...is now
recognized as counsel of record for respondent in this proceeding.”) Petitioner avers the scenario
in Jacques Moret bears similarity to this proceeding and, therefore, the Motion to Dismiss fails.

Petitioner submits the error in service has been cured and Respondent’s Counsel
(originally served) is now officially of record. Petitioner respectfully requests the Motion to

Dismiss be denied and the Trial Schedule be reset accordingly.

Respectfully submitted,

Date: October 21, 2015 /Sean P. McConnell/
M. Kelly Tillery
Sean P. McConnell
PEPPER HAMILTON LLP
3000 Two Logan Square
Eighteenth & Arch Streets
Philadelphia, PA 19103-2799
P: (215) 981-4000
F: (215) 981-4750
tillervk@pepperlaw.com
mcconnells@pepperlaw.com

Attorneys for Petitioner, AFAB Industrial Services, Inc.
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United States Patent and Trademark Office

Home | Site Index | Search | Guides | Contacts | eBusiness | eBiz alerts | News | Help

Electronic System for Trademark Trials and Appeals

Receipt

Your submission has been received by the USPTO.
The content of your submission is listed below.
You may print a copy of this receipt for your records.

ESTTA Tracking number: ESTTA 693029
Filing date: 09/01/2015

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation
Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name AFAB Industrial Services, Inc.
Entity Corporation Citizenship | Pennsylvania
350 Camer Drive
Address Bensalem, PA 19020
UNITED STATES

Sean P. McConnell

PEPPER HAMILTON LLP

3000 Two Logan Square Eighteenth and Arch Streets
Philadelphia, PA 19103-2799

UNITED STATES

tilleryk@pepperlaw.com, mcconnells@pepperlaw.com,
catalant@pepperlaw.com Phone:215-981-4252

Attorney
information

Registrations Subject to Cancellation

Registration
date

Registrant PAC-WEST DISTRIBUTING NV LLC
848 N. RAINBOW BLVD. #5307

Registration No | 4187497 08/07/2012

http://estta.uspto.gov/com/receipt.jsp?iname=J6EBKHIE1814-513 9/1/2015
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LAS VEGAS, NV 89107
UNITED STATES

Page 2 of 4

Goods/Services Subject to Cancellation

care

Class 003. First Use: 201 1/01/31 First Use In Commerce: 2011/01/31
All goods and services in the class are cancelled, namely: Cosmetic preparations for body

Class 005. First Use: 2002/02/28 First Use In Commerce: 2002/02/28
All goods and services in the class are cancelled, namely: Room deodorants and fresheners

Grounds for Cancellation

Torres v. Cantine Torresella S.r.. Fraud | 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Other

No lawful use in commerce

Registration No

1112095 Registration

date 01/30/1979

Registrant

PAC-WEST DISTRIBUTING NV LLC
848 N. RAINBOW BLVD. #5307

LAS VEGAS, NV 89107

UNITED STATES

Goods/Services Subject to Cancellation

Class 005. First Use: 1976/12/13 First Use In Commerce: 1976/12/13
All goods and services in the class are cancelled, namely: CHEMICAL COMPOSITION
SOLD IN AN EASILY OPENABLE CONTAINER AS AN AIR SCENT

Grounds for Cancellation

Torres v. Cantine Torresella S.r..Fraud |808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Registration No

4541507 Registration

date 06/03/2014

Registrant

PAC-WEST DISTRIBUTING NV LLC
848 N. RAINBOW BLVD. #5307

LAS VEGAS, NV 89107

UNITED STATES

Goods/Services Subject to Cancellation

|

http://estta uspto.gov/com/receipt.jsp?iname=J6EBKHOE 1814-513

9/1/2015
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Class 005S. First Use: 1977/12/21 First Use In Commerce: 1977/12/21

All goods and services in the class are cancelled, namely: room odorizers in the nature of
odor eliminators and odor neutralizers, fresheners in the nature of air deodorizers; and
personal lubricant

Grounds for Cancellation

Torres v. Cantine Torresella S.r./Fraud |808 F.2d 46, 1| USPQ2d 1483 (Fed. Cir. 1986)

Other No lawful use in commerce
Registration No | 2538037 Reg’;;‘t':“"“ 02/12/2002

PAC-WEST DISTRIBUTING NV LLC
848 N. RAINBOW BLVD. #5307

LAS VEGAS, NV 89107

UNITED STATES

Registrant

Goods/Services Subject to Cancellation

Class 001. First Use: 1980/00/00 First Use In Commerce: 1980/00/00
All goods and services in the class are cancelled, namely: chemical preservatives, namely,
desiccants for use in the manufacture of incense

Grounds for Cancellation

Torres v. Cantine Torresella S.r.1 Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Attachments | 09-01-2015 Petition to Cancel pdf(463216 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at
their address record by First Class Mail on this date.

Signature /Sean P. McConnell/

Name Sean P. McConnell

Date 09/01/2015

http://estta.uspto.gov/com/receipt. jsp?iname=J6EBKHIE1814-513

9/1/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

-

AFAB INDUSTRIAL SERVICES., INC. Cancellation No.

Petitioner, i Registration No. 4,187,497
{  Mark: PWD
V. '

i Registration No. 1,112,095

PAC-WEST DISTRIBUTING NVLLC, | Registration No. 4,541,507
i\ Mark: RUSH

Registrant.

Registration No. 2,538,037

Mark: POWER PAK PELLET

PETITION TO CANCEL
United States Patent and Trademark Office
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451
Dear Sir/Madam:

Pursuant to 15 U.S.C. § 1064, Petitioner AFAB Industrial Services, Inc. (“AFAB”
or “Petitioner”) believes it will be damaged by the continued registration of several federal
trademark registrations owned by Registrant Pac-West Distributing NV LLC (“PWD” or
“Registrant”) and hereby submits this Petition to Cancel such Registrations, each identified
below. As grounds therefor, AFAB alleges as follows:

1. Petitioner, AFAB, is a Pennsylvania Corporation, with a principal place of
business at 350 Camer Drive, Bensalem, Pennsylvania 19020.

2. AFAB is a manufacturer and producer of a variety of consumer products.

3. Upon information and belief, PWD is a Nevada limited liability company

with a principal place of business at 848 N. Rainbow Boulevard, #5307, Las Vegas, Nevada
89107.



4, PWD is the listed Registrant for the following U.S. Federal Trademark
Registrations:

a. U.S. Trademark Registration No. 4,187,497 for the mark PWD for
“cosmetic preparations for body care” in International Class 3 and “room deodorants and
fresheners” in International Class 5;

b. U.S. Trademark Registration No. 1,112,095 for the mark RUSH
for “chemical composition sold in an easily openable container as an air scent” in International
Class 5;

c. U.S. Trademark Registration No. 4,541,507 for the mark RUSH
for “room odorizers in the nature of odor eliminators and odor neutralizers, fresheners in the
nature of air deodorizers; and personal lubricants” in International Class 5; and

d. U.S. Trademark Registration No. 2,538,037 for the mark POWER
PAK PELLET for “chemical preservatives, namely desiccants for use in the manufacture of
incense” in International Class 1,

(collectively, “PWD’s Marks” or the “Registrations”).

5. PWD has threatened legal action against AFAB, alleging that AFAB is
infringing or has infringed PWD’s Marks.

6. Upon information and belief, PWD’s use of PWD’s Marks does not
constitute lawful use of a trademark in commerce.

7. The Federal government has banned Isobutyl Nitrites and Alkyl Nitrites,
stating it is unlawful for these chemicals/compounds to be used in connection with consumer
products that may be used for inhaling or otherwise introducing the chemicals into the human

body. See 15 U.S.C. §§ 2057(a) and (b).



8. Upon information and belief, PWD uses and has used PWD’s Marks to
market and sell consumer products that contain banned hazardous chemical solvents, including
Isobutyl Nitrites and/or Alkyl Nitrites.

9. Upon information and belief, the consumer products sold under PWD’s
Marks contain illegal and hazardous chemical compounds or solvents, including Isobutyl Nitrite
and/or Alkyl Nitrite, which are designed to or may be introduced into the human body, by way of
inhaling.

10.  The following pictures of PWD’s RUSH branded product show use of

PWD’s Marks in connection with a product specifically containing Isobutyl Nitrite.




COUNT I - NO LAWFUL USE IN COMMERCE

11.  AFAB incorporates by reference paragraphs 1 — 10 as if set forth fully

herein.

12. To qualify for federal trademark registration, the use of a mark in
commerce must be lawful.

13. Products containing Isobutyl Nitrites and/or Alkyl Nitrites that are used
for consumer products that may be inhaled or otherwise introduced to the human body have been
banned, and are unlawful, pursuant to Federal Law.

14, Use in commerce of products containing Isobutyl Nitrites and/or Alkyl
Nitrites that are used for consumer products that may be inhaled or otherwise introduced to the
human body that have been banned, does not qualify as lawful use in commerce.

15.  Upon information and belief, PWD uses PWD’s Marks to market and sell
products that contain banned chemical solvents, namely Isobutyl Nitrite and/or Alkyl Nitrite,
which products are designed to or may be inhaled or otherwise introduced to the human body.

16.  Upon information and belief, PWD’s use of PWD’s Marks in commerce is

not lawful and is incapable of supporting the federal trademark registrations PWD has secured.

4-



17. PWD’s Marks do not qualify for federal trademark registration as each
does not fulfill the requirements of the Trademark Act, including Sections 1 and 45, 15 U.S.C.
§§ 1051, 1127,

18.  AFAB will be damaged by the continued registration of each of PWD’s
Marks because such registrations mislead the public as to the propriety and legality of PWD’s
Marks, and the Registrations would assist and enable PWD to bring enforcement proceedings
against AFAB for AFAB’s use of any similar mark for an otherwise legal product.

COUNT II - FRAUD

19. AFAB incorporates by reference paragraphs 1 — 18 as if set forth fully
herein.

20.  During the course of prosecuting each of PWD’s Marks, PWD
affirmatively misrepresented to the Trademark Office and the Examining Attorney that it was
using each respective mark in connection with the respective goods actually listed in the
application, and that PWD’s use of each mark was, in fact, lawful.

21.  PWD knowingly made the aforesaid misrepresentations to the Examining
Attorney and the Trademark Office.

22.  PWD made the aforesaid misrepresentations to the Examining Attorney
and the Trademark Office with the intention that the aforesaid misrepresentations would be
relied upon to support the issuance of trademark registrations to PWD.

23.  The Examining Attorney and the Trademark Office did, in fact, rely upon
PWD’s misrepresentations by publishing and subsequently granting a Federal registration to
PWD for each of PWD’s Marks.

24.  The acts of PWD constitutes fraud in the prosecution of each of PWD’s

Marks.



25.  AFAB will be damaged by the continued registration of each of PWD’s
Marks because such registrations mislead the public as to the propriety and legality of PWD’s
Marks, and the Registrations would assist and enable PWD to bring enforcement proceedings
against AFAB for AFAB’s use of any similar mark for an otherwise legal product.

WHEREFORE, it is respectfully requested that this cancellation proceeding be
sustained and each of the Registrations cited herein be cancelled.

Respectfully submitted,

Date: September 1, 2015 {/Sean P. McConnell/
M. Kelly Tillery
Sean P. McConnell
PEPPER HAMILTON LLP
3000 Two Logan Square
Eighteenth & Arch Streets
Philadelphia, PA 19103-2799
P: (215) 981-4000
F: (215) 981-4750

tilleryk@pepperlaw.com
mcconnells@pepperlaw.com

Attorneys for Petitioner
AFAB Industrial Services, Inc.




CERTIFICATE OF SERVICE

I, Sean P. McConnell, hereby certify that on October 16, 2015, a true and correct
copy of the foregoing Petition to Cancel has been served via Federal Express, Certified Mail
No. 7013 2630 0002 0750 4907, Return Receipt Requested, and U.S. First Class Mail, postage

prepaid, addressed as follows:

PAC-WEST DISTRIBUTING NV LLC
848 N. Rainbow Boulevard #5307
Las Vegas, NV 89107

Respondent

Date: October 16, 2015 %4@

Sean P. M¢Congell
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Catalano, There§a

From: trackingupdates@fedex.com

Sent: Monday, October 19, 2015 12:58 PM

To: Catalano, Theresa

Subject: FedEx Shipment 781531315566 Delivered

This tracking update has been requested by:

Company Name: Pepper Hamilton LLP
Name: Sean McConnell

E-mail: mcconnes@pepperlaw.com
Message: PSShip eMail Notification

Our records indicate that the following shipment has been delivered:

Reference: 136073.00013-63945
Ship (P/U) date: Oct 16, 2015

Delivery date: Oct 19, 2015 9:55 am
Sign for by: L.HERNANDEZ

Delivery location: Las Vegas, NV
Delivered to: Receptionist/Front Desk
Delivery date: Mon, 10/19/2015 9:55 am
Service type: FedEx Priority Overnight
Packaging type: FedEx Envelope
Number of pieces: 1

Weight: 0.50 Ib.

Special handling/Services:  Adult Signature Required
Deliver Weekday

Tracking number: 781531315566

Shipper Information Recipient Information

Sean McConnell PAC-WEST DISTRIBUTING NV LLC
Pepper Hamilton LLP 848 N. Rainbow Boulevard #5307
3000 Two Logan Square Las Vegas

Eighteenth and Arch Streets NV

Philadelphia uUs

PA 89107

us

19103

Please do not respond to this message. This email was sent from an unattended mailbox. This report was generated at
approximately 11:58 AM CDT on 10/19/2015.

To learn more about FedEx Express, please visit our website at fedex.com.

1



All weights are estimated.

To track the status of this shipment online, please use the following:
https://urldefense.proofpoint.com/v2/url?u=https-3A__www.fedex.com insight findit_nrp.jsp-3Ftracknumbers-
3D781531315566-26language-3Den-260pco-3DFX-26clientype-3Divpodalrt&d=AwICAW&c=g8FCMqUSUBN-
Y4xLIzOJvg&r=Yaos0Jp VDGLVAu2xy4or-0B9gHfZc-of4xSE-

VUp34&m= SUUMYpBEeEQWBKHIvm19 TKPghdWkiCJuP46li0gbE&s= ZCzg40LXwwg7Cu 41IT2wz8 GABJ7IEP|bGETUpi
Ol&e=

This tracking update has been sent to you by FedEx on the behalf of the Requestor noted above. FedEx does not validate
the authenticity of the requestor and does not validate, guarantee or warrant the authenticity of the request, the
requestor's message, or the accuracy of this tracking update. For tracking results and fedex.com's terms of use, go to
fedex.com.

Thank you for your business.



CERTIFICATE OF SERVICE

I, Sean P. McConnell, hereby certify that on October 21, 2015, a true and correct
copy of the foregoing Petitioner’s Response to Respondent’s Motion to Dismiss for Insufficient
Service and Request for Resetting of Trial Schedule has been served via U.S. First Class Mail,
postage prepaid, to:

Mark Borghese, Esquire
BORGHESE LEGAL, LTD.
10161 Park Run Drive, Suite 150
Las Vegas, NV 89145

Attorneys for Respondent,
Pac-West Distributing NV LLC

-and-
PAC-WEST DISTRIBUTING NV LLC
848 N. Rainbow Boulevard #5307
Las Vegas, NV 89107

Respondent

/Sean P. McConnell/
Sean P. McConnell




