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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

CHUTTER, INC.,    ) 

      ) 

Petitioner,    ) CANCELLATION NO. 92061951 

      ) 

v.      ) 

      ) 

GREAT CONCEPTS, LLC,   ) 

) 

 Registrant.    ) 

 

GREAT CONCEPTS, LLC’S MOTION FOR SUMMARY JUDGMENT UNDER 

FED.R.CIV.P. 56 REGARDING CHUTTER, INC.’S PETITION TO CANCEL  

Pursuant to Rule 56 of the Federal Rules of Civil Procedure, Registrant Great Concepts, 

LLC (“Registrant”) respectfully submits the following motion for summary judgment based on 

the doctrine of res judicata with respect to Petitioner Chutter, Inc.’s (“Petitioner”) Petition to 

Cancel Registration No. 2,929,764 (the “Registration”). 

I. INTRODUCTION 

Nearly ten years ago, Petitioner’s predecessor-in-interest, Dan Tana (“predecessor-in-

interest” or “Tana”) brought a prior petition to cancel the Registration before the Trademark 

Trial and Appeal Board (the “Board”).  That petition to cancel was suspended temporarily while 

the Petitioner’s predecessor-in-interest pursued a civil action in the Northern District of Georgia 

for infringement against Registrant.  While the petition to cancel and the civil action were still 

pending, Registrant publicly filed a combined declaration of continued use and incontestability 

relating to its Registration with the USPTO, and the USPTO publicly issued a Combined Notice 

of Acceptance and Acknowledgement of the declaration.  After the Northern District of Georgia 

granted summary judgment in favor of Registrant and the U.S. Court of Appeals for the Eleventh 

Circuit affirmed, the petition to cancel resumed.  However, despite being specifically ordered by 

the Board to amend its petition in light of the decision in the civil action, Petitioner’s 

predecessor-in-interest demonstrated an “apparent loss of interest” and the Board terminated the 
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petition to cancel. 

Now, in an effort to pursue the legal strategy that its predecessor-in-interest opted to 

forgo, Petitioner has filed the present Petition to Cancel the Registration.  Petitioner now asserts 

a cause of action based on the alleged fraud in Registrant’s filing an incorrect combined 

declaration of use and incontestability under Sections 8 and 15.  Although Registrant strongly 

disputes the merits of both the intent and materiality aspects of this fraud cause of action, 

Petitioner’s claim to cancel the Registration precluded by the doctrine of res judicata.  

Petitioner’s predecessor-in-interest had at least constructive or inquiry notice of the publicly filed 

declaration of use and incontestability, particularly since the declaration was filed while the Tana 

was actively litigating against the Registration in both the civil action and the prior cancellation 

proceeding.  Despite having such notice, Petitioner allowed the Board to dismiss its claim against 

Registrant with prejudice due to its “apparent loss of interest.”   

Petitioner should not be permitted to have this improper second bite at the apple.  There 

are no genuine issues of material fact allowing the Petitioner to re-litigate its precluded claim, 

and Registrant respectfully requests that the Board dismiss the present Petition to Cancel. 

II. FACTUAL AND PROCEDURAL BACKGROUND 

The United States Patent and Trademark Office issued Registration No. 2,929,764 to 

Registrant for the mark DANTANNA’S in connection with steak and seafood restaurants in 

International Class 43 (the “Registration”) on March 1, 2005.  Declaration of Frederick K. 

Taylor (“Taylor Decl.”), ¶ 3; Petition to Cancel, ¶ 9. 

On June 6, 2006, Petitioner’s predecessor-in-interest Tana filed with the Board a petition 

to cancel the Registration, Cancellation No. 92045947 (the “Prior Cancellation Proceeding”), 

which involved Registrant’s right to register and use the mark DANTANNA’S for “restaurant 

services.”  Taylor Decl., ¶ 3; Petition to Cancel, ¶¶ 1, 10.  Petitioner’s predecessor-in-interest 

Tana then commenced a civil action for infringement against Registrant on March 13, 2008, in 

the United States District Court for the Northern District of Georgia, Civil Action No. 1:08-CV-
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975-TWT (the “Civil Action”), which also involved Registrant’s right to register and use the 

mark DANTANNA’S for “restaurant services.”  Taylor Decl., ¶ 5; Petition to Cancel, ¶ 10. 

On March 8, 2010, while the Prior Cancellation Proceeding and the Civil Action were 

still pending, Registrant’s counsel, Frederick K. Taylor, signed and filed with the USPTO on 

behalf of Registrant a “Combined Declaration of Use and Incontestability under Sections 8 & 

15” (the “Declaration”) with respect to the Registration.  Taylor Decl., ¶ 6; Petition to Cancel, ¶ 

22.  The Declaration incorrectly stated that, at the time, there were no pending proceedings 

involving Registrant’s rights in the Registration.  Petition to Cancel, ¶¶ 23, 28.  The USPTO 

issued a combined Notice of Acceptance (as to Section 8) and Notice of Acknowledgement (as 

to Section 15) (the “Combined Notice”) with respect to the Registration on March 26, 2010, 

which was over eight months before the Board dismissed the Prior Cancellation Proceeding on 

December 14, 2010.  Taylor Decl., ¶ 7; Petition to Cancel, ¶ 37. 

The Civil Action subsequently ended after the U.S. Court of Appeals for the Eleventh 

Circuit issued a mandate on August 13, 2010 for its opinion affirming the district court’s 

judgment and order granting summary judgment in favor of Registrant.  Taylor Decl., ¶ 8; 

Petition to Cancel, ¶¶ 13-16. 

On September 1, 2010, Registrant filed a request with the Board to resume the Prior 

Cancellation Proceeding against the Registration.  Taylor Decl., ¶ 9; Petition to Cancel, ¶¶ 18, 

35.  The Board issued an order on September 7, 2010 to resume the Prior Cancellation 

Proceeding, in which the Board instructed Petitioner to amend its petition to cancel from the 

Prior Cancellation Proceeding.  Taylor Decl., ¶ 10.  Registrant served a copy of Registrant’s 

Request to Remove Suspension of Proceedings to counsel for the Petitioner on September 8, 

2010.  Taylor Decl., ¶ 11. 

Despite having at least constructive or inquiry notice of the Declaration filed on March 8, 

2010, Petitioner’s predecessor-in-interest Tana made no attempt to amend its petition in the Prior 

Cancellation Proceeding to include fraud as a ground for cancellation.  Taylor Decl., ¶ 12; 

Petition to Cancel, generally. 
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On October 26, 2010, the Board issued an “order to show cause why [the Prior 

Cancellation Proceeding] should not be dismissed with prejudice based on petitioner’s apparent 

loss of interest.”  Taylor Decl., ¶ 13.  Subsequently, the Prior Cancellation Proceeding ended 

when the Board entered an Order terminating the proceeding on December 14, 2010, as a result 

of default by Petitioner’s predecessor-in-interest Tana.  Taylor Decl., ¶ 14; Petition to Cancel, 

¶ 19.  The Board’s order stated as follows: “In view of petitioner’s failure to respond to the order 

to show cause that the Board issued on October 26, 2010, the petition to cancel is dismissed with 

prejudice based on petitioner’s apparent loss of interest.”  Taylor Decl., ¶ 14, Exhibit I. 

Despite the fact that the Northern District of Georgia and the Eleventh Circuit both ruled 

against Petitioner in the Civil Action (Petition to Cancel, ¶¶ 13, 16), and the fact that the Board 

dismissed Petitioner’s Prior Cancellation Proceeding with prejudice (Petition to Cancel, ¶ 19), 

Petitioner has since filed application Serial No. 86-452,290 for the mark DAN TANA’S for 

“restaurant services” in International Class 43 on November 12, 2014.  Petition to Cancel, ¶ 6.   

Finally, on July 29, 2015, Petitioner filed the present Petition to Cancel Registrant’s 

Registration on the ground of fraud.  See Petition to Cancel, ¶ 45.   

 
III. LEGAL STANDARD 

Entry of summary judgment is appropriate where there are no genuine disputes as to any 

material facts, thus allowing the case to be resolved as a matter of law.  Fed. R. Civ. P. 56(a).  A 

factual dispute is genuine if, on the evidence of record, a reasonable fact finder could resolve the 

matter in favor of the non-moving party. See Opryland USA Inc. v. Great Am. Music Show Inc., 

970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy's, Inc., 

961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). Evidence on summary judgment must be 

viewed in a light favorable to the non-movant, and all justifiable inferences are to be drawn in 

the non-movant's favor. Lloyd's Food Prods., Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027, 

2029 (Fed. Cir. 1993); Opryland USA, 23 USPQ2d at 1472. The Board may not resolve genuine 

disputes as to material facts on summary judgment; it may only ascertain whether genuine 

disputes as to material facts exist. See Lloyd's Food Prods., 25 USPQ2d at 2029; Olde Tyme 
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Foods, 22 USPQ2d at 1542. 

Once a moving party demonstrates the absence of any genuine issue of material fact and 

that it is entitled to judgment as a matter of law, the burden shifts to the nonmoving party to 

present sufficient evidence to show an evidentiary conflict as to one or more material facts in 

issue.  Hornblower & Weeks Inc. v. Hornblower & Weeks Inc., 60 USPQ2d 1733, 1739 (TTAB 

2001).  In countering a motion for summary judgment, more is required than mere assertions of 

counsel.  Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 626-27 (Fed. Cir. 1984).  The 

non-movant may not rest on its conclusory pleadings but, under Rule 56, must set out, usually in 

an affidavit by one with knowledge of specific facts, what specific evidence could be offered at 

trial. Barmag Barmer Maschinenfabrik AG v. Murata Machinery, Ltd., 731 F.2d 831, 836, 221 

USPQ 561, 564 (Fed.Cir.1984). A non-movant runs the risk of a grant of summary judgment by 

failing to disclose the evidentiary basis for its claim.  Pure Gold, 739 F.2d at 627. 

IV. ANY CLAIM PETITIONER COULD HAVE BROUGHT REGARDING 
REGISTRANT’S MARK FOR “RESTAURANT SERVICES” IS PRECLUDED 
UNDER THE DOCTRINE OF RES JUDICATA. 

Petitioner is unable to bring a Petition to Cancel based on its application for the mark 

DAN TANA’s for “restaurant services,” through application Serial No. 86-452,290 or any other 

application to register such a mark, because of the doctrine of res judicata.  Petitioner already 

raised – and lost on the merits – the same claim against Registrant in its predecessor-in-interest 

Tana’s “Prior Cancellation Proceeding.”  

Under the doctrine of res judicata or claim preclusion, the entry of a final judgment “on 

the merits” of a claim (i.e., cause of action) in a proceeding serves to preclude the re-litigation of 

the same claim in a subsequent proceeding between the parties or their privies, even in those 

cases where prior judgment was the result of a default or consent.  See Lawlor v. National Screen 

Service Corp., 349 U.S. 322, 75 S.Ct. 865, 99 L.Ed. 1122 (1955); Chromalloy American Corp. v. 

Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ 187 (Fed. Cir. 1984); and Flowers Industries, 

Inc. v. Interstate Brands Corp., 5 USPQ2d 1580 (TTAB 1987).  A second suit will be barred by 

claim preclusion if there is: (1) identity of parties (or their privies); (2) an earlier final judgment 
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on the merits of a claim; and (3) a second claim based on the same set of transactional facts as 

the first.  Jet Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir. 

2000). 

A. Petitioner Does Not and Cannot Dispute That the Parties to the Prior 
Cancellation Proceeding Were the Same as the Ones in the Present Petition 
to Cancel. 

The first element of claim preclusion is met because the parties to the “Prior Cancellation 

Proceeding” were the same parties as those in the present Petition to Cancel.  Notably, Petitioner 

did not dispute in either its Petition to Cancel or in its Opposition to Registrant’s Motion to 

Dismiss the Petition to Cancel that the parties or their privities are the same between the Prior 

Cancellation Proceeding and the present cancellation proceeding. 

As alleged by Petitioner in its present Petition to Cancel, “Petitioner is the owner, by 

assignment from its predecessor Dan Tana (“Tana”), of all rights in and to the mark DAN 

TANA’S for restaurant services.”  Petition to Cancel, ¶ 1.  Therefore, Petitioner (the party 

seeking the cancellation in this action) is in privity with Tana (the party that sought cancellation 

in the Prior Cancellation Proceeding).  Moreover, Petitioner alleged that both “Petitioner’s 

predecessor Tana and Registrant were engaged in [the Prior Cancellation Proceeding] in which 

Registrant’s right to register and use the mark DANTANNA’S for restaurant services were 

involved.”  Petition to Cancel, ¶ 10.  Accordingly, it is undisputed that both Petitioner and 

Registrant were parties to both the Prior Cancellation Proceeding and the present Petition to 

Cancel. 

B. Petitioner Does Not and Cannot Dispute That There Was a Final Judgment 
on the Merits in the Prior Cancellation Proceeding. 

Similarly, the second element of claim preclusion is met, because there was a final 

judgment on the merits in the Prior Cancellation Proceeding.  Again, Petitioner did not dispute in 

either its Petition to Cancel or in its Opposition to Registrant’s Motion to Dismiss the Petition to 

Cancel that the Prior Cancellation Proceeding resulted in a dismissal with prejudice based on 

Petitioner’s failure to respond to the Board’s order to show cause and Petitioner’s “apparent loss 
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of interest.”   

Whether the judgment in the prior proceeding was the result of a dismissal with prejudice 

or even default, it is a final judgment on the merits for claim preclusion purposes.  The Urock 

Network, LLC, 115 U.S.P.Q.2d 1409 (TTAB 2015) (citing Morris v. Jones, 329 U.S. 545, 550-51 

(1947) (“A judgment of a court having jurisdiction of the parties and of the subject matter 

operates as res judicata, in the absence of fraud or collusion, even if obtained upon a default.”) 

(citation omitted); Wells Cargo, Inc. v. Wells Cargo, Inc., 606 F.2d 961, 203 USPQ 564, 566 

(CCPA 1979) (“Default judgments generally operate as res judicata….”) (citations omitted); see 

also Orouba Agrifoods Processing Co. v. United Food Import, 97 USPQ2d 1310, 1314-15 

(TTAB 2010) (granting summary judgment to registrant on claim preclusion where petitioner’s 

prior opposition had been dismissed with prejudice for failure to prosecute the case).  Here, the 

Prior Cancellation Proceeding resulted in a dismissal with prejudice based on Petitioner’s failure 

to respond to the Board’s order to show cause and “apparent loss of interest.”  Petition to Cancel, 

¶ 19; Taylor Decl., ¶ 14.  Therefore, the Prior Cancellation Proceeding would qualify as an 

earlier final judgment on the merits for purposes of claim preclusion. 

In Petitioner’s Opposition to Registrant’s Motion to Dismiss, Petitioner claimed without 

support that its Prior Cancellation Proceeding was dismissed only on “procedural grounds” and 

never adjudicated on the merits.  However, Federal Circuit and Board precedent clearly hold that 

there is no requirement for the actual litigation of issues for claim preclusion, which instead 

operates by virtue of a final judgment, including by default, consent, or dismissal with prejudice.  

Young Engineers v. US Intern. Trade Com'n, 721 F.2d 1305, 1314 (Fed. Cir. 1983); The Urock 

Network, LLC v. Umberto Sulpasso, 115 U.S.P.Q.2d 1409, at *4 (TTAB 2015) 

(“Notwithstanding [Petitioner’s] contention that claim preclusion is inapplicable here because the 

prior proceeding was ended by a ‘technical procedure,’ whether the judgment in the prior 

proceeding was the result of a dismissal with prejudice or even default, for claim preclusion 

purposes, it is a final judgment on the merits.”).  Since it is undisputable that the Prior 

Cancellation Proceeding was dismissed with prejudice based on Petitioner’s “apparent loss of 
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interest,” the “final judgment on the merits” element of res judicata is clearly met. 

C. The Present Petition to Cancel Is Based on the Same Set of Transactional 
Facts as the Prior Cancellation Proceeding, and Petitioner Had at Least 
Constructive or Inquiry Notice of the Possible Cause of Action for Fraud. 

Finally, the third element of claim preclusion is met because the present Petition to 

Cancel is based on the same set of transactional facts as the Prior Cancellation Proceeding.  Both 

cancellation actions have sought the cancellation of Registration Number 2,929,764.  Petition to 

Cancel, p. 1 and ¶ 10.  Thus, at a minimum, the Prior Cancellation Proceeding precludes 

Petitioner from bringing any claim to cancel the Registration that stems from Petitioner’s 

application to register the DAN TANA’s mark for restaurant services in International Class 43.  

Petition to Cancel, ¶ 6.  However, the doctrine of res judicata bars not only the claims that were 

raised, but also those that “could have been raised” in the action.  Rivet v. Regions Bank of La., 

522 U.S. 470, 476 (1998).  Despite having notice of the Declaration filed on March 8, 2010, 

Petitioner’s predecessor-in-interest Tana made no attempt to amend its petition in the Prior 

Cancellation Proceeding to include fraud in the Declaration as a ground for cancellation.  Taylor 

Decl., ¶ 12; see also Petition to Cancel, generally.  Therefore, as Petitioner even alleges that the 

Prior Cancellation Proceeding involved “Registrant’s right to register and use the mark 

DANTANNA’S for restaurant services” generally (Petition to Cancel, ¶ 10), Petitioner is 

likewise precluded from bringing any claim to cancel Registrant’s right to register and use the 

mark DANTANNA’S on the ground of fraud, including a claim stemming from Petitioner’s 

application Serial No. 86-452,382 for marinara sauce.  Petition to Cancel, ¶ 6.  Consequently, the 

entire Petition to Cancel is precluded under the doctrine of res judicata. 

1. The Prior Cancellation Proceeding Involved the Same Transactional 

Facts as the Present Cancellation Proceeding. 

Petitioner has contended that the Prior Cancellation Proceeding did not involve the same 

transactional facts as the present proceeding, even though: (i) both were petitions to cancel 

Registrant’s Registration No. 2,929,764 for the mark DANTANNA’s for restaurant services; (ii) 

in which Petitioner claimed damages to its own DAN TANA’S mark for restaurant services; (iii) 
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resulting from the USPTO’s issuing Office Actions refusing Petitioner’s applications to register 

its mark because of a likelihood of confusion with Registrant’s mark under § 2(d) of the Lanham 

Act, 15 U.S.C. § 1052(d).  See Taylor Decl., Exhibit B at p. 1-2; Petition to Cancel, p. 1-3.
1
  

Thus, the subject and prayer for relief of the petitions are the same, the claimed damages are the 

same, and the cause of the damages are the same.  Id.  These compose the same core or nucleus 

of operative facts, notwithstanding Petitioner’s attempt to distinguish its second petition to 

cancel by pointing to its new ground of fraud, which it could have raised in the first petition to 

cancel.  

Contrary to the Petitioner’s suggestion, neither the specific ground of fraud nor the 

specific facts on which the claim is based need to have been actually raised in the Prior 

Cancellation Proceeding.  Rather, “[t]his bar extends to relitigation of ‘claims that were raised or 

could have been raised’ in an earlier action. The Urock Network, 115 U.S.P.Q.2d 1409, at *4 

(TTAB 2015) (citing Allen v. McCurry, 449 U.S. 90, 94 (1980); Migra v. Warren City School 

Dist. Bd. of Educ., 465 U.S. 75, 77 n.1 (1984)) (emphasis in original).  Thus, “[c]laim preclusion 

refers to the effect of a judgment in foreclosing litigation of a matter that never has been 

litigated, because of a determination that it should have been advanced in an earlier suit.”  Jet, 

Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 1362 (Fed. Cir. 2000).  While the Board and the 

Federal Circuit recognize that an infringement action in district court generally differs from a 

cancellation proceeding before the Board for claim preclusion purposes, such a distinction does 

not exist if a plaintiff’s two actions shared a common basis and pursued the same prayer for 

relief to prevent the defendant’s ability to register its mark.  Sharp Kabushiki Kaisha a/k/a Sharp 

Corp., 91154103, 2012 WL 2930648, at *2-3 (TTAB 2012) (contrasting Jet, 223 F.3d at 1364).  

As recognized by Petitioner, the Federal Circuit is guided by the Restatement (Second) of 

Judgments in determining whether a plaintiff's claim in a particular case is barred by claim 

                                                 
1
 Moreover, Petitioner repeatedly notes that both the Prior Cancellation Proceeding and the Civil Action involved 

“Registrant’s right to register and use the mark DANTANNA’S for restaurant services” and “Registrant’s right to 

register and use the mark that is the subject of the Registration and to keep the mark on the register.”  Petition to 

Cancel, ¶¶ 10, 26, 27, 32.  This is again the subject of the present cancellation proceeding. 
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preclusion.  The Urock Network, 115 U.S.P.Q.2d 1409, at *5 (TTAB 2015); Young Engineers, 

721 F.2d at 1314.  The Restatement provides that: 

(1) When a valid and final judgment rendered in an action extinguishes the 

plaintiff's claim pursuant to the rules of merger or bar . . . the claim 

extinguished includes all rights of the plaintiff to remedies against the 

defendant with respect to all or any part of the transaction, or series of 

connected transactions, out of which the action arose. 

(2) What factual grouping constitutes a “transaction”, and what grouping 

constitutes a “series”, are to be determined pragmatically, giving weight 

to such considerations as whether the facts are related in time, space, 

origin or motivation, whether they form a convenient trial unit, and 

whether their treatment as a unit conforms to the parties' expectations or 

business understanding or usage. 

Id. (emphasis added).  Although Petitioner stresses the fact that it is bringing a different “cause 

of action” in the present Petition to Cancel, the “Restatement speaks in terms of claims and does 

not make reference to ‘causes of action,’” since “generally, reference to a ‘cause of action’ in this 

connection leads to consideration of what have come to be regarded as irrelevant matters.”  

Young Engineers, 721 F.2d at 1314 n.6 (emphasis in original).  For instance, a party may be 

precluded from bringing a petition to cancel on the theory or cause of action of abandonment 

even when its earlier petition to cancel was based on a theory or cause of action for fraud.  See 

Vitaline Corp. v. Gen. Mills, Inc., 891 F.2d 273, 275 (Fed. Cir. 1989).   

The facts of this case closely resemble those in S Industries, Inc. and Central Mfg. Co. v. 

Covington Industries, Inc., in which the Board precluded a petition to cancel on the grounds of 

fraud and abandonment that “could have been brought together” with a previous petition to 

cancel on the ground of likelihood of confusion under Section 2(d).  S Industries, Inc. and 

Central Mfg. Co. v. Covington Industries, Inc. 69, 2002 WL 31651761, at *5 (TTAB 2002).  The 

Board concluded that the claims in these two petitions were “the same” since “[b]oth petitions 

seek the same relief (the cancellation of the same registration) for at least overlapping reasons 

(petitioner is the owner of the same registration and that petitioner will be damaged by the 

continuing presence of that registration on the register).”  Id.  Although the Board in S Industries 

ultimately precluded only the abandonment claim and not the fraud claim, this was because the 
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petitioner “could not have” raised the fraud claim in the first cancellation action since it was 

based on an affidavit submitted on December 9, 1994, i.e., well after the first cancellation was 

dismissed with prejudice on April 28, 1993.  See S Indus., Inc., 69, 2002 WL 31651761, at *5, 8 

(TTAB 2002); see also Taylor Decl., Exhibit J.
2
  Thus, the only reason the fraud cause of action 

was not precluded like the abandonment cause of action in that case was because the petitioner 

truly had no claim yet.  Here, however, Petitioner easily “could have raised” the fraud claim at 

issue in the present Petition to Cancel well before the Prior Cancellation Proceeding was 

dismissed with prejudice.  Unlike in S Industries, the USPTO issued the Combined Notice of the 

Declaration on March 26, 2010 over eight months before the Board dismissed the Prior 

Cancellation Proceeding on December 14, 2010.  Petition to Cancel, ¶¶ 19, 37; Taylor Decl., ¶ 7, 

Exhibit D.   

Thus, it is immaterial to the claim preclusion analysis that Petitioner is now bringing a 

cause of action for fraud when it previously brought a cause of action for likelihood of 

confusion.  Both causes of action are part of the same claim for cancellation of the Registration 

based upon alleged damages to Petitioner’s mark. 

2. Petitioner Had Either Constructive or Inquiry Notice of the Cause of 

Action for Fraud During the Prior Cancellation Proceeding. 

Because Petitioner had either constructive or inquiry notice of the Declaration over eight 

months prior to when the Prior Cancellation Proceeding was terminated, it could easily have 

amended its previous petition to cancel to include the cause of action for fraud.  A party is 

charged with “constructive notice” of a public record of a registration on the principal register.  

Bridgestone/Firestone Research Inc. v. Automobile Club de l'Ouest de la France, 245 F.3d 1359, 

1362 (Fed. Cir. 2001); Teledyne Technologies, Inc. v. Western Skyways, Inc., 78 U.S.P.Q.2d 

1203, at *9 (TTAB 2006).  Additionally, a party is charged with “inquiry notice” when 

circumstances would lead a reasonable person to begin investigating the possibility that his legal 

rights had been infringed.  See Merck & Co., Inc. v. Reynolds, 130 S. Ct. 1784, 1797 (2010).  A 

                                                 
2
 The Board may take notice of filings in other TTAB proceedings. The Urock Network, 115 U.S.P.Q.2d 1409, at *6 

n.10 (TTAB 2015) (citing Kraft, Inc. v. Balin, 209 USPQ 877, 881 n.8 (TTAB 1981)). 
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party’s “constructive or inquiry notice” of publicly recorded documents “renders any claims 

stemming from these documents as barred by res judicata, as such claims could have and should 

have been brought” in the first action.  See Carlisle v. Matson Lumber Co., 186 F. App'x 219, 

224 (3d Cir. 2006).   

Although Petitioner insists it did not have notice of the Combined Declaration such that it 

“could have raised” its cause of action for fraud in the Prior Cancellation Proceeding, Petitioner 

had at least constructive notice or inquiry notice of it when the USPTO issued its public record 

of the Combined “Notice” of the Declaration.  See Petition to Cancel, ¶ 37; Taylor Decl. ¶ 7; see 

also In re Shell Oil Co., 992 F. 2d 1204, 1207 n.3 (Fed. Cir. 1993) (the Board may take judicial 

notice of agency action relating to declarations under Sections 8 and 15, since it is an 

adjudicative fact of a “public record”).  Petitioner had at least constructive notice of both the 

Declaration and the Combined Notice of the Declaration when they were publicly recorded by 

the USPTO.  Petitioner also had inquiry notice of both the Declaration and the Combined Notice, 

since it was actively seeking to cancel the Registration at the time when the Declaration and the 

Combined Notice were publicly recorded and had a motivation to track any filings pertaining to 

the Registration. 

Petitioner had this constructive or inquiry notice of the Declaration and the Combined 

“Notice” for over eight months before the Board dismissed the Prior Cancellation Proceeding 

with prejudice.  See Petition to Cancel, ¶¶ 19, 37; Taylor Decl., ¶ 7.  In fact, on September 7, 

2010, the Board even issued an order roughly five months after the Combined Notice that 

instructed Petitioner to amend its petition to cancel from the Prior Cancellation Proceeding for 

other grounds.  See Petition to Cancel, ¶37; Taylor Decl., ¶ 10, Exhibit F.  The Board then issued 

a subsequent order on October 26, 2010 for Petitioner to show cause why the Prior Cancellation 

Proceeding should not be dismissed with prejudice.  Taylor Decl., ¶ 13, Exhibit H.  Instead of 

taking any action, however, Petitioner displayed an “apparent loss of interest,” and the Board 

dismissed its Prior Cancellation Proceeding with prejudice.  Taylor Decl., ¶ 14, Exhibit I.  

Petitioner cannot argue that it had no notice of the resumption of the Prior Cancellation 
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Proceeding, since Registrant served a copy of its request to remove the suspension of the 

proceedings to the Petitioner.  Taylor Decl., ¶ 11, Exhibit G; Petition to Cancel, ¶ 18.   

Accordingly, given the ample amount of time the Board afforded to the Petitioner to 

amend its petition in the Prior Cancellation Proceeding, as well as the clear motivation that 

Petitioner had to track the status of the Registration it was actively seeking to cancel, Petitioner 

easily “could have” amended its petition to include the cause of action raised in the present 

Petition to Cancel.  Petitioner’s claim for fraud is thus precluded under the doctrine of res 

judicata. 

V. CONCLUSION 

Based on the foregoing, Registrant respectfully requests that the Board dismiss the 

Petitioner’s Petition to Cancel. 

 

Respectfully submitted, 

PROCOPIO, CORY, HARGREAVES  

      & SAVITCH LLP 

 

Dated:  January 25, 2016 By:   /Lisel M. Ferguson/    

 Lisel M. Ferguson 

 Procopio, Cory, Hargreaves & Savitch LLP 

525 B Street, Suite 2200 

San Diego, CA 92101 

Telephone: (619) 238-1900 

Facsimile:  (619) 235-0398 

Email: lmf@procopio.com 

 

Attorneys for Applicant  

GREAT CONCEPTS, LLC 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing GREAT CONCEPTS, 

LLC’S MOTION FOR SUMMARY JUDGMENT UNDER FED.R.CIV.P. 56 REGARDING 

CHUTTER, INC.’S PETITION TO CANCEL is being mailed via United States mail, postage 

prepaid and sent electronically, on January 25, 2016 to the counsel for Registrant as follows: 

Bruce W. Baber 

King & Spalding LLP 

1180 Peachtree Street 

Atlanta, Georgia 30309 

Telephone: 404-572-4600 

Facsimile: 404-572-5100 

bbaber@kslaw.com 

 

Kathleen E. McCarthy 

1185 Avenue of the Americas 

New York, New York 10036-4003 

Telephone: 212-556-2100 

Facsimile: 212-556-2222  

kmccarthy@kslaw.com 

 

 

Dated: January 25, 2016    By:   /Lisel M. Ferguson/   

                 Lisel M. Ferguson  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

CHUTTER, INC.,    ) 

      ) 

Petitioner,    ) CANCELLATION NO. 92061951 

      ) 

v.      ) 

      ) 

GREAT CONCEPTS, LLC,   ) 

) 

 Registrant.    ) 

 

DECLARATION OF FREDERICK K. TAYLOR IN SUPPORT OF  

GREAT CONCEPTS, LLC’S MOTION FOR SUMMARY JUDGMENT UNDER 

FED.R.CIV.P. 56 REGARDING CHUTTER, INC.’S PETITION TO CANCEL  

 

I, Frederick K. Taylor, declare as follows:  

1. I am an attorney duly licensed to practice before all courts in the State of 

California and this Court.  I am a partner with the law firm of Procopio Cory Hargreaves & 

Savitch LLP, attorneys of record herein for Registrant Great Concepts, LLC (“Registrant”). 

2. I have personal knowledge of the facts set forth herein and if called as a witness, I 

would and could competently testify to the truth thereof.  

3. On March 1, 2005, the United States Patent and Trademark Office issued 

Registration No. 2,929,764 to Registrant for the mark DANTANNA’S in connection with steak 

and seafood restaurants in International Class 43 (the “Registration”).  Attached hereto as 

“Exhibit A” is a true and correct copy of Registration No. 2,929,764. 

4. On June 6, 2006, Petitioner’s predecessor-in-interest, Dan Tana (“Tana”), filed  

Cancellation No. 92045947 (the “Prior Cancellation Proceeding”) with the Trademark Trial and 

Appeal Board (the “Board”), which involved Registrant’s right to register and use the mark 

DANTANNA’S for “restaurant services.”  Attached hereto as “Exhibit B” is a true and correct 

copy of the Petition to Cancel from the Prior Cancellation Proceeding. 

5. On March 13, 2008, Petitioner’s predecessor-in-interest Tana commenced a civil 

action for infringement against Registrant in the United States District Court for the Northern 
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District of Georgia, Civil Action No. 1:08-CV-975-TWT (the “Civil Action”), which also 

involved Registrant’s right to register and use the mark DANTANNA’S for “restaurant 

services.” 

6. On March 8, 2010, while the Prior Cancellation Proceeding and the Civil Action 

were still pending, Registrant’s counsel, Frederick K. Taylor, signed and filed with the USPTO 

on behalf of Registrant a “Combined Declaration of Use and Incontestability under Sections 8 & 

15” (the “Declaration”) with respect to the Registration.  Attached hereto as “Exhibit C” is a true 

and correct copy of the Declaration. 

7. On March 26, 2010, the USPTO issued a Combined Notice of Acceptance (as to 

Section 8) and Notice of Acknowledgement (as to Section 15) (the “Combined Notice”) with 

respect to the Registration, which was over eight months before the Board dismissed the Prior 

Cancellation Proceeding on December 14, 2010.  Attached hereto as “Exhibit D” is a true and 

correct copy of the Combined Notice. 

8. The Civil Action subsequently ended after the U.S. Court of Appeals for the 

Eleventh Circuit issued a mandate on August 13, 2010 for its opinion affirming the district 

court’s judgment and order granting summary judgment in favor of Registrant.   

9. On September 1, 2010, Registrant filed a Request to Remove Suspension of 

Proceedings relating to the Prior Cancellation Proceeding.  Attached hereto as “Exhibit E” is a 

true and correct copy of the Request to Remove Suspension of Proceedings. 

10. On September 7, 2010, the Board issued an order to resume the Prior Cancellation 

Proceeding, in which the Board instructed Petitioner to amend its petition to cancel from the 

Prior Cancellation Proceeding.  Attached hereto as “Exhibit F” is a true and correct copy of the 

Board’s Order to resume the Prior Cancellation Proceeding. 

11. On September 8, 2010, I served a copy of Registrant’s Request to Remove 

Suspension of Proceedings to counsel for the Petitioner.  Attached hereto as “Exhibit G” is a true 

and correct copy of Certificate of Service regarding Registrant’s Request to Remove Suspension 

of Proceedings. 

12. Despite having at least constructive or inquiry notice of the Declaration filed on 

March 8, 2010, Petitioner’s predecessor-in-interest Tana made no attempt to amend its petition in 
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the Prior Cancellation Proceeding to include fraud as a ground for cancellation. 

13. On October 26, 2010, the Board issued an “order to show cause why [the Prior 

Cancellation Proceeding] should not be dismissed with prejudice based on petitioner’s apparent 

loss of interest.”  Attached hereto as “Exhibit H” is a true and correct copy of the Board’s Order 

to Show Cause. 

14. Subsequently, the Prior Cancellation Proceeding ended when the TTAB entered 

an Order terminating the proceeding on December 14, 2010, as a result of default by Petitioner’s 

predecessor-in-interest Tana.  Attached hereto as “Exhibit I” is a true and correct copy of the 

Board’s Order Dismissing Cancellation No. 92045947 with Prejudice on December 14, 2010.   

15. Attached hereto as “Exhibit J” is a true and correct copy of the combined Section 

8 and 15 Affidavit for Registration No. 1,516,448, which was the subject of a similar case, S 

Industries, Inc. and Central Mfg. Co. v. Covington Industries, Inc. 69, 2002 WL 31651761 

(TTAB 2002). 

 

I declare under penalty of perjury under the laws of the State of California that the 

foregoing is true and correct.   

 

Executed this 25th day of January, 2016 in San Diego, California. 

 

  /Frederick K. Taylor/    
  Frederick K. Taylor 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing DECLARATION OF 

FREDERICK K. TAYLOR IN SUPPORT OF GREAT CONCEPTS, LLC’S MOTION FOR 

SUMMARY JUDGMENT UNDER FED.R.CIV.P. 56 REGARDING CHUTTER, INC.’S 

PETITION TO CANCEL is being mailed via United States mail, postage prepaid and sent 

electronically, on January 25, 2016 to the counsel for Registrant as follows: 

Bruce W. Baber 

King & Spalding LLP 

1180 Peachtree Street 

Atlanta, Georgia 30309 

Telephone: 404-572-4600 

Facsimile: 404-572-5100 

bbaber@kslaw.com 

 

Kathleen E. McCarthy 

1185 Avenue of the Americas 

New York, New York 10036-4003 

Telephone: 212-556-2100 

Facsimile: 212-556-2222  

kmccarthy@kslaw.com 

 

 

Dated: January 25, 2016    By:   /Lisel M. Ferguson/   

                 Lisel M. Ferguson  
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Word Mark DANTANNA'S

Goods and Services IC 043. US 100 101. G & S: Steak and Seafood Restaurant. FIRST USE: 20030930. FIRST USE IN COMMERCE: 20030930

Mark Drawing Code (1) TYPED DRAWING

Serial Number 78259855

Filing Date June 9, 2003

Current Basis 1A

Original Filing Basis 1B

Published for Opposition February 3, 2004

Registration Number 2929764

Registration Date March 1, 2005

Owner (REGISTRANT) Great Concepts, LLC LIMITED LIABILITY JOINT STOCK COMPANY GEORGIA P. O. Box 2937 Duluth GEORGIA 30096

Attorney of Record Lisel M. Ferguson

Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20141121.

Renewal 1ST RENEWAL 20141121

Live/Dead Indicator LIVE
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919 N.  MANSFIELD AVENUE 
LOS ANGELES. CA 90038 

13231 608-4190 

16461 349-2436 FAX 

ROBERT L, TUCKER 

AFSCNINEN LATIFI INY. CA & DC.1 

ALI R, LATIFI 

CORY N. BAILER 

160 EAST 4' STREET 

NEW YORIL NEW YORII 10058 

1519475-5562 

12121 744-8609 FAX 

100 JERICHO OUADRANGLE 

SUITE 236 

JERICHO, NY 11753 

19161942-8300 

18161932-8050 FAX 

LArlrpx, LLP 
COUNSELORS AT LAW 

IIf 

June 7,2006 

BY EXPRESS MALL 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA 223131451 
Attn: TTAB 

Re: Dan Tana - Cancellation Proceeding of Reg. No 2929.764 

Dear Sir: 

Attached for filing please find duplicate, original Petitions for Cancellation of 
Registration Number 2,929,764 for the mark  DANTANNA'S based on the fact that the 
Registration was obtained fraudulently by registrant Great Concepts, LLC. Also attached is a credit 
card payment form in the  amount of $300.00 to cover the required filing fee. 

Please tile the attached Petitions and acknowledge receipt thereof by date stamping 
and returning the self— addressed enclosed post card. 

Res>fully submitted, 

1'JEt4 LATIF 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

DAN TANA 

Petitioner, 

-against- 

GREAT CONCEPTS, LLC 

Respondent, 

Cancellation No. 

PETITION FOR CANCELLATION 

Petitioner, Dan Tana ("Petitioner"), believes that he will be damaged by the 

continued registration of U.S. Trademark Registration Number 2,929,764 for the mark 

DANTANNA'S for restaurant services in International Class 43 and hereby petitions for the 

cancellation thereof 

The grounds for cancellation are as follows: 

1. Petitioner is an individual with an office and place of business located at 

Dan Tana's, 9071 Santa Monica Boulevard, Los Angeles, California 90069, 

2. Upon information and belief, Respondent, Great Concepts, LLC 

("Respondent") is a Georgia limited liability company with an office and place of business located 

at 10500 NW 5°  Manor, Plantation, Florida 33324, is listed with the U.S. Patent & Trademark 

Office ("PTO") records as the alleged current owner of Registration Number 2,929,764 of March 1, 

2005 for the mark DANTANNA'S for restaurant services in International Class 43. 



DAN lANA, since as early as 1964. Consequently, DAN TANA'S restaurant has not only become 

an establishment in Los Angeles but it has achieved national and international fame and notoriety as 

a result of the frequent patronage by celebrities to this restaurant and the unsolicited media coverage 

Petitioner continuously receives for his restaurant. 

5. In fact, the press has referred to Petitioner's restaurant as "a legendary 

Hollywood hotspot", "a rare place", "the ultimate LA hangout" and a "shrine" and to Dan Tana as a 

"preeminent restaurateur". Attached hereto and collectively identified as Exhibit I are copies of 

some of the unsolicited press coverage Petitioner has received for his famous restaurant. 

6. Interestingly, by the 1970's Petitioner's namesake restaurant had gained 

such fame and notoriety, not only in Hollywood, but throughout the country, that Petitioner was 

approached by the famous producer, Aaron Spelling, seeking to use the DAN' TANA name as the 

name of the lead character for the television series VEGAS, 

7. The Vegas television series successfitlly ran for several years, providing 

Petitioner and his DAN lANA'S restaurant with even more fame and recognition. 

8. There is no doubt that over the years, DAN TANA'S restaurant has become 

an institution and its owner, Dan Tana, a legend. In fact, Dan Tana is probably as famous as the 

celebrity stars, such as George Clooney, Matt Damon and Brad Pitt, who frequent his DAN 

TANA'S restaurant. 

9. After 42 years in continuous operation and numerous unsolicited newspaper 

and magazine articles, consumers and restaurant goers readily identify DAN TANA'S restaurant 

with its owner and Petitioner herein, Dan Tana. 

10. On December 31, 2005, the PTO issued an Office Action in connection 
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DAN TANA'S restaurant. 

Respondent's Mark Should Not Have Been 
Registered Pursuant to Section 2(a) of the Lanham Act 

12, 	Section 2(a) of the Lanham Act clearly states that: 

"o trademark... shall be refused registration ... unless it consists of or 

comprises .. matter which may disparage orfulsely suggest a connection 

with persons, living or dead. institutions, be/left. .. ". Lanham Act § 2(a), 

15U.S.C.A. § 1052(a). 

13. The Trademark Board has further expanded on Section 2(a) by enumerating 

the following four elements of a successful § 2(a) claim that an applicant's mark falsely suggests a 

connection with another person. The four elements enumerated by the Trademark Board are: (i) the 

marks are the same as, or a close approximation of, the name or identity of another person; (ii) the 

mark points uniquely and unmistakably to the other person; (iii) the person named by the mark is 

not connected with the activities of applicant; and, (iv) the prior user's name or identity is of 

sufficient fame or reputation that a connection with such person would be presumed when 

applicant's mark is used on applicant's goods. In re Wieliuski, 49 U.S.P.Q.2d 1754 (T.T.A.B. 

1998); In re Sauer, 27 U.S.P.Q.2nd 1073 (T.T.AJ3. 1993), atrd, 26 F.3d 140 (Fed. Cir. 1994) ("Bo 

Jackson has achieved great fame and notoriety, so that when his nickname is used as part of the "Bo 

Ball" and design mark on applicant's goods, purchasers will likely make a connection between him 

and applicant's products"). 

14. In the instant matter, (i) Respondent's DANTANNA'S mark is identical to 



DANTANNA'S restaurant; and, (iv) as evidenced by the  unsolicited press coverage, a fraction of 

which is submitted herewith, it is clear that Petitioner's person and his restaurant are of sufficient 

fame and reputation, where any use by Respondent of the DANTANNA'S mark is readily 

associated with Petitioner. 

15. There is no doubt that Respondent's initial application to register the 

DANTANNA'S mark would have been refused under Section 2(a) had Respondent truthfully listed 

the source of its mark - Petitioner's DAN TANA name. 

RespondentlRegistration Was Obtained Friudulentty 

16. As already stated above, a review of the original application filed by 

Respondent on June 9, 2003 in the U.S. PTO reveals that Respondent did not claim the name 

DANTANNA'S to identify the name or names of living individuals. In fact, it is evident that 

Respondent in an attempt to overcome the discovery after a search by the PTO examiner that DAN 

TANA is the name of a famous restaurant and its owner decided to combine the first and last name 

of the famous restaurateur to avoid having to state whether or not the mark identifies the name of a 

living individual. 

IT 	In fact, a cursory search through google by simply searching for the name 

DAN TANA provides 883,000 hits, all of which concern the famed restaurateur and his famous 

DAN TANA'S restaurant. Annexed hereto and identified as Exhibit 2 is a copy of the initial google 

search pages. 

18. 	Based on the unsolicited press coverage Petitioner has and continues to 

receive for its famous restaurant, there is no doubt that not only consumers but people in the 
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DANTANNA'S name to mislead the public into believing that its restaurant is in some way 

associated with the famed DAN TANA'S, when in fact it is not, 

20, 	Upon information and belief, there is no other explanation at to why out of a 

wealth of marks available to be used in connection with the designation of a restaurant, Respondent 

chose a famed name that was already associated with a well known persona and an established 

restaurant. 

21. 	Upon information and belief, Respondent committed fraud on the U.S. 

Trademark Office in obtaining its Registration No. 2,929,764 for the DANTANNA'S mark. 

22, It is Petitioner's position that Respondent's initial application for the 

DANTANNA'S mark should have been refused by the PTO based on Lanham Act § 2(a), 

15U.S.C.A. § 1052(a). 

23. Since the application mistakenly matured into a registration, Petitioner 

herein respectfully moves for the cancellation of Respondent's U.S. Registration No. 2,97-9,764 for 

the DANTANNA'S mark on the basis that Respondent obtained its Registration fraudulently. 

24. Petitioner further maintains that the continued registration of Respondent's 

Registration No, 2,292,754 will cause injury and damage to Petitioner by confusing consumers into 

believing that Respondent's restaurant is somehow sponsored by or associated with Petitioner and 

by barring the registration of Petitioner's rightful name, DAN TANA'S, under its Application 

Serial No. 78/648306 on the U.S. Trademark Registry. 

/1 
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WHEREFORE, Petitioner hereby respectfully prays that said Registration Number 
2,929,764 be cancelled with prejudice, and for such other and further relief as may be deemed 
adequate and proper by the Board. 

Dated: 	New York, New York 
June 7, 2006 

Respectfully submitted, 

A. Joch rati, Esq. 
cker & Latifi, LI 

60 East 84" Str 
Nev,~ York, NY 10028 
(21 2) 472-6262 
A1z:U 

Allomn s/or Pthiopzer 



Certificate of Service 

I hereby certify that two oririnals of the attached document ire being deposited on June 7, 
2006 with the U.S. Postal Service as 'Express Mail Post Office to Addreseservice under 37 C.F,R. 1.10 
and is addressed to the Commissioner for Trademarks, P.O. Box 1431, \kxandria Virginia 22313-1451, 
Attn: TTAB. 

eh Latish, Esq. 

ED943945254US  
'Express Mail" Mailing Label Number 
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a'Vrnsitit draws cit Thu sec is 

always silent, and -&(tke controls 

mo! icker, Invariably, it is rutted to a Sports 



the track and shared llt with the entire staff. 
Robrt—a rug 	d-tockHg writer in B He out burn Dobrvoo 1totoiovtc to 	falways got killed, orx 	'Sot got no kiss 

onto the Btchtn rvony dig to Belgrade in !933- His 	ithet ow"  nd tioo 	dicgh-L 	Fie topoored in D,%, Eioun So/to 
qoecton More, Oltjhef, tbur ho odchktr scortok! rOOttutOOct in the city boo wok 	with Curt Jurgene and Robert Mcchurn 
tltt 000ug gomes. More pnono r.-eti 	h. the wisoske ofsupporting the morchit 	ted also ir, RI: 7M 77, T& Loer'a/,/a 'O I' Is I Crooro 	He se-k5 cots'  ! 1r, 1v osnucu tithe: than the wrnmumsts dr' 	and Pesoo Got 
Engi sb. but he s  an otp5rt 	ii the NBA .i'  •. 	When nor tog 

NHL '. 	on 	movies, 	Di 
Tula 	 o it 	 wrancs  

i sh n.tn,  tc I o 
/ 	

hevti p 	00 

Lk,t; - 	I 	itt,s E .-st cnr:rIt' 
Chek 	'on 	tel a ttctxfly p-i: / 	 ion 	or 	g 	nigh— 
or tiote W,03{) worsen at thob, and rhete ' 	club 	Cl( inriduned 

R y I c 	 twit 	sobril 
wood" 11C says.) BUZ 

Pw rig cite . .. \Xh it 

	

c-:fre, both m5caurullci 	e 
tort by \iort,,: Tko, 

1L1 	her 

 a
n 

, o;m 052 
v41 ° -  

he s,q.o 
u nil Dart vs 	0 one 	- 1040 	C ibr . so 	 . he 	son 

day, It 	' to 'Jo s 'id-i ,k,- Ii'- 	-am 	 nn 	o 	Got-s n-i' ro 

	

buuwsr hz is do"., el by cbei r Jiqutci e 	i. 1w H _iiic 	it' of Chexv cap, 0 

,moved to Go d-t t' B" o B0 iej .1 

,J 'vi It wlxer Jub caP H,kooh. He ii 

	

A. 
c,sv0 UP 'so: Zr FOR " c,',C 	is 't calnr to the Sot 'n 1')56 when 1he 

4 V ,vi 'v An,ri, , 	rp 	in 0 

10-  

soon ifrtr he marred Andrea X entlil 
t.-hey are ow d'ooneiJ, he Icic 
Wa theecome the math 1 at Li St.Za. it 
wit there chit hr hot decided to ,trt his 
own restoturtot. 

)When Dtn 'loutS tiptoed in 195o. it —as 
tOt a negtrnorhioti apsitletto joint with 
Morn- t. . ste COOk it trot ,ien With 
tho b- 	It 	&kudt oh hr 

too to 	:ci 	king titter 00 

too ltd L 	 t gridully 
Tam s it: 	Inirtiton 

'I steer 	srted it,' Dmi tows of his 



DAN TANA'S 

pwgis 61) 

Michael Caine, On his lapel he wears a tiny 
brown teddy bean his daughter, filmisiakor 
Gabriella Tssna, gave him 1,000 of them 
few years ago. His manners are old world: 
He is one oldie few men who can carry off 
kissing a woman's hand. He does it swiftly, 
srnochly and without hs satioss, the name 
was' tie lights your cigarette. Its one of the 
things than gives him Lis reemetulous 
charn, and enables him to get along with 
anybody and everybody. He speaks R rissian, 
German and Italian and ties the sir ole man 
who has embraced America bur in the past 
has played by the rules of a much harsher 
society. Everyone who works in the rescau-
rant has the same quality 

Dan is a s5rious gambler and sispul. 
aively generous He once woo 3100,000cc 
the track and shared it with the asahi In 
return, he enjoys ferocious loyalty from 
friends and employees. On August 1, 
I 980, the restaurant was all bur destroyed 
by a mysterious fire while Dan was vaca-
tioning in Yugoslavia. He flew back and 
was told that it would cake seven montH to 
a year to rebuild. 

He still enjoys telling the story of what 
happened 'seen: "Usually, it takes seven 
weeks to get a permit to start building, 
bur it only rook us a couple of days,"  It 
dds'r hurt that then governor Jerry 
Brown was a regular at the time, along 
with his rhn g:rlfrwnd, singer Linda Ron-
sradt, "On the front doot, there were all 
kinds of notes and flowers: Please don't 
chsingt' it, leave it the  was is seas. The is 
our home People asked, 'Do you seatinafly 
nancy5' It was very  heartwarming." 

Work proceeded at an incredibly rapid 
pace. We got a builder. He was Yugosiay. 
He said,'] will have a heart attack, best I'll 

5t,,.,,.. ,t...,,.,. 

one of Chem is not Big Nio, the deputy 
chsI If the bar is Ta,'ia's'hears-, then the 
kitchen is its soul. 

Fssvcinire customers (and a few Tana fum 
ilyrnernbcca who aiwansear the same thing 
or leave contributed their osyn recipes some-
dines have dishes named after them. This 
has i'eninend metal nameplates on the backs 
of chairs, a system chat provoked too much 
jealousy and was abandoned after  clic 1980 
fire. Actor James Woods loves rite veal (lo-
rertrine, so it's now called Veal Jimmy 
Woods The menu offers Steak Dabne's' 

Coleman and Chicken Karl Malden. 
Producers Sidney Beeicntrnan and Dino 
Conn have Potatoes Beckerman (tried 
German style with cnional and Swordfish 
la Dino Conti {gnultd serfs olive oil, basil 
and garlic). 

There is constant tension between the 
kitchen sraff and rise weE our frost. When 
a dish is ready one 4-_,x cooks puts it on e 
hurdler black tit pickup. If the waiter isn't 
right there, chef Mate bangs otis little bell, 
It drives him crazy if wsiscts don't pick up 

,,.'l I,,'lseavnn the' 

brunt of his anger. Bur they stand their 
ground and insist chat be give them 
another steak, 

Friends often pop in to see Dan in the 
office upstairs and then stop by the 
kitchen. Like many of the regulars, they 
know lust shout everyone. Dan's golfing 
buddy,, Roger, a Beverly Hills dentist, has 
treated Mate, who suffers frequently from 
toothaches, Mate is remarkably thin for a 
che( he doesn't like to eat very much, and 
he drinks only mineral water with lemon 
juice. (While researching this article, I 
worked at Tana's for a month, and one day 
Mace yelled at me foe earing my lunch our 
aide on a step while reading the paper. 
"Come inside and sic at the rabic," he said, 
"And put the paper away. Eat likes man." 
It was one of the longest rhi rigs lever heard 
him say.) 

In contrast to Mare, his deputy Nino is 
an enormous mars, strong as an ox. Nino 
comes from Split in Croatia, but he is half 
Serb. Though it is hard to believe from 
looking at him, he was once a top water-
polo player. He has it fearsome voice, but 
isberi he shouts beis almost always just kid-
ding around. 

in the kitchen, Mace is clearly in charge. 
At one time, lie did all the cooking himself, 
and he is still such 'a control freak chat he 
stays long beyond his shift to make sure no 
one is screwing up. He comes in or 10 or so 
every morning and starts to concoct the 
trmsrinsra and most sauces, which are made 
fresh every day and cake hours to prepare. If 
it is Thursday he lovingly makes oem buco, 
a favorite of many of the regularn. He is 
assisted in rise mornings by Paco, who 
cleans and curs an enormous amount of 
whitefish, squid and chicken before nerrirtg 
co work peeling garlic. 

Tana's serves only dinner, so the First shift 
usually arrives around lunchtime. Mike the 
Surrender comes in around two to make 



To Ti" Oumura  THE LsJczjaç,e or 
the kitchen and the wait staff to a cat. 
costs Esperassto, Listen 

C312fizfir, and 
you reslies you are 11ean00  Spanish and 
SerboCro5 anteed with heovifu accented 
English, The Yugoslays all speak some 
Spsn5h and the Mexicans and Central  
Amcrtcsns have pirkd up some Serbsy 
Croat. Mostly curse weeds, of course, but 
Other phrases, too Danny the 

busboy, who 
is Mexican, will often Shout 

at Nick the svairer, potsttng at the slightly 
coo long sleeves of Nicke tux. It means 
"Hey,  Mr.  Caurstr,' Bus" to Serbo.Crcat 
And they both dosbl over lau,ghstsg 

One might expect chat a restaurant  
owned by a Serb who ennpic.sn nsennbets of 
every Balkan ethnic group-_.frons  Bosnian 

spe'asca heavily accented but very rapid 
English and talks to anyone who wtll lis 
ran, particularly about films, though he has 
a Frenchmalli contempt for "Hollywnd" 
movtea. He'll 4rop off some plates in the 
kitchen and ask, "Tell roe, do you know 
this Film with Julie Christie?" only to have 
Nato the cook cut in with "Oct the 1-
Outca here, I'm ssck of you talking. You're 
like a snorts soee,nc'ncatorrai. talk, 
talk, Get out of ms' kitch0" 

The warts the Balkans and the breakup 
of Yugoslavia lsave been painful for Dan. 
Hio beloved vacation villa is on a beastciful 
island that is now part of  Croatia, He 
dessgned the house hirnslf and Over the 
years has made t available to hundreds of 
frsessds, (When Wtit Cisambarlats strived 
on the island accompanied by two per. 
5eous Swedish Ssrlfrertds lv' - 

depu eg
, usually Daniel or David, comes In 

around the sane time to Make alfredo 
sauce,

fry breaded eggplant slices and see 
chat clangs are ready to 

 So s.c five, 
Some sights it g"S buns'  right .%,,v,But even fr doesn't you can feel the rhythm of 

the kitchen speeding up by sSv5. Between 

sen_rhirt and ght, the orders scars 
fioori5 in on pink slips of paper that the 
watun5 artek on a spl it  t. If they include sal, ads, the WOOCr shouts aex ,thgs" (one 
green sand) or '; Cc's'm (tsvo Caesars) 
to Fil omeno 0 she Sock Reguim rave 
about the salad dceaasng at Thnas, and r is 
Ft!on,cnQ who prepares it according so a 
secret Dan Tans rersac 

All Four rooks on the hoe art eily after fintehing Our their contracts, the responsible for che orders, If one puts a :an called Dan Tarut, whom h knew front th on the 5tCv and has  to turn a', se co 'teal island of Hvsr in the Adriatic, where Da  with somerltsng  else the t..ia ha 
summerhouse- Dan gave him a itfurh5rn4ndkes.rogb 	tsrea;all and put them up until they found thai svtthoat a word Sense raid, As they bend to own feet. 

take stuff out of rise ovena or reach to par a 	Another  young Yngeelan exilt comes steak on 
the ,grill or throw a handful of salt Dushko works as a busboy. His father was 

ovet anorhr arm, nor a single mcvemest .a leading joursoljsr, 	in rise old Ysspaslayi is wssred 	
could be gymnasts or a and lived for a Wilde 

m London. Dushko trans oiNavy Saal. 

very loudly, "What the bell is that 
damned Seib doing berry' 

WTSDOM 
ONvEse'nosra,s 'OSTAUS,syx 

h holds that the 0WSsr of a 
Goust  be there all the time. But Dan's 
duties With UEFA, the European soccer 
federation, and with the Yugoslav World 
Cup team cake him away for weeks at a 
stretch. When he returns, things dghr 
up, the pace in the kitchen quickens, and 
the service seems slightly more polished 
Even customers can feelthe difference 
so the sir, 

Dan conies through che small,  crowded 
kitchen several times a day. They are casual 

o visirsrn"h doesn't check the sauces because  
.e he and Mate have worked together for 
s nearly two decadesyer he notices r.ng_ 
b shiny. If Doss chinks people are getting 
r sloppy, he becomes an avenging angel, all 

geniality extinguished eyes ftashing, 
"Clean this UP! Par char away! What the 
hell do you rink you arc doing?" (I saw 
Nan do this only once, but everyone in the 
kitchen was fearful and subdued. A half 
hour facer, tire city health inspector arrived 
for a spot check,) 

Still, Dan's absences are just as insoortart 
so the smooth running of the testautant, If 
he were there all the time, the staff would 
be too nervous. When he's away; the place 
breaches and stretches and trundles right 
along. For Mike the manager and Jimmy 
che maître d', the Tans Way is almost aec 
end nature, But without Dan at che helm, 
the Personality of the place, its whole cul-
ture, begins to undergo subtle, almost 
undetectable changes, like a ship veering 
eversosiigltlyoffcoutse  In che short term, 
it doesn't matter: n the long term, it could 
be dangerous. Dan knows this, and he 
always comes back wirhir', six weeks, 
When I'm in  sown, I'm in the restaurant 

ever,' ntghr—evctr ill ear somewhere else," 



TI 

At Dan Tana's, a legendary Hollywood hotspot, everyone is a star! 

	i 

	

to the success orOcom 	lost pooclar dishes is pasta boogeese. 	there that they wanted Gm 

d
Elewn - and his new hit Ocrlm But irs the Owrnc crowd, hid by Tasr,r to be represen ed in 
7vtve— George Clooney anti restaurant remlaia George and hl Qc"as; lwck theygoc 

his on-Screen posse hv r&cwented co-sew esd Pitt, who've added a dash ,r err- ci' Go, ig Suss r to Frank Sbucitrak Rat Pack. And o%creen, 	ofgiacnour to the stellar scene. "Brad 	irbv a ccci rn the R 11 tney cart an die tradition ac the same 	and George are usually with agroupof 	"I know all the boys, so it was ftc c. 
LA restaurant, Dan 1cnak, riot Fncnk 	fiieocJs" says Neno. 'Nobody bothers 	say, Cr;ig. "Jr was I i ke I a paid Yse fan 

	

rlc 	 c,1 	and c,ic' 	W1cr T c&tllv love doing is runncnct 



•IF. 
11 ftthLLftiJi;Ii1, 

Neno pasta bolognest 
4 servings 

1 large onion, peeled and diced 
iCUpO  live ojJ 
1 lb. ground beef 
1 lb. ground veal 
i cup chopped parsley 

Spoon, stir in tomato paste and 
oregano. Cook 2 min. Stir in wine 
and cook (partially covers) 45 nimn., 
stirring Occasionally Meanwhile 
flrFnprn ncth 
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Timee, 

Happy 40th Dan Tana! 
Still Super Cool and... 
in With the "In" Crowd! 

Dan Thnas was at,, insider 
"rarSago and it's still .1 

ptct—caterng to 
Of C'r'f gn cr1 Lion 

He word elite. 
Fred Astaire ate 1herel 
John Belushi had 	11 

dinner dalivered trom 
there the night he 
died. John Wayne 
received a call from 
President Nixon 
while eating arId Lionel 
and John Barrymore 
loved the food.now 
so dues Drew. Lloyd 
Bridges was a regular 
as are 55105, Jeff and 
Beau. From Pre Lagk/ 
and tied Hot Chili 
Peppers to Larry King, 
Nicole Kidman, 
Cameron Diaz, Rod 

men, spectacular women, movie stars 
and moguls...thick steaks, 

 
stiff druus... 

nc wonder ire asitd! It lies anme 
tl,ing for evervoni---tiiI111' 	/ct! 

Speaking o: itC'ai. Dan T5Ie huy 
his beef from a spo,-,A 
pur evor in Kansas 
CL and it arrives 
daily The beef is cut 
by the chef as needed 
and is so expensive, 
Dana Tina says he 
makes zero profit,  
but would never  
considered another 
source or a change 
in portion size. 

Robert M'ichum's fun "Fu'my Below." 
He had another jmalt part in "Tire 
untouchables.-  Recently, Din Tn,i'. 
Mrrttre'd appeared in "Ocrsan's 12 " 
and rroducers Jerry 
Weintraub md Suzy 	r 
Ekln thr uzht a /0 Id 
be gre.art to leasrr Cra 
Susser in the muvmt', 
since he rnini.le/ tsE 

"i\ezv Rat Pr c/ca-s"  
Hell) w'od leg 
Craig is also fee red 77 
in "Be C al"the . 
Shorty' '5aqL 'I, j  rc' 
ghat came because 	7 far 

Chris McGurk and 	. 
Michael Nathanson 
-it MGM and Stacy 
Sher ("Vie Pn dl. 
err,regulars at 0 im 

as is the 
stCi, Virrcd Vaughn 
George Cloone-, Brad r_ 
l'i It and Matt Demon duck in for drinks 
and dinner-mm d so do Red Buttons, 
Stefanie Powers ard Debbie Reynolds, 
Dan Tina  got started in the rest muranm 
business working as the Maitre d at 
La Scala, thenasa partner at Pepprrrnint 

1-i., ,s,',.,nad Dan lanes in ibM 
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PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Sections
8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION
NUMBER

2929764

REGISTRATION
DATE

03/01/2005

SERIAL
NUMBER

78259855

MARK SECTION

MARK DANTANNA'S

OWNER SECTION (current)

NAME Great Concepts, LLC

STREET 2515 Highbrooke Trail

CITY Duluth

STATE Georgia

ZIP/POSTAL CODE 30097

COUNTRY United States

PHONE 305-461-2228

FAX 305-461-2231

OWNER SECTION (proposed)

NAME Great Concepts, LLC

STREET 2515 Highbrooke Trail

CITY Duluth

STATE Georgia

ZIP/POSTAL CODE 30097

COUNTRY United States



PHONE 305-461-2228

FAX 305-461-2231

EMAIL fkt@procopio.com

AUTHORIZED TO
COMMUNICATE
VIA E-MAIL

Yes

ATTORNEY SECTION (current)

NAME R. Milton Crouch

FIRM NAME SHAPIRO FUSSELL, LLP

STREET 1360 PEACHTREE ST., SUITE 1200

CITY ATLANTA

STATE Georgia

POSTAL CODE 30309

COUNTRY United States

PHONE 4048702228

FAX 4048702220

EMAIL mcrouch@shapirofussell.com

ATTORNEY SECTION  (proposed)

NAME Frederick K. Taylor

FIRM NAME Procopio Cory Haregreaves & Savitch

STREET 530 B Street, Suite 2100

CITY San Diego

STATE California

POSTAL CODE 92101

COUNTRY United States

PHONE 619-238-1900

FAX 619-235-0398

EMAIL fkt@procopio.com

AUTHORIZED TO
COMMUNICATE
VIA E-MAIL

Yes

GOODS AND/OR SERVICES SECTION

INTERNATIONAL
043



CLASS

GOODS OR
SERVICES KEEP ALL LISTED

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF
FILE SPN0-209242145130-140748000_._DanatanasWebsiteHome.pdf

       CONVERTED
PDF FILE(S)
       (1 page)

\\TICRS\EXPORT9\IMAGEOUT9\782\598\78259855\xml2\8150002.JPG

       ORIGINAL PDF
FILE SPN0-209242145130-140748000_._DantanasDinnerMenu.pdf

       CONVERTED
PDF FILE(S)
       (1 page)

\\TICRS\EXPORT9\IMAGEOUT9\782\598\78259855\xml2\8150003.JPG

SPECIMEN
DESCRIPTION

Electronic screenshot captures of subject mark as used on company's
public website and online menu.

PAYMENT SECTION

NUMBER OF
CLASSES 1

NUMBER OF
CLASSES PAID 1

SUBTOTAL
AMOUNT 300

TOTAL FEE PAID 300

SIGNATURE SECTION

SIGNATURE /Fred Taylor/

SIGNATORY'S
NAME Frederick K. Taylor

SIGNATORY'S
POSITION Senior Counsel

DATE SIGNED 03/08/2010

PAYMENT
METHOD DA

FILING INFORMATION

SUBMIT DATE Mon Mar 08 14:28:19 EST 2010

TEAS STAMP

USPTO/S08N15-209.242.145.
130-20100308142819910653-
2929764-4601192907b145f1b
cb2e7aadfef3f39a-DA-691-2
0100308140748000381

../SPN0-209242145130-140748000_._DanatanasWebsiteHome.pdf
../8150002.JPG
../SPN0-209242145130-140748000_._DantanasDinnerMenu.pdf
../8150003.JPG




PTO Form 1583 (Rev 5/2006)

OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER:  2929764
REGISTRATION DATE:  03/01/2005

MARK:  DANTANNA'S

The owner, Great Concepts, LLC, having an address of
      2515 Highbrooke Trail
      Duluth, Georgia 30097
      United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 043, the mark is in use in commerce on or in connection with all of the goods or
services listed in the existing registration for this specific class; and the mark has been continuously used
in commerce for five (5) consecutive years after the date of registration, or the date of publication under
Section 12(c), and is still in use in commerce on or in connection with all goods or services listed in the
existing registration for this class. Also, no final decision adverse to the owner's claim of ownership of
such mark for those goods or services exists, or to the owner's right to register the same or to keep the
same on the register; and, no proceeding involving said rights pending and not disposed of in either the
U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) Electronic screenshot captures of subject mark as
used on company's public website and online menu..

Original PDF file:
SPN0-209242145130-140748000_._DanatanasWebsiteHome.pdf
Converted PDF file(s) (1 page)
Specimen File1
Original PDF file:
SPN0-209242145130-140748000_._DantanasDinnerMenu.pdf
Converted PDF file(s) (1 page)
Specimen File1

The registrant hereby appoints Frederick K. Taylor of  Procopio Cory Haregreaves & Savitch
      530 B Street, Suite 2100
      San Diego, California 92101
       United States
to file this Combined Declaration of Use and Incontestability under Sections 8 & 15 on behalf of the
registrant.

A fee payment in the amount of $300 will be submitted with the form, representing payment for 1

../SPN0-209242145130-140748000_._DanatanasWebsiteHome.pdf
../8150002.JPG
../SPN0-209242145130-140748000_._DantanasDinnerMenu.pdf
../8150003.JPG


class(es), plus any additional grace period fee, if necessary.

Declaration

The mark is in use in commerce on or in connection with the goods and/or services identified above, as
evidenced by the attached specimen(s) showing the mark as used in commerce. The mark has been in
continuous use in commerce for five (5) consecutive years after the date of registration, or the date of
publication under Section 12(c), and is still in use in commerce. There has been no final decision adverse
to the owner's claim of ownership of such mark, or to the owner's right to register the same or to keep the
same on the register; and there is no proceeding involving said rights pending and not disposed of either
in the U.S. Patent and Trademark Office or in the courts.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this document, declares that he/she is properly authorized to execute this
document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all
statements made on information and belief are believed to be true.

Signature: /Fred Taylor/      Date: 03/08/2010
Signatory's Name: Frederick K. Taylor
Signatory's Position: Senior Counsel

Mailing Address (current):
   SHAPIRO FUSSELL, LLP
   1360 PEACHTREE ST., SUITE 1200
   ATLANTA, Georgia 30309

Mailing Address (proposed):
   Procopio Cory Haregreaves & Savitch
   530 B Street, Suite 2100
   San Diego, California 92101

Serial Number: 78259855
Internet Transmission Date: Mon Mar 08 14:28:19 EST 2010
TEAS Stamp: USPTO/S08N15-209.242.145.130-20100308142
819910653-2929764-4601192907b145f1bcb2e7
aadfef3f39a-DA-691-20100308140748000381









 
 
 
 
 
 
 
 

EXHIBIT “D” 



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA  22313-1451
www.uspto.gov

REGISTRATION NO:  2929764       SERIAL NO:  78/259855       MAILING DATE:   03/26/2010
REGISTRATION DATE:  03/01/2005
MARK:   DANTANNA'S
REGISTRATION OWNER:   Great Concepts, LLC

CORRESPONDENCE ADDRESS:
Frederick K. Taylor
Procopio Cory Haregreaves & Savitch
530 B Street, Suite 2100
San Diego CA 92101

NOTICE OF ACCEPTANCE 
15  U.S.C.  Sec.  1058(a)(1)

THE COMBINED AFFIDAVIT FILED FOR THE ABOVE-IDENTIFIED REGISTRATION MEETS THE REQUIREMENTS OF
SECTION 8 OF THE TRADEMARK ACT, 15 U.S.C. Sec. 1058.

ACCORDINGLY, THE SECTION 8 AFFIDAVIT IS ACCEPTED.

***********************************************

NOTICE OF ACKNOWLEDGEMENT 
15  U.S.C.  Sec.  1065

THE AFFIDAVIT FILED FOR THE ABOVE-IDENTIFIED REGISTRATION MEETS THE REQUIREMENTS OF SECTION 15 OF
THE TRADEMARK ACT, 15 U.S.C. Sec. 1065.

ACCORDINGLY, THE SECTION 15 AFFIDAVIT IS ACKNOWLEDGED.

***********************************************

THE REGISTRATION WILL REMAIN IN FORCE FOR CLASS(ES):
043.

PARALEGAL SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

PLEASE SEE THE REVERSE SIDE OF THIS NOTICE FOR INFORMATION 
CONCERNING REQUIREMENTS FOR MAINTAINING THIS REGISTRATION

ORIGINAL 



REQUIREMENTS FOR MAINTAINING A FEDERAL TRADEMARK REGISTRATION

I) SECTION 8: AFFIDAVIT OF CONTINUED USE

The registration shall remain in force for 10 years, except that the registration shall be canceled for failure to file an Affidavit of
Continued Use under Section 8 of the Trademark Act, 15 U.S.C. Sec. 1058, at the end of each successive 10-year period
following the date of registration.

Failure to file the Section 8 Affidavit will result in the cancellation of the registration.

II) SECTION 9: APPLICATION FOR RENEWAL

The registration shall remain in force for 10 years, subject to the provisions of Section 8, except that the registration shall expire
for failure to file an Application for Renewal under Section 9 of the Trademark Act, 15 U.S.C. Sec. 1059, at the end of each
successive 10-year period following the date of registration.

Failure to file the Application for Renewal will result in the expiration of the registration.

NO FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS WILL BE SENT TO THE REGISTRANT BY THE
PATENT AND TRADEMARK OFFICE.  IT IS RECOMMENDED THAT THE REGISTRANT CONTACT THE PATENT AND
TRADEMARK OFFICE APPROXIMATELY ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
    
DAN TANA,     )  
      )  
 Petitioner,    ) Cancellation No. 92045947 
      ) 
v.      ) Registration No. 2929764 
      ) 
GREAT CONCEPTS, LLC,   ) Mark: Dantannas 
      ) 
 Registrant.    ) 
      ) 
 

GREAT CONCEPTS’ REQUEST TO REMOVE SUSPENSION OF PROCEEDINGS 
 
Trademark Trial and Appeal Board 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 

Dear Sir/Madam: 

PLEASE TAKE NOTICE that Registrant Great Concepts, LLC (“Registrant”), hereby 

requests that the Suspension on the Cancellation Proceeding issued by this Board on February 4, 

2010, be removed, and that new dates be set for Registrant’s Motion for Summary of Judgment 

as outlined below. 

I.  Introduction  

Petitioner Dan Tana (“Petitioner”) initially filed this cancellation proceeding on June 6, 

2006.  Once Petitioner was faced with a motion for summary judgment from Registrant, in what 

this Board called an “apparent response to the motion for summary judgment,” Petitioner filed a 

copy of the complaint in the civil action, styled Dan Tana v. Dantanna’s, Great Concepts, LLC, 

et al., Case No. CV 07-05532-ABC (JwJx), in the United States District Court for the Central 

District of California on August 23, 2007.   
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On September 12, 2007, a mere two weeks after Registrant filed its Motion for Summary 

Judgment in this proceeding, Petitioner filed his Motion to Stay the Cancellation Proceeding, 

pending the U.S. District Court’s resolution of Petitioner’s federal suit.  Petitioner had filed its 

Motion to Stay without seeking the consent of Registrant.  Petitioner even neglected to serve 

Registrant with a copy of his Motion to Stay.  Registrant only had knowledge of the motion 

when the Board sent a notice of non-compliance to Petitioner a few days after the motion was 

filed.  This Board eventually granted Petitioner’s Motion to Stay on September 20, 2007.    

Registrant then filed a Motion to Dismiss for Lack of Personal Jurisdiction in the U.S. 

District Court action on November 19, 2007.  Petitioner opposed on December 3, 2007, and 

Registrant replied on December 10, 2007.  On February 12, 2008, the U.S. District Court issued 

an order granting Registrant’s Motion to Dismiss for Lack of Personal Jurisdiction with 

prejudice to refilling this action in California.  

Petitioner then filed another lawsuit in federal district court.  Petitioner filed an action 

styled Dan Tana v. Dantanna’s, Great Concepts, LLC, et al., Case No. CV 08-CV- 0975 TWT in 

the United States District Court for the Northern District of Georgia.  The complaint in that 

action alleged claims of False Designation of Origin Under the Lanham Act § 43(a), 15 U.S .C . 

§ 1125(a)), and related claims under Georgia statutes.   

On February 26, 2009, after a full period of discovery, the same party which is the 

Registrant to this proceeding, Great Concepts, LLC, filed a motion for summary judgment.  On 

September 15, 2009, the court granted Great Concepts’ motion dismissing the action.  On 

October 7, 2009, Petitioner filed a notice of appeal to the United States Court of Appeals for the 

Eleventh Circuit, Case No. 09-15123.   
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Both the Petitioner and Great Concepts fully briefed the issues raised on appeal.  On July 

15, 2010, the Court of Appeals issued an order, published opinion and judgment affirming the 

trial court’s grant of the motion for summary judgment.  A true and correct copy of that Court’s 

Order, published opinion and Judgment are attached herein as Exhibit “1.”     

In granting affirming the district court’s granting of summary judgment, the court stated, 

with regard to the likelihood of confusion:  

Viewing the likelihood-of-confusion factors as a whole, there is 
minimal evidence of a likelihood of confusion between Plaintiff's 
and Defendants’ restaurants aside from the initial similarity of their 
names and the fact that they both provide restaurant services.  The 
remaining factors all weigh against a likelihood of confusion, some 
overwhelmingly so.  There are stark differences between the two 
restaurants’ cuisine and ambiance. There is virtually no evidence 
of confusion in advertising channels.  No reasonable jury could 
find that Defendants intended to trade on Plaintiffs mark, and there 
is negligible evidence of any actual confusion between the two 
restaurants. 

 

See, Exhibit 1, Order and Opinion, p. 29.   Accordingly, despite the similarity in names, the 

Court ultimately upheld the dismissal of Petitioner’s action.    

 
 

II.  Discussion 

 The Code of Federal Regulations which governs Motions to Suspend in TTAB actions 

states the following in pertinent part: 

Whenever it shall come to the attention of the Trademark Trial and Appeal Board that a 
party or parties to a pending case are engaged in a civil action or another Board 
proceeding which may have a bearing on the case, proceedings before the Board may be 
suspended until termination of the civil action or the other Board proceeding. 
 
37 CFR § 2.117(a) (emphasis added). 

Given that the civil action before the U.S. District Court has now been terminated, and all 

matters before that Court are now disposed, Registrant hereby requests that this Board remove 

the suspension on proceedings.  Registrant further requests that; new dates be set for Registrant’s 
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Motion for Summary Judgment; that Petitioner’s opposition to the same be due thirty days after 

the Order removing the Suspension of Cancellation Proceedings; and for Registrant’s reply to 

said opposition be set seven days before the hearing on the summary judgment motion.  

Moreover, pursuant to this Board’s suspension order of February 4, 2010, Registrant hereby 

notifies the Board of the disposition of District Court Case No. CV 07-05532-ABC (JwJx) and 

United States Court of Appeals Case No. 09-15123, and requests that this case may be called up 

for appropriate action.   

III.  Conclusion 

Registrant respectfully requests that this Board remove the Suspension on the 

Cancellation Proceeding, and further, that this Board reset dates for the decision on Registrant’s 

Motion for Summary Judgment, Petitioner’s opposition, and Registrant’s reply to the same. 

Respectfully submitted, 

 

Procopio Cory Hargreaves & Savitch LLP 
 

Dated:  September 1, 2010 By:   /Frederick K. Taylor/    
 Fredrick K. Taylor 

Lisel M. Ferguson 
530 B Street, Suite 2100 
San Diego, CA 92101 
Telephone: (619) 515-3279 
Facsimile:  (619) 235-0398 
Email: fkt@procopio.com 
 
Milton Crouch 
Shapiro Fussell, LLP 
1360 Peachtree St., Suite 1200, Midtown Plaza 
Atlanta, GA 30309 
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CERTIFICATE OF SERVICE  
 
 

 I hereby certify that a true and complete copy of the foregoing REQUEST TO 

REMOVE SUSPENSION of PROCEEDINGS is being emailed on September 1, 2010 to the 

attorney for Petitioner as follows: 

Afschineh Latifi 
Tucker & Latifi, LLP  

160 East 84th Street 
New York, New York 10028 

Email: alatifi@tuckerlatifi.com 
 
 
Dated:  September 1, 2010  By:   /Frederick K. Taylor/    
              Frederick K. Taylor 
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EXHIBIT “F” 



 
 
 
 
 
 

     Mailed:  September 7, 2010 
 
      Cancellation No. 92045947 
 

Dan Tana 
 
       v. 
 
      Great Concepts, LLC 
 
Andrew P. Baxley, Interlocutory Attorney: 

 

 On September 1, 2010, respondent filed a submission in 

which it stated that the civil action styled Dan Tana v. 

Dantanna's, Great Concepts, LLC, et al., Case No. 08-CV-

0975, filed in United States District Court for the Northern 

District of Georgia, which prompted the suspension of this 

case, has been finally determined with petitioner's claim of 

false designation of origin under Trademark Act Section 

43(a), 15 U.S.C. Section 1125(a), being dismissed.1  

Accordingly, proceedings herein are resumed.  Further 

briefing on respondent's motion for summary judgment is 

deferred pending resolution of the following. 

 In view of the decision by the Board's reviewing court 

in In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938 (Fed. 

                     
1 Respondent served its submission upon petitioner's former 
attorney.  Respondent is directed to re-serve its submission on 
petitioner's current attorney, i.e., Brent Blakely, Blakely Law 
Group, 915 North Citrus Avenue, Hollywood, CA 90038. 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
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Cir. 2009), the Board has sua sponte reviewed petitioner's 

petition to cancel and finds that both of petitioner's 

claims are insufficiently pleaded.2  See Fed. R. Civ. P. 

12(b)(6); TBMP Section 503.02 (2d ed. rev. 2004). 

 Regarding petitioner's claim that respondent's mark 

falsely suggests a connection with petitioner under 

Trademark Act Section 2(a), 15 U.S.C. Section 1052(a), such 

claims evolved out of the right to privacy, as opposed to 

trademark infringement.  See Univ. of Notre Dame du Lac v. 

J.C. Gourmet Food Imports Co., Inc., 217 USPQ 505 (Fed. Cir. 

1983).  A claim of false suggestion of a connection under 

Section 2(a), requires allegation of facts from which it may 

be inferred:  (1) that respondent's mark points uniquely to 

petitioner, as an entity, i.e., that applicant's mark is 

opposer's identity or persona; (2) that purchasers would 

assume that services rendered under respondent's mark are 

connected with petitioner; and (3) that, prior to 

respondent's use of its mark, either (a) petitioner used 

respondent's mark, or an equivalent thereof, as a 

designation of his identity or persona, or (b) respondent's 

mark was associated with petitioner.  See Miller Brewing Co. 

                     
2 Petitioner has adequately pleaded his standing by alleging 
facts which demonstrate a real interest in the outcome of this 
proceeding in paragraphs 1 through 10 of the petition to cancel.  
See Ritchie v. Simpson, 50 USPQ2d 1023 (Fed. Cir. 1999); Lipton 
Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 1028, 213 USPQ 
185, 189 (CCPA 1982).   
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v. Anheuser-Busch Inc., 27 USPQ2d 1711 (TTAB 1993).  In the 

petition to cancel, petitioner alleges that respondent's 

DANTANNA'S mark is identical to petitioner's DAN TANA mark, 

instead of his identity or persona.3  Paragraph 14(i).  

Petitioner also alleges that petitioner's DAN TANA mark, 

instead of respondent's involved DANTANNA'S mark, points 

directly and unique to petitioner.  Paragraph 14(ii).   

 In addition, petitioner contends that respondent's 

application for the involved registration should have been 

refused under Section 2(a).  However, in determining claims 

in inter partes proceedings, the issue is not whether the 

examining attorney should have refused registration of 

respondent's mark.  The Board does not supervise examining 

attorneys.  See Century 21 Real Estate Corp. v. Century Life 

of America, 10 USPQ2d 2034 (TTAB 1989).  Rather, Board 

proceedings are based upon a plaintiff's belief of damage 

from the registration of a mark and involve determinations 

of whether cancellation or refusal of a registration is 

warranted, based on specific pleaded grounds.  See Trademark 

Act Sections 13 and 14, 15 U.S.C. Section 1063 and 1064; 

Trademark Rules 2.101(b) and 2.111(b).  Based on the 

                     
3 A claim based on an assertion that respondent's mark is 
confusingly similar to petitioner's previously used mark is 
properly raised under Trademark Act Section 2(d), 15 U.S.C. 
Section 1052(d). 
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foregoing, petitioner's Section 2(a) false suggestion claim 

is legally insufficient. 

 Regarding petitioner's pleaded fraud claim, fraud in 

procuring or maintaining a trademark registration occurs 

when an applicant for registration or a registrant in a 

declaration of use or a renewal application knowingly makes 

specific false, material representations of fact in 

connection with an application to register or in a post-

registration filing with the intent of obtaining or 

maintaining a registration to which it is otherwise not 

entitled.4  See Torres v. Cantine Torresella S.r.l., 808 

F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986).   

 Petitioner has failed to identify clearly any specific 

false, material representations of fact that respondent made 

in the ex parte examination of the application for its 

involved registration with the intent of obtaining a 

registration to which respondent was not entitled.  While 

the declaration in an application must be truthful, 

                     
4 Because intent is a required element to be pleaded for a claim 
of fraud, allegations that a party made material representations 
of fact that it "knew or should have known" were false or 
misleading are insufficient.   See In re Bose Corp., supra. 
  There is no fraud if a false misrepresentation is occasioned by 
an honest misunderstanding or inadvertence without a willful 
intent to deceive.  Smith Int'l, Inc. v. Olin Corp., 209 USPQ 
1033, 1044 (TTAB 1981).  Unless a party alleging fraud can point 
to clear and convincing evidence that supports drawing an 
inference of deceptive intent, it will not be entitled to 
judgment on a fraud claim.  In re Bose Corp., supra at 1942.  Any 
doubt must be resolved against the party making a claim of fraud. 
Id. at 1939. 
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respondent was not required to investigate and report all 

other possible users of an identical or confusingly similar 

mark either as part of its application or during ex parte 

examination of that application.5  See Rosso and Mastracco, 

Inc. v. Giant Food Inc., 219 USPQ 1050 (Fed. Cir. 1983); 

Marshall Field & Co. v. Mrs. Fields Cookies, 11 USPQ2d 1355 

(TTAB 1989).  In addition, a review of the registration file 

indicates that respondent was not asked during such 

examination to explain whether its involved DANTANNA'S mark 

had any meaning or significance in the relevant trade or 

                     
5 In the declaration contained in the application for 
respondent's involved registration, respondent's attorney averred 
that "to the best of his/her knowledge and belief no other 
person, firm, corporation, or association has the right to use 
the mark in commerce, either in the identical form thereof or in 
such near resemblance thereto as to be likely, when used on or in 
connection with the goods/services of such other person, to cause 
confusion, or to cause mistake, or to deceive."  (emphasis added)  
To the extent that petitioner intends to assert that respondent 
committed fraud in that declaration, petitioner must allege 
particular facts which, if proven, would establish that:  (1) 
there was in fact another use of the same or a confusingly 
similar mark at the time the oath was signed; (2) the other user 
had legal rights superior to the applicant's; (3) the applicant 
knew that the other user had rights in the mark superior to 
applicant's, and either believed that a likelihood of confusion 
would result from the applicant's use of its mark or had no 
reasonable basis for believing otherwise; and that (4) the 
applicant, in failing to disclose these facts to the Patent and 
Trademark Office, intended to procure a registration to which it 
was not entitled.  Intellimedia Sports Inc. v. Intellimedia 
Corp., 43 USPQ2d 1203, 1205 (TTAB 1997).  Otherwise stated, 
petitioner must plead (and later prove) not only that 
respondent’s declaration was literally false (i.e., that 
respondent did not have superior rights in the mark), but also 
that respondent knew that its assertion of exclusive rights in 
the mark was false.  Am. Sec. Bank v. Am. Sec. & Trust Co., 571 
F.2d 564, 197 USPQ 65, 67 (CCPA 1978) ("Appellant misreads the 
cited statute and rules.  They require the statement of beliefs 
about exclusive rights, not their actual possession.").   
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industry or whether the mark identifies a living individual.  

The Board will not penalize respondent for not providing an 

explanation that the examining attorney did not request.  

See Marshall Field & Co. v. Mrs. Fields Cookies, supra.  

Further, petitioner's fraud allegations are unacceptably 

made "[u]pon information and belief" without setting forth 

specific facts upon which the belief is reasonably based.  

See Asian and Western Classics B.V. v. Selkow, 92 USPQ2d 

1478 (TTAB 2009).  Based on the foregoing, petitioner's 

fraud claim is also legally insufficient. 

 Notwithstanding the foregoing, the Board generally 

allows plaintiffs whose pleadings have been found 

insufficient an opportunity to file a corrected pleading.  

See TBMP Section 503.03.  Therefore, petitioner is allowed 

until thirty days from the mailing date set forth in this 

order to file an amended petition to cancel.6  Respondent is 

allowed until sixty days from the mailing date set forth in 

this order to file an answer to the amended petition to 

cancel and either a revised motion for summary judgment or a 

submission indicating that it wishes to go forward with its 

pending motion for summary judgment.7  Petitioner is allowed 

                     
6 If petitioner does not file an amended petition to cancel, the 
Board may issue an order to show cause why the Board should not 
dismiss the petition to cancel with prejudice based on 
petitioner's apparent loss of interest in this case. 
 
7 The revised motion for summary judgment should include all 
supporting exhibits.  If respondent files a revised motion for 
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until ninety-five days from the mailing date set forth in 

this order to file a brief in response to respondent's 

operative motion for summary judgment.  Respondent's reply 

brief in support of its operative motion for summary 

judgment is due in accordance with Trademark Rules 2.119(c) 

and 2.127(e)(1). 

 

  

                                                             
summary judgment, the revised motion for summary judgment will 
become the operative summary judgment motion herein, and its 
pending motion for summary judgment will receive no 
consideration. 
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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
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Party Defendant
Great Concepts, LLC
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R. Milton Crouch
Shapiro Fussell, LLP
1360 Peachtree St., Suite 1200
Atlanta, GA 30309
UNITED STATES
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Submission Other Motions/Papers

Filer's Name Frederick K. Taylor

Filer's e-mail docketing@procopio.com, fkt@procopio.com, tma@procopio.com

Signature /Frederick K. Taylor/

Date 09/09/2010
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CERTIFICATE OF SERVICE  
 
 

 I hereby certify that a true and complete copy of the foregoing filed REQUEST TO 

REMOVE SUSPENSION of PROCEEDINGS is being emailed on September 8, 2010 to the 

attorney for Petitioner as follows: 

 
 

Brent H. Blakely 
Blakely Law Group 

915 North Citrus Avenue 
Hollywood CA 90038 
Tel:  (323) 464-7400 
Fax:  (323) 464-7410 

Email:  bblakely@blakelylawgroup.com 
 

 
 
Dated:  September 8, 2010  By:   /Frederick K. Taylor/    
              Frederick K. Taylor 
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EXHIBIT “H” 



 
 
 
 
 
 

Baxley     Mailed:  October 26, 2010 

 

      Cancellation No. 92045947 

 

Dan Tana 

 

       v. 

 

      Great Concepts, LLC 

 

Andrew P. Baxley, Interlocutory Attorney: 

 

 In view of petitioner's failure to file an amended 

petition to cancel in compliance with the Board's September 

7, 2010 order, petitioner is allowed until thirty days from 

the mailing date set forth in this order to show cause why 

this proceeding should not be dismissed with prejudice based 

on petitioner's apparent loss of interest.  See September 7, 

2010 order at footnote 6. 

 Proceedings herein are otherwise suspended. 
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EXHIBIT “I” 



 
 
 
 
 
 

Baxley     Mailed:  December 14, 2010 

 

      Cancellation No. 92045947 

 

Dan Tana 

 

       v. 

 

      Great Concepts, LLC 

 

By the Trademark Trial and Appeal Board: 

 

 In view of petitioner's failure to respond to the order 

to show cause that the Board issued on October 26, 2010, the 

petition to cancel is dismissed with prejudice based on 

petitioner's apparent loss of interest. 

   

 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451 
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