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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
CHUTTER, INC.,
Petitioner, CANCELLATION NO. 92061951

V.

GREAT CONCEPTS, LLC,

— N N N N N N N N

Registrant.

GREAT CONCEPTS, LLC’S MOTION FOR SUMMARY JUDGMENT UNDER
FED.R.CIV.P. 56 REGARDING CHUTTER, INC.’S PETITION TO CANCEL

Pursuant to Rule 56 of the Federal Rules of Civil Procedure, Registrant Great Concepts,
LLC (“Registrant”) respectfully submits the following motion for summary judgment based on
the doctrine of res judicata with respect to Petitioner Chutter, Inc.’s (‘“Petitioner”) Petition to

Cancel Registration No. 2,929,764 (the “Registration”).

I INTRODUCTION

Nearly ten years ago, Petitioner’s predecessor-in-interest, Dan Tana (“predecessor-in-
interest” or “Tana”) brought a prior petition to cancel the Registration before the Trademark
Trial and Appeal Board (the “Board”). That petition to cancel was suspended temporarily while
the Petitioner’s predecessor-in-interest pursued a civil action in the Northern District of Georgia
for infringement against Registrant. While the petition to cancel and the civil action were still
pending, Registrant publicly filed a combined declaration of continued use and incontestability
relating to its Registration with the USPTO, and the USPTO publicly issued a Combined Notice
of Acceptance and Acknowledgement of the declaration. After the Northern District of Georgia
granted summary judgment in favor of Registrant and the U.S. Court of Appeals for the Eleventh
Circuit affirmed, the petition to cancel resumed. However, despite being specifically ordered by
the Board to amend its petition in light of the decision in the civil action, Petitioner’s

predecessor-in-interest demonstrated an “apparent loss of interest” and the Board terminated the



petition to cancel.

Now, in an effort to pursue the legal strategy that its predecessor-in-interest opted to
forgo, Petitioner has filed the present Petition to Cancel the Registration. Petitioner now asserts
a cause of action based on the alleged fraud in Registrant’s filing an incorrect combined
declaration of use and incontestability under Sections 8 and 15. Although Registrant strongly
disputes the merits of both the intent and materiality aspects of this fraud cause of action,
Petitioner’s claim to cancel the Registration precluded by the doctrine of res judicata.
Petitioner’s predecessor-in-interest had at least constructive or inquiry notice of the publicly filed
declaration of use and incontestability, particularly since the declaration was filed while the Tana
was actively litigating against the Registration in both the civil action and the prior cancellation
proceeding. Despite having such notice, Petitioner allowed the Board to dismiss its claim against
Registrant with prejudice due to its “apparent loss of interest.”

Petitioner should not be permitted to have this improper second bite at the apple. There
are no genuine issues of material fact allowing the Petitioner to re-litigate its precluded claim,
and Registrant respectfully requests that the Board dismiss the present Petition to Cancel.

IL. FACTUAL AND PROCEDURAL BACKGROUND
The United States Patent and Trademark Office issued Registration No. 2,929,764 to

Registrant for the mark DANTANNA'’S in connection with steak and seafood restaurants in
International Class 43 (the “Registration”) on March 1, 2005. Declaration of Frederick K.
Taylor (“Taylor Decl.”), { 3; Petition to Cancel, { 9.

On June 6, 2006, Petitioner’s predecessor-in-interest Tana filed with the Board a petition
to cancel the Registration, Cancellation No. 92045947 (the “Prior Cancellation Proceeding”),
which involved Registrant’s right to register and use the mark DANTANNA'’S for “restaurant
services.” Taylor Decl., | 3; Petition to Cancel, ] 1, 10. Petitioner’s predecessor-in-interest
Tana then commenced a civil action for infringement against Registrant on March 13, 2008, in

the United States District Court for the Northern District of Georgia, Civil Action No. 1:08-CV-



975-TWT (the “Civil Action”), which also involved Registrant’s right to register and use the
mark DANTANNA’S for “restaurant services.” Taylor Decl., { 5; Petition to Cancel, q 10.

On March 8, 2010, while the Prior Cancellation Proceeding and the Civil Action were
still pending, Registrant’s counsel, Frederick K. Taylor, signed and filed with the USPTO on
behalf of Registrant a “Combined Declaration of Use and Incontestability under Sections 8 &
15” (the “Declaration”) with respect to the Registration. Taylor Decl., { 6; Petition to Cancel, {
22. The Declaration incorrectly stated that, at the time, there were no pending proceedings
involving Registrant’s rights in the Registration. Petition to Cancel, q 23, 28. The USPTO
issued a combined Notice of Acceptance (as to Section 8) and Notice of Acknowledgement (as
to Section 15) (the “Combined Notice) with respect to the Registration on March 26, 2010,
which was over eight months before the Board dismissed the Prior Cancellation Proceeding on
December 14, 2010. Taylor Decl., ] 7; Petition to Cancel, { 37.

The Civil Action subsequently ended after the U.S. Court of Appeals for the Eleventh
Circuit issued a mandate on August 13, 2010 for its opinion affirming the district court’s
judgment and order granting summary judgment in favor of Registrant. Taylor Decl., | 8;
Petition to Cancel, J 13-16.

On September 1, 2010, Registrant filed a request with the Board to resume the Prior
Cancellation Proceeding against the Registration. Taylor Decl., { 9; Petition to Cancel, {] 18,
35. The Board issued an order on September 7, 2010 to resume the Prior Cancellation
Proceeding, in which the Board instructed Petitioner to amend its petition to cancel from the
Prior Cancellation Proceeding. Taylor Decl.,  10. Registrant served a copy of Registrant’s
Request to Remove Suspension of Proceedings to counsel for the Petitioner on September 8,
2010. Taylor Decl., | 11.

Despite having at least constructive or inquiry notice of the Declaration filed on March 8,
2010, Petitioner’s predecessor-in-interest Tana made no attempt to amend its petition in the Prior
Cancellation Proceeding to include fraud as a ground for cancellation. Taylor Decl., | 12;

Petition to Cancel, generally.



On October 26, 2010, the Board issued an “order to show cause why [the Prior
Cancellation Proceeding] should not be dismissed with prejudice based on petitioner’s apparent
loss of interest.” Taylor Decl., { 13. Subsequently, the Prior Cancellation Proceeding ended
when the Board entered an Order terminating the proceeding on December 14, 2010, as a result
of default by Petitioner’s predecessor-in-interest Tana. Taylor Decl., { 14; Petition to Cancel,
9 19. The Board’s order stated as follows: “In view of petitioner’s failure to respond to the order
to show cause that the Board issued on October 26, 2010, the petition to cancel is dismissed with
prejudice based on petitioner’s apparent loss of interest.” Taylor Decl., | 14, Exhibit 1.

Despite the fact that the Northern District of Georgia and the Eleventh Circuit both ruled
against Petitioner in the Civil Action (Petition to Cancel, | 13, 16), and the fact that the Board
dismissed Petitioner’s Prior Cancellation Proceeding with prejudice (Petition to Cancel, ] 19),
Petitioner has since filed application Serial No. 86-452,290 for the mark DAN TANA’S for
“restaurant services” in International Class 43 on November 12, 2014. Petition to Cancel, 6.

Finally, on July 29, 2015, Petitioner filed the present Petition to Cancel Registrant’s

Registration on the ground of fraud. See Petition to Cancel, [ 45.

III. LEGAL STANDARD

Entry of summary judgment is appropriate where there are no genuine disputes as to any
material facts, thus allowing the case to be resolved as a matter of law. Fed. R. Civ. P. 56(a). A
factual dispute is genuine if, on the evidence of record, a reasonable fact finder could resolve the
matter in favor of the non-moving party. See Opryland USA Inc. v. Great Am. Music Show Inc.,
970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme Foods, Inc. v. Roundy's, Inc.,
961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir. 1992). Evidence on summary judgment must be
viewed in a light favorable to the non-movant, and all justifiable inferences are to be drawn in
the non-movant's favor. Lloyd's Food Prods., Inc. v. Eli's, Inc., 987 F.2d 766, 25 USPQ2d 2027,
2029 (Fed. Cir. 1993); Opryland USA, 23 USPQ2d at 1472. The Board may not resolve genuine
disputes as to material facts on summary judgment; it may only ascertain whether genuine

disputes as to material facts exist. See Lloyd's Food Prods., 25 USPQ2d at 2029; Olde Tyme



Foods, 22 USPQ2d at 1542.

Once a moving party demonstrates the absence of any genuine issue of material fact and
that it is entitled to judgment as a matter of law, the burden shifts to the nonmoving party to
present sufficient evidence to show an evidentiary conflict as to one or more material facts in
issue. Hornblower & Weeks Inc. v. Hornblower & Weeks Inc., 60 USPQ2d 1733, 1739 (TTAB
2001). In countering a motion for summary judgment, more is required than mere assertions of
counsel. Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 626-27 (Fed. Cir. 1984). The
non-movant may not rest on its conclusory pleadings but, under Rule 56, must set out, usually in
an affidavit by one with knowledge of specific facts, what specific evidence could be offered at
trial. Barmag Barmer Maschinenfabrik AG v. Murata Machinery, Ltd., 731 F.2d 831, 836, 221
USPQ 561, 564 (Fed.Cir.1984). A non-movant runs the risk of a grant of summary judgment by

failing to disclose the evidentiary basis for its claim. Pure Gold, 739 F.2d at 627.

IV. ANY CLAIM PETITIONER COULD HAVE BROUGHT REGARDING
REGISTRANT’S MARK FOR “RESTAURANT SERVICES” IS PRECLUDED
UNDER THE DOCTRINE OF RES JUDICATA.

Petitioner is unable to bring a Petition to Cancel based on its application for the mark
DAN TANA'’s for “restaurant services,” through application Serial No. 86-452,290 or any other
application to register such a mark, because of the doctrine of res judicata. Petitioner already
raised — and lost on the merits — the same claim against Registrant in its predecessor-in-interest
Tana’s “Prior Cancellation Proceeding.”

Under the doctrine of res judicata or claim preclusion, the entry of a final judgment “on
the merits” of a claim (i.e., cause of action) in a proceeding serves to preclude the re-litigation of
the same claim in a subsequent proceeding between the parties or their privies, even in those
cases where prior judgment was the result of a default or consent. See Lawlor v. National Screen
Service Corp., 349 U.S. 322, 75 S.Ct. 865, 99 L.Ed. 1122 (1955); Chromalloy American Corp. v.
Kenneth Gordon, Ltd., 736 F.2d 694, 222 USPQ 187 (Fed. Cir. 1984); and Flowers Industries,
Inc. v. Interstate Brands Corp., 5 USPQ2d 1580 (TTAB 1987). A second suit will be barred by

claim preclusion if there is: (1) identity of parties (or their privies); (2) an earlier final judgment



on the merits of a claim; and (3) a second claim based on the same set of transactional facts as
the first. Jet Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 55 USPQ2d 1854, 1856 (Fed. Cir.
2000).

A. Petitioner Does Not and Cannot Dispute That the Parties to the Prior
Cancellation Proceeding Were the Same as the Ones in the Present Petition
to Cancel.

The first element of claim preclusion is met because the parties to the “Prior Cancellation
Proceeding” were the same parties as those in the present Petition to Cancel. Notably, Petitioner
did not dispute in either its Petition to Cancel or in its Opposition to Registrant’s Motion to
Dismiss the Petition to Cancel that the parties or their privities are the same between the Prior
Cancellation Proceeding and the present cancellation proceeding.

As alleged by Petitioner in its present Petition to Cancel, “Petitioner is the owner, by
assignment from its predecessor Dan Tana (“Tana”), of all rights in and to the mark DAN
TANA'’S for restaurant services.” Petition to Cancel, { 1. Therefore, Petitioner (the party
seeking the cancellation in this action) is in privity with Tana (the party that sought cancellation
in the Prior Cancellation Proceeding). Moreover, Petitioner alleged that both ‘Petitioner’s
predecessor Tana and Registrant were engaged in [the Prior Cancellation Proceeding] in which
Registrant’s right to register and use the mark DANTANNA'’S for restaurant services were
involved.” Petition to Cancel,  10. Accordingly, it is undisputed that both Petitioner and
Registrant were parties to both the Prior Cancellation Proceeding and the present Petition to

Cancel.

B. Petitioner Does Not and Cannot Dispute That There Was a Final Judgment
on the Merits in the Prior Cancellation Proceeding.

Similarly, the second element of claim preclusion is met, because there was a final
judgment on the merits in the Prior Cancellation Proceeding. Again, Petitioner did not dispute in
either its Petition to Cancel or in its Opposition to Registrant’s Motion to Dismiss the Petition to
Cancel that the Prior Cancellation Proceeding resulted in a dismissal with prejudice based on

Petitioner’s failure to respond to the Board’s order to show cause and Petitioner’s “apparent loss



of interest.”

Whether the judgment in the prior proceeding was the result of a dismissal with prejudice
or even default, it is a final judgment on the merits for claim preclusion purposes. The Urock
Network, LLC, 115 U.S.P.Q.2d 1409 (TTAB 2015) (citing Morris v. Jones, 329 U.S. 545, 550-51
(1947) (“A judgment of a court having jurisdiction of the parties and of the subject matter
operates as res judicata, in the absence of fraud or collusion, even if obtained upon a default.”)
(citation omitted); Wells Cargo, Inc. v. Wells Cargo, Inc., 606 F.2d 961, 203 USPQ 564, 566
(CCPA 1979) (“Default judgments generally operate as res judicata....”) (citations omitted); see
also Orouba Agrifoods Processing Co. v. United Food Import, 97 USPQ2d 1310, 1314-15
(TTAB 2010) (granting summary judgment to registrant on claim preclusion where petitioner’s
prior opposition had been dismissed with prejudice for failure to prosecute the case). Here, the
Prior Cancellation Proceeding resulted in a dismissal with prejudice based on Petitioner’s failure
to respond to the Board’s order to show cause and “apparent loss of interest.” Petition to Cancel,
q 19; Taylor Decl., { 14. Therefore, the Prior Cancellation Proceeding would qualify as an
earlier final judgment on the merits for purposes of claim preclusion.

In Petitioner’s Opposition to Registrant’s Motion to Dismiss, Petitioner claimed without
support that its Prior Cancellation Proceeding was dismissed only on “procedural grounds” and
never adjudicated on the merits. However, Federal Circuit and Board precedent clearly hold that
there is no requirement for the actual litigation of issues for claim preclusion, which instead
operates by virtue of a final judgment, including by default, consent, or dismissal with prejudice.
Young Engineers v. US Intern. Trade Com'n, 721 F.2d 1305, 1314 (Fed. Cir. 1983); The Urock
Network, LLC v. Umberto Sulpasso, 115 U.S.P.Q.2d 1409, at *4 (TTAB 2015)
(“Notwithstanding [Petitioner’s] contention that claim preclusion is inapplicable here because the
prior proceeding was ended by a ‘technical procedure,” whether the judgment in the prior
proceeding was the result of a dismissal with prejudice or even default, for claim preclusion
purposes, it is a final judgment on the merits.”). Since it is undisputable that the Prior

Cancellation Proceeding was dismissed with prejudice based on Petitioner’s “apparent loss of



interest,” the “final judgment on the merits” element of res judicata is clearly met.

C. The Present Petition to Cancel Is Based on the Same Set of Transactional
Facts as the Prior Cancellation Proceeding, and Petitioner Had at Least
Constructive or Inquiry Notice of the Possible Cause of Action for Fraud.

Finally, the third element of claim preclusion is met because the present Petition to
Cancel is based on the same set of transactional facts as the Prior Cancellation Proceeding. Both
cancellation actions have sought the cancellation of Registration Number 2,929,764. Petition to
Cancel, p. 1 and { 10. Thus, at a minimum, the Prior Cancellation Proceeding precludes
Petitioner from bringing any claim to cancel the Registration that stems from Petitioner’s
application to register the DAN TANA’s mark for restaurant services in International Class 43.
Petition to Cancel, 6. However, the doctrine of res judicata bars not only the claims that were
raised, but also those that “could have been raised” in the action. Rivet v. Regions Bank of La.,
522 U.S. 470, 476 (1998). Despite having notice of the Declaration filed on March 8, 2010,
Petitioner’s predecessor-in-interest Tana made no attempt to amend its petition in the Prior
Cancellation Proceeding to include fraud in the Declaration as a ground for cancellation. Taylor
Decl., | 12; see also Petition to Cancel, generally. Therefore, as Petitioner even alleges that the
Prior Cancellation Proceeding involved “Registrant’s right to register and use the mark
DANTANNA'’S for restaurant services” generally (Petition to Cancel, J 10), Petitioner is
likewise precluded from bringing any claim to cancel Registrant’s right to register and use the
mark DANTANNA'’S on the ground of fraud, including a claim stemming from Petitioner’s
application Serial No. 86-452,382 for marinara sauce. Petition to Cancel, { 6. Consequently, the

entire Petition to Cancel is precluded under the doctrine of res judicata.

1. The Prior Cancellation Proceeding Involved the Same Transactional
Facts as the Present Cancellation Proceeding.

Petitioner has contended that the Prior Cancellation Proceeding did not involve the same
transactional facts as the present proceeding, even though: (i) both were petitions to cancel
Registrant’s Registration No. 2,929,764 for the mark DANTANNA’s for restaurant services; (ii)

in which Petitioner claimed damages to its own DAN TANA’S mark for restaurant services; (iii)



resulting from the USPTO’s issuing Office Actions refusing Petitioner’s applications to register
its mark because of a likelihood of confusion with Registrant’s mark under § 2(d) of the Lanham
Act, 15 U.S.C. § 1052(d). See Taylor Decl., Exhibit B at p. 1-2; Petition to Cancel, p. 1-3.!
Thus, the subject and prayer for relief of the petitions are the same, the claimed damages are the
same, and the cause of the damages are the same. Id. These compose the same core or nucleus
of operative facts, notwithstanding Petitioner’s attempt to distinguish its second petition to
cancel by pointing to its new ground of fraud, which it could have raised in the first petition to
cancel.

Contrary to the Petitioner’s suggestion, neither the specific ground of fraud nor the
specific facts on which the claim is based need to have been actually raised in the Prior
Cancellation Proceeding. Rather, “[t]his bar extends to relitigation of ‘claims that were raised or
could have been raised’ in an earlier action. The Urock Network, 115 U.S.P.Q.2d 1409, at *4
(TTAB 2015) (citing Allen v. McCurry, 449 U.S. 90, 94 (1980); Migra v. Warren City School
Dist. Bd. of Educ., 465 U.S. 75, 77 n.1 (1984)) (emphasis in original). Thus, “[c]laim preclusion
refers to the effect of a judgment in foreclosing litigation of a matter that never has been
litigated, because of a determination that it should have been advanced in an earlier suit.” Jet,
Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 1362 (Fed. Cir. 2000). While the Board and the
Federal Circuit recognize that an infringement action in district court generally differs from a
cancellation proceeding before the Board for claim preclusion purposes, such a distinction does
not exist if a plaintiff’s two actions shared a common basis and pursued the same prayer for
relief to prevent the defendant’s ability to register its mark. Sharp Kabushiki Kaisha a/k/a Sharp
Corp., 91154103, 2012 WL 2930648, at *2-3 (TTAB 2012) (contrasting Jet, 223 F.3d at 1364).

As recognized by Petitioner, the Federal Circuit is guided by the Restatement (Second) of

Judgments in determining whether a plaintiff's claim in a particular case is barred by claim

' Moreover, Petitioner repeatedly notes that both the Prior Cancellation Proceeding and the Civil Action involved
“Registrant’s right to register and use the mark DANTANNA'’S for restaurant services” and “Registrant’s right to
register and use the mark that is the subject of the Registration and to keep the mark on the register.” Petition to
Cancel, ] 10, 26, 27, 32. This is again the subject of the present cancellation proceeding.



preclusion. The Urock Network, 115 U.S.P.Q.2d 1409, at *5 (TTAB 2015); Young Engineers,

721 F.2d at 1314. The Restatement provides that:

(1) When a valid and final judgment rendered in an action extinguishes the
plaintiff's claim pursuant to the rules of merger or bar . . . the claim
extinguished includes all rights of the plaintiff to remedies against the
defendant with respect to all or any part of the transaction, or series of
connected transactions, out of which the action arose.

(2) What factual grouping constitutes a “transaction”, and what grouping
constitutes a “series”, are to be determined pragmatically, giving weight
to such considerations as whether the facts are related in time, space,
origin or motivation, whether they form a convenient trial unit, and
whether their treatment as a unit conforms to the parties' expectations or
business understanding or usage.

Id. (emphasis added). Although Petitioner stresses the fact that it is bringing a different “cause
of action” in the present Petition to Cancel, the “Restatement speaks in terms of claims and does
not make reference to ‘causes of action,’” since “generally, reference to a ‘cause of action’ in this
connection leads to consideration of what have come to be regarded as irrelevant matters.”
Young Engineers, 721 F.2d at 1314 n.6 (emphasis in original). For instance, a party may be
precluded from bringing a petition to cancel on the theory or cause of action of abandonment
even when its earlier petition to cancel was based on a theory or cause of action for fraud. See
Vitaline Corp. v. Gen. Mills, Inc., 891 F.2d 273, 275 (Fed. Cir. 1989).

The facts of this case closely resemble those in S Industries, Inc. and Central Mfg. Co. v.
Covington Industries, Inc., in which the Board precluded a petition to cancel on the grounds of
fraud and abandonment that “could have been brought together” with a previous petition to
cancel on the ground of likelihood of confusion under Section 2(d). S Industries, Inc. and
Central Mfg. Co. v. Covington Industries, Inc. 69, 2002 WL 31651761, at *5 (TTAB 2002). The
Board concluded that the claims in these two petitions were “the same” since “[bJoth petitions
seek the same relief (the cancellation of the same registration) for at least overlapping reasons
(petitioner is the owner of the same registration and that petitioner will be damaged by the
continuing presence of that registration on the register).” Id. Although the Board in S Industries

ultimately precluded only the abandonment claim and not the fraud claim, this was because the

10



petitioner “could not have” raised the fraud claim in the first cancellation action since it was
based on an affidavit submitted on December 9, 1994, i.e., well after the first cancellation was
dismissed with prejudice on April 28, 1993. See S Indus., Inc., 69, 2002 WL 31651761, at *5, 8
(TTAB 2002); see also Taylor Decl., Exhibit J 2 Thus, the only reason the fraud cause of action
was not precluded like the abandonment cause of action in that case was because the petitioner
truly had no claim yet. Here, however, Petitioner easily “could have raised” the fraud claim at
issue in the present Petition to Cancel well before the Prior Cancellation Proceeding was
dismissed with prejudice. Unlike in S Industries, the USPTO issued the Combined Notice of the
Declaration on March 26, 2010 over eight months before the Board dismissed the Prior
Cancellation Proceeding on December 14, 2010. Petition to Cancel, q 19, 37; Taylor Decl., { 7,
Exhibit D.

Thus, it is immaterial to the claim preclusion analysis that Petitioner is now bringing a
cause of action for fraud when it previously brought a cause of action for likelihood of
confusion. Both causes of action are part of the same claim for cancellation of the Registration

based upon alleged damages to Petitioner’s mark.

2. Petitioner Had Either Constructive or Inquiry Notice of the Cause of
Action for Fraud During the Prior Cancellation Proceeding.

Because Petitioner had either constructive or inquiry notice of the Declaration over eight
months prior to when the Prior Cancellation Proceeding was terminated, it could easily have
amended its previous petition to cancel to include the cause of action for fraud. A party is
charged with “constructive notice” of a public record of a registration on the principal register.
Bridgestone/Firestone Research Inc. v. Automobile Club de I'Ouest de la France, 245 F.3d 1359,
1362 (Fed. Cir. 2001); Teledyne Technologies, Inc. v. Western Skyways, Inc., 78 U.S.P.Q.2d
1203, at *9 (TTAB 2006). Additionally, a party is charged with “inquiry notice” when
circumstances would lead a reasonable person to begin investigating the possibility that his legal

rights had been infringed. See Merck & Co., Inc. v. Reynolds, 130 S. Ct. 1784, 1797 (2010). A

? The Board may take notice of filings in other TTAB proceedings. The Urock Network, 115 U.S.P.Q.2d 1409, at *6
n.10 (TTAB 2015) (citing Kraft, Inc. v. Balin, 209 USPQ 877, 881 n.8 (TTAB 1981)).

11



party’s “constructive or inquiry notice” of publicly recorded documents “renders any claims
stemming from these documents as barred by res judicata, as such claims could have and should
have been brought” in the first action. See Carlisle v. Matson Lumber Co., 186 F. App'x 219,
224 (3d Cir. 2006).

Although Petitioner insists it did not have notice of the Combined Declaration such that it
“could have raised” its cause of action for fraud in the Prior Cancellation Proceeding, Petitioner
had at least constructive notice or inquiry notice of it when the USPTO issued its public record
of the Combined “Notice” of the Declaration. See Petition to Cancel,  37; Taylor Decl. q 7; see
also In re Shell Oil Co., 992 F. 2d 1204, 1207 n.3 (Fed. Cir. 1993) (the Board may take judicial
notice of agency action relating to declarations under Sections 8 and 15, since it is an
adjudicative fact of a “public record”). Petitioner had at least constructive notice of both the
Declaration and the Combined Notice of the Declaration when they were publicly recorded by
the USPTO. Petitioner also had inquiry notice of both the Declaration and the Combined Notice,
since it was actively seeking to cancel the Registration at the time when the Declaration and the
Combined Notice were publicly recorded and had a motivation to track any filings pertaining to
the Registration.

Petitioner had this constructive or inquiry notice of the Declaration and the Combined
“Notice” for over eight months before the Board dismissed the Prior Cancellation Proceeding
with prejudice. See Petition to Cancel, ] 19, 37; Taylor Decl., { 7. In fact, on September 7,
2010, the Board even issued an order roughly five months after the Combined Notice that
instructed Petitioner to amend its petition to cancel from the Prior Cancellation Proceeding for
other grounds. See Petition to Cancel, {37; Taylor Decl., { 10, Exhibit F. The Board then issued
a subsequent order on October 26, 2010 for Petitioner to show cause why the Prior Cancellation
Proceeding should not be dismissed with prejudice. Taylor Decl., | 13, Exhibit H. Instead of
taking any action, however, Petitioner displayed an “apparent loss of interest,” and the Board
dismissed its Prior Cancellation Proceeding with prejudice. Taylor Decl., | 14, Exhibit L

Petitioner cannot argue that it had no notice of the resumption of the Prior Cancellation

12



Proceeding, since Registrant served a copy of its request to remove the suspension of the
proceedings to the Petitioner. Taylor Decl., | 11, Exhibit G; Petition to Cancel, { 18.
Accordingly, given the ample amount of time the Board afforded to the Petitioner to
amend its petition in the Prior Cancellation Proceeding, as well as the clear motivation that
Petitioner had to track the status of the Registration it was actively seeking to cancel, Petitioner
easily “could have” amended its petition to include the cause of action raised in the present
Petition to Cancel. Petitioner’s claim for fraud is thus precluded under the doctrine of res

judicata.

V. CONCLUSION

Based on the foregoing, Registrant respectfully requests that the Board dismiss the

Petitioner’s Petition to Cancel.

Respectfully submitted,

PROCOPIO, CORY, HARGREAVES
& SAVITCH LLP

Dated: January 25, 2016 By: _ /Lisel M. Ferguson/
Lisel M. Ferguson
Procopio, Cory, Hargreaves & Savitch LLP
525 B Street, Suite 2200
San Diego, CA 92101
Telephone: (619) 238-1900
Facsimile: (619) 235-0398
Email: Imf@procopio.com

Attorneys for Applicant
GREAT CONCEPTS, LLC
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CHUTTER, INC.’S PETITION TO CANCEL is being mailed via United States mail, postage

prepaid and sent electronically, on January 25, 2016 to the counsel for Registrant as follows:

Bruce W. Baber

King & Spalding LLP
1180 Peachtree Street
Atlanta, Georgia 30309
Telephone: 404-572-4600
Facsimile: 404-572-5100
bbaber@kslaw.com

Kathleen E. McCarthy

1185 Avenue of the Americas
New York, New York 10036-4003
Telephone: 212-556-2100
Facsimile: 212-556-2222
kmccarthy @kslaw.com

Dated: January 25, 2016 By:
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/Lisel M. Ferguson/

Lisel M. Ferguson



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
CHUTTER, INC.,
Petitioner, CANCELLATION NO. 92061951

V.

GREAT CONCEPTS, LLC,

— N N N N N N N N

Registrant.

DECLARATION OF FREDERICK K. TAYLOR IN SUPPORT OF
GREAT CONCEPTS, LLC’S MOTION FOR SUMMARY JUDGMENT UNDER
FED.R.CIV.P. 56 REGARDING CHUTTER, INC.’S PETITION TO CANCEL

I, Frederick K. Taylor, declare as follows:

1. I am an attorney duly licensed to practice before all courts in the State of
California and this Court. I am a partner with the law firm of Procopio Cory Hargreaves &
Savitch LLP, attorneys of record herein for Registrant Great Concepts, LLC (“Registrant”).

2. I have personal knowledge of the facts set forth herein and if called as a witness, I
would and could competently testify to the truth thereof.

3. On March 1, 2005, the United States Patent and Trademark Office issued
Registration No. 2,929,764 to Registrant for the mark DANTANNA'’S in connection with steak
and seafood restaurants in International Class 43 (the “Registration”). Attached hereto as
“Exhibit A” is a true and correct copy of Registration No. 2,929,764.

4. On June 6, 2006, Petitioner’s predecessor-in-interest, Dan Tana (“Tana”), filed
Cancellation No. 92045947 (the “Prior Cancellation Proceeding”) with the Trademark Trial and
Appeal Board (the “Board”), which involved Registrant’s right to register and use the mark
DANTANNA'’S for “restaurant services.” Attached hereto as “Exhibit B” is a true and correct
copy of the Petition to Cancel from the Prior Cancellation Proceeding.

5. On March 13, 2008, Petitioner’s predecessor-in-interest Tana commenced a civil

action for infringement against Registrant in the United States District Court for the Northern



District of Georgia, Civil Action No. 1:08-CV-975-TWT (the “Civil Action”), which also
involved Registrant’s right to register and use the mark DANTANNA’S for “restaurant
services.”

6. On March 8, 2010, while the Prior Cancellation Proceeding and the Civil Action
were still pending, Registrant’s counsel, Frederick K. Taylor, signed and filed with the USPTO
on behalf of Registrant a “Combined Declaration of Use and Incontestability under Sections 8 &
15” (the “Declaration”) with respect to the Registration. Attached hereto as “Exhibit C” is a true
and correct copy of the Declaration.

7. On March 26, 2010, the USPTO issued a Combined Notice of Acceptance (as to
Section 8) and Notice of Acknowledgement (as to Section 15) (the “Combined Notice”) with
respect to the Registration, which was over eight months before the Board dismissed the Prior
Cancellation Proceeding on December 14, 2010. Attached hereto as “Exhibit D” is a true and
correct copy of the Combined Notice.

8. The Civil Action subsequently ended after the U.S. Court of Appeals for the
Eleventh Circuit issued a mandate on August 13, 2010 for its opinion affirming the district
court’s judgment and order granting summary judgment in favor of Registrant.

9. On September 1, 2010, Registrant filed a Request to Remove Suspension of
Proceedings relating to the Prior Cancellation Proceeding. Attached hereto as “Exhibit E” is a
true and correct copy of the Request to Remove Suspension of Proceedings.

10. On September 7, 2010, the Board issued an order to resume the Prior Cancellation
Proceeding, in which the Board instructed Petitioner to amend its petition to cancel from the
Prior Cancellation Proceeding. Attached hereto as “Exhibit F” is a true and correct copy of the
Board’s Order to resume the Prior Cancellation Proceeding.

11. On September 8, 2010, I served a copy of Registrant’s Request to Remove
Suspension of Proceedings to counsel for the Petitioner. Attached hereto as “Exhibit G” is a true
and correct copy of Certificate of Service regarding Registrant’s Request to Remove Suspension
of Proceedings.

12. Despite having at least constructive or inquiry notice of the Declaration filed on

March 8, 2010, Petitioner’s predecessor-in-interest Tana made no attempt to amend its petition in



the Prior Cancellation Proceeding to include fraud as a ground for cancellation.

13. On October 26, 2010, the Board issued an “order to show cause why [the Prior
Cancellation Proceeding] should not be dismissed with prejudice based on petitioner’s apparent
loss of interest.” Attached hereto as “Exhibit H” is a true and correct copy of the Board’s Order
to Show Cause.

14. Subsequently, the Prior Cancellation Proceeding ended when the TTAB entered
an Order terminating the proceeding on December 14, 2010, as a result of default by Petitioner’s
predecessor-in-interest Tana. Attached hereto as “Exhibit I” is a true and correct copy of the
Board’s Order Dismissing Cancellation No. 92045947 with Prejudice on December 14, 2010.

15. Attached hereto as “Exhibit J” is a true and correct copy of the combined Section
8 and 15 Affidavit for Registration No. 1,516,448, which was the subject of a similar case, S
Industries, Inc. and Central Mfg. Co. v. Covington Industries, Inc. 69, 2002 WL 31651761
(TTAB 2002).

I declare under penalty of perjury under the laws of the State of California that the

foregoing is true and correct.

Executed this 25th day of January, 2016 in San Diego, California.

[Frederick K. Taylor/
Frederick K. Taylor




CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing DECLARATION OF
FREDERICK K. TAYLOR IN SUPPORT OF GREAT CONCEPTS, LLC’S MOTION FOR
SUMMARY JUDGMENT UNDER FED.R.CIV.P. 56 REGARDING CHUTTER, INC.’S
PETITION TO CANCEL is being mailed via United States mail, postage prepaid and sent

electronically, on January 25, 2016 to the counsel for Registrant as follows:

Bruce W. Baber

King & Spalding LLP
1180 Peachtree Street
Atlanta, Georgia 30309
Telephone: 404-572-4600
Facsimile: 404-572-5100
bbaber@kslaw.com

Kathleen E. McCarthy

1185 Avenue of the Americas
New York, New York 10036-4003
Telephone: 212-556-2100
Facsimile: 212-556-2222
kmccarthy @kslaw.com

Dated: January 25, 2016 By: _ /Lisel M. Ferguson/
Lisel M. Ferguson
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Word Mark DANTANNA'S

Goods and Services IC 043. US 100 101. G & S: Steak and Seafood Restaurant. FIRST USE: 20030930. FIRST USE IN COMMERCE: 20030930
Mark Drawing Code (1) TYPED DRAWING

Serial Number 78259855

Filing Date June 9, 2003

Current Basis 1A

Original Filing Basis 1B

Published for Opposition  February 3, 2004
Registration Number 2929764

Registration Date March 1, 2005

Owner (REGISTRANT) Great Concepts, LLC LIMITED LIABILITY JOINT STOCK COMPANY GEORGIA P. O. Box 2937 Duluth GEORGIA 30096
Attorney of Record Lisel M. Ferguson

Type of Mark SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20141121.

Renewal 1ST RENEWAL 20141121

Live/Dead Indicator LIVE
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Tocxer & Larorr LILP TTAB

COUNBELORS AT LaW
G0 EAST B4 STRELT

SIS K. MANSFIELD AVENUE NEW YORK, NEW YORK 10028 OO JERICHOD QUADRANGLE
LOS ANGELES, CA 90038 {218 AT BRG2 SUITE 236
{3233 OG- 4O TRIR PR SBOH FAN SJERICHO, NY 7583
BB 3D~ BI3G FAX 1B16) 94 R-BI00
- 8163 GI2-GOB0 FAX

ROBERT L. TUCKER
AFBCHINEH LATIFIINY. CA & D.C.}

ALER. LATIFY
CORY M. BAKER

June 7, 2006

BY EXPRESS MAIL
Commissioner for Trademarks
P.0. Box 1451

Alexandria, VA 22313-1451
Attn: TTAB

Re: Dan Tana —~ Canceliation Proceeding of Reg. No. 2.929.764

Dear Sir:

Attached for filing please find duplicate original Peritions Jor Cancellation of
Registration Number 2,929,764 for the mark DAN TANNA’'S based on the fact that the
Registration was obtained fraudulently by registrant Great Concepts, LLC. Also attached is a credit
card payment form in the amount of $300.00 to cover the required filing fee.

Please file the attached Petitions and acknowledge receipt thereof by date stamping
and returning the self - addressed enclosed post card.

»

Reyﬁ!ﬂysubmimd, .

SCHINEH LAT}%




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DAN TANA
Cancetlation No.
Petitioner,

-against-

GREAT CONCEPTS, LLC

Respondent,

PETITION FOR CANCELLATION

Petitioner, Dan Tana (“Petitioner™), believes that he will be damaged by the
continued registration of US. Trademark Registration Number 2,929,764 for the mark
DANTANNA’S for restaurant s.emices in International Class 43 and hereby petitions for the
cancellation thereof.

The grounds for cancellation are as follows:

i Petitioner is an individual with an office and place of business Jocated at
Dan Tana’s, 9071 Santa Monica Boulevard, L;os Angeles, Catifornia 90069.

2 Upon information and belief, Respondent, Great Concepts, LLC
(“Respondent”) is a Georgia limited liability company with an office and place of business located
at 10500 NW 5% Manor, Plantation, Florida 33324, is listed with the U.S. Patent & Trademark
Office {*PTO”) records as the alleged cwrent owner of Registration Number 2&2‘),764 of March 1,

2005 for the mark DANTANNA'S for restaurant services in International Class 43.




DAN TANA, since as early as 1964. Consequently, DAN TANA’S restaurant has not only become
an establishment in Los Angeles but it has achieved nationa] and international farme and notoriety as
a result of the frequent patronage by celebrities to this restaurant and the unsolicited media coverage
Petitioner continuounsly receives for his restaurant,

5. In fact, the press has referred to Petitioner’s restaurant as “a legendary
Hollywood hotspot”, “a rare place”, “the ultimate LA hangout™ and a “shrine” and to Dan Tana as a
“preeminent restaurateur”, Attached hereto and collacﬁvcly identified as Exkibit 1 are copies of
some of the unsolicited press coverage Petitioner has received for his famous restaurant.

6. Interestingly, by the 1970s Pefitioner’s namesake restaurant had gained
such fame and notoriety, not only in Hollywood, but throughout the country, that Petitioner was
approached by the famous producer, Aaron Spelling, sceking to use the DAN TANA name as the
name of the lead character for the television series VEGAS,

7. The Vegas ielevision series successfully ran for several years, providing
Petitioner and his DAN TANA'S restaurant with even more fame and recognition.

8. There is no doubt that over the years, DAN TANA'S restaurant has become
an institution and its owner, Dan Tana, a legend. In fact, Dan Tana is probably as famous as the
celebrity stars, such as George Clooney, Matt Damon and Brad Pitt, who frequent his DAN
TANA’S restaurant.

9. Afler 42 years in continuous operation and numerous unsolicited newspaper
and magazine articles, consumers and restaurant goers readily identify DAN TANA'S restaurant
with its owner and Petitioner herein, Dan Tana.

10. On December 31, 2005, the PTO issued an Office Action in connection
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DAN TANA’S restaurant.

Respondent’s Mark Should Not Have Been
Registered Pursuant to Section 2(a) of the Lanham Act

12 Scclioﬁ 2(a) of the Lanham Act clearly states that:
"No trademark... shall be refused registration ... unless it consists of or
comprises ... matter which may disparage or Jalsely suggest a connection
with persons, living or dead, institutions, beligfs, ...". Lanham Act § 2(a),
15US.C.A. § 1052(a).
13.  The Trademark Board has further expanded on Section 2(a) by enumerating
the following four elements of a successful § 2(a) claim that an applicant’s mark falsely sugoests a
comection with another person. The four elemenis enumerated by the Trademark Board are: (i) the
marks are the same as, or a close approximation of, the name or identity of another person; (i) the
mark points uniquely and unmistakably to the other person; {iii} the person named by the mark is
not connected with the activities of applicant; and, (iv) the prior user’s name or identity is of
sufficient fame or reputation that a connection with such person would be presumed when
applicant’s mark is used on applicant’s goods. In_re Wielinski, 49 U.S.P.Q2d 1754 (T T.AB.
1998); In re Sauer, 27 U.S.P.Q.2nd 1073 (T.T.A.B. 1993), aff’d, 26 F.3d 140 (Ped. Cir. 1994} (“Bo
Jackson has achieved great fame and notoriety, so that when his nickname is used as part of the “Bo
Ball” and design mark on applicant’s goods, purchasers will likely make a connection between him
and applicant’s producis™).

14, In the instant matter, (i) Respondent’s DANTANNA'S mark is identical to




DANTANNA'S restaurant; and, (iv) as evidenced by the unsolicited press caverage, a fraction of
which is submitted herewith, it is clear that Petitioner’s person and his restaurant are of sufficient
fame and reputation, where any use by Respondent of the DANTANNA'S mark is readily
associated with Petitioner.

15, There is no doubl tha Respondent’s initial application to register the
DANTANNA’S mark would have been refused under Section 2(a) had Respondent truthfully listed

the source of its mark - Petitioner’s DAN TANA name.

Respondent’s Registration Was Obtained Fraudulently
16.  As already stated above, a review of the original application filed by

Respondent on June 9, 2003 in the US. PTO reveals that Respondent did nof claim the name
DANTANNA’S 1o identify the name or names of living individuals. In fact, it is evident that
Respondent in an attempt to overcome the discovery after a search by the PTO examiner that DAN
TANA is the name of a famous restaurant and its owner decided to combine the first and last name
of the famous restaurateur to avoid having to state whether or not the mark identifies the name ofa
tiving individual.

17. In fact, a cursory search through google by simply searching for the name
DAN TANA provides 883,000 hits, all of which concern the famed restaurateur and his famous
DAN TANA’S restaurant. Annexed hereto and identified as Exhibit 2 is a copy of the initial google
search pages.

18.  Based on the unsolicited press coverage Petitioner has and continues to

receive for its famous restaurant, there is no doubt that not only consumers but people in the
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DANTANNA'S name to mislead the public into believing that its restaurant is in some way
associated with the famed DAN TANA’S, when in fact it is not.

20.  Upon information and belief, there is no other explanation at to why out of 2
wealth of marks available to be used in connection with the designation of a restaurant, Respondent
chose a famed name that was already associated with a well known persona and an esiab!;shcd
restaurant.

21, Upon information and belief, Respondent committed fraud on the U.S,
Trademark Office in obtaining its Registration No. 2,929,764 for the DANTANNA’S mark.

22. It is Petitioner’s position that Respondent’s initial application for the
DANTANNA'S mark should have been refused by the PTO based on Lanham Act § 2(a),
15UB.C.A. § 1052¢(a).

23, Since the application mistakenly matured into a registration, Petitioner
herein respectfully moves for the cancellation of Respondent’s U.S. Registration No. 2,929,764 for
the DANTANNA’S mark on the basis that Respondent obtained its Registration fraudulently.

24, Petitioner further maintains that the continued registration of Respondent’s
Registration No. 2,292,754 will cause injury and damage to Petitioner by confusing consumers into
believing that Respondent’s restaurant is somehow sponsored by or associated with Petitioner and
by barring the régistration of Petitioner’s rightful name, DAN TANA’S, under its Application
Serial No. 78/648306 on the U.S. Trademark Registry,

7
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WHEREFQORE, Petitioner hereby respectfully prays that said Registration Number

2,929,764 be cancelled with prejudice, and for such other and further relief as may be deemed

adequate and proper by the Board.

Dated: New York, New York
June 7, 2006

Respectfully submitted,

inch Latifi, Esq,” ~
cker & Latifi, L
60 East 84" Strefr

New York, NY 10028
(212) 472-6262
Alatifi@tuckerlatifi.com

Attorneys for Petitioner




Certificate of Service

{ hereby certify that two originals of the sttached document are being deposited on June 7,
2006 with the U.S. Postal Service as “Express Mail Post Office to Addressee™ service under 37 C.ER. 116
and is addressed to the Commissioner for Trademarks, P.O. Box 1451, Alexandria, Virginia 22313-1451,
Attn: TTAB.

Afls /‘éeh Latifi, Esq. 7>
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whay tor Fannover, one of dielr o e,
when moved w0 Canads, where he fed 2
Jewish sorcer Glub called Flakosh, He f-
nally camie o che Sextes e 1956 when he

i o Whsse e, A vaartean SNERY tean in

[nlwiys gor killed, and I never goe ro kiss

che gisd.” He appeaced in The Eveny Below
with Cuer Jurgens aad Robery Micchum
and also i¢ Riv Tre Tin, The Unrenebaliles

and Perer Goren

When sor working
on  movies, Dap
worked v seetununes
wndd clubs. Forawhile,
he was a pasteer o
Peppermine Wese,
i ciny’s frese st
faredaneinyg mghe-
club. T mmrrediced
the rwise o Hollw
sood,” be saysg Bue

soon sfter he married Andera Waesendhad
trhey ace vow divoreed), he lefe Prppeniing
e

Wast s beoome tise maleee & ar La Sa
was chere that he Srsv decided 1o stast

s
OWn CeSEAMIANS.

When Dun Tans's opened i 1904, 10wy
nist 3 neighboshood spagheta jowne wich
Mossolind's Former conk w8 firse chell Wich
che heip of Indwstey friends uad by keeping
the resrawane open loag after his compei-
rors had closed, Dag gendually tmsstormed
Tanu's frage i RS

"1 pever expected 10 Dan says of his




DAN TANA'S

{eontinzed from page 613

Michaet Caine. On his lapet be wears 2 ciny
brown weddy bear, his davgheer, flmmaker
Gabriclla Tene, gove him 1,000 of chem »
fase yaurs ago. His manners aee old world:
He is one of the few men who can tarry off
kissing s woman's hand. He does it swiftly,
smoothly and wichour hesitarion, the same
ay he lighss your cigatenee. 1e's one of the
thungs thar gives him his wemeadous
charm and enables him o get slong wich
anybody and everybody. He speaks Russian,
German and [ealian and has the sir of & man
win has embraced Ameriza bus m the past
has played by the rules of 2 much harsher
sociery. Everyone who works 1n che revraue
e has the serme qualicy.

Dan is 1 serious gambler and epul-
sively genecous. He once woo $100,000 ar
ehe track and shared o wich dhe swfl In
recurn, he enjoys ferocious loyalty fiom
friends and employess. On Avgust 1,
1980, the restaurant was ali bur deszroyed
by a mystenious fire while Dan was vaca-
doning in Yogoslavia. He few beck and
was told that jc would take seven monchs to
& yaar 1o rebudd,

He still enjoys celling che swory of wha
happeaed nexe: “Usually, it mskes seven
weeks 0 ger 3 permit so stae building,
bur it only fook us = conple of duys.” It
didn't hure thar then governor ferry
Beown was a segular 2z the dme, slong
wieh bis then girlfriend, singer Linds Ren-
stade. "On the frons door, there wers ait
inds of notes and flowees: “Please don't
change i, ieave i1 the way it was. This 1s
our home. " People asked, "Do vou wanruny
maney® It was very hearcwacming.”

Wk proseeded ac an ncredibly rapid
pace. “We got a builder, He was Yugost
e said, 1 will have » heare arcack, buce U1t

TIPSR N 3 T R L S T T
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one of them is nor Big Nino, the depury
chef, If the bar is Tana's heaer, then the
Kkirchen is irs soul.

Fuvorire customers (and & few Tana fam-
ily members) who altwags ear the same ching
or hve contribuced their own recipes some-
times have dishes named wfver them, This
has replaced metal aameplaces on che backs
of chairs, a system char provoked too much

jeslousy and was sbandoned afer the 1980

fire. Actor James Woods kwes che veal fo-
rentine, so Wy now called Veal Jiomy
Woods. The menu offess Steak Dabney

The Yugoslavs
all speak some
Spanish, and
the Mexicans
and Gentral
Americans have
picked up some
Serbo-Groat.

Colernan and Chicken Karl Malden.
Procucers Sidney Beckerman and Dine
Conei bave Poracces Beckerman {fried
German sryle with ontons) ang Swordfish &
fa Dae Conti {gniled wich olive oil, basit
and garlic).

There s constant teasion between the
ksechen staff and the staf our frone. When
a dish i ready, one of the cooks putssrona
buccher black for pickup. If che waiter isn 't
righe chere, chef Mace bangs onn berle bell
fe drives hien crazy if waiters don's pick up

« cinbs mriehin enrande and b clante an the

brune-of his anger. Bur chey stand cheir
geound and insisc chuc he give them
anocher seenk.

Friends often pop in o see Dasy in the
office upstairs and then stop by the
kicchen. Like many of the regulacs, they
know just abour everyone. Dan’s golfing
buddy, Roger, a Beverly Hills deneise, has
teeaced Maee, who suffers frequeacly from
roothaches. Mace is remuckably chin for 2
chefl he doesa’t Iks zo ear very muxch, and
be drinks only mineral water with lermon
prive, {While osedeching chis ardcle, |

worked ac Tane's for s month, and one day

Mace yelied ar me for eating my lunch oure
side on a scep while reading the paper.
“Come inmide and sic ot the mble,” he said.
“And pue che paper sy, Bar Bke & man.”
It was one of the longest things | ever heard
m say)

In conteast (o Mare, his depury Ning is
an envomIoUs M, Strong as an ox. Nino
comes from Split in Croneia, but he is half
Serb. Though ¢ is hard o believe from
looking ac him, he was once 2 wp water-
polo player. He hey « fearsome voice, but
when he shours be i almose always just kid-
ding sround.

In the kechen, Maee is cleardy in charge.
Avone cime, he did all the cooking himself,
and he s stili such s conerol freak thae he
stavs long beyond his shift ro make sure no
one is serewing up, He comay o ar I0orso
every moming and swares oo foncect the
marinzra and mear sauces, which are made
fresh every day and ke bours o prepare, If
1t 18 Thursday, he lovingly makes osso buco,
3 favoniee of muny of che regulam. He is
assisted 10 the mornings by Paco, who
cleans and curs an enormous amount of
whitefish, squid and chicken before serting
o work peeling gartic.

Tanas serves only dinner, so che firse shift
usually arrives around lunchume. Mike che
bartender comes in amound two to make




depuries, usuzlly Daajel or David, comes in
tround the sme cime 1o make aiftado
sauce, fry breaded *8gplant siices and ser
that chings are readly 0 g0 ac five,

Seme nighrs it gees busy righe avay. Bur
even of ic doesn’, you can feel che thyche of
the kizchen speeding up by seven, Berweer
seven-thitey and cighs, the orders seary
flooding in on piak ships of paper chac che
Witers stick on a spiice. [fchey include sai.
ads. the waiter shouss “ama Fringz!" {one
&reen salad) o “dos Carrres o™ {ewo Cassars)
© Filomens i the back. Reguluss mpve
abour che salad dressing ac Tana's, und o s
Filomene who Prepares iy aceording 1o a
secset Dan Tana recipe,

All fout cocks on the iine are equally
eesponsibie for che ordess. If one PULS 2 pan
o0 the stove and kg €6 um eway o deal
with someching else, the nexe Huy watches
it for him and cikes woff when irs seacly, ai]
without 2 word being suid, Ag chey bend o
ke seaff our of the Q¥ens or reach w pur g
steak on the grill or e 2 handfd of salc
over anedher’s arm, nor g single mevemenc
3 wasted—chey could be gymnasts or g
eam of Navy Seals.

O THE CUTSIDER . TiE LANDUAGHE OF
the kitchen and the wair Staff &5 can-
cous Esperanto, Listen cazsfully, and
you reakize you gre heasiag Spanish and
Serbo-Ceoar mixed wich heavily accenced
English. The Yugesiavs al speak sorne
Spanish, and che Mexicuns and Cengrat
Amenicans have picked up some Serbo-
Croae. Mostly cusse words, of course, bur
Grher pheages, roq. Danny che busboy, who
is Mexican, will often Shaut "Gaspads Sedeisr”
ar Nick the waiter, Pointing ur rhe slighely
w0 long sieeves of Nick rux. fr meuns
“Hey, Mr, Counery Boy” 1n Serbo-Croar.
And chey both deuble nver taughing.
One mighe expece chae 1 reseaurane
awaed by 2 Sarb whe employs members of
avery Bulkan erhnic group—Fhom Bosnian

L -

“If you really
want to he
successful with
a restaurant,
you can have
only one. It’s
like a wife

after Bnishing ouc cheir coneraces, che
called Dan Tana, whom he koew from che
istand of Hvar in che Adriatic, where Dan
has summeshouse. Dan gave him 2 job
and pur chem up unril chey found their
own fepr,

Anocher young Yugostay exile named
Dushko works g5 2 busboy. His father wag

-3 teading jouenalist in the old Yugostavia

and lived for o while i London. Dushko
speaks heavily sccented by very tapid
English and wafits ro anyone who wiff fis.
fen, purcicelarty shout films, though he has
& Frenchman cantempe for "Hollywood”
mavies. He'll drep off spme plates in che
kizcher and ask, "Tal me, do you koow
this fitm with Julie Chrisgie>” only w have
Ntno the cook cue in with "Ger the o
outen here, Py sick of you tatking, You're
like a spores sommentaror—alk, raik,
talk, Get oue of my kitchen™ }

The war 1a che Balkans and che breakup
of Yugaslavia have been painful for Dan.
Fis beloved vacation villa i o a beautiful
slaad thar s now varr of Croscia, Ha
designed the houss himsel? and over the

Fe308 has made i available 1o huadeeds of

friends. (Whan Wil Chamberlain arrjved
on the island accompanied by wwo gor.
Beous Swedish giclfriends  he woe sha

very loudly, “Whae the heip is chac
damned Serb doing hece?”

ONVENTIONAL RESTAURANT Wispop

holds that the owner of 3 rescaucane

aiust be thate all the time. But Dans
duties with UEFA, the Eusopean soccer
federation, and with che Yegosise Wortd
Cup ceam take him away for wesks ae g
seeeech. Whea be rerurns, shings righrea
up, the pace in the kicchen quickens, and
che service seems slightly mere polished,
Even customers can fesl the difference
w1 the air,

Dan comes through the sk, crowdeg
kicchen several times a day. They are casugd
visits—he doesa’s check che swmices becagse
be and Mare have worksd together for
neacly two decades—myee he notices sy
shing. If Dan chinks people are gerring
sloppy, he becomes an avenging ungel, alt
geniality exciaguished, eyes fashing.
“Clesn this up! Pur thac away! Whae che
hell do you rhink you s doing?” ] saw
him do chis only once, bug everyone in che
kitchen was Rarful and subdued, A balf
hour laeer, che city healch inspector arrived
for a spot check.)

Scidt, Dan’s absencos are Just as importane
1o the smooth runsing of the rescauraac, 1f
he were there il che time, the staff would
be w0 nervous. When he's away, the pluce
breathes and serecches and trundles righe
along. For Mike the manager and Jimmy
the matere &, the Tana Way is almost sec-
ond asture. Bur without Dan sz the helm,
che pecsonality of the place, ics whole cul-
wre, beging o undergo subte, almost
undereczble changes, like 2 ship veering
eversosiighely off couese. In che shoc term,
it doesn's magser; in che long werm, & could
be dangerous. Dan knows chis. and he
always comes back within six weeks.
"When I'm in wwa, Fm in the rescawranc
every night—even if | eac somewhers el:’;e,"

L (A . 1
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X ny celebs whocomein.
“He's ke Tamily” Say$ +

: o?mer Dan Tana. ‘This

At Dan Tana's, a legendary Hollywood hot

Cgthanks to the success of Orurh
gr;if Eleven — and his new hit Orean’s
£2 Twelve— George Clooney and

his on-sereen posse have reinvented

Frank Sinatra’ Rat Pack. And offscreen,

chey carry on the madigion ac the same

[-A restaorant, Dan Tana%, that Frank

anel hic friande aicired o s Tealion

ey e es e e @ s

st papilar dishes is pasea bolognese,
Burits she Owean’ ceowd, led by
restaurant regulars George and his
co-suar Brad Pire, who've added a dash
of glmnour to the stellar scene. “Brad _
and George are ususlly with 2 group of
friends,” says Neno. “Nobody bothers

rhors ans shae fanl ar hame andd cain »

spot, everyone is a star!

there that they wanted Dan

Tana’s to be represented in

Ocean’s ek — they got

maime d’ Craig Susser 1o

wlay 2 walter in the flm.

*T know all the boys, o it was fusn”
says Craig. “Tr was like & paid vacation.
Whar I realiv love doine is running




“Character,
Dan Tanner, intAe

7 Neno’ pasta bolognese

4 servings

1large onian, pegled and diced
% cup olive oil -
11b. ground beef

11b. ground veal

% cup chopped parsiev

"70s TV-stiow Vegas,
_WasTamed after the
restaurant's owner!

$pOon, stirin tomato paste and
oregano. Cook 2 min. Stir in wine

and cook (partially covered) 45 min.,, -
stirring accasionally, Meanwhile,

MRNAMG NARES Anenrrine tn mankamn
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Happy 40th Dan Tanal
Still Super Cool and...
In With the “In” Crowed!

Dan Tana's was ap toswder's ploce
A1 venrs ago and w's stll an insider’s
plage——catering o
ration ot

Sy gu
Fotlywood elite.
Frod Astaire ate there,
John Belushi had
dinner delivered from §
therve the night be
died. John Wayne
received a call from
President Nixon
while eating and Lionel
and John Barrymore
foved the food..now
s0 coes Drew. Lloyd
Bridges was a regular
as are sons, Jeff and
Beau. From The Eagles
and Red Hot Chili
Peppers to Larry King,
Nicole Kidman,
Cameron Diaz, Rod

i 43

Stars

men, spectacular wornen, movie
and moguls...thick steaks, stiff drinks...
no wonder it's fasted! 1t has some-
thing for everyone—yummy food!
Speaking of steaks. Dan Tana buys
{ his beef from a special
purvevor in Kangas
City and it arcives
b daily. The beel s qut
b by the chet as needad
ang {5 50 expensive,
Dang Tana says he
makes zero profit,
bur would never
consitlered another
source or a change
in portion size.

= at MGM and Stacy

3

Robert Mitchum's filn “Enemy Below.
He had another small part in “The
thrtouchables.” Recently, Dan Tana's
Maitre'd appeared in “Ocean’s 127
and producers Jerry :
Weintraub and Suzy
Ekins thought it would
be great 1o feature Craig
Susser in the moviy,
since he mingles with
“New Rar Packers™ and
Hollywood legends.
Craig is also featured
in “Be Cool” the “Cet
Shorty” sequel. a wole
rthat came because
Churis McGurk and
Michael Nathanson

Sher {“The Producers”)
4 are regulars at Dan
| Tuste’s as is the film's
star, Vince Vaugha.

i Geprge Clooney, Brad 8 ' :

} Pitt and Matt Damon duck in for rind
and dinner and so does Bed Buttons,
Stefanie Powers and Debbie Reynolds.
Dan Tana got started in the restaurant
business working as the Malire'd at
La Scala, then as a partrer at Pepperntint
Tevies Ho nnoned Dan Tana's in 1964.
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PTO Form 1583 (Rev 5/2006)
OMB No. 0651-0055 (Exp 12/31/2011)

Combined Declaration of Use and Incontestability under Section:
8 & 15

The table below presents the data as entered.

Input Field Entered

REGISTRATION

NUMBER 2929764
REGISTRATION

DATE 03/01/2005
SERIAL

NUMBER 78259855
MARK SECTION

MARK DANTANNA'S

OWNER SECTION (current)

NAME Great Concepts, LLC
STREET 2515 Highbrooke Trail
CITY Duluth

STATE Georgia

ZIP/POSTAL CODE | 30097

COUNTRY United States
PHONE 305-461-2228
FAX 305-461-2231

OWNER SECTION (proposed)

NAME Great Concepts, LLC
STREET 2515 Highbrooke Tralil
CITY Duluth

STATE Georgia

ZIP/POSTAL CODE | 30097

COUNTRY

United States




PHONE 305-461-2228

FAX 305-461-2231
EMAIL fkt@procopio.com
AUTHORIZED TO

COMMUNICATE Yes

VIA E-MAIL

ATTORNEY SECTION (current)

NAME R. Milton Crouch

FIRM NAME SHAPIRO FUSSELL, LLP

STREET 1360 PEACHTREE ST., SUITE 1200
CITY ATLANTA

STATE Georgia

POSTAL CODE 30309

COUNTRY United States

PHONE 4048702228

FAX 4048702220

EMAIL mcrouch@shapirofussell.com

ATTORNEY SECTION (proposed)

NAME Frederick K. Taylor

FIRM NAME Procopio Cory Haregreaves & Savitch
STREET 530 B Street, Suite 2100
CITY San Diego

STATE California

POSTAL CODE 92101

COUNTRY United States

PHONE 619-238-1900

FAX 619-235-0398

EMAIL fkt@procopio.com
AUTHORIZED TO

COMMUNICATE Yes

VIA E-MAIL

GOODS AND/OR SERVICES SECTION
INTERNATIONAL

043



CLASS

GOODS OR

SERVICES KEEP ALL LISTED

SPECIMEN FILE NAME(S)

FILEORlelNAL POF | SPN0-209242145130-140748000 . DanatanasWebsiteHome.pdf
CONVERTED

PDF FILE(S) \TICRS\EXPORTQIMAGEOUT9\782\598\78259855\xmI2\8150002.JPG
(1 page)

e OINALPRE T SPN0-209242145130-140748000 . DantanasDinnerMenu.pdf
CONVERTED

PDF FILE(S) \TICRS\EXPORTQIMAGEOUT9\782\598\78259855\xmI2\8150003.JPG
(1 page)

SPECIMEN Electronic screenshot captures of subject mark as used on company's

DESCRIPTION public website and online menu.

PAYMENT SECTION

NUMBER OF 1

CLASSES

NUMBER OF 1

CLASSES PAID

SUBTOTAL

AMOUNT 300

TOTAL FEE PAID 300

SIGNATURE SECTION

SIGNATURE /Fred Taylor/
SIGNATORY'S :
NAME Frederick K. Taylor
SIGNATORY'S :
BOSITION Senior Counsel
DATE SIGNED 03/08/2010
PAYMENT
METHOD 2
FILING INFORMATION
SUBMIT DATE Mon Mar 08 14:28:19 EST 2010

USPTO/S08N15-209.242.145.
130-20100308142819910653-
TEAS STAMP 2929764-4601192907b145f1b
cb2e7aadfef3f39a-DA-691-2
0100308140748000381


../SPN0-209242145130-140748000_._DanatanasWebsiteHome.pdf
../8150002.JPG
../SPN0-209242145130-140748000_._DantanasDinnerMenu.pdf
../8150003.JPG




Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: 2929764
REGISTRATION DATE: 03/01/2005

MARK: DANTANNA'S

The owner, Great Concepts, LLC, having an address of
2515 Highbrooke Trail
Duluth, Georgia 30097
United States
is filing a Combined Declaration of Use and Incontestability under Sections 8 & 15.

For International Class 043, the mark is in use in commerce on or in connectiat wftthe goods or
services listed in the existing registration for this specific clEssthe mark has been continuously use
in commerce for five (5) consecutive years after the date of registration, or the date of publication 1
Section 12(c), and is still in use in commerce on or in connectioralWitfopods or services listed in the
existing registration for this class. Also, no final decision adverse to the owner's claim of ownershiy
such mark for those goods or services exists, or to the owner's right to register the same or to kee,
same on the register; and, no proceeding involving said rights pending and not disposed of in eithe
U.S. Patent and Trademark Office or the courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on ot
connection with any item in this class, consisting of a(n) Electronic screenshot captures of subject
used on company's public website and online menu..

Original PDF file:

SPN0-209242145130-140748000 . DanatanasWebsiteHome.pdf
Converted PDF file(s)(1 page)

Specimen Filel

Original PDF file:

SPN0-209242145130-140748000 . DantanasDinnerMenu.pdf
Converted PDF file(s)(1 page)

Specimen Filel

The registrant hereby appoints Frederick K. Taylor of Procopio Cory Haregreaves & Savitch

530 B Street, Suite 2100

San Diego, California 92101

United States
to file this Combined Declaration of Use and Incontestability under Sections 8 & 15 on behalf of th
registrant.

A fee payment in the amount of $300 will be submitted with the form, representing payment for 1


../SPN0-209242145130-140748000_._DanatanasWebsiteHome.pdf
../8150002.JPG
../SPN0-209242145130-140748000_._DantanasDinnerMenu.pdf
../8150003.JPG

class(es), plus any additional grace period fee, if necessary.

Declaration

The mark is in use in commerce on or in connection with the goods and/or services identified abov
evidenced by the attached specimen(s) showing the mark as used in commerce. The mark has be
continuous use in commerce for five (5) consecutive years after the date of registration, or the datt
publication under Section 12(c), and is still in use in commerce. There has been no final decision ¢
to the owner's claim of ownership of such mark, or to the owner's right to register the same or to k¢
same on the register; and there is no proceeding involving said rights pending and not disposed ot
in the U.S. Patent and Trademark Office or in the courts.

The undersigned being hereby warned that willful false statements and the like are punishable by
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and tt
may jeopardize the validity of this document, declares that he/she is properly authorized to execut
document on behalf of the Owner; and all statements made of his/her own knowledge are true anc
statements made on information and belief are believed to be true.

Signature: /Fred Taylor/  Date: 03/08/2010
Signatory's Name: Frederick K. Taylor
Signatory's Position: Senior Counsel

Mailing Addresqcurrent):
SHAPIRO FUSSELL, LLP
1360 PEACHTREE ST., SUITE 1200
ATLANTA, Georgia 30309

Mailing Addresqproposed):
Procopio Cory Haregreaves & Savitch
530 B Street, Suite 2100
San Diego, California 92101

Serial Number: 78259855

Internet Transmission Date: Mon Mar 08 14:28:19 EST 2010
TEAS Stamp: USPTO/S08N15-209.242.145.130-20100308142
819910653-2929764-4601192907b145f1bcb2e7
aadfef3f39a-DA-691-20100308140748000381



| A Dantanna'’s - Upscale Sports Restaurant - Microsoft Internet Explorer provided by Procopio
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DANTANNA'S

LOCATIONS ’ BAR | PATIO I MENUS ‘ PRIVATE PARTIES BUCKHEAD CIGAR LOUNGE ‘ PHOTOS ‘ CONTACT

Elegant, Sophisticated and Entertaiming
Dantanna’s combines culinary excellence with the entertainment
value of sports to create the ultimate restaurant experience.
Dantanna’s is not a sports bar — it’s Atlanta’s only upscale sports
restaurant that exudes the sophistication and elegance of a five-star
restaurant and excitement and entertainment of having a private box
at your favorite game. Visit Dantanna's Downtown now open in the
CNM Center.

Atlanta's only upscale sports restaurant
or some favo

® Internet

Document2



DINNER MENU

DANTANNA'S

DOWNTOWN

SOUPS

SHE CRAB SOUP - $5/$8 CHICKEN & SAUSAGE GUMBO - $5/$8

APPETIZERS

BEEF CARPACCIO* - $14 Creekstone Farms raw beef tenderloin drizzled

with olive oil & fresh lemon juice; topped with fried capers & imported Parmesan
MONSTER PORTABELLA QUESADILLA - $10 With caramelized onions
SPICY BLUE CRAB FINGERS - $12 Flash fried; with Cajun butter sauce
DANTANNA'S BUFFALO WINGS - $9 Mild, medium or hot; with blue cheese
KEY WEST WINGS - $9 Tossed in sweet & spicy mango-habanero glaze

PEPPERED CALAMARI - $9  With artichoke hearts, olives, garlic aioli & sweet
chili dipping sauce

BLUE CHEESE ARTICHOKE HEARTS - $9 Stuffed with blue cheese, Panko

coated, flash fried & served with spicy remoulade

SALADS

CAPRESE - $9 Fresh mozzarella, tomatoes, basil, olive oil & balsamic reduction
CAESAR* - $9 Add NY strip - $8 Add chilled grilled chicken - $6

CLASSIC GREEK - $10 With red wine vinaigrette - Add seafood salad- $5
DANTANNA'S WEDGE - $8 With diced tomatoes, bacon, Great Hills blue

cheese crumbles & blue cheese dressing - Add buffalo chicken to make it a
“Scheel” - $6

SPINACH - $10 Oranges, almonds, blue cheese, tomatoes & red onions;
with champagne-lime vinaigrette - Add chili glazed shrimp - $7

AGED STEAKS & CHOPS'

USDA certified Choice, Creekstone Farms Black Angus Beef aged a minimum
of 28 days. Served with your choice of two side items.
Add a small house or Caesar salad for $3.

DIJON-GARLIC HANGER STEAK - $19  Grilled, sliced and served with

sweet onion-vodka demi glace

FILET MIGNON 8 oz. - $28 12 oz. - $41
RIBEYE 14 oz. - $27

COWBOY CUT RIBEYE 20 oz. - $36 Bone-in
NEW YORK STRIP 14 oz. - $27

DANTANNAS STRIP 22 oz. - $43 Bone-in New York Strip

FLAT IRON STEAK 80z - $19

NIMAN RANCH PORK CHOP 12 oz. - $22 Organic rib chop with
Granny Smith-bourbon sauce

RACK OF LAMB - $32  Roasted; served with fresh cherry demi glace

SANDWICHES

Served with your choice of house fries or red bliss potato salad

THE DANTANNA BURGER" - $9 USDA certified Choice, Creekstone Farms
Black Angus Beef | 100% meatless Veggie Burger also available

Cheeses: American, Swiss, cheddar, provolone, pepper jack, blue, brie

Other toppings: Portabella mushrooms, button mushrooms, grilled onions, bacon,
jalapefio peppers | (Add $.50 per cheese and topping; add $ 1 for bacon)
GRILLED ORGANIC CHICKEN - $10 Springer Mountain free range chicken

breast with lettuce, tomato, onion & herbed goat cheese

REUBEN - $9 Corned beef or peppered turkey, Swiss, sauerkraut & Russian
dressing on grilled rye

DANTANNA'S “FREUBEN" - $10 Fried tilapia, cabbage slaw, Swiss cheese &

Russian dressing,

ROAST BEEF* - $12  Rare, Italian-style roast beef served chilled on a pretzel
bun with creamy horseradish sauce

PHILLY RIBEYE OR CHICKEN CHEESESTEAK - $14 Thin sliced Creckstone
Farms aged prime rib or Springer Mountain organic chicken topped with sautéed
onions & provolone cheese on a toasted sub roll

FRIED MOZZARELLA & FINOCCHIONI SANDWICH - $14  Sliced fennel
salami, Panko coated, flash fried fresh mozzarella, sliced tomato, pesto vinaigrette &
field greens on a toasted sub roll

SOUP OF THE SEASON - $4/$6 ~ DANTANNA'S CHILI - $5/$8

CAJUN CHICKEN EGG ROLLS - $10  With Creole mustard dipping sauce
FRIED FRESH MOZZARELLA - $9 With fried basil and balsamic romesco
CRAB & ARTICHOKE DIP - $14 With crisp corn tortillas
MEDITERRANEAN MUSSELS - $12 With fresh tomato sauce, lemon, white
wine, capers, artichoke hearts & pepperoncinis

JUMBO PRAWN COCKTAIL - $14  With caper cocktail sauce
CHEESEBURGER EMPANADAS - $10  Seasoned Creckstone Farms ground
beef, cheese & pickles; flash fried in a flaky pastry & served with Coca Cola ketchup
GRILLED SAUSAGE SAMPLER - $10 Chef’s daily selections with spicy

mustards & warm cabbage & bacon salad

SPICY BEEF* - $15 Creekstone Farms all-natural beef tenderloin tossed with
ginger, soy & Sambal chili glaze; chilled & served over spring mix and peanut-
soba noodles

LUMP CRAB & FRESH BERRY - $16  Lump crab, fresh berries & tropical

fruit over organic baby field greens; with raspberry vinaigrette
ASIAN CHICKEN - $11 Pineapple-teriyaki chicken, carrots, sprouts, snow

peas & water chestnuts; with rosemary-ginger vinaigrette

FRIED CHICKEN - $11 With avocado, tomatoes, black olives & red onions:
available buffalo style or with chilled grilled chicken breast

HOUSE SPECIALTIES

Served with your choice of two side items.

Add a small house or Caesar salad for $3

ROSEMARY ROASTED CHICKEN - $19 Leg, thigh & breast of Springer

Mountain free range, organic chicken with rosemary demi glace

PEPPERED SALMON FILLET* - $19  Crusted in peppercorns & pan

seared; with brandy-ginger cream
FISH & CHIPS - $14 With spicy rémoulade & house fries
BEER BATTERED SHRIMP - $18 With spicy rémoulade & caper

cocktail sauce

ZINFANDEL SHORT RIBS - $19  With blackberry BBQ sauce
BRAISED LAMB SHANK - $24 With tomato, garlic & oregano
GRILLED DUCK BREAST* - $22  With Georgia peach & blueberry

infused reduction

WASABI TUNA* - $24 Rubbed with wasabi & Panko, pan seared; with
lump crab & shiitake-soy glaze

SURF & TURF COMBOS
Create your perfect combo. To any entree add;
SHRIMP (5) - $7

GRILLED JUMBO PRAWN - $7
FRESH MAINE LOBSTER TAIL - $M/P

DRY RUBS & SIGNATURE SAUCES

DRY RUBS: SIGNATURE SAUCES:

Dantanna's blend Mushroom demi glace - $3

Cajun Zinfandel-blackberry BBQ sauce - $2
Pepper blend Cabernet & brie sauce - $3

Garlic Classic Béarnaise - $2

SIDE ITEMS

Asparagus - $5 Mashed sweet potatoes - $4

Sautéed mushrooms - $5

Sautéed garlic spinach - $5
Aromatic rice pilaf - $3

Rosemary roasted red potatoes - $4

Roasted garlic mashed potatoes - $4
Blue cheese mashed potatoes - $5
House fries - $4

Loaded jumbo baked potato - $6

*Consuming raw or undercooked meats, poultry, seafood, shellfish, or eggs may increase your risk of foodborne illness

EXECUTIVE CHEF/PARTNER — BILL HOGAN |

SOUS CHEF - VICTOR AMATO



ROUTING SHEET TO POST REGISTRATION (PRU) Registration Number: 2929764
Serial Number: 78259855
RAM Sale Number: 691 ”““ ‘ | ‘"HN
RAM Accounting Date: 20100309 Total Fees: $300
Note: Process in accordance with Post Registration Standard Operating Procedure (SOP)
Transaction Fee Transaction Fee per  Number Number of  Total
Code Date Class of Classes Classes Paid Fee
§8 affidavit 7205 20100308 $100 1 1 $100
§15 affidavit 7208 20100308 $200 1 1 $200
Physical Location: 900 - FILE REPOSITORY (FRANCONIA)
Lost Case Flag: False
In TICRS (AM-FLG-IN-TICRS): True
Transaction Date: 20100308
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451
WWw.uspto.gov

REGISTRATION NO: 2929764 SERIAL NO: 78/259855 MAILING DATE: 03/26/2010
REGISTRATION DATE: 03/01/2005

MARK: DANTANNA'S

REGISTRATION OWNER: Great Concepts, LLC

CORRESPONDENCE ADDRESS:

Frederick K. Taylor

Procopio Cory Haregreaves & Savitch
530 B Street, Suite 2100

San Diego CA 92101

NOTICE OF ACCEPTANCE
15 U.S.C. Sec. 1058(a)(1)

THE COMBINED AFFIDAVIT FILED FOR THE ABOVE-IDENTIFIED REGISTRATION MEETS THE REQUIREMENTS OF
SECTION 8 OF THE TRADEMARK ACT, 15 U.S.C. Sec. 1058.

ACCORDINGLY, THE SECTION 8 AFFIDAVIT IS ACCEPTED.

NOTICE OF ACKNOWLEDGEMENT

15 U.S.C. Sec. 1065

THE AFFIDAVIT FILED FOR THE ABOVE-IDENTIFIED REGISTRATION MEETS THE REQUIREMENTS OF SECTION 15 OF
THE TRADEMARK ACT, 15 U.S.C. Sec. 1065.

ACCORDINGLY, THE SECTION 15 AFFIDAVIT IS ACKNOWLEDGED.

THE REGISTRATION WILL REMAIN IN FORCE FOR CLASS(ES):
043.

PARALEGAL SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

PLEASE SEE THE REVERSE SIDE OF THIS NOTICE FOR INFORMATION
CONCERNING REQUIREMENTS FOR MAINTAINING THIS REGISTRATION
ORIGINAL



REQUIREMENTS FOR MAINTAINING A FEDERAL TRADEMARK REGISTRATION
1) SECTION 8: AFFIDAVIT OF CONTINUED USE

The registration shall remain in force for 10 years, except that the registration shall be canceled for failure to file an Affidavit of
Continued Use under Section 8 of the Trademark Act, 15 U.S.C. Sec. 1058, at the end of each successive 10-year period
following the date of registration.

Failure to file the Section 8 Affidavit will result in the cancellation of the registration.

1) SECTION 9: APPLICATION FOR RENEWAL

The registration shall remain in force for 10 years, subject to the provisions of Section 8, except that the registration shall expire
for failure to file an Application for Renewal under Section 9 of the Trademark Act, 15 U.S.C. Sec. 1059, at the end of each
successive 10-year period following the date of registration.

Failure to file the Application for Renewal will result in the expiration of the registration.

NO FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS WILL BE SENT TO THE REGISTRANT BY THE
PATENT AND TRADEMARK OFFICE. IT IS RECOMMENDED THAT THE REGISTRANT CONTACT THE PATENT AND
TRADEMARK OFFICE APPROXIMATELY ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA366190

Filing date: 09/01/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92045947

Party Defendant
Great Concepts, LLC

Correspondence R. Milton Crouch

Address Shapiro Fussell, LLP

1360 Peachtree St., Suite 1200

Atlanta, GA 30309

UNITED STATES

mcrouch@shapirofussell.com, docketing@procopio.com, Imf@procopio.com,
mlf@procopio.com, fkt@procopio.com

Submission Other Motions/Papers

Filer's Name Frederick K. Taylor

Filer's e-mail docketing@procopio.com, fkt@procopio.com, tma@procopio.com,
Signature /Frederick K. Taylor/

Date 09/01/2010

Attachments Request_to_ Remove_Stay of Proceedings.pdf ( 5 pages )(20406 bytes )

Exhibit 1.pdf ( 34 pages )(1456182 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

DAN TANA, )
Petitioner, )) Cancellatiado. 92045947
V. ; RegistratioMNo. 2929764
GREAT CONCEPTS, LLC, ) Mark: Dantannas
Registrant. )))

GREAT CONCEPTS' REQUEST TO REMOVE SUSPENSION OF PROCEEDINGS

Trademark Trial and Appeal Board
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

Dear Sir/Madam:

PLEASE TAKE NOTICE that Registrant Great Concepltd C (“Registrant”), hereby
requests that the Suspension on the CancellRtioceeding issued by this Board on February 4,
2010, be removed, and that new dates be s&dgristrant’'s Motion foSummary of Judgment
as outlined below.

l. Introduction

Petitioner Dan Tana (“Petitioner”) initiallyl&d this cancellation proceeding on June 6,
2006. Once Petitioner was faced with a motionstanmary judgment from Registrant, in what
this Board called an “apparent response to the motion for summary judgment,” Petitioner filed a
copy of the complaint in the civil action, styl®&n Tana v. Dantanna’s, Great Concepts, LLC,

et al.,, Case No. CV 07-05532-ABC (JwJx), in the UditBtates District Court for the Central

District of California on August 23, 2007.

114623/000001/1248022.01



On September 12, 2007, a mere two weeks Riggristrant filed its Motion for Summary
Judgment in this proceeding, Petitioner filed his Motion to Stay the Cancellation Proceeding,
pending the U.S. District Court’s resolution oftiRener’s federal suit. Petitioner had filed its
Motion to Stay without seeking the consentR#gistrant. Petitioner even neglected to serve
Registrant with a copy of §iMotion to Stay. Registraminly had knowledge of the motion
when the Board sent a notice of non-compliatic®etitioner a few de after the motion was
filed. This Board eventually granted Petiter’'s Motion to Stay oSeptember 20, 2007.

Registrant then filed a Motion to Dismiss fback of Personal Jurisdiction in the U.S.
District Court action on November 19, 200PRetitioner opposed on December 3, 2007, and
Registrant replied on December 10, 2007. On Fepri, 2008, the U.S. District Court issued
an order granting Registrant®lotion to Dismiss for Lackof Personal Jurisdiction with
prejudice to refilling this action in California.

Petitioner then filed another lawsuit in fededsstrict court. P#gtioner filed an action
styledDan Tana v. Dantanna’s, Great Concepts, LLC, et@Gse No. CV 08-CV- 0975 TWT in
the United States District Court for the Northdistrict of Georgia. The complaint in that
action alleged claims of Fal§esignation of Origin Under the Lanham Act § 43(a), 15 U.S .C .
§ 1125(a)), and related claimader Georgia statutes.

On February 26, 2009, after a full perioddigcovery, the same party which is the
Registrant to this proceedin@reat Concepts, LLC, filed a rmion for summary judgment. On
September 15, 2009, the court granted Greac€pts’ motion dismissing the action. On
October 7, 2009, Petitioner filed ative of appeal to the United States Court of Appeals for the

Eleventh Circuit, Case No. 09-15123.

114623/000001/1248022.01



Both the Petitioner and Great Concepts fully briefed the issues raised on appeal. On July
15, 2010, the Court of Appeals issued an onolg)ished opinion and judgment affirming the
trial court’s grant of the motiofor summary judgment. A truend correct copy of that Court’s
Order, published opinion and Judgment atachkied herein as Exhibit “1.”

In granting affirming the district court’s granting of summary judgment, the court stated,
with regard to the likelihood of confusion:

Viewing the likelihood-of-confusiorfactors as a whole, there is
minimal evidence of a likelihood afonfusion between Plaintiff's
and Defendants’ restaurants asiderfrthe initial similarity of their
names and the fact that they bptiovide restaurant services. The
remaining factors all weigh agatreslikelihood of confusion, some
overwhelmingly so. There areask differences between the two
restaurants’ cuisine and ambiance. There is virtually no evidence
of confusion in advertising chaels. No reasonable jury could
find that Defendants intended tadie on Plaintiffs mark, and there

is negligible evidence of any actual confusion between the two
restaurants.

See Exhibit1, Order and Opinionp. 29. Accordingly, despite the similarity in names, the

Court ultimately upheld the digassal of Petitioner’s action.

[I. Discussion

The Code of Federal Regulations whigpbverns Motions to Suspend in TTAB actions
states the following in pertinent part:

Whenever it shall come to the attentiontloé Trademark Trial and Appeal Board that a

party or parties to a pemdj case are engaged in a civil action or another Board

proceeding which may have a bearing on the qaseeedings before the Board may be

suspended until termination of the civil actionthe other Board proceeding.

37 CFR § 2.117(a) (emphasis added).

Given that the civil action befe the U.S. District Court lsanow been terminated, and all

matters before that Court are now disposed, fegit hereby requests that this Board remove

the suspension on proceedings. Registrant furdggrests that; new dates &t for Registrant’s
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Motion for Summary Judgment; that Petitioner’s opipms to the same be due thirty days after
the Order removing the Suspension of CanceliaProceedings; and for Registrant’s reply to
said opposition be set seven days before lbaring on the summary judgment motion.
Moreover, pursuant to this Board’s suspensioder of February, 2010, Registrant hereby
notifies the Board of the disptisn of District Court Cas&lo. CV 07-05532-ABC (JwJx) and
United States Court of Appedlzase No. 09-15123, and requests thest case may be called up
for appropriate action.
[ll. Conclusion

Registrant respectfully requests thdtis Board remove the Suspension on the
Cancellation Proceeding, and further, that Busrd reset dates for the decision on Registrant’s
Motion for Summary Judgent, Petitioner’s opposition, and gigtrant’s reply to the same.

Respectfully submitted,

Procopio Cory Hargreaves & Savitch LLP

Dated: September 1, 2010 By:  /Frederick K. Taylor/
FredrickK. Taylor
Lisel M. Ferguson
530 B Street, Suite 2100
San Diego, CA 92101
Telephone: (619) 515-3279
Facsimile: (619) 235-0398
Email: fkt@procopio.com

Milton Crouch

Shapiro Fussell, LLP

1360 Peachtree St., Suite 1200, Midtown Plaza
Atlanta, GA 30309
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CERTIFICATE OF SERVICE

| hereby certify that a truend complete copy of the foregoiREQUEST TO
REMOVE SUSPENSION of PROCEEDINGS is being emailed on September 1, 2010 to the
attorney for Petitioner as follows:

Afschineh Latifi
Tucker & Latifi, LLP
160 East 84 Street
New York, New York 10028
Email: alatifi@tuckerlatifi.com

Dated: September 1, 2010 By:  /Frederick K. Taylor/
Frederick K. Taylor

114623/000001/1248022.01
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GREAT CONCEPTS, L.L.C,,
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Entered: July 15, 2010
For the Court:  John Ley, Clerk

VED AS MAN
&° A7 & By: Patch, Jeffrey

AUG 1 3 2010

8. COURT OF APPEALS
ATLANTA GB



Case 1:08-cv-00975-TWT Document 62 Filed 08/16/10 Page 2 of 33

[PUBLISH]
IN THE UNITED STATES COURT OF APPEALS
FOR THE ELEVENTH CIRCUIT
No. 09-15123 FILED
U.S. COURT OF APPEALS
ELEVENTH CIRCUIT
* JULY 15, 2010
CLERK
DAN TANA,
Plaintiff-Appellant,
VErsus
DANTANNA'’S,

an unknown business entity,

GREAT CONCEPTS, L.L.C,,

a Georgia Limited Liability Company,
DANTANNA’S CNN CENTER, LLC,
a Georgia limited liability company,

Defendants-Appellees.

Appeal from the United States District Court
for the Northern District of Georgia

(July 15, 2010)
Before EDMONDSON, CARNES and ANDERSON, Circuit Judges.

ANDERSON, Circuit Judge:
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This trademark infringement action concerns two restaurants, situated on
opposite sides of the country, that share very similar names. Dan Tana, owner of
Dan Tana’s restaurant in Hollywood, California (“Plaintiff”), brought this action
against the two limited liability companies that own and operate the Dantanna’s
restaurants in Atlanta, Georgia—Great Concepts, L.L.C., and Dantanna’s CNN
Center, LLC (“Defendants™). Plaintiff’s complaint alleges that David Clapp,
founder of the Dantanna’s restaurants and managing member of the Defendants,
intentionally selected and registered as a federal trademark a name for his
restaurants that is confusingly similar to the name of Plaintiff’s restaurant in
Hollywood. The claims forming the basis of Plaintiff’s complaint are false
designation of origin, a theory of federal trademark infringement arising under §
43(a) of the Lanham Act, 15 U.S.C. § 1125(a) (Count I); deceptive trade practices
under Georgia’s Uniform Deceptive Trade Practices Act, O.C.G.A. § 10-1-370 et
seq. (Count II); fraud pursuant to O.C.G.A. § 23-2-55 (Count III); and the
unauthorized appropriation of likeness, an invasion-of-privacy tort recognized
under Georgia law (Count IV).!

The district court granted summary judgment in favor of Defendants on all

: Plaintiff’s complaint also included, and the district court also rejected, a state-law

claim for unjust enrichment (Count V), which Plaintiff chose not to appeal in this action.

2



Case 1:08-cv-00975-TWT Document 62 Filed 08/16/10 Page 4 of 33

counts. Plaintiff now appeals, arguing that triable issues of fact remain as to
whether there is a likelihood of confusion between the two restaurants and whether
Defendants intentionally appropriated the name of his restaurant. Because we
conclude that Plaintiff has not adduced sufficient evidence giving rise to a genuine
issue of material fact on the issue of likelihood of confusion or Defendants’
knowing appropriation of his likeness, we affirm the district court’s grant of
summary judgment in favor of Defendants.
I. FACTS AND PROCEDURAL HISTORY

Plaintiff Dan Tana is a self-described former Yugoslav soccer star,
prominent restaurateur, film producer, and actor. He opened his Italian-themed
restaurant, Dan Tana’s, in West Hollywood, California, in 1964. Since that time,
the restaurant has enjoyed a storied history, attracting Hollywood celebrities and
insiders to the restaurant’s intimate and romantic setting. Dan Tana’s serves
traditional Italian fare, and it resembles an old-world Italian trattoria with red-and-
white checkered table cloths and straw-colored wine flasks hanging from the
ceiling. Plaintiff, who has been the sole owner of the restaurant since its inception,
figures prominently into its ambiance, personally greeting and welcoming his
patrons. The Press has referred to Dan Tana’s as a “legendary Hollywood hotspot”

and the ultimate “LA hangout,” and the restaurant has been featured in numerous
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newspapers, magazines, and books. The name “Dan Tanna” received significant
publicity in the 1970s when producer Aaron Speltling asked Plaintiff for the use of
his name for the lead character in his television series “Vega$.”

Despite the notoriety of Plaintiff’s restaurant, Plaintiff did not attempt to
register the name “Dan Tana’s” with the Patent and Trademark Office (“PTO”)
until June 2005, forty-one years after his restaurant’s opening. The PTO denied his
application in December 2005 on the basis of the existing registration of the
trademark “Dantanna’s” in the same category of restaurant services sought by
Plaintiff. Defendants had opened the first of two Dantanna’s locations in Atlanta in
2003, applied for a federal registration in June 2003, and obtained federal

L. L]

registration of the name “Dantanna’s” in March 2005, claiming a date of first use of
September 30, 2003.2

The Dantanna’s restaurants are upscale sports restaurants serving
contemporary American cuisine with a “surf and turf” theme. The restaurants’
large open floor plans boast big screen televisions tuned to sports channels on

surrounding walls. According to its website, Dantanna’s specializes in providing a

sophisticated and elegant venue for the viewing of sporting events and strives to

2 At the time PlaintifT filed this lawsuit, Defendants operated only one location of
Dantanna’s in Atlanta’s Buckhead neighborhood. They have since expanded to a second location
in downtown Atlanta.
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emulate the feeling of sitting in a “private box at your favorite game.”

In June 2006, Plaintiff filed a Petition for Cancellation of Defendants’ mark
with the PTQO’s Trademark Trial and Appeal Board, alleging that Defendants
sought to mislead the public into believing their restaurant was associated with Dan
Tana’s Hollywood. Subsequently, Plaintiff filed a federal trademark infringement
suit in United States District Court for the Central District of California, which was
ultimately dismissed for lack of personal jurisdiction over one of the Defendants.
After Plaintiff filed his federal lawsuit, he moved to suspend the trademark
cancellation proceeding pending before the PTO.. The PTO stayed the proceeding
in September 2007.

Plaintiff then filed this lawsuit in the Northern District of Georgia in March
2008, pleading the federal and Georgia trademark infringement, fraud, and tort
claims at issue in this appeal. Plaintiff’s complaint seeks a permanent injunction
enjoining Defendants from all future use of the “Dantanna’s” mark and the
cancellation of Defendants’ federal trademark registration, among other relief,
Defendants moved for summary judgment arguing that, as a matter of law, Plaintiff
could not establish the likelihood of confusion necessary to subject them to liability
under § 43(a) of the Lanham Act, Georgia’s Uniform Deceptive Trade Practices

Act, or fraud under Georgia law, nor could Plaintiff establish the intentional
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appropriation of likeness required to impose liability under Georgia tort law. The
district court agreed, granting summary judgment in favor of Defendants as to all
counts. This appeal ensued.

II. DISCUSSION

We review the grant of summary judgment de novo, applying the same legal

standards as the district court. Harrison v, Benchmark Elecs. Huntsville, Inc., 593
F.3d 1206, 1211 (11th Cir. 2010). In so doing, we view all evidence and draw all
reasonable inferences in favor of the non-moving party. Id. Summary judgment is
proper where “the pleadings, the discovery and disclosure materials on file, and any
affidavits show that there is no genuine issue as to any material fact and that the
movant is entitled to summary judgment as a matter of law.” Fed. R. Civ. P. 56(c).
Plaintiff appeals the district court’s disposition of four counts of his federal
coﬁlplaint: (1) false designation of origin under § 43(a) of the Lanham Act, (2)
deceptive trade practices under Georgia’s Uniform Deceptive Trade Practices Act,
(3) fraud under O.C.G.A. § 23-2-55, and (4) appropriation of likeness under
Georgia tort law. However, we need not separately address whether Defendants
were entitled to summary judgment on Plaintiff’s deceptive trade practices or fraud
claims. The district court held that the Georgia Uniform Deceptive Trade Practices

Act and § 23-2-55 require a plaintiff to prove the same elements as a claim for
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federal trademark infringement under the Lanham Act. Because this is a question
of state law that the parties do not challenge on appeal, we treat the district court’s
holding as correct and merely determine whether the district court properly decided
the Lanham Act count. See Jellibeans, Inc. v. Skating Clubs of Ga., Inc., 716 F.2d
833, 839 (11th Cir. 1983). “If we determine that the district court decided the
Lanham Act count properly, we will also affirm its decision on the Georgia
deceptive trade practices [and fraud] counts.” Id. Thus, we first address Plaintiff’s
Lanham Act claim and then consider his Georgia appropriation-of-likeness claim.
A. Trademark Infringement under § 43(a) of the L.anham Act

Trademarks are “any word, name, symbol, or device, or any combination
thereof [used] to identify and distinguish [one’s] goods . . . from those
manufactured or sold by others and to indicate the source of the goods.” 15 U.S.C.

§ 1127.* Section 43(a) of the Lanham Act creates a federal cause of action for

3 The parties consistently refer to this case as involving registered and common law

“trademarks” throughout their appellate briefs, but, because both parties use their marks in
association with services in addition to goods bearing the restaurants’ names, their marks are also
properly characterized as “service marks.” 15 U.S8.C. § 1127 (Service marks are “any word,
name, symbol, or device, or any combination thereof [used] . . . to identify and distinguish the
services of one person . . . from the services of others and to indicate the source of the services . .
..”"). The analysis is the same for service mark and trademark infringement. Frehling Enters.,
Inc. v. Int’] Setect Group, Inc.,, 192 F.3d 1330, 1334 n.1 (11th Cir. 1999) (“The infringement
analysis is the same under both standards and courts thus treat the two terms as interchangeable
in adjudicating infringement claims.”). For simplicity and consistency, however, we will
continue to refer to this action as one for trademark, as opposed to service mark and trademark,
infringement.
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unfair competition by prohibiting the use in interstate commerce of any “word,
term, name, symbol or device, . . . or any false designation of origin . . . which is
likely to cause confusion . . . as to the origin, sponsorship, or approval of his or her
goods, services, or commercial activities by another person.” 15 U.S.C. § 1125(a).*
To establish a prima facie case of trademark infringement under § 43(a), a plaintiff
must show “(1) that it had trademark rights in the mark or name at issue and (2)
that the other party had adopted a mark or name that was the same, or confusingly
similar to its mark, such that consumers were likely to confuse the two.” Lone Star
Steakhouse & Saloon, Inc. v. Longhorn Steaks, Inc., 106 F.3d 355, 358 (11th Cir.

1997).° Plaintiff’s allegation under the Lanham Act is that “Dan Tana’s” is a trade

4 Section 43(a) of the Lanham Act provides:
(1) Any person who, on or in connection with any goods or services,
or any container for goods, uses in commerce any word, term, name,
symbol, or device, or any combination thereof, or any false designation
of origin, false or misleading description of fact, or false or misleading
representation of fact, which—
(A) is likely to cause confusion, or to cause mistake, or to deceive
as to the affiliation, connection, or association of such person with
another person, or as to the origin, sponsorship, or approval of his
or her goods, services, or commercial activities by another person,
or
(B) in commercial advertising or promotion, misrepresents the
nature, characteristics, qualities, or geographic origin of his or
her or another person's goods, services, or commercial activities,
shall be liable in a civil action by any person who believes that he or
she is or is likely to be damaged by such act.
15 U.S.C. § 1125(a).

5 In its summary judgment order, the district court erroneously stated that Plaintiff

brought this action under § 32(a) of the Lanham Act, 15 U.S.C. § 1114(1), rather than § 43(a), 15

8
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name in which he has common-law trademark rights and that Defendants are
unlawfully infringing on those rights by using and registering the name
“Dantanna’s” in connection with the operation of their Atlanta restaurants.

To satisfy the first element of § 43(a)}—proof of a valid trademark—a
plaintiff need not have a registered mark. We have recognized that “the use of
another’s unregistered, i.e., common law, trademark can constitute a violation of §
43(a) where the alleged unregistered trademarks used by the plaintiff are so
associated with its goods that the use of the same or similar marks by another
company constitutes a false representation that its goods came from the same
source.” Conagra, Inc. v. Singleton, 743 F.2d 1508, 1512-13 (11th Cir. 1984)
(internal quotations and citations omitted). However, only those marks that are
capable of distinguishing the owner’s goods from those of others, i.e., that are

sufficiently “distinctive,” are eligible for federal registration or protection as

U.S.C. § 1125(a). Section 32(a) creates a cause of action for the infringement of a registered
mark, whereas § 43(a) protects qualifying unregistered trademarks. Two Pesos, Inc. v. Taco
Cabana, Inc., 505 U.S. 763, 768, 112 S. Ct. 2753, 2757 (1992). This error is irrelevant, however,
because the district court based its grant of summary judgment on the likelihood-of-confusion
prong of § 32(a), which requires the consideration of the same seven factors as § 43(a)’s
likelthood-of-confusion test, and therefore applied the correct legal analysis to Plaintiff’s
infringement claim. See Ross Bicycles, Inc. v. Cycles USA_ Inc., 765 F.2d 1502, 1503-04 (11th
Cir. 1985) (“The factors relevant to establishing [a likelihood of confusion with respect to false
designation of origin under 15 U.S.C. § 1125(a)] are identical to the factors relevant to
establishing a likelihood of confusion with respect to trademark infringement under 15 U.S.C. §
1114.” (citation omitted)).
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common law marks under the Lanham Act. 15 U.S.C. § 1052(e), (f); Two Pesos,

Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768, 112 S. Ct. 2753, 2757 (1992); Coach

House Rest.. Inc. v. Coach & Six Rests., Inc, 934 F.2d 1551, 1559 (11th Cir. 1991).

Our circuit recognizes four categories of distinctiveness, listed in ascending
order of strength: “(1) generic—marks that suggest the basic nature of the product
or service; (2) descriptive—marks that identify the characteristic or quality of a
product or service; (3) suggestive—marks that suggest characteristics of the
product or service and require an effort of the imagination by the consumer in order
to be understood as descriptive; and (4) arbitrary or fanciful—marks that bear no
relationship to the product or service, and the strongest category of trademarks.”
Gift of Learning Found., Inc. v. TGC, Inc., 329 F.3d 792, 797-98 (11th Cir. 2003).
Suggestive and arbitrary or fanciful marks are deemed “inherently distinctive”
because “their intrinsic; nature serves to identify a particular source of a product”
and are generally entitled to trademark protection. Two Pesos, 505 U.S. at 768,
112 S. Ct. at 2757. Generic marks, on the other hand, are generally incapable of
receiving trademark protection and may never be registered as trademarks under
the Lanham Act. Welding Servs., Inc. v. Forman, 509 F.3d 1351, 1358 (11th Cir.
2007); Coach House Rest., 934 F.2d at 1560. Descriptive marks, though not

inherently distinctive, may become sufficiently distinctive to enjoy trademark

10
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protection by acquiring “secondary meaning.” 15 U.S.C. § 1052(f); Coach House
Rest., 934 F.2d at 1560. “A name has acquired secondary meaning when the

primary significance of the term in the minds of the consuming public is not the

product but the producer.” Welding Servs., 509 F.3d at 1358 (internal quotation
and citation omitted).

“Names—both surnames and first names—are regarded as descriptive terms
and therefore one who claims federal trademark rights in a name must prove that

the name has acquired a secondary meaning.” Perini Corp. v. Perini Constr., Inc.,

915 F.2d 121, 125 (4th Cir. 1990); 815 Tonawanda St. Corp. v. Fay’s Drug Co.,

Inc., 842 F.2d 643, 648 (2d Cir. 1988) (same); see also 15 U.S.C. § 1052(e)

(providing that if a mark is “primarily merely a surname” the PTO may deny it
federal registration); Conagra, 743 F.2d at 1513 (requiring a showing of secondary
meaning for a surname to give rise to enforceable trademark rights). However,
Defendants presumed the validity of Plaintiff’s mark in their surnmary judgment
motion below and only contested the second element of Plaintiff’s trademark
infringement claim—the likelihood of confusion between the two marks. The
district court disposed of Plaintiff’s suit solely on this ground, never reaching the
issue of trademark validity. Therefore, we also proceed on the assumption that

Plaintiff holds valid common-law trademark rights in the name “Dan Tana’s” and

11
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turn to the second element of Plaintiff’s Lanham Act claim, the likelihood of
confusion.®
i Likelihood of Confusion

In evaluating whether there is a likelihood of confusion between two marks,
our court applies a multifactor test, evaluating the following seven factors: (1)
strength of the mark alleged to have been infringed; (2) similarity of the infringed
and infringing marks; (3) similarity between the goods and services offered under
the two marks; (4) similarity of the actual sales methods used by the holders of the
marks, such as their sales outlets and customer base; (5) similarity of advertising
methods; (6) intent of the alleged infringer to misappropriate the proprietor’s good
will; and (7) the existence and extent of actual confusion in the consuming public.
Welding Servs., 509 F.3d at 1360. On appeal, Plaintiff argues that there is a
material issue of fact on the likelihood of confusion between his and Defendants’
mark, precluding summary judgment, and that the district court erred in considering

the geographical proximity of the parties’ use of their marks as an additional

6 Nonetheless, we revisit the issue of secondary meaning in evaluating the first

factor in our circuit’s likelihood-of-confusion test because secondary meaning is relevant to both
elements of a Lanham Act claim. Whether a mark is generic, descriptive, suggestive, or arbitrary
also plays into its strength, which is the first factor of our likelihood-of-confusion inquiry. See
Welding Servs., 509 F.3d at 1360; J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Competition § 11:82 (4th ed. 2010) (explaining that secondary meaning is an issue of validity for
noninherently distinctive marks and also an issue of strength/distinctiveness in the likelihood-of-
confusion analysis for any kind of mark).

12
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relevant factor in its likelthood-of-confusion analysis. Plaintiff cannot prevail on
either argument.’

We agree with the district court that the only factors that could plausibly
support a finding of a likelihood of confusion are the similarity of the marks (factor
two) and the undisputed similarity of the parties’ sales methods (factor four).
Plaintiff’s and Defendants’ marks share an identical spelling but for a single letter

and the use of a space, an identical use of the possessive, and an identical

! We also summarily dismiss Plaintiff’s argument that the district court misapplied

Rule 56(c)’s summary judgment standard by improperly weighing the evidence, as evidenced by
the court’s statements that certain likelihood-of-confusion factors “weighed” in favor of Plaintiff
or “weighed” in favor of Defendants. See Latimer v. Roaring Toyz, Inc., 601 F.3d 1224, 1237
(11th Cir. 2010) (In reviewing motions for summary judgment, “[n]either we nor the district
court are to undertake credibility determinations or weigh the evidence.”). Although likelihood
of confusion is a question of fact, it may be decided as a matter of law. Welding Servs., 509 F.3d
at 1361; Alliance Metals, Inc. v. Hinely Indus,, Inc., 222 F.3d 895, 907 (11th Cir. 2000). And
our circuit has routinely “weighed” the likelihood-of-confusion factors on summary judgment.
See. e.g., Welding Servs., 509 F.3d at 1361 (explaining that “[o}verwhelming visual dissimilarity
can defeat an infringement claim, even where the other six factors all weigh in favor of the
plaintiff” and concluding that “{t]he next three factors weigh in favor of Welding Services”
(emphasis added)); Dippin’ Dots. Inc. v. Frosty Bites Distrib., LLC, 369 F.3d 1197, 1208 & n.12
(11th Cir. 2004) (holding that no reasonable jury could find that the two logos are confusingly
similar because although “the second factor weighs in favor of FBD,” “the remaining six factors
all weigh in favor of DDIL,” and “the lack of visual similarity between the two designs is
overwhelming” (emphasis added)).

Plaintiff points to no instance in which the district court improperly weighed conflicting
evidence in assessing the likelihood of confusion between the parties’ marks. Rather, it appears
that Plaintiff is arguing that if any one factor suggests that there could be a likelihood of
confusion, summary judgment is improper. This is not the law. The likelihood-of-confusion
multifactor test presupposes that various factors will point in opposing directions. The role of
the court in reviewing a motion for summary judgment is to determine the ultimate question of
whether, in light of the evidence as a whole, there is sufficient proof of a likelihood of confusion
to warrant a trial of the issue. See Welding Servs., 509 F.3d at 1361.

13
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pronunciation, and both parties sell food prepared and served in retail restaurant
establishments.® However, both of these factors merely suggest a threshold
potential for confusion and are thus entitled to little weight. An analysis of the
remaining factors demonstrates no real likelihood of confusion in the consuming
public.

With respect to the strength of Plaintiff’s mark (factor one), we conclude that
“Dan Tana’s” is a relatively weak mark for restaurant services outside of the Los
Angeles area. The weaker the mark, the less likelihood of confusion. Welding
Servs., 509 F.3d at 1361. As discussed above, determining the strength of a mark
requires a consideration of the mark’s inherent distinctiveness. If the mark is
merely descriptive, such as a personal or surname, its strength depends on whether
it has acquired secondary meaning. See Perini Corp., 915 F.2d at 125; 815
Tonawanda St. Corp., 842 F.2d at 648; Conagra, 743 F.2d at 1513. A descriptive
mark with secondary meaning is a relatively strong mark. Dieter v. B & H Indus.
of Sw. Fla., Inc., 880 F.2d 322, 329 (11th Cir. 1989).

As a preliminary matter, we do not find persuasive Plaintiff’s argument that

§ Despite Defendants’ concession of the similarity of the parties’ marks before the

district court, they now contest this factor on appeal, arguing that “there are differences in
spelling, syllabus, and pronunciation.” This position is inconsistent with that taken by
Defendants below, and we decline to entertain it. In any event, any such differences are
negligible.

14
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because his mark is derived from his full name, as opposed to his personal or
surname, it is an inherently distinctive and, therefore, strong mark. The policy
reasons for requiring secondary meaning for the use of a personal or surname as a
mark extend equally to the use of full names. See Peaceable Planet, Inc. v. Ty, Inc.,
362 F.3d 986, 98990 (7th Cir. 2004) (identifying the particular reasons for
considering names merely descriptive marks: (1) “a reluctance to forbid a person to
use his own name in his own business”; (2) a recognition that “some names are so
common . . . that consumers will not assume that two products having the same
name therefore have the same source”; and (3) the concern that “preventing a
person from using his name to denote his business may deprive consumers of
useful information”). Although some full names are indeed unique, the majority
are shared by numerous individuals across diverse communities and markets. We
decline to create a blanket rule distinguishing full names from personal and
surnames with respect to the secondary-meaning requirement.

Thus, “Dan Tana’s” is merely a descriptive mark, the strength of which is
dependent upon the showing of secondary meaning. We consider four factors in
assessing secondary meaning: (1) “the length and nature of the name’s use,” (2)
“the nature and extent of advertising and promotion of the name,” (3) “the efforts

of the proprietor to promote a conscious connection between the name and the

15
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business,” and (4) “the degree of actual recognition by the public that the name
designates the proprietor’s product or service.” Welding Servs., 509 F.3d at 1358.
In light of Plaintiff’s continuous use of his mark in the same West Hollywood
neighborhood for over four decades, as well as the record evidence of the
significant press coverage he receives in Los Angeles publications, it is likely that
Dan Tana’s has obtained secondary meaning in Los Angeles. However, Dan Tana
alleges a likelihood of confusion between his restaurant and an establishment
thousands of miles away. Therefore, the relevant inquiry is whether Plaintiff’s
mark is strong enough outside of Los Angeles to give rise to a likelihood of
confusion among consumers of Dantanna’s restaurant services in Atlanta. See

Brennan’s, Inc, v. Brennan’s Rest., L.1..C., 360 F.3d 125, 132 (2d Cir. 2004) (“[T]o

achieve the status of a strong mark, plaintiff must demonstrate distinctiveness in
the relevant market . . . . In this case, the relevant market is the pool of actual and
potential customers of Terrance Brennan’s, for it is those patrons whose potential
confusion is at issue.”). The record fails to establish such widespread secondary
meaning,

Plaintiff does not advertise nationally or in the Atlanta area specifically,
though he has enjoyed free advertising from articles in national publications such

as the New York Times, Forbes Traveler, and USA Today. Although these articles

16
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suggest some notoriety among food critics and travel writers of nationwide
publications, they do not constitute record evidence of any effort by Plaintiff to
“create a conscious connection” in the nationwide public’s mind between the name

Dan Tana’s and his restaurant. See Welding Servs., 509 F.3d at 1358; see also

Brennan’s, 360 F.3d at 132 (Articles and reviews discussing Brennan’s New
Orleans in the context of the City of New Orleans or a trip to New Orleans “in no
way demonstrate that potential diners in New York City who find the word
Brennan’s on a restaurant awning will have any reason to think the restaurant is
connected with Brennan’s New Orleans, or even will have heard of Brennan’s New
Orleans.”). Even the use of the name “Dan Tanna” in the television series
“Vega$,” which aired for a few years in the late 1970s and early 1980s, suggests
nothing more than that the name “Dan Tana’s” may have a familiar ring to a
discrete group of television enthusiasts who viewed the program twenty to thirty
years ago, not that present-day patrons of Dantanna’s Atlanta would specifically
associate the name with Plaintiff’s restaurant.

Moreover, the two affidavits submitted by Plaintiff as evidence of the
national notoriety of his restaurant—one authored by Plaintiff himself and the other
authored by his attorney—make only generalized self-serving statements as to

Plaintiff’s reputation and add no material evidence to the record that is relevant to
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the secondary-meaning inquiry. Cf. Conagra, 743 F.2d at 1513-14 (holding
plaintiff had established secondary meaning in its mark because it had
“prominently displayed the Singleton name on virtually all of its seafood products
for over 25 years,” distributed promotional films widely, expended over $400,000
annually in worldwide markets on its promotion, and included market surveys in
the record strongly identifying the company name with its products). In sum,
Plaintiff has failed to establish widespread secondary meaning of the name “Dan
Tana’s” sufficient to demonstrate that he holds a strong mark in restaurant services
so as to cause a likelihood of confusion among consumers in Atlanta.’ In light of
the weakness of Plaintiff’s mark in the context of this infringement suit (factor
one), the conceded similarity between the two marks (factor two) adds little weight

to Plaintiffs effort to show likelihood of confusion.

? We also dismiss Plaintiff’s attempt to circurnvent the relevance of secondary

meaning by arguing that his complaint alleges both trademark infringement and false
endorsement, and that no secondary meaning is required to establish trademark rights in false
endorsement cases. In support of this argument, Plaintiff relies on a Ninth Circuit case, Downing
v. Abercrombie & Fitch, 265 F.3d 994 (9th Cir. 2001), which sets forth a distinct set of factors
for evaluating “celebrity cases” of false endorsement in that circuit. Not only has our circuit
never endorsed the Ninth Circuit’s Downing factors, but we have also never recognized a
separate claim of false endorsement, distinct from trademark infringement under § 43(a) and
exempt from our secondary-meaning inquiry. Moreover, a reading of Downing reveals that
secondary meaning is indeed relevant to the Ninth Circuit’s likelihood-of-confusion inquiry in
celebrity cases. See id. at 1007 (listing as the first likelihood-of-confusion factor “the level of
recognition that the plaintiff has among the segment of the society for whom the defendant’s
product is intended”). In any event, in light of Plaintiff’s complaint, which alleges only one
Lanham Act count-—a classic claim of false designation of origin under § 43(a)—this argument
has no basis in the pleadings.
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A comparison of the goods and services offered under the parties’ marks
(factor three) reveals averwhelming evidence that consumers would be unlikely to
confuse the two restaurants. The goods and services provided in the parties’
restaurants are strikingly dissimilar, and the record belies Plaintiff’s assertio;l that
Dantanna’s in Atlanta provides “nearly identical” cuisine and ambiance to his
Hollywood restaurant. In fact, the only apparent commonality between the two
restaurants is that they are both fine-dining establishments serving meat and fish.
Dan Tana’s is an old-world-style Italian restaurant where mustached waiters
dressed in tuxedos serve classic Italian dishes off a menu embellished with Italian
language. The ambiance is cozy, intimate, romantic, low-lit, and the restaurant
caters to Hollywood’s elite and to celebrities seeking a safe haven from paparazzi.
In stark contrast, Dantanna’s in Atlanta is an upscale sports restaurant, targeting
sports enthusiasts and serving contemporary American cuisine in a modern setting
decorated with flat-screen televisions. Cf, Coach House Rest., 934 F.2d at 1562
(finding that “the registrant’s. restaurant was modeled to emulate the same
ambiance and provide the same cuisine” as plaintiff’s restaurant, which contributed
to the court’s finding of a material issue of fact on the likelihood of confusion
between the two marks).

The stark differences between the parties’ restaurants, described in the
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preceding paragraph, also demonstrate that their customers are dissimilar, which is
an aspect of the similarity of the parties’ actual sales methods (factor four). The
district court accepted Defendants’ concession that the two parties have identical
sales oﬁtlets (the other consideration in evaluating the similarity of sales methods),
in that they both serve food in retail restaurant establishments, but did not compare
the restaurants’ customer base. Thus, viewing factor four in its entirety, it adds
little weight to the possibility of a likelihood of confusion.

Additionally, Plaintiff and Defendants do not engage in similar methods of
advertising (factor five). Plaintiff admittedly relies solely on free publicity to
advertise his restaurant, aside from maintaining a website. Defendants, by contrast,
both maintain a website and purchase advertising at sporting events and in various
local and national publications. Thus, the only similarity in the advertising
channels used by the two parties is their maintenance of websites on the World
Wide Web. This similarity would dispel rather than cause confusion, however,
because the websites are separate and distinct, suggesting two completely unrelated
business entities.

There is also scant evidence of any intention of Defendants to misappropriate
Plaintiff’s mark (factor six). Plaintiff asserts, in a rather conclusory fashion, that

Defendants knew of the Dan Tana’s restaurant prior to adopting the name
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“Dantanna’s” for their own because Clapp previously lived in Los Angeles and
worked in the restaurant business there. Although this fact gives rise to an
inference that Clapp could have encountered the Dan Tana’s restaurant during his
time in California, it does not contradict Defendants’ evidence of an independent
and innocent origin of the Dantanna’s mark: that the name “Dantanna’s” was
derived from the names of Clapp’s two children, Daniel and Anna by shortening
Daniel to “Dan” and connecting the two names with a “+” sign, which was
eventually converted into a “t.” Moreover, Clapp testified in his deposition that he
did not learn of Plaintiff’s restaurant until sometime in 2003, after he had already
selected the name of his restaurant and begun the trademark registration process.
Aside from Plaintiff’s bald assertion that Clapp fabricated this story, the affidavit
and his testimony remain uncontroverted by any material evidence. In fact,
Plaintiff testified in his deposition before the PTO that he had no reason to believe
that Clapp’s story was not true. Where a story of the creation of a mark is
undisputed and shows an innocent origin, we have concluded that there is no intent
of misappropriation contributing to a likelihood of confusion. See Welding Servs.,
509 F.3d at 1361.

Additionally, and perhaps most significantly, Plaintiff is unable to identify

any credible motive for Defendants to trade on the name of his restaurant in
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Atlanta. There is no evidence of any secondary meaning associated with Plaintiff’s
mark in the Atlanta area; there is no competition between the two restaurants; and
the restaurants fulfill entirely different niches in the food services market. Finally,
a factfinder is less likely to find intentional infringement where a defendant uses
his own name in creating his mark. See Conagra, 743 F.2d at 1515 n.9. Although
the record indicates that Clapp used his children’s as opposed to his own name for
his restaurant, the source of the name is personal and familial and further support
for our conclusion that no reasonable jury could find intentional infringement on
these facts.

The last factor, actual confusion in the consuming public, is the most
persuasive evidence in assessing likelihood of confusion. Alliance Metals, Inc. v.
Hinely Indus., Inc., 222 F.3d 895, 907 (11th Cir. 2000). Again, Plaintiff’s evidence
is nominal. In fact, the only evidence adduced by Plaintiff as to actual confusion
was an affidavit by Kenneth McGuire, a Los Angeles resident and patron of Dan
Tana’s Hollywood, who claimed that he chose to patronize Dantanna’s on a visit to
Atlanta because of the similarity of the two restaurants’ names, which led him to
believe they had an affiliation. McGuire attested that upon entry he was struck by
“the signage and the decor in the Atlanta’s Dantanna’s,” which “was so close to the

decor as the Dan Tana’s in Hollywood” that it strengthened his belief of the

22



Case 1:08-cv-00975-TWT Document 62 Filed 08/16/10 Page 24 of 33

restaurants’ association. The district court concluded that the McGuire affidavit
was simply not credible in light of the record evidence of the striking
dissimilarities between the restaurants’ interiors, menus, and ambiance and was
therefore entitled to little weight. See 10A Charles Alan Wright, Arthur R. Miller,
& Mary Kay Kane, Federal Practice and Procedure § #127 (3d ed. 2008) (Under
Federal Rule of Civil Procedure 56, “the court may disregard an offer of evidence
that is too incredible to be believed.”). Even if we declined to completely disregard
the affidavit, this evidence of actual confusion is so minimal as to be practically
insignificant.

The only other evidence of actual confusion is Defendants’ admission that
there have been two incidents in which customers have inquired as to the
restaurants’ possible affiliation with Dan Tana’s Hollywood since Dantanna’s
opened in 2003. This evidence of actual confusion is also weak; in considering
actual confusion we look not only to the existence but also to the extent of such
confusion. Welding Servs., 509 F.3d at 1360. Dantanna’s has served over one
million customers in the five years between its opening and the filing of this
lawsuit; no reasonable jury would conclude that an inquiry by only two customers
of a possible connection between the restaurants demonstrates actual confusion in

the consuming public. Our cases finding relevant actual confusion have concerned
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much more significant evidence. Cf. Alliance Metals, 222 F.3d at 908 (finding
“ample undisputed evidence” of actual confusion where plaintiff attached copies of
more than a dozen checks plaintiff received from customers for goods bought from
defendants and seven invoices from vendors billing plaintiff under a confusing
combination of plaintiff’s an#f defendant’s names); Conagra, 743 F.2d at 1515
(finding relevant actual confusion where the evidence demonstrated “numerous”
instances where people assumed an affiliation between the parties’ businesses,
including inquiries by distributors to plaintiff about services provided by
defendant).
ii. The Relevance of Geographic Proximity of Use

We also reject Plaintiff’s argument that the district court erred as a matter of
law in considering the geographic proximity of the use of the parties’ marks. Our
circuit has recognized that “new factors may merit consideration” in determining

whether there is a likelihood of confusion. Swatch Watch, S.A. v. Taxor, Inc., 785

F.2d 956, 958 (11th Cir. 1986). And our case law already establishes that
geographic considerations may be relevant to the likelihood-of-confusion analysis,

even where we have not articulated this consideration as a separate factor. See,

e.g., St. Luke’s Cataract & Laser Inst., P.A. v. Sanderson, 573 F.3d 1186, 1209

(11th Cir. 2009) (considering the fact that the two companies worked in “the same
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geographical market” in holding that there was a clear likelihood of confusion of
the parties’ service marks to sustain the jury verdict); Alliance Metals, 222 F.3d at
908 (considering the undisputed evidence that both companies distributed
prefinished aluminum sheets and sign blanks in the “same territory” in concluding
that there was a likelihood of confusion).

We have already discussed the relevance of geography in our evaluation of
the strength of Plaintiff’s mark under the first factor of our existing seven-factor
likelihood-of-confusion test. Where the secondary meaning acquired by a
descriptive mark dictates its strength and distinctiveness, as here, the geographic
remoteness of a mark’s use may be relevant to the likelihood-of-confusion inquiry.
Because Plaintiff seeks to establish a likelihood of confusion with a restaurant in
Atlanta, the geographically remote use of his mark in West Hollywood weighs
against a finding of nationwide secondary meaning, leaving him with only a weak
mark unlikely to cause a likelihood of confusion in Atlanta.

Geographic considerations are also particularly relevant where a plaintiff
holds only common-law trademark rights in a mark because it is well-established
that the scope of protection accorded his mark is coextensive only with the territory

throughout which it is known and from which it has drawn its trade. Hanover Star

Milling Co. v. Metcalf, 240 U.S. 403, 416, 36 S. Ct. 357, 361 (1916), superseded
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by statute in irrelevant part as stated in Park ‘N Fly, Inc. v. Dollar Park & Fly, Inc.,

469 U.S. 189, 105 S. Ct. 658 (1985). The owner of a registered mark, in contrast,
enjoys the unlimited right to use the mark nationwide, and federal registration
affords the registrant priority over all future users of confusingly similar marks. 15
U.S.C. § 1057(c); Coach House Rest., 934 F.2d at 1564. Therefore, a Lanham Act
plaintiff asserting common-law trademark rights under § 43(a) against the owner of
a registered mark, as here, bears the burden of establishing the right to use its mark

by actual use in a given territory. Emergency One, Inc. v. Am. Fire Eagle Engine

Co., 332 F.3d 264, 269 (4th Cir. 2003). And because registration constitutes
constructive nationwide notice of the registrant’s priority of use of a mark, 15
U.S.C. § 1072, only actual use occurring prior to such registration gives rise to
enforceable common-law trademark rights, 15 U.S.C. § 1065. Thus, federal
registration has the practical effect of freezing a prior user’s enforceable trademark
rights thereby terminating any right to future expansion beyond the user’s existing
territory. Allard Enters., Inc. v. Advanced Programming Res., Inc., 249 F.3d 564,
572 (6th Cir. 2001) (“In the case in which a junior user applies for registration, . . .

the extent of the senior user/non-registrant’s territory is frozen as of the date of
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actual registration to the junior user.”).'°

Accordingly, because Plaintiff continued to operate only a single location of
Dan Tana’s at the time Defendants registered their mark, his trademark rights in the
“Dan Tana’s” name are limited to the Los Angeles market. Furthermore, the record
also establishes that Defendants currently operate restaurants only in the Atlanta
area and that the mark of neither party is known by the customers in the other’s
market. Thus, at present, the parties’ restaurants coexist in remote markets,
geographically and otherwise. On such a record, geographic considerations are
indeed relevant and demonstrate a smaller likelihood of confusion. See Coach

House Rest., 934 F.2d at 1564-65 (explaining that in an action for trademark

1

See also Peaches Ent. Corp. v. Ent. Repertoire Assocs.. Inc., 62 F.3d 690, 693
(5th Cir, 1995); Thrifty Rent-A-Car Sys., Inc, v. Thrift Cars, Inc., 831 F.2d 1177, 1181 (1st Cir.

1987) (applying the same principle to the related context in which the senior user obtains
registration and yet the junior user established market penetration in a discrete area prior to such
registration). For this reason, it is irrelevant to our likelihood-of-confusion analysis that Plaintiff
testified in this lawsuit (and after Defendants’ registration) about an intent to expand his
restaurant into other markets in other parts of the country. Moreover, even if Defendants did not
enjoy the benefit of a federal registration, the record contains no evidence demonstrating that
Atlanta, Georgia, would be considered within Plaintiff’s “zone of natural expansion.” See
Tally-Ho. Inc. v. Coast Cmty. Coll. Dist., 889 F.2d 1018, 102728 (11th Cir. 1989) (explaining
the common-law expansion doctrine, which provides a senior user with “some limited ‘breathing
space’ in which to expand beyond its current actual use” based on the nature of the senior user’s
use at the time of the junior user’s first use). A senior user that has constantly expanded its
business prior to the junior user’s adoption of the mark may be entitled to exclusive rights in a
zone of natural expansion, even if that zone ousts a junior user from its current territory. Id.
(citing J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 26:8 (2d ed.
1984)). However, where a “senior user is static, and has restricted use to only one small area,
such as one city, a good-faith junior user may expand into a nationwide use of the mark, subject
only to an exception in the small area occupied by the senior user.” Id. at 1028 (citing McCarthy,

supra, at § 26:8).
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infringement, as opposed to a cancellation proceeding, brought by a prior user of an
unregistered mark, there is no presumption that the mark is being used nationwide,
and therefore where the two parties “operate in discrete, remote areas, there is a
smaller likelihood that there will be confusion”); Brennan’s, 360 F.3d at 134 (“In
the restaurant industry, especially where individual restaurants rather than chains
are competing, physical separation seems particularly significant to the inquiry into
consumer confusion.”). We therefore hold that the geographic remoteness of the
parties’ restaurants is particularly relevant to our likelihood-of-confusion analysis
where a plaintiff bases a trademark infringement claim on common-law trademark
rights. The district court did not err in considering the geographic proximity of use

as an eighth factor demonstrating the unlikelihood of confusion."

1 We decline to consider Plaintiff’s argument that the underlying action is a

cancellation proceeding rather than a trademark infringement action, so as to make geographic
proximity of use irrelevant to the likelihood-of-confusion inquiry. See Coach House Rest., 934
F.2d at 1564 (explaining that where a prior user seeks to cancel a registrant’s mark, there is a
presumption that the registered mark is being used nationwide, i.e., it is already encroaching
upon the prior user’s market—wherever that may be—and therefore “geographical remoteness is
irrelevant to this likelihood of confusion inquiry”). The district court squarely held in its order
granting Defendants summary judgment: “This is not . . . a cancellation proceeding.” And our
review of Plaintiff’s brief to the district court persuades us that the district court was warranted in
treating this case only as an infringement action. Plaintiff failed to present his case to the district
court as a cancellation proceeding; Plaintiff only argued that he was “seeking” to cancel
Defendants’ mark pursuant to 15 U.S.C. § 1119, not that this prayer for relief transformed his §
43(a) trademark infringement action into a cancellation proceeding.

Notwithstanding the district court’s clear characterization of this suit as a trademark
infringement action, and resolution thereof as a § 43(a) infringement claim, Plaintiff’s briefs on
appeal fail to fairly raise this issue for our review, which is a necessary predicate to Plaintiff’s
invocation of Coach House. “Under our case law, a party seeking to raise a claim or issue on
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Viewing the likelihood-of-confusion factors as a whole, there is minimal
evidence of a likelihood of confusion between Plaintiff’s and Defendants’
restaurants aside from the initial similarity of their names and the fact that they
both provide restaurant services. The remaining factors all weigh against a
likelihood of confusion, some overwhelmingly so. There are stark differences
between the two restaurants’ cuisine and ambiance. There is virtually no evidence |
of confusion in advertising channels. No reasonable jury could find that
Defendants intended to trade on Plaintiff’s mark, and there is negligibie evidence
of any actual confusion between the two restaurants. Moreover, in light of the vast

geographical distance between the two markets currently used by the parties, a

appeal must plainly and prominently so indicate. Otherwise, the issue . . . will be considered
abandoned.” United States v. Jernigan, 341 F.3d 1273, 1283 n.8 (11th Cir. 2003).

Plaintiff did not include the issue of the district court’s mischaracterization of his suit in
his statement of the issues; he does not discuss it in his summary of the argument; and he does
not list it in his table of contents. In fact, he failed to even include a table of contents. His
standard-of-review section does not list the standard for reviewing questions of law, such as this
one. Nowhere in his brief, or in his submissions to the district court, does he even list the
elements of a claim for cancellation. Most importantly, Plaintiff failed to argue how his
complaint sufficiently alleged such a claim under federal notice pleading standards, failed to
elucidate the relationship between a trademark infringement action and a canceliation
proceeding, and failed to provide support for the proposition that merely praying for cancellation
as a remedy for infringement is sufficient to convert an infringement action into a cancellation
action or a dual infringement and cancellation action.

Plaintiff’s only argument on appeal with respect to the district court’s characterization of
his suit as one for trademark infringement, as opposed to cancellation, appears in the context of
his discussion of the relevance of geographic proximity of use in a trademark infringement
action. Because Plaintiff proceeds throughout his appeal as if this action is one for trademark
infringement under § 43(a) of the Lanham Act and has failed to “plainly and prominently”
indicate his intent to appeal to our court to correct any mischaracterization of his suit by the
district court, we deem this argument abandoned.
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likelihood of confusion is highly uniikely. In sum, Plaintiff has failed to adduce
sufficient evidence upon which a reasonable jury could find a likelihood of
confusion between Plaintiff’s and Defendants’ marks. Accordingly, we affirm the
district court’s grant of summary judgment to Defendants on Plaintiff’s Lénham
Act count.

Because neither party contests the district court’s conclusion that the
elements to establish deceptive trade practices under Georgia’s Uniform Deceptive
Trade Practices Act and fraud under O.C.G.A. § 23-2-55 are identical to those
required to prevail on Plaintiff’s federal infringement claim, we also affirm the
district court’s grant of summary judgment on these state law claims. See
Jellibeans, 716 F.2d at 839.

B. Appropriation of Likeness

We now turn to Plaintiff’s second issue on appeal: that the district court
erred in granting summary judgment on his appropriation-of-likeness tort claim.
To prove an appropriation of likeness under Georgia law, a plaintiff must establish
that the defendant invaded his privacy by appropriating, for the defendant’s benefit,
use or advantage, the plaintiff’s name or likeness. Cabaniss v. Hipsley, 151 S.E.2d
496, 500 (Ga. Ct. App. 1966). Plaintiff asserts on appeal that an appropriation of

likeness need not be intentional to be an actionable invasion of privacy. This
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position is wholly without merit.

An appropriation of likeness without an intent to use the likeness for one’s
benefit fails to meet the very definition of the tort itself. Furthermore, Georgia case
law plainly establishes that summary judgment is proper where a plaintiff fails to
show an intentional or knowing appropriation of likeness. Blakey v. Victory
Equip. Sales, Inc., 576 S.E.2d 288, 292 (Ga. Ct. App. 2002) (holding that the
district court properly awarded summary judgment to defendant on plaintiff’s
appropriation-of-likeness claim for the sole reason that “ft]here [was] no evidence .
. . that defendants ever knowingly took Blakely’s identity for their purposes™).

As discussed in Part 1LLA., Plaintiff also fails to present any material
evidence that calls into question the truthfulness of Clapp’s claim of origin for his
restaurant’s name aside from the general assertion that Clapp’s experience working
in Los Angeles may have resulted in his knowledge of the “Dan Tana’s” restaurant.
Without any evidence to contradict Clapp’s account that his restaurant is named
after his own two children, as opposed to Plaintiff’s restaurant in Hollywood, and
without any evidence of a motive for Defendants to trade on the name of Plaintiff’s
restaurant, there can be no intentional appropriation of Plaintiff’s name or likeness.

: In suﬁl, the di;trict court did not err in granting summary judgment to Defendants

: on Plaintiff’s appropriation-of-likeness claim.

._\
. :
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CONCLUSION

Because Plaintiff failed to produce sufficient evidence raising a genuine
issue of material fact on the likelihood of confusion between Plaintiff’s and
Defendants’ marks, the district court did not err in granting summary judgment to
Defendants on Plaintiff’s federal and state trademark infringement claims and his
claim of fraud arising under Georgia law. We also uphold the district court’s grant
of summary judgment to Defendants on Plaintiff’s appropriation-of-likeness claim
due to the absence of any evidence of an intentional appropriation of Plaintiff’s

likeness.

AFFIRMED.

Atlanta, Georgia - *°
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: September 7, 2010
Cancellation No. 92045947
Dan Tana
V.
Great Concepts, LLC
Andrew P. Baxley, Interlocutory Attorney:

On September 1, 2010, respondent filed a submission in
which it stated that the civil action styled Dan Tana v.
Dantanna's, Great Concepts, LLC, et al., Case No. 08-CV-
0975, filed in United States District Court for the Northern
District of Georgia, which prompted the suspension of this
case, has been finally determined with petitioner's claim of
false designation of origin under Trademark Act Section
43 (a), 15 U.S.C. Section 1125(a), being dismissed.?
Accordingly, proceedings herein are resumed. Further
briefing on respondent's motion for summary judgment is
deferred pending resolution of the following.

In view of the decision by the Board's reviewing court

in In re Bose Corp., 580 F.3d 1240, 91 USPQ2d 1938 (Fed.

! Respondent served its submission upon petitioner's former

attorney. Respondent is directed to re-serve its submission on
petitioner's current attorney, i.e., Brent Blakely, Blakely Law
Group, 915 North Citrus Avenue, Hollywood, CA 90038.
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Cir. 2009), the Board has sua sponte reviewed petitioner's
petition to cancel and finds that both of petitioner's
claims are insufficiently pleaded.? See Fed. R. Civ. P.
12 (b) (6); TBMP Section 503.02 (2d ed. rev. 2004).

Regarding petitioner's claim that respondent's mark
falsely suggests a connection with petitioner under
Trademark Act Section 2(a), 15 U.S.C. Section 1052 (a), such
claims evolved out of the right to privacy, as opposed to
trademark infringement. See Univ. of Notre Dame du Lac v.
J.C. Gourmet Food Imports Co., Inc., 217 USPQ 505 (Fed. Cir.
1983). A claim of false suggestion of a connection under
Section 2(a), requires allegation of facts from which it may
be inferred: (1) that respondent's mark points uniquely to
petitioner, as an entity, i.e., that applicant's mark is
opposer's identity or persona; (2) that purchasers would
assume that services rendered under respondent's mark are
connected with petitioner; and (3) that, prior to
respondent's use of its mark, either (a) petitioner used
respondent's mark, or an equivalent thereof, as a
designation of his identity or persona, or (b) respondent's

mark was associated with petitioner. See Miller Brewing Co.

> Petitioner has adequately pleaded his standing by alleging

facts which demonstrate a real interest in the outcome of this
proceeding in paragraphs 1 through 10 of the petition to cancel.
See Ritchie v. Simpson, 50 USPQ2d 1023 (Fed. Cir. 1999); Lipton
Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 1028, 213 USPQ
185, 189 (CCPA 1982).



Cancellation No. 92045947

v. Anheuser-Busch Inc., 27 USPQ2d 1711 (TTAB 1993). In the
petition to cancel, petitioner alleges that respondent's
DANTANNA'S mark is identical to petitioner's DAN TANA mark,
instead of his identity or persona.® Paragraph 14 (i).
Petitioner also alleges that petitioner's DAN TANA mark,
instead of respondent's involved DANTANNA'S mark, points
directly and unique to petitioner. Paragraph 14 (ii).

In addition, petitioner contends that respondent's
application for the involved registration should have been
refused under Section 2(a). However, in determining claims
in inter partes proceedings, the issue is not whether the
examining attorney should have refused registration of
respondent's mark. The Board does not supervise examining
attorneys. See Century 21 Real Estate Corp. v. Century Life
of America, 10 USPQ2d 2034 (TTAB 1989). Rather, Board
proceedings are based upon a plaintiff's belief of damage
from the registration of a mark and involve determinations
of whether cancellation or refusal of a registration is
warranted, based on specific pleaded grounds. See Trademark
Act Sections 13 and 14, 15 U.S.C. Section 1063 and 1064;

Trademark Rules 2.101(b) and 2.111(b). Based on the

* A claim based on an assertion that respondent's mark is

confusingly similar to petitioner's previously used mark is
properly raised under Trademark Act Section 2(d), 15 U.S.C.
Section 1052(d) .
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foregoing, petitioner's Section 2(a) false suggestion claim
is legally insufficient.

Regarding petitioner's pleaded fraud claim, fraud in
procuring or maintaining a trademark registration occurs
when an applicant for registration or a registrant in a
declaration of use or a renewal application knowingly makes
specific false, material representations of fact in
connection with an application to register or in a post-
registration filing with the intent of obtaining or
maintaining a registration to which it is otherwise not
entitled.* See Torres v. Cantine Torresella S.r.l1., 808
F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986).

Petitioner has failed to identify clearly any specific
false, material representations of fact that respondent made
in the ex parte examination of the application for its
involved registration with the intent of obtaining a
registration to which respondent was not entitled. While

the declaration in an application must be truthful,

* Because intent is a required element to be pleaded for a claim

of fraud, allegations that a party made material representations
of fact that it "knew or should have known" were false or
misleading are insufficient. See In re Bose Corp., supra.

There is no fraud if a false misrepresentation is occasioned by
an honest misunderstanding or inadvertence without a willful
intent to deceive. Smith Int'l, Inc. v. 0Olin Corp., 209 USPQ
1033, 1044 (TTAB 1981). TUnless a party alleging fraud can point
to clear and convincing evidence that supports drawing an
inference of deceptive intent, it will not be entitled to
judgment on a fraud claim. In re Bose Corp., supra at 1942. Any
doubt must be resolved against the party making a claim of fraud.
Id. at 1939.
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respondent was not required to investigate and report all
other possible users of an identical or confusingly similar
mark either as part of its application or during ex parte
examination of that application.® See Rosso and Mastracco,
Inc. v. Giant Food Inc., 219 USPQ 1050 (Fed. Cir. 1983);
Marshall Field & Co. v. Mrs. Fields Cookies, 11 USPQ2d 1355
(TTAB 1989). 1In addition, a review of the registration file
indicates that respondent was not asked during such
examination to explain whether its involved DANTANNA'S mark

had any meaning or significance in the relevant trade or

> In the declaration contained in the application for
respondent's involved registration, respondent's attorney averred
that "to the best of his/her knowledge and belief no other
person, firm, corporation, or association has the right to use
the mark in commerce, either in the identical form thereof or in
such near resemblance thereto as to be likely, when used on or in
connection with the goods/services of such other person, to cause
confusion, or to cause mistake, or to deceive." (emphasis added)
To the extent that petitioner intends to assert that respondent
committed fraud in that declaration, petitioner must allege
particular facts which, if proven, would establish that: (1)
there was in fact another use of the same or a confusingly
similar mark at the time the oath was signed; (2) the other user
had legal rights superior to the applicant's; (3) the applicant
knew that the other user had rights in the mark superior to
applicant's, and either believed that a likelihood of confusion
would result from the applicant's use of its mark or had no
reasonable basis for believing otherwise; and that (4) the
applicant, in failing to disclose these facts to the Patent and
Trademark Office, intended to procure a registration to which it
was not entitled. Intellimedia Sports Inc. v. Intellimedia
Corp., 43 USPQ2d 1203, 1205 (TTAB 1997). Otherwise stated,
petitioner must plead (and later prove) not only that
respondent’s declaration was literally false (i.e., that
respondent did not have superior rights in the mark), but also
that respondent knew that its assertion of exclusive rights in
the mark was false. Am. Sec. Bank v. Am. Sec. & Trust Co., 571
F.2d 564, 197 USPQ 65, 67 (CCPA 1978) ("Appellant misreads the
cited statute and rules. They require the statement of beliefs
about exclusive rights, not their actual possession.").
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industry or whether the mark identifies a living individual.
The Board will not penalize respondent for not providing an
explanation that the examining attorney did not request.

See Marshall Field & Co. v. Mrs. Fields Cookies, supra.
Further, petitioner's fraud allegations are unacceptably
made "[u]lpon information and belief" without setting forth
specific facts upon which the belief is reasonably based.
See Asian and Western Classics B.V. v. Selkow, 92 USPQ2d
1478 (TTAB 2009). Based on the foregoing, petitioner's
fraud claim is also legally insufficient.

Notwithstanding the foregoing, the Board generally
allows plaintiffs whose pleadings have been found
insufficient an opportunity to file a corrected pleading.
See TBMP Section 503.03. Therefore, petitioner is allowed
until thirty days from the mailing date set forth in this
order to file an amended petition to cancel.® Respondent is
allowed until sixty days from the mailing date set forth in
this order to file an answer to the amended petition to
cancel and either a revised motion for summary judgment or a
submission indicating that it wishes to go forward with its

pending motion for summary judgment.’ Petitioner is allowed

® If petitioner does not file an amended petition to cancel, the
Board may issue an order to show cause why the Board should not
dismiss the petition to cancel with prejudice based on
petitioner's apparent loss of interest in this case.

’” The revised motion for summary judgment should include all
supporting exhibits. If respondent files a revised motion for
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until ninety-five days from the mailing date set forth in
this order to file a brief in response to respondent's
operative motion for summary judgment. Respondent's reply
brief in support of its operative motion for summary
judgment is due in accordance with Trademark Rules 2.119(c)

and 2.127(e) (1) .

summary judgment, the revised motion for summary judgment will
become the operative summary judgment motion herein, and its
pending motion for summary judgment will receive no
consideration.
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Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA367423

Filing date: 09/09/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92045947
Party Defendant
Great Concepts, LLC
Correspondence R. Milton Crouch
Address Shapiro Fussell, LLP
1360 Peachtree St., Suite 1200
Atlanta, GA 30309
UNITED STATES
mcrouch@shapirofussell.com, docketing@procopio.com, Imf@procopio.com,
mlf@procopio.com, fkt@procopio.com
Submission Other Motions/Papers
Filer's Name Frederick K. Taylor
Filer's e-mail docketing@procopio.com, fkt@procopio.com, tma@procopio.com
Signature /Frederick K. Taylor/
Date 09/09/2010
Attachments PROOF_OF_SERVICE.pdf ( 1 page )(10358 bytes )



http://estta.uspto.gov

CERTIFICATE OF SERVICE

| hereby certify that a true androplete copy of the foregoing flEREQUEST TO
REMOVE SUSPENSION of PROCEEDINGS is being emailed on September 8, 2010 to the

attorney for Petitioner as follows:

Brent H. Blakely
Blakely Law Group
915 North Citrus Avenue
Hollywood CA 90038
Tel: (323) 464-7400
Fax: (323) 464-7410
Email: bblakely@blakelylawgroup.com

Dated: September 8, 2010 By:  /Frederick K. Taylor/
Frederick K. Taylor

114623/000001/1250766.01
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Baxley Mailed: October 26, 2010
Cancellation No. 92045947
Dan Tana
V.
Great Concepts, LLC
Andrew P. Baxley, Interlocutory Attorney:

In view of petitioner's failure to file an amended
petition to cancel in compliance with the Board's September
7, 2010 order, petitioner is allowed until thirty days from
the mailing date set forth in this order to show cause why
this proceeding should not be dismissed with prejudice based
on petitioner's apparent loss of interest. See September 7,
2010 order at footnote 6.

Proceedings herein are otherwise suspended.
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Baxley Mailed: December 14, 2010
Cancellation No. 92045947
Dan Tana
V.
Great Concepts, LLC
By the Trademark Trial and Appeal Board:
In view of petitioner's failure to respond to the order
to show cause that the Board issued on October 26, 2010, the
petition to cancel is dismissed with prejudice based on

petitioner's apparent loss of interest.
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Patent and pmark Office
ASSISTANT SECT®TARY AND COMMISSIONER
OF PATENTS AND TRADEMARKS

Washington, D.C. 20231

REGISTRATION NO. 1516448 SERIAL NO. 73/679230 PAPER NO.
MAILING DATE: 09/05/95

UNITED STA{i}DEPARTMENT OF COMMERCE

MARK: STEALTH WEAR

REGISTRANT: COVINGTON INDUSTRIES, INC.

CORRESPONDENCE ADDRESS: Please furnish the following

- in all correspondence:

PETER G. MACK © vour o ber and 2io cod

FOLEY & LARDNER 2. Mailing date of this action.

31;080 lzscos;;rrzstéET, N.W. 4. The Sodrass of ail serrespondence
U J 96 ’ , rt1ho; fvc;r;gasmll/ggoxfe;"s. should include

WASHINGTON, DC 20007-8696 5. Registration No.

RECEIPT IS ACKNOWLEDGED OF THE SUBMITTED REQUEST UNDER:
SECTION 8 OF THE TRADEMARK STATUTE AND 37 CFR SECS. 2.161-2.166.
SECTION 15 OF THE TRADEMARK STATUTE AND 37 CFR SECS. 2.167-2.168.

YOUR REQUEST FULFILLS THE STATUTORY REQUIREMENTS AND HAS BEEN ACCEPTED.

* PATRICIA ANN EVERETT
AFFIDAVIT-RENEWAL EXAMINER
TRADEMARK EXAMINING OPERATION
(703) 308-3500 EXT. 42



TED STATES PATENT AND TRADEMARK OFFICE

Registrant: Covington Industries, Inc.
Registration No.: 1,516,448
Registration Date: December 13, 1988
Mark: STEALTH WEAR

TRANSMITTAL, LETTER

TO THE ASSISTANT COMMISSIONER OF TRADEMARKS
2900 Crystal Drive, Arlington, VA 22202-3513:
Sir:
Registrant is submitting the following materials in connection

with the above-identified Trademark registration:

1. Combined Declaration Under Sections 8 and 15;
2. 1 Specimen* (label)

3. Check ($200.00)

Please charge any additional fees due to Deposit Account
No. 19-0741. A duplicate of this letter is attached for this
purpose.

Respectfully submitted,

Opecomber 9, 1 G4 /ZCZ,,/%€§,/44/‘~*//

Date PETER G. MACK

Foley & Lardner

Suite 500

3000 K Street, N.W.

P.O. Box 25696

Washington, D.C. 20007-8696

* Specimen shows the name "GAME WINNER", which is a wholly owned subsidiary
of the registrant, Covington Industries, Inc. The parent company completely owns
the subsidiary, use of the mark inures to the registrant's benefit as a matter
of course; in addition, because the registrant wholly owns the party whose name
appears on the specimen, control over the nature and quality of the goods is
implicit by virtue of the relationship itself.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Registrant: Covington Industries, Inc.
Registration No.: 1,516,448
Registration Date: December 13, 1988
Mark: STEALTH WEAR

TRANSMITTAL LETTER
TO THE ASSISTANT COMMISSIONER OF TRADEMARKS
2900 Crystal Drive, Arlington, VA 22202-3513:
Sir:
Registrant is submitting the following materials in connection

with the above-identified Trademark registration:

1. Combined Declaration Under Sections 8 and 15;
2. 1 Specimen#* (label)

3. Check ($200.00)

Please charge any additional fees due to Deposit Account
No. 19-0741. A duplicate of this letter is attached for this

purpose.

Respectfully submitted,

{etem ber Z,/ff74L‘ //C%v,/yég//¢>““//

Date PETER G. MACK

Foley & Lardner

Suite 500

3000 K Street, N.W.

P.O. Box 25696

Washington, D.C. 20007-8696

* Specimen shows the name "GAME WINNER", which is a wholly owned subsidiary

of the registrant, Covington Industries, Inc. The parent company completely owns
the subsidiary, use of the mark inures to the registrant's benefit as a matter
of course; in addition, because the registrant wholly owns the party whose name

appears on the specimen, control over the nature and quality of the goods is
implicit by virtue of the relationship itself.



o P0000 " 8 7¢/ yZ
N ® @ =4
# ¢

ﬁif; DECLARATION OF USE AND INCONTESTABILITY OF A MARK
g UNDER SECTIONS 8 AND 15

Mark: STEALTH WEAR

Registration No.: 1,516,448

Class No.: 25

Registrant: Covington Industries, Inc.

Address: 2625 Cumberland Parkway
Atlanta, GA 30339

Incorporated Under the Laws of Alabama
TO THE ASSISTANT COMMISSIONER OF TRADEMARKS
2900 Crystal Drive, Arlington, VA 22202-3513:

The undérsigned being hereby warned that willful false
statements and the 1like so made are punishable by fine or
imprisonment, or both, under‘Section 1001 of Title 18 of the United
States Code and that such willful false statements may jeopardize
the validity of this document declares that Covingtén Industries,
Inc. owns the above-identified registration issued December 13,
1988, as shown by records in the Patent and Trademark Office; that
the mark shown therein has been in continuous use in interstate
commerce for five consecutive years from the date of the
registration to the present, on or in connection with all of the
goods which are stated in the registration; that such mark is still
in use in interstate commerce; that such mark is still in use as
evidenced by the specimen enclosed showing the mark as currently
used; that there has been no final decision adverse to registrant's

-1~
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Registration No. 1,516,448

claim of ownership of such mark for such goods, or to registrant's
right to register the same or to keep the same on the register;
that there is no proceeding involving said rights pending and not
disposed of either in the Patent and Trademark Office or in the
courts; and that all statements made of his own knowledge are true
and all statements made on information and belief are believed to

be true.

POWER OF ATTORNEY

Registrant hereby appoints Arthur Schwartz, Registration
No. 22,155; Donald D. Jeffery, Registration No. 19,980; Richard L.
Schwaab, Registration No. 25,479; Peter G. Mack, Registration No.
26,001; David A. Blumenthal, Registration No. 26,257; John J.
Feldhaus, Registration No. 28,822; Stephen A. Bent, Registration
No. 29,768 and Bernard D. Saxe, Registration No. 28,665 Sybil
Meloy, Registration No. 22,749 of Foley & Lardner, Suite 500, 3000
K Street, N.W., P.O. Box 25696, Washington, D.C. 20007-8696, as
registrant's attorneys with full power of association, substitution
and revocation, and to take any and all other actions with regard

to this mark and registration.
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Registration No. 1,516,448

Please direct all future correspondence to:

PETFR G. MACK, ESQUIRE
FOLEY & LARDNER

3000 K Street, N.W.

P.0O. Box 25696

Washington, DC 20007-8696
Telephone: (202) 672-5300

Respectfully submitted,

Covington Industries, Inc.

/E;te: D eripert ZA?%/ ,;;:' <;Lwdyz ;7{ éﬁ%ij%zzh??fé7

,Qé%f L. Chitwood
<" Vice President
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