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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

In the matter of Registration No. 4460761 

Date of Issue:  January 7, 2014 

Trademark HIMANI Makeup – Skincare 

 

____________________________________ 

      ) 

M/s. Emami Limited    ) 

   Petitioner,  ) 

      ) 

v.      ) Cancellation No. 92061916 

      ) 

Himani Gupta     ) 

   Registrant.  ) 

 

REGISTRANT’S MOTION AND SUPPORTING BRIEF FOR SUMMARY 
JUDGEMENT  

 

                            MOTION FOR SUMMARY JUDGMENT 

Himani Gupta (hereinafter Gupta), Registrant in the above-entitled Cancellation 

respectfully moves the board under Rule 56 of the Federal Rules of Civil Procedure for Summary 

Judgment because Petitioner, Emami Limited (herein after Emami), is contractually estopped 

and has waived all rights for seeking cancellation of Registrant’s Mark based on a settlement 

Agreement between the parties dated May 30, 2013 (hereinafter “2013 Agreement”). The 2013 

Agreement is attached hereto as an EXHIBIT. It was also attached to Gupta’s Answer and to 

Gupta’s Initial Disclosures. 

BRIEF IN SUPPORT OF MOTION FOR SUMMARY JUDGMENT 

I.  UNDISPUTED FACTS 

Gupta filed for trademark registration of her mark, “HIMANI MAKE – SKINCARE” on 

January 14, 2011 in class IC 003 for cosmetics (Application No. 85218544). At that time Emami 

had a registered mark, HIMANI, in class 005 for “Ayurvedic preparations (Registration No. 
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3005688). Based on its registered mark Emami filed a Notice of Opposition (No. 91200679) 

against Gupta’s application on July 13, 2011. On May 30, 2013, the parties entered into a 

settlement agreement (attached EXHIBIT), hereinafter 2013 Agreement. Gupta agreed to and did 

amend her registration to “Non-ayurvedic preparation…..”  Gupta also agreed:  

4.     Gupta shall not, directly or indirectly, challenge before any court, 

adjudicative body, arbitrator and/or in any judicial or quasi-judicial proceeding, the 

use and/or registration by or on behalf of Emami of the Himani Mark as well as any 

use or registration of the mark EMAMI.   

 In return, Emami agreed: 

“6.    Emami agrees as long as Gupta complies with the terms of this Agreement 

Emami will not challenge the registration of the Gupta Application and any resulting 

registration and usage rights of the HIMANI MAKEUP-SKINCARE and Design 

mark.” 

On October 31, 2013 the Board approved Gupta’s amendment to her identification of 

goods. On November 21, 2013 the parties filed a stipulated withdrawal of the opposition and on 

November 27, 2013 the opposition was dismissed without prejudice. Gupta’s Mark was 

registered as No. 4460761 on January 7, 2014.    

On December 22, 2011, Emami filed for a second time on the mark HIMANI (Application 

No. 85502259), this time in Class IC 003 and broadened the description of goods from their 

previously registered MARK to include among, other goods, “cosmetics” that were not limited 

to “ayurvedic” goods.  The Trademark Office rejected and refused to register the second filed for 

Emami mark “HIMANI” based on likelihood of confusion with the then registered Gupta ‘761 

MARK. Emami also has a registered mark “EMAMI” for Class 1C 003 for cosmetics (Reg. No. 
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2997093-date September 20, 2006) 

On July 21, 2015, Emami Petitioned for Cancellation of Gupta’s mark based on Emami’s 

pending application. Gupta has Answered and asserted among other Affirmative Defenses 

Contractual Estoppel. The 2013 Agreement between the parties was attached thereto as an 

Exhibit. Gupta has also served its Initial Disclosures and the 2013 Agreement is attached thereto 

as an Exhibit. 

Gupta has never, directly or indirectly, challenged before any court, adjudicative body, 

arbitrator and/or in any judicial or quasi-judicial proceeding, the use and/or registration by or on 

behalf of Emami of the Himani Mark, or any use or registration of the mark EMAMI.   

II.  THE PARTIES 

Gupta operates her business as a small sole proprietor having developed her line of 

cosmetics and makeup and first selling them from a boutique store located in Flint Michigan in 

2001. She has also had a store in Saginaw, Michigan and now sells her products from a boutique 

store located in the Midland Mall in Midland, Michigan. Her products are not ayurvedic.  

Emami is an old Indian company who in the mid-seventies acquired another Indian 

company, Himani Ltd., who produced an ayurvedic preparation they called “their first flagship 

brand, Boroplus Antiseptic Cream”. The Emami story is told at their website “The Journey – 

Emami Ltd”. 

III.   THE LAW OF SUMMARY JUDGMENT 

The Board has adopted the Federal Rules of Civil Procedure for inter parties proceedings 

37 C.F.R. section 2.116(a). Under Rule 56 of the Rules, granting of summary judgment is 

appropriate “if the movant shows that there is no genuine dispute as to any material fact and the 

movant is entitled to judgment as a matter of law”.  
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With respect to the 2013 Agreement the only issue is interpretation of the Agreement, 

which is a matter of law which may be decided by the Board on summary judgment, Kimberly-

Clark Corp. v. Fort Howard Paper Co., 772 F. 2d 860 (Fed. Cir. 1985). In interpreting contracts, 

“unless a different intention is manifested,…where language has a generally prevailing meaning, 

it is interpreted in accordance with that meaning.” Restatement (Second) of Contracts, Section 

202 (3) (a). 

There is no dispute as to a material fact, and Gupta is entitled to a judgment dismissing 

the Petition for Cancellation as a matter of law. Summary judgment in trademark matters is 

beyond dispute. Danskin Inc. v. Dan River, Inc., 498 F 2d. 1386 (1974). 

IV. SUMMARY JUDGMENT IS PROPER BECAUSE EMAMI IS 

CONTRACTUALLY ESTOPPED FROM CHALLENGING GUPTA’S EXCLUSIVE 

RIGHT’S IN HER MARK FOR THE IDENTIFIED GOODS. 
 

In good faith and in reliance on terms of the 2013 Agreement Gupta agreed to limit the 

identification of her goods to “nonayurvedic” makeup and skin care. The word ayurvedic has a 

very specific meaning: i.e. “the ancient Hindu art of medicine and prolonging life” 

(Dictionary.com). It is based on the use of various herbs used in lotions, balms and the like to 

promote health. “Himani Boro Plus Lotion”. Emami provided this as a specimen in the filing of 

its second trademark application for the HIMANI mark. Himani Boro Plus Lotion contains malai, 

badam, rosewater and saffron (Indian Products Online) which places it in the ayurvedic category. 

Gupta’s products are nonayurvedic cosmetics and makeup. 

If Gupta had known that the next act by Emami would be a second attack on her MARK 

because of Emami’s late recognition of the market she was developing she might have taken other 

actions. Contractual Estoppel is an equitable defense and sounds in the public policy favoring the 

settlement of disputes and the finality of these settlements should be respected when settled by 



5 

 

agreement.   

Gupta agreed:  

“4.     Gupta shall not, directly or indirectly, challenge before any court, adjudicative 

body, arbitrator and/or in any judicial or quasi-judicial proceeding, the use and/or 

registration by or on behalf of Emami of the Himani Mark as well as any use or 

registration of the mark EMAMI.” 

Gupta never has made any such challenge, either directly or indirectly.  

Emami by the 2013 Agreement agreed that, in return for Gupta amending the 

identification of goods to “nonayurvedic preparations “(Paragraph 1 of the 2013 Agreement) to: 

“6.    Emami agrees as long as Gupta complies with the terms of this Agreement 

Emami will not challenge the registration of the Gupta Application and any resulting 

registration and usage rights of the HIMANI MAKEUP-SKINCARE and Design 

mark.” 

Gupta amended her application as required by the 2013 Agreement, and the amendment 

was accepted by the Trademark Office and the Opposition was dismissed. Gupta has and 

continues to comply with the terms of the 2013 Agreement. 

Unknown to Gupta, Emami had applied for registration for the same HIMANI name that 

Emami had previously registered for “Ayurvedic preparation” but for a second group of goods 

in Class 003 that is broad enough to include Gupta’s goods. When the Trademark Office refused 

to register the HIMANI name based on Gupta’s registered mark Emami breached the 2103 

Agreement and filed a Petition for Cancellation of Gupta’s mark. The specimen Emami provided 

to the Office was for Himani Boro Plus Lotion, an “ayurvedic lotion” not a nonayurvedic 

preparation.  Emami in the 2013 Agreement also categorized its registered HIMANI Mark as 
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“for a variety of goods including but not limited to Ayurvedic preparations” when the 

identification of the goods was in class IC005 for only “Ayurvedic preparations”. Class 005 is 

identified in the Trademark Acceptable Identification of Goods and Services as follows: 

197 “Antimicrobial preservatives for cosmetics for pharmaceuticals “ 

198 “Medicated cosmetics” 

199 “Plant and herb extracts sold as components of medicated cosmetics” 

200 “Vitamins for use in the manufacture of (specify, e.g. cosmetics, food products 

etc.)” 

The Opposition was dismissed “without prejudice”. Any attempt by Emami to use the 

dismissal to legitimize its breach of the 2013 Agreement by later filing the Petition for 

Cancellation based on it then later pending Application for registration of the same HIMANI 

mark supports Gupta’s position Emami is using these techniques as an attempt to encroach into 

Gupta’s nonayurvedic market. The “without prejudice” language should only be used in the rare 

case that an accused party to a settlement breaches the agreement and then only to the extent of 

the specific subject matter of the Agreement. 

Contractual Estoppel is an equitable remedy. Equitable remedies should attempt to follow 

the principles of fairness. Richmond v. Office of Personnel Management, 862 F. 2d 294, 301 

(Fed. Cir. 1988). Allowing Emami to further its attempted encroachment into Gupta’s market 

using a similar mark violates principles of fairness allowing Emami to accept the benefits of the 

2013 Agreement without living up to its promises. 

For the foregoing reasons granting of Gupta’s request for Summary Judgment dismissing 

the Petition for Cancellation filed by Emami is respectfully requested. If Summary Judgment is 

not granted Gupta will face a long and expensive process to prove using her mark. Settlement 
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agreements are intended to remove this risk.  

For these reason Ms. Gupta respectfully prays for Summary Judgment in her favor. 

WHEREFORE, Registrant prays the Petition for Cancellation be dismissed with 

prejudice. 

Respectfully Submitted 

 

 

      /Bruce M. Kanuch/    

     Bruce M. Kanuch P15689 State of Michigan 

     Mitchell Intellectual Property Law, PLLC 

     1595 Galbraith Avenue, SE 

     Grand Rapids, MI 49546 

 

Attorney for Registrant 
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Cancellation No. 92049828 

 

 

CERTIFICATE OF SERVICE 
 

 I, Bruce Kanuch, hereby certifies that a true and correct copy of the foregoing 

REGISTRANT’s MOTION AND SUPPORTING BRIEF FOR SUMMARY JUDGMENT, 

including Exhibit 1, was served on Petitioner’s counsel of record, this 22nd day of February, 2016, 

by mailing via Frist Class Mail at the following address: 

 

 Leo M. Loughlin 

 Rothwell, Figg, Ernst & Manbeck, pc 

 607 14th Street, N.W. 8th Floor 

 Washington, D.C. 20005 

 

And by sending a courtesy copy by electronic mail at the following email address: 

 

 lloughlin@rothwellfigg.com 

 

 

       /Bruce M. Kanuch/    

      Bruce M. Kanuch P15689 State of Michigan 

      Mitchell Intellectual Property Law, PLLC 

      1595 Galbraith Avenue, SE 

      Grand Rapids, MI 49546 
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